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I. INTRODUCTION

The Board should deny Patent Owner AutoConnect’s Request for Director
Review (Paper 12, “Request”) because (1) settled expectations favor Ford, not
AutoConnect and (2) Ford did not engage in inconsistent claim construction.

First, settled expectations support institution here. Ford’s decade-long
customer—supplier relationship with Flextronics—combined with Flextronics’ role
as the original owner of the 186 Patent and its continuing supply of the SYNC
modules—created well-settled expectations that Ford would not face infringement
accusations on patents originating from that supplier relationship. In addition,
AutoConnect’s history of allowing key asserted patents to lapse for nonpayment of
maintenance fees—including the *186 Patent—undercuts AutoConnect’s claimed
“settled expectations” in the uninterrupted enforceability of the patent rights it now
asserts. These facts, already recognized by the Director in related IPRs, support
Ford’s reasonable reliance on non-enforcement and undermine any claim that
AutoConnect held strong settled expectations in the *186 Patent.

Second, Ford’s claim construction positions are consistent. Ford’s approach
in this IPR follows the statutory limits of [IPR (where indefiniteness is unavailable),
and Ford has further offered a Sofera-like stipulation to withdraw its indefiniteness
arguments for the 186 Patent in the district court if this IPR is instituted. Whereas

AutoConnect’s approach to claim construction is inconsistent and strategically shifts
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between proceedings, seeking broad interpretations to support infringement in
district court while advocating narrower constructions to avoid unpatentability
before the Board. For all these reasons, AutoConnect’s Request should be denied.

II. ARGUMENT

A.  Settled Expectations of the Parties Do Not Weigh in Favor
of Discretionary Denial

As in [PR2025-01342 and IPR2025-01383, Flextronics is the original owner
of the challenged patent and has continuously supplied the accused SYNC
infotainment system to Ford for over ten years. Also, like 1PR2025-01342,
AutoConnect failed to pay the maintenance fee for the challenged patent causing it

to lapse—here for more than three years.

1. Ford Had Strong Settled Expectations of Non-
Enforcement

a. Ford has a long-term business relationship with
the original owner of the 186 Patent

Ford released its first-generation SYNC infotainment system in 2007,
followed by SYNC 2 in 2010. (Ex. 1061, 86; Ex. 1062, 84.) Ford started working
with Flextronics in 2010 to source infotainment technology for use in Ford vehicles.
(Exs. 1117, 1118.) Flextronics then filed many patent applications directed to
infotainment related technology, e.g., U.S. 14/253,371 on April 15, 2014, that issued
as the *186 Patent. (Ex. 1001, Cover.) The *186 Patent claims priority to multiple

provisional applications, including U.S. 61/811,981 filed April 15, 2013, which
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Ex. 1113, 158

Ford started manufacturing vehicles with the Flextronics supplied SYNC
modules in 2014, and that continues to this day. (Ex. 1121, 94.) Flextronics has
publicly touted this long-term relationship. (See Ex. 1110.) Flextronics assigned the
’186 Patent to AutoConnect on May 20, 2015, but did not inform Ford. (Ex. 1122,
2.) Ford remained unaware of any such transfer until AutoConnect contacted Ford
in December 2023 to assert the 186 Patent. (Ex. 1005, 434.)

Under Section 19 of its Global Terms and Conditions, Ford holds a license to

supplier patents covering technology supplied to Ford. (IPR2026-00002, Ex. 1128,
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§ 191.) Flextronics assigned the *186 Patent to AutoConnect “with no license for
Flex, Flex AP, or their customers to practice Flex and Flex AP’s patents.”
(Flextronics AP, LLC v. Christopher Ricci, Case No. 5:26-cv-00117-JCG (N.D. CA)
Complaint, Jan. 6, 2026 (IPR2026-00173, Ex. 1137, 9102).) Flextronics recently
sued Christopher Ricci? over his role as Flextronics’ attorney in the assignment of
the asserted patents to AutoConnect (a company he now co-owns). (/d., 1-5, 9,
32.) Flextronics alleges that Ricci’s “failure to include a grant-back license” for
Flextronics was an “inexcusable and inexplicable” omission that “[n]o reasonable
attorney acting in Flex’s best interests would have proposed, let alone agreed to[.]”
(/d., q10).

Regardless of the terms of the agreement between Flextronics and
AutoConnect, Ford holds, by virtue of the terms and conditions governing its
purchase of SYNC modules from Flex dating back to 2014, a license to any

Flextronics (or former Flextronics) patent covering the SYNC system, that

'Available at

https://fsp.portal.covisint.com/documents/106025/25131282/Global_Production_T

erms.pdf/fd1ed09d-7519-4ebb-928e-a7b302dc1331?version=1.0.

2 Mr. Ricci is Flex’s former Deputy General Counsel, the first named inventor of all

asserted patents, and AutoConnect’s current co-owner. (/d., 492, 4, 32.)


https://fsp.portal.covisint.com/documents/106025/25131282/Global_Production_Terms.pdf/fd1ed09d-7519-4ebb-928e-a7b302dc1331?version=1.0
https://fsp.portal.covisint.com/documents/106025/25131282/Global_Production_Terms.pdf/fd1ed09d-7519-4ebb-928e-a7b302dc1331?version=1.0
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Flextronics supplies to Ford. (IPR2026-00002, Ex. 1128, § 19.) Ford’s Global Terms
and Conditions also require a supplier of an accused product to defend and indemnify
Ford from third-party claims of patent infringement. (/d., § 21 “Claims of
Infringement”.)

The Director has already decided Ford “had settled expectations that the
challenged patents would not be asserted against it based upon ... its business
relationship with the original owner of the challenged patents, Flextronics AP, LLC
(‘Flextronics’).” IPR2025-01342, Paper 10, 2. The Director further explained that it
was, “eminently reasonable for [Ford] to expect its supplier, ... [would] have all
necessary licenses” for the products it continued to sell to Ford. /d., 3. Therefore,
Ford’s “decade-long and continuous customer-supplier relationship, ... developed a
well-settled expectation that it would not be accused of infringing the challenged
patents.” Id.

Moreover, the first sale doctrine and the doctrine of patent exhaustion prevent
Flextronics from asserting its patents against products it sells to Ford. See Impression
Products v. Lexmark Intern., 581 U.S. 360, 137 S. Ct. 1523, 1533 (2017); Quanta
Computer, Inc. v. LG Electronics, Inc., 553 U.S. 617, 128 S. Ct. 2109, 2111 (2008)
(“The patent exhaustion doctrine provides that a patented item’s initial authorized
sale terminates all patent rights to that item.”).

Notwithstanding the Director’s prior findings, AutoConnect argues that “Ford
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fails to show that Flextronics ever supplied any systems accused of infringement”
and “that Flextronics does not supply the accused system—Phone As A Key—....”
(Request, 4-5, emphasis in original.) That is incorrect. AutoConnect broadly
accuses: “All Ford vehicles ..., vehicle systems (including in-vehicle multimedia
and infotainment systems), ... and hardware and software components that enable
Ford’s Phone As A Key feature, in the makes and models from the 2020 model year
to the present... .” (Ex. 1125, 5°.) AutoConnect also cites SYNC related evidence
over 100 times throughout the complaint. (Ex. 1005.)

Ford refers to its infotainment system as “SYNC”, and Flextronics supplies
the “SYNC” module to Ford. (Ex. 1121, 94.) Flextronics admits that it supplies the
accused SYNC system to Ford. (IPR2026-00173, Ex. 1137, 9125, “In its litigation
against Ford, AutoConnect asserts that Ford’s SYNC system, which Flex supplied
to Ford, infringes some of the Patents.”) AutoConnect cannot simultaneously
(1) define the accused instrumentalities as Ford’s in-vehicle multimedia and
infotainment systems, and (i1) argue that Flextronics’ admitted supply of those
SYNC systems is irrelevant because the accusation is “really” about some narrower

Phone As A Key system.

AutoConnect further argues that Ford does not “link Flextronics to the

3 Emphasis added by Petitioner unless otherwise noted.
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relevant model years (2020 and later).” (Request, 5.) But as explained by Ford’s
buyer, Melissa Sheahan, Ford has “purchased SYNC modules from Flextronics since

at least October 2014 and continuously through today for various versions of Ford’s

SYNC infotainment systems.” (Ex. 1121, 94.) Flextronics’ supply of “various
versions” of the accused SYNC Systems “since ... 2014 and continuously through
today” include the accused products. /d.

AutoConnect also argues that Ford’s relationship with Panasonic undermines
Ford’s settled expectations of non-enforcement of Flextronics patents unless
“Flextronics was the exclusive supplier... .” (Request, 6, emphasis in original.) This
argument misses the mark because AutoConnect sued Ford—not Ford’s other
suppliers—on Flextronics’ patents. First, as explained above, § 19 of Ford’s Global
Terms and Conditions provides Ford a license “to make” and “have made” any
Flextronics patent covering a product that Flextronics supplies to Ford. (IPR2026-
00002, Ex. 1128, 11-12.) Second, it is public knowledge that Ford has worked with
multiple suppliers to develop and manufacture SYNC technology, including
Microsoft, Panasonic, and Flextronics. (See Exs. 1058, 1117, 1118, 2018.) Of
course, Ford would not and did not expect to be sued for infringement of its current
suppliers’ patents, regardless of the source of the accused goods.

b. The facts underlying the Director’s Decision
were accurate
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Autoconnect alleges the factual premise underlying the Director’s Decision
was inaccurate because Ford lacked specific knowledge of the 186 Patent until
2023. (Request, 3.) This argument is without merit. Ford is well aware that its
suppliers, including Flextronics, hold patents, which is why its Global Terms and
Conditions address licenses to supplier technology. (IPR2026-00002, Ex. 1128,

§19.)

C. AutoConnect has not commercialized or
licensed the 186 Patent

The 186 Patent had “not been commercialized, asserted, marked, licensed, or
otherwise applied in [a petitioner’s particular] technology space” before
AutoConnect contacted Ford in December 2023, which “weigh[s] against Patent
Owner’s settled expectations and weigh[s] in favor of Petitioner’s expectations, and
outweigh[s] the considerations favoring discretionary denial.” Home Depot U.S.A.,
Inc. v. H2 Intellect LLC, IPR2025-00480, Paper 11, 2-3 (Dir., Sept. 4, 2025)
(Informative). As a non-practicing entity (NPE), AutoConnect has not
commercialized or marketed products with the 186 Patent. Further, AutoConnect
first publicly asserted the *186 Patent in October 2024 against Toyota, and there is
no record of AutoConnect licensing the *186 Patent. For example, AutoConnect
continues to pay the maintenance fees for the *186 Patent as a small entity (Ex.

1103), a status that would have to change if the patent were licensed to a large entity.
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See 37 C.F.R. § 1.27(2)(2); MPEP 509.03(b).

d. AutoConnect held the ’186 Patent for many
years without alleging infringement

AutoConnect took ownership of the 186 Patent in May 2015 but waited until
2023 to assert it against Ford. (See Ex. 1122, 2; Ex. 1005, 934.) A lengthy delay in
asserting a patent after notice of an accused product weighs against discretionary
denial. See Apple Inc. v. Ferid Allani, IPR2025-00856, Paper 11, 3 (Dir., Sept. 5,
2025) (Informative). (“Other considerations counsel against discretionary denial.
For example, ... Patent Owner did not assert the challenged patent against Petitioner
until eleven years after the parties’ discussion about that patent.”)

Ford commercialized the SYNC infotainment system in 2007 and partnered
with Flextronics to manufacture the second-generation SYNC system in 2010. (Exs.
1117, 1118.) AutoConnect had actual knowledge of Ford’s infotainment systems,
e.g., by its reference to Ford in a claimed provisional application U.S. 61/811,981
filed April 15, 2013 (Ex. 1113, 158), and the original owner of the *186 Patent
(Flextronics) continuously supplying the accused product. Nonetheless,
AutoConnect did not assert the patent against Ford until December 2023 and did not
assert the patent publicly against any party until suing Toyota in October 2024.

2. AutoConnect’s Failures to Pay Maintenance Fees Cut
Against Any Settled Expectations

AutoConnect argues that the 186 patent is a “ten-year old patent” with an
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“ALLEGED MAINTENANCE-FEE LAPSE.” (Request, 1, 8.) Although the *186
Patent issued in 2015, AutoConnect failed to pay the 3.5-year maintenance fee by
the deadline of September 3, 2019, resulting in the 186 Patent lapsing. (Ex. 1103.)
AutoConnect did not revive the *186 Patent until February 21, 2023, i.e., over three
years after it lapsed. (Ex. 1103; Ex. 1002, 744-745.) This lapse is fact, not an
allegation.

AutoConnect has a history of allowing its patents to lapse. AutoConnect
allowed five asserted patents to lapse in 2019 for failure to pay the first maintenance
fee: U.S. 9,123,186 (Ex. 1103; Ex. 1002, 728-731, 744-745); U.S. 9,140,560 (Ex.
1104); U.S. 9,147,296 (Ex. 1105; Ex. 1109, 1086-1087); U.S. 9,147,297 (Ex. 1106);
and U.S. 9,173,100 (Ex. 1107). AutoConnect also allowed one asserted patent to
lapse approximately four years later in 2023 for failure to pay the second

maintenance fee: U.S. 9,020,697 (Ex. 1102).

10
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Patent Lapse Timeline

As 1illustrated in the above Timeline, during these time periods when
AutoConnect missed maintenance fee payment deadlines on certain patents e.g., the
’186 Patent, (shown in red); it timely paid maintenance fees on other patents, such
as the ’153 Patent (shown in green). (See Exs. 1103, 1108.) AutoConnect’s
assertions that it had settled expectations in its patents are undermined by the fact
that it allowed six of thirteen asserted patents to lapse.

Under 35 U.S.C. § 41(c)(2), Ford was entitled to “the continued manufacture,
use, offer for sale, or sale of the [accused technology] ... of which substantial
preparation was made” during the three-year lapse, i.e., even after the *186 Patent
was revived. AutoConnect argues that “Ford had no knowledge of the lapse[.]”

(Request, 8.) But 35 U.S.C. § 41(c)(2) confers intervening rights by operation of law
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and does not condition those rights on contemporaneous knowledge of the lapse or
on any subsequent revival. Further, as confirmed by the Director, AutoConnect’s
failure to timely pay maintenance fees and maintain its patents in-force “cut[s]
against any settled expectations that Patent Owner had developed ... .” IPR2025-
01342, Paper 10, 3. AutoConnect attempts to minimize the lapse by referring to it as
a “temporary lapse.” (Request, 8.) However, a lapse of over three years is far from
temporary. (Ex. 1103; Ex. 1002, 729-730, 745.)

B. Ford did not engage in inconsistent claim construction

AutoConnect argues that Ford has taken inconsistent claim construction
positions. (Request, 9.) As explained pre-institution, Ford did not engage in
inconsistent claim construction. (Paper 7, 14-16). However, AutoConnect did
engage in inconsistent claim construction. (Paper 7, 16-18.)

In Tesla, the Director expressly rejected the notion that all indefiniteness
challenges give rise to claim-construction gamesmanship. Tesla, Inc. v. Intell.
Ventures II LLC, IPR2025-00340, Paper 18 (Dir., Nov. 5, 2025). The Director drew
a clear distinction between challenges premised on an inability to understand claim
meaning and those based on uncertain boundaries, explaining that discretionary
denial would not be warranted where, “notwithstanding the alleged indefiniteness of
the claim term, an ordinarily skilled artisan would understand that the asserted art

satisfies the claim limitation (such as if the limitation prescribed a range and only

12



Case No.: IPR2025-01524 Atty. Dkt. No.: FPGPO1511IPR
Patent No.: 9,123,186

the outer bounds of the range were unclear).” 1d., 3-4. The challenged claims of the
’186 Patent fall squarely in this category.

The ’186 Patent defines “‘at least one,” ‘one or more,” and ‘and/or’ [as]
open-ended expressions that are both conjunctive and disjunctive in operation.” (Ex.
1001, 15:63-65.) Ford argued in district court that this definition renders claims 1,
8, and 15 indefinite because a list of claim elements cannot be both conjunctive and
disjunctive. (Ex. 2016, 3, 9-10, 14.) AutoConnect argued that the “claim[s] cover[]”
both “the presence of more than one of the listed items™ and “the presence of a single
listed item[,]” but it does not have to “choose between the conjunctive and
disjunctive meanings.” (Ex. 1006, 6, 7.) The district court found “Plaintiff’s use of
‘and/or’ as both conjunctive and disjunctive is nonsensical because a limitation
cannot have simultaneously A and B and C and A or B or C[,]” but declined to
dismiss. (Ex. 2006, 8.)

Although AutoConnect argued that the claims “cover[]” both “conjunctive”
and “disjunctive” interpretations in district court (Ex. 1006, 5-6), it chose to interpret
claim terms disjunctively for its infringement analysis. AutoConnect consistently
identified a subset of features to satisfy multi-item claim limitations in an “and/or”
or “one or more” list, rather than all features of the list. For example, AutoConnect
only identifies “operate the vehicle engine” for satisfying the “wherein the vehicle

task, function or operation is one or more of the following: monitoring, controlling,
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and/or operating an engine control unit” limitation. (4utoConnect Holdings LLC v.
Ford Motor Company, Case No. 1:24-cv-01327-JCG (D. Del.) Complaint, Ex. F3,
4 (Dec. 6, 2024) (Emphasis added).)

Ford’s Petition adopted AutoConnect’s disjunctive construction of “and/or”
as “or” and identified prior art disclosure of at least one element of a claimed list,
e.g., the Petition applied AutoConnect’s broader “or” construction and demonstrated
that Gratz discloses the claimed “operating state of the vehicle” limitation. (Pet. 31-
32.) In Ground 3, the Petition further explained that Moinzadeh discloses both “an
operating state of the vehicle” (Pet. 71-72) and an “area and/or zone occupied by
the vehicle occupant.” (Pet., 81-83.) Thus, under any construction of “and/or,” a
POSA “would understand that the asserted art satisfies the claim limitation,” placing
Ford’s challenge squarely within the category the Director deemed appropriate in
Tesla. Tesla, Paper 18, 3.

AutoConnect identifies eight terms from Ford’s invalidity contentions.
(Request, 10-11.) Terms (3), (5), (7), and (8) recite “at least one of,” “one or more,”
or “and/or” and were addressed in the Related Litigation. (Exs. 2006, 1006, 1007.)
Because a petitioner cannot challenge patent claims as indefinite in an IPR, and to
eliminate any perceived discrepancy between forums, Ford stipulates to withdraw
all indefiniteness arguments against the *186 Patent from the Related Litigation if

the PTAB institutes this IPR. Ford’s stipulation “resolves any potential
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inconsistency ... between forums.” Caption Health, Inc. v. Univ. of B.C., IPR2025-
01422, Paper 15, 3 (Dir., Dec. 18, 2025). This stipulation is offered solely to
eliminate any perceived forum inconsistency and does not reflect any change in
Ford’s substantive position regarding claim scope. Further, unlike /nfineon, Ford’s
stipulation does not “wait and see” how a district court later rules on indefiniteness.
Infineon Techs. Ams. Corp. v. Mosaid Techs. Inc.,IPR2025-01171, Paper 27, 4 (Dir.,
Feb. 19, 2026).

III. CONCLUSION

Petitioner Ford requests the Board grant institution of the Petition.

Respectfully submitted,
Dated: March 18, 2026

/_Andrew B. Turner /
Andrew B. Turner (Reg. No. 63,121)
John S. LeRoy (Reg. No. 48,158)
Christopher C. Smith (Reg. No. 59,669)
Kyle G. Konz (Reg. No. 68,910)
BROOKS KUSHMAN P.C.
150 W. Second St., Suite 400N
Royal Oak, MI 48067-3846
(248) 358-4400

Attorneys for Petitioner
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