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PO’s supplemental brief on discretionary denial provides no new relevant 

information and otherwise fails to meaningfully rebut the undisputed facts presented 

by Petitioner.  It is unclear why PO felt it necessary to burden the Director with yet 

additional briefing on the discretionary denial issue. 

PO leads with a confusing summary of the procedural history of the district 

court litigation, contending that a stay of the district court case is “wholly 

inconsistent” with Petitioner’s alleged earlier suggestion that the district court 

litigation ought to remain consolidated through expert discovery.  See Paper No. 9 

at 1.  PO, however, never explains how or why Petitioner’s arguments undermine a 

stay and otherwise ignores the actual status of the district court litigation and how it 

is currently structured. 

In fact, as is undisputed, the district court case is structured so that the portion 

of the litigation pertaining to Bio-Rad’s patent assertions against ChromaCode will 

proceed before PO’s case against Bio-Rad based on the ’797 patent, as reflected in 

the attached scheduling order.  See EX1037.  While Bio-Rad’s case against 

ChromaCode is scheduled for trial in January 2027, there is no trial date with respect 

to PO’s case against Petitioner based on the ’797 patent.  See id. at 6.  The reason 

there is no trial date for the ’797 patent is because PO informed the district court that 

the setting of a trial date might impact the likelihood of institution in this IPR.  The 

district court agreed with this concern and accordingly declined to set a trial date:  
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MR. WALTER: I want to be very up-front about that.  We do not want 

to propose a ChromaCode trial date now, and the reason is, is because 

– I don't know if you’re aware, the way things are with PTAB.  There’s 

a trial date, we may not even be able to get an IPR off the ground. 

THE COURT: I did hear about this. So, actually, I agree with that, as 

well.  So we’re going to hold off on that, just because – we can revisit 

the ChromaCode trial date, because we will have a case management 

conference after the claim construction hearing, per normal, even 

though the schedule has pretty much been set for much of this, but why 

don’t we plan on doing it that way. 

EX2017 at 48:8-20; see also id. at 41:18-19 (“That way, the concerns in terms of 

getting that further information regarding the IPRs will be there.”).  Although PO 

attempts to characterize the foregoing as an “incomplete excerpt” and points to the 

subsequent exchange at 48:21-49:18 as somehow undermining Petitioner’s position, 

the cited portion of the transcript just shows the district court rejecting yet an 

additional plea by PO for an early trial date.  See id. at 48:21-49:18.    

PO notably does not even attempt to address the fact that right before the 

holidays the district court ordered the parties to “file a joint statement addressing the 

status of the PTAB proceeding for the ’797 patent and what impact, if any, an April 

2026 hearing on the anticipated summary judgment motion may have on the PTAB 

proceeding.”  EX1036.  As Petitioner explained, this confirms that district court is 

focused on allowing this IPR to play out.  The district court never would have asked 
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the parties to address this specific question if it did not have this concern and did not 

think that a stay would be possible.   

With its opening brief, PO asserted “Petitioner has never moved for a stay of 

the parallel litigation nor indicated it would do so.”  EX2011 ¶ 10.  PO now doubles 

down and states “Petitioner has not indicated it will move to stay the parallel 

litigation, and indeed has actively sought just the opposite.”  Paper No. 9 at 1.  PO’s 

assertion that Petitioner seeks the “opposite” of a stay is questionable advocacy.  As 

PO explained, Petitioner asserted to the district court that “the case might not keep 

going forward.”  EX2017 at 36:4.  Petitioner was clear that if IPR is instituted, it 

would seek a stay.  As Petitioner explained, “[i]t might not make sense to go forward 

at that point. It might make sense to do a stay at that point.”  Id. at 36:14-16.   

In fact, this is likely in view of the district court judge’s prior decisions.  See, 

e.g., Inari Med., Inc. v. Imperative Care, Inc., No. 24-CV-03117-EKL, 2025 WL 

2772596, at *5 (N.D. Cal. Sept. 29, 2025).  PO never attempts to distinguish 

Petitioner’s cases, at most criticizing Petitioner’s reliance on them as “speculation,” 

a refrain that PO emphasizes in its brief.  Yet, the transcript of the district court 

scheduling conference, the district court’s scheduling decisions, the district court’s 

request for briefing on how this IPR might be impacted by district court events, and 

the district court’s prior rulings are not speculation.  They are rather hard evidence 

establishing that this case is likely to be stayed if IPR is instituted.    
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