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I. INTRODUCTION 

NVIDIA provides GPUs for key applications across the private sector, 

including healthcare and drug discovery, energy and climate science, financial 

services, robotics, and cybersecurity, among many others.  Over 40,000 American 

companies rely on NVIDIA GPUs in their businesses.  EX1054-Wile; EX1055-

Blackwell-Tech.Br.   

In a parallel ITC Investigation1, Onesta—a non-practicing entity—seeks to 

exclude from the U.S. market NVIDIA’s GPUs based in part on alleged 

infringement of the challenged ’803 patent.  See EX1023-ITC-Complaint.  Onesta 

acquired the ’803 patent from AMD in November 2024, less than a year after it 

issued, and within a few months had asserted it against NVIDIA.  See EX1023-ITC-

Complaint; EX1024-District-Court-Complaint.     

But the ’803 patent on which Onesta has based its request for exclusion of 

NVIDIA’s GPUs never should have issued.  As the Petition shows, prior art—which 

was never considered by the Patent Office—discloses the alleged invention in the 

challenged ’803 patent claims well over a decade before the ’803 patent’s filing date 

in 2019.  Patent Owner seeks to evade review of that critical art through discretionary 

 
1 Certain Integrated Circuits, Electronic Devices Containing the Same, and 

Components Thereof, ITC Inv. No. 337-TA-1450 (U.S.I.T.C.). 
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denial under the Fintiv factors.  But the Fintiv factors and other relevant 

considerations weigh heavily in favor of using Office resources for review of the 

patentability of the challenged claims. 

First, the ITC Investigation will not resolve the invalidity issues related to the 

’803 patent.  For one, the ITC cannot invalidate any claims, and thus, it cannot 

resolve any issues related to patentability.  Furthermore, even considering the ITC’s 

review, there are currently two claims (4 and 9)2 challenged by the Petition that are 

not at issue in the ITC Investigation.  Those claims (as well as all other challenged 

claims) are potentially at issue in the District Court matter, which is stayed pending 

the ITC case, and which will not be resolved until well after the final written decision 

in this proceeding.  Given Petitioner’s Sotera stipulation—which ensures that 

Petitioner will not raise patentability challenges based on prior art patents or printed 

publications in the District Court matter or ITC Investigation if the Petition is 

 
2 Patent Owner’s brief misrepresents the overlap, saying that the “Petition challenges 

only a single dependent claim (dependent claim 4) that is not currently asserted in 

the ITC.”  Paper 9 at 16.  But Onesta moved for termination of the ITC Investigation 

as to claim 9 of the ’803 patent, and the ALJ granted that motion on December 2, 

2025, a full 20 days before Patent Owner filed its brief in support of discretionary 

denial.  EX1052-ITC-Motion-to-Terminate; EX1059-ITC-Order-No.16. 
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instituted and proceeds to a final written decision—institution is the only way to 

ensure efficient resolution of patentability issues as to all challenged claims. 

Second, the merits of the Petition weigh heavily against discretionary denial, 

and thus, the Petition should be referred to a panel for further consideration and to 

decide whether the challenged claims of the ’803 patent are unpatentable.   

II. THE FINTIV FACTORS DO NOT SUPPORT DISCRETIONARY 
DENIAL 

Patent Owner’s brief raises arguments for discretionary denial under the 

Fintiv factors only.3  Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper 11 at 6 

(P.T.A.B. Mar. 20, 2020) (precedential) (“Fintiv”).  But the Fintiv factors do not 

support discretionary denial. 

A. The Petition Should Be Referred Because the ITC Investigation 
Will Not Resolve All Patentability Issues Raised in the Petition 
(Fintiv Factors 1-5). 

Patent Owner spends page after page discussing the schedule for the ITC 

Investigation, but tellingly few words addressing the substantive overlap (or lack 

 
3 Patent Owner does not—nor could it—raise any argument about settled 

expectations for the ’803 patent.  The ’803 patent issued in December 2023 to AMD, 

who assigned it within a year of issuance to Onesta.  EX1001-’803.  Onesta then 

sued NVIDIA within a matter of months.  See EX1023-ITC-Complaint; EX1024-

District-Court-Complaint. 
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thereof) between the issues raised in the Petition and the ITC Investigation.  Indeed, 

Patent Owner’s brief never even discusses (1) challenged claim 9, which is not at 

issue in the ITC Investigation, or (2) Petitioner’s Sotera stipulation—a factor “highly 

relevant” to the Fintiv analysis.  See EX2119.  

1. The ITC Investigation Will Not Resolve All Patentability 
Issues Raised in the Petition (Fintiv Factors 1 and 4). 

Fintiv factors 1 and 4 consider “whether the court granted a stay or evidence 

exists that one may be granted if a proceeding is instituted” and “overlap between 

issues raised in the petition and in the parallel proceeding.” Fintiv at 5-6.  The Board 

has recognized that where, as here, a District Court case is stayed pending an ITC 

Investigation, the “focus should be on ‘whether the patentability disputes before the 

ITC will resolve all or substantially all of the patentability disputes between the 

parties, regardless of the stay,’” which renders Factor 1 “neutral” and “elevates the 

importance of factor four.”  Samsung Elecs. Co., Ltd., v. SiOnyx, LLC, IPR2024-

01431, Paper 21 at 12-13 (P.T.A.B. Apr. 10, 2025) (“SiOnyx”) (quoting Fintiv at 9); 

see also Klein Tools, Inc. v. Milwaukee Elec. Tool Corp. & Keter Home and Garden 

Prods., Ltd., IPR2024-01400, Paper 17 at 14-15 (P.T.A.B. Apr. 8, 2025) (“Klein”); 

Posco Co., Ltd. v. Arcelormittal, IPR2024-01376, Paper 11 at 13 (P.T.A.B. Mar. 18, 
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2025) (“Posco”).4  These factors favor referral. 

First, the ITC cannot invalidate patent claims.  After the ITC investigation, 

the parties are likely to continue their dispute over the ’803 patent in the District 

Court matter.  It will be far more efficient to have the Board resolve the issues raised 

in the Petition as opposed to having the ITC, and then, the District Court do so.  See, 

e.g., Tesla, Inc. v. U.S. Sec’y of the Navy, IPR2025-00341, Paper 12, 2-3 (June 13, 

2025); Shenzen Tuozhu Tech. Co., Ltd. v. Stratasys, Inc., IPR2025-00438, -00531, -

00532, -00585, -00611, Paper 10, 3 (July 17, 2025). 

Second, even if the ITC could resolve patentability issues (it cannot), the ITC 

will not resolve all or substantially all the patentability disputes raised in the Petition 

 
4 For this reason, Patent Owner’s wholesale dismissal of any relevance of the District 

Court case in the Fintiv analysis (Paper 9 at 6-7) is misguided and an incorrect 

interpretation of the Board’s practice, particularly where (as here) there is not 

complete overlap in the claims asserted in the ITC Investigation and District Court 

matter and challenged by the Petition.  See Fintiv at 8-9 (noting that “it is difficult 

to maintain a district court proceeding on patent claims determined to be invalid at 

the ITC”).  As explained in more detail below, there are significant points of 

divergence in the claims and issues to be resolved in the pending matters.  See supra 

pp. 6-21. 
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because there is not a complete overlap of claims.  There are significant areas of 

divergence in the issues raised in the Petition, the ITC Investigation, and the District 

Court matter, and Patent Owner has already engaged in serial narrowing of its 

asserted claims in the ITC investigation, including to drop a claim (claim 9) at issue 

in the Petition—a fact Patent Owner omits in its brief.  See supra n.2.  The Petition 

challenges the patentability of claims 1-4 and 7-10.  Claims 4 and 9 are not asserted 

in the ITC investigation. 

Patent Owner’s brief acknowledges that claim 4 is not asserted in the ITC, but 

dismisses it as a dependent claim with “the same limitations” as claims 1 and 3.  

Paper 9 at 17.  That argument does not square with the doctrine of claim 

differentiation and ignores the difference in the dependent claim, which is the 

requirement of a third GPU chiplet, which is not present in any other claim asserted 

in the ITC Investigation:   

4. The system of claim 3, further comprising: 

a third GPU chiplet communicably coupled to the first 
GPU chip let via the passive crosslink, wherein the third 
GPU chiplet comprises a third PHY region including 
conductor structures for chiplet-to-chiplet 
communications. 

EX1001-’803 at claim 4.  As explained in the Petition, Kelleher and Collins 

explicitly teach the use of a third GPU chiplet in exactly the manner described in the 

’803 patent.  Paper 3 at 58-61.  Given that no other claim asserted in the ITC 
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Investigation requires the claimed third GPU chiplet, the issue raised in the Petition 

regarding the patentability of claim 4 will not and could not be resolved by that 

proceeding even assuming that the ITC could resolve any patentability issues (it 

cannot). 

With respect to claim 9, as explained above, Patent Owner’s brief incorrectly 

implies that claim 9 is still being asserted in the ITC Investigation.  See supra n.2.  

It is not—the ALJ terminated the investigation as it relates to that claim at Patent 

Owner’s request.  See EX1059-ITC-Order-No.16.  Claim 9 depends from claim 8, 

which in turn depends from claim 1.  EX1001-’803.  Claims 1 and 8 are currently 

asserted in the ITC Investigation, but claim 9 adds the requirement of a unified cache 

memory coherent across GPU chiplets: 

9. The system of claim 8, further comprising: 

a unified cache memory including both a last level of the 
first cache memory hierarchy and a last level of the second 
cache memory hierarchy, wherein the unified cache 
memory is coherent across all GPU chiplets of the GPU 
chiplet array. 

EX1001-’803 at claim 9.  As the Petition explains, the prior art teaches the use of a 

unified cache memory that is coherent across all GPU chiplets.  Paper 3 at 98-103. 

The unique limitations of dependent claims 4 and 9 will not be addressed at 

all by the invalidity arguments presented at the ITC.  This “weighs against exercising 

discretion to deny institution.”  Samsung Display Co. v. Pictiva Displays Int’l Ltd., 
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IPR2024-01222, Paper 12, at 8 (Mar. 6, 2025); see also Savant Techs. LLC v. Feit 

Elec. Co., IPR2024-01357, Paper 17, at 14 (Mar. 5, 2025). 

Furthermore, in the District Court matter, Onesta has not said which specific 

claims it will assert against NVIDIA and may ultimately assert all the claims 

challenged in the Petition.  The complaint in the District Court matter alleges that 

NVIDIA’s GPUs “infringe one or more claims of the ’803 Patent, including but not 

limited to claim 1.”  EX1024-District-Court-Complaint, ¶ 78 (emphasis added).  

Since the District Court matter is stayed pending resolution of the ITC Investigation, 

if the Petition is not instituted, Onesta may assert these claims without fear of review 

by either the ITC or the PTAB.  This concern is only amplified by the fact that Onesta 

has agreed that it will drop more challenged claims from the ITC Investigation ahead 

of any hearing.  Onesta has already made serial requests to do so in just the first few 

months of the investigation.  See EX1060-ITC-Order-No.9, EX1061-ITC-Order-

No.11, EX1059-ITC-Order-No.16.  Again, Onesta will be free to re-raise any 

dropped claims in the District Court matter, essentially getting a second bite at the 

apple to try to prove infringement, and the patentability of those claims will still 

need to be resolved.  See Klein at 18-19 (existence of claims challenged in Petition 

but not asserted in ITC Investigation “weighs heavily against discretionary denial”). 

Third, as to the substantive Grounds raised in the Petition, given Petitioner’s 

Sotera stipulation, the only way to guarantee efficiency of adjudication is through 
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institution.  Petitioner’s Sotera stipulation ensures that, if this IPR is instituted and 

proceeds to final written decision, Petitioner will not pursue in the ITC Investigation 

or District Court matter either the specific Grounds raised in the Petition or any other 

ground that could reasonably have been raised before the Board in that instituted 

proceeding with respect to the ’803 patent (i.e., any other ground that could have 

reasonably been raised under 35 U.S.C. §§102 or 103 on the basis of prior art patents 

or printed publications).  EX1051.  As Office guidance explains, “a timely-filed 

Sotera stipulation … is highly relevant[.]”  EX2116.  Indeed, where Petitioners have 

made Sotera stipulations, this weighs “strongly” against discretionary denial.  E.g., 

Stingray Grp. Inc. and Stingray Music USA, Inc. v. Edwin A. Hernandez-

Mondragon, IPR2025-00350, Paper 18, at 7-8 (P.T.A.B. June 13, 2025) (instituting 

IPR); Cisco Sys., Inc. v. WSOU Invs. d/b/a Brazos Licensing & Dev., IPR2025-

00188, Paper 10, at 16-17 (P.T.A.B. June 13, 2025) (same) (“Cisco”).  If the IPR is 

not instituted, the parties, ITC, and District Court will waste resources and there still 

may be inconsistent results as between the ITC Investigation and District Court 

matter because any decision by the ITC is not binding on the District Court.  But if 

the IPR is instituted, there is no risk of inconsistency as to patentability of the 

challenged claims based on prior art patents or printed publications because those 

issues will be decided only in this proceeding. 

2. The Nature and Timing of the ITC Investigation Do Not 
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Support Discretionary Denial (Fintiv Factors 2, 3, 5). 

Fintiv factors 2, 3, and 5 consider the “proximity of the court’s trial date to 

the Board’s projected statutory deadline for a final written decision,” “investment in 

the parallel proceeding by the court and the Parties,” and “whether the petitioner and 

the defendant in the parallel proceeding are the same party.”  Fintiv at 5-6.  Patent 

Owner suggests these factors weigh “heavily” in favor of denial, but cites no order 

in support of that conclusion.  To the contrary, in similar situations, the Board has 

found such facts to be neutral or favor dismissal (but not “heavily” so).  See, e.g., 

SiOnyx at 13-14, 16; Klein at 15-16.  And there are further mitigating facts here. 

First, it is not a foregone conclusion that the ITC Investigation will be 

completed prior to the FWD.  Given that there is a 60-day Presidential review period 

in the ITC, see 19 U.S.C. § 1337(j), ITC ALJs frequently extend the target date for 

a final decision, see EX2101 at n.3 (noting that “some extension of the target date 

may be needed”), and the PTAB frequently issues FWDs prior to the statutory 

deadline, the decision in the ITC Investigation may well issue after or at 

approximately the same time as the FWD and both decisions will likely be on a 

similar appellate timeline.  This likelihood mitigates Fintiv factor 2. 

Second, Petitioner acted diligently to file the Petition well before the statutory 

deadline, just six months after suit was filed.  This fact mitigates Fintiv factor 3.  See 

Klein at 16; Volkswagen Grp. of Am., Inc. v. Arigna Tech., Ltd., IPR2021-01321, 
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Paper 10 (Feb. 15, 2022) (instituted); Apple Inc. v. AliveCor, Inc., IPR2021-00972, 

Paper 10 (Dec. 8, 2021) (instituted); Ocado Grp. PLC v AutoStore Tech. AS, 

IPR2021-00311, Paper 11 (June 28, 2021) (instituted). 

Third, Patent Owner concedes that the District Court matter is stayed and 

there has been essentially no investment to date in that proceeding.  Paper 9 at 6-7.  

As explained above, Patent Owner’s suggestion that the ITC Investigation renders 

the District Court matter irrelevant is incorrect because (1) the ITC Investigation 

cannot resolve invalidity and (2) regardless of what happens, there are currently at 

least two challenged claims that are not even asserted in the ITC Investigation, but 

which may be asserted in the District Court.  See supra n.2.  In that proceeding, 

NVIDIA has not answered the complaint, no schedule has been set, no discovery has 

been taken, and there is no trial date set.  EX1062-District-Court-Docket.  With 

respect to at least challenged claims 4 and 9 and their unique limitations, the FWD 

would issue long before any trial addressing their patentability.  This fact further 

mitigates Fintiv factors 2 and 3. 

* * * 

On balance, Fintiv factors 1-5 favor referral because of the significant 

efficiencies to be gained by having this proceeding as the sole pathway for 

adjudication of the patentability of all the challenged claims based on prior art 

patents and printed publications. 
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B. The Petition Should Be Referred Because of Strength of the 
Petition and the Compelling Interests at Stake (Fintiv Factor 6). 

Fintiv factor 6 considers “other circumstances that impact the Board’s 

exercise of discretion, including the merits.”  Fintiv, at 6.  In addition, the March 26, 

2025 Interim Processes for PTAB Workload Management Memorandum makes 

clear that considerations regarding “[t]he strength of the unpatentability challenge” 

and “[c]ompelling economic … or national security interests” are relevant to the 

discretionary denial decision.  Memorandum from Coke Morgan Stewart, Acting 

Director of USPTO, to All PTAB Judges, Interim Processes for PTAB Workload 

Management at 2-3 (Mar. 26, 2025) (“Interim Processes Memorandum”).  Both 

weigh heavily in favor of referral. 

1. The Petition Presents Strong Evidence of Unpatentability, 
Favoring Referral. 

The Petition shows that the limitations of the challenged claims were known 

long before the ’803 patent’s filing date.  And none of the prior art in the Grounds 

was considered by the Patent Office during prosecution.  Paper 3 at 3. 

For example, the Kelleher and Sistla references presented in the Grounds were 

both published well over a decade before the filing date of the ’803 patent and the 

Collins and Koker references were published months before.  Indeed, the ’803 patent 

itself acknowledges that chiplets have been used in CPU architectures, but asserts 

without merit that this is novel for GPU architectures.  EX1001-’803 at 1:46-51.  But 
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as the Kelleher reference shows, NVIDIA itself disclosed a system with multiple 

GPU chiplets viewed by the CPU as a single GPU, a cross-link for communication 

among chiplets, and a bus for connecting a CPU to a single chiplet.  See, e.g., Paper 

3 at 2-3, 14-18.  As the Petition explains, each and every limitation of the challenged 

claims was well-known in the art.  In fact, Patent Owner does not even attempt to 

argue that the Petition lacks merit, but merely defers to its POPR, which will not be 

filed before the decision on referral.  Paper 9 at 19.  Where the merits of a petition 

are strong and based on prior art not considered by the Patent Office during 

prosecution, Fintiv factor 6 “weighs strongly” in favor of referral.  E.g., Cisco at 18-

22. 

2. Compelling Public Interests Favor Referral. 

NVIDIA’s “Blackwell” architecture chips—including the GB200 chip that 

Onesta accuses of infringement in the ITC Investigation and District Court matter—

are a vital ingredient for AI development.  NVIDIA GPUs are the highest performing 

GPUs on the market.  The GB200 is 30 times more powerful than the previous H100, 

is in high demand, and is relied upon by leading U.S. companies that provide services 

across the economy such as Microsoft, Google, Amazon, Meta, and Oracle.  

EX1064-GB200-NVL72; EX1065-Drury.  This Petition provides the Board with 

exactly the sort of compelling reasons to refer the Petition on to a panel for further 

review on the merits.   
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In fact, AMD—the original applicant and previous owner of the ’803 patent—

apparently agrees.  In a submission to the ITC in another proceeding in which AMD 

GPUs are at issue, AMD explained that “U.S. competitiveness in AI and applied 

research hinges on computing power.  AI and the advanced-computing capacity that 

enables it are now strategic capabilities for the U.S.” that underpin “U.S. national 

security, strengthen[] economic competitiveness, and advance[] public-health and 

safety missions.”  EX1058-ITC-AMD-PI-Statement at 2-3.  AMD further warned 

that exclusion of its GPUs would “disrupt the United States’s computing 

infrastructure, degrade U.S. research capacity, impair competitive conditions, and 

harm … consumers” as well as “curtail the frontier-scale compute the United States 

has deemed essential, undermine sovereign AI capabilities, impair national-security 

and public-health missions, and set back the nation’s strategic goals for AI 

leadership.”  EX1058-ITC-AMD-PI-Statement at 2-3. 

Patent Owner’s brief does not deny that it seeks to exclude from the U.S. 

market NVIDIA’s critical GPUs based on the invalid ’803 patent.  Instead, it points 

to a statement by the DOJ and Patent Office filed in an unrelated ITC investigation 

relating to the public’s interest in enforcement of patent rights.  Paper 9 at 19-20.  

But the statement is inapposite.  For one, it relates to a different question, which is 

the ITC’s application of public interest factors, not the Patent Office’s assessment of 

discretionary denial.  And for another, Petitioner is raising particularized concerns 
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about “compelling economic … or national security interests” pursuant to the 

Interim Processes Memorandum, not the kind of general appeal to private interests 

addressed in the cited Joint Comment.  Similarly, Patent Owner cites a decision in 

Taiwan Semiconductor Mfg. Co. Ltd., et. al v. Marlin Semiconductor Ltd., IPR2025-

00864, Paper 11 at 3 (P.T.A.B. Sept. 3, 2025), but there the issue was that the 

Petitioner had “not narrowly-tailored” its arguments to “particular products” or 

explain why “national security, economic, or public interests warrant review of the 

specific patents challenged in these proceedings.”  Here, again, Petitioner has 

identified specific products, such as NVIDIA’s “Blackwell” GPUs, and has 

explained why the Board’s review is appropriate in view of the Patent Owner’s 

assertion of unpatentable claims. 

III. RESERVATION OF RIGHTS 

Petitioner hereby preserves the argument that the discretionary denial 

procedures adopted by the Director without notice and comment rulemaking are 

improper and contrary to law because they violate the Due Process Clause of the 

Constitution and the Administrative Procedure Act. 

IV. CONCLUSION 

Patent Owner’s request for discretionary denial should be denied. 

Respectfully Submitted, 
 

Dated:  January 22, 2026   /Grant K. Rowan/     
      Grant K. Rowan (Reg. No. 41,278) 
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