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Petitioner GE Healthcare Ltd. (“Petitioner”) and Patent Owner Johns
Hopkins University (“Patent Owner”) (collectively referred to herein as “the
Parties) have reached a settlement with respect to disputes involving U.S. Patent
No. 11,938,201 (the “°201 Patent”). Under 35 U.S.C. § 317(a) and 37 C.F.R. §
42.74, the Parties jointly move to terminate the present inter partes review
proceeding. The Parties are filing concurrently a request that the Confidential
Settlement Agreement be treated as business confidential and separate from the
patent file, pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c). The Board
authorized the parties to file these Joint Motions on September 29, 2026, via email.

1. Introduction

A joint motion to terminate generally “must (1) include a brief explanation
as to why termination is appropriate; (2) identify all parties in any related litigation
involving the patents at issue; (3) identify any related proceedings currently before
the Office; and (4) discuss specifically the current status of each such related
litigation or proceeding with respect to each party to the litigation or proceeding.”
Heartland Tanning, Inc. v. Sunless, Inc., IPR2014-00018, Paper 26, at *2 (July 28,
2014). The enumerated information is provided herein.

The Parties respectfully submit that termination of the IPR proceeding is
appropriate at this stage because the Parties have reached an agreement resolving

the dispute involving the patent-at-issue in the IPR proceeding. See EX1085
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(Confidential Settlement Agreement). There is no related litigation involving the
’201 Patent. There is one related PGR proceeding currently before the Board,
PGR2025-00059, directed to another patent in the same family as the 201 Patent,
in which the Parties are filing concurrently an authorized motion to terminate.

Petitioner filed a Reply (Due Date 2) in both the instant proceeding and
PGR2025-00059 on August 20, 2026. Patent Owner’s sur-reply (Due Date 3) is
currently scheduled to be submitted on October 20, 2026, pursuant to the Revised
Scheduling Order (Paper 21).

Under 37 C.F.R. § 42.74(b), the Confidential Settlement Agreement is in
writing. A true, correct and complete copy of the Confidential Settlement
Agreement is being filed as EX1085. The Confidential Settlement Agreement is
the only agreement between the Parties made in connection with or in
contemplation of the requested termination.! There are no other collateral
agreements in connection with the settlement.? The Confidential Settlement

Agreement is being filed electronically with access to “Board and Parties Only.”

The Confidential Settlement Agreement involves entities in addition to the
Patent Owner (JHU) that have an interest in the patent-at-issue.
The Confidential Settlement Agreement references prior confidential

agreements between Patent Owner and other parties unrelated to Petitioner
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II. Requested Relief

The Parties request termination of this inter partes review and respectfully
submit that such termination is justified. “There are strong public policy reasons to
favor settlement between the parties to a proceeding.” Consolidated Trial Practice
Guide 86 (Nov. 2019). “The Board expects that a proceeding will terminate after
the filing of a settlement agreement, unless the Board has already decided the
merits of the proceeding.” Id. (citing 35 U.S.C. § 317(a)).

The Parties respectfully submit that the Board should terminate this
proceeding, as the Parties jointly request, for the following reasons:

First, the Parties have met the statutory requirement that they file a “joint
request” to terminate before the Office “has decided the merits of the proceeding.”
35 U.S.C. § 317(a). Under section 317(a), an inter partes review shall be
terminated upon such joint request “unless the Office has decided the merits of the
proceeding before the request for termination is filed.” There are no other
preconditions recited in 35 U.S.C. § 317(a).

Second, the Parties have reached a settlement as to all the disputes in this

that were not made in connection with, or in contemplation of, the termination
of this proceeding. Patent Owner will provide those other agreements to the

Board if the Board wishes to review them.
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proceeding and as to the 201 Patent. A true copy of the Confidential Settlement
Agreement is being filed concurrently herewith. See EX1085. This agreement
contains confidential commercial and financial information of the Parties. The
Parties are concurrently requesting that the Confidential Settlement Agreement be
treated as business confidential information and be kept separate from the files of
this proceeding in accordance with 37 C.F.R. § 42.74(c).

The parties hereby represent that the documents filed as Exhibit 1085
represent all agreements made in connection with, or in contemplation of, the
termination of this proceeding. There are no other collateral agreements in
connection with the settlement. This agreement has been filed with the Board as
required by 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(b).

III. Conclusion

For the foregoing reasons, the Parties respectfully request termination of this

inter partes review proceeding.

Dated: October 1, 2026 Respectfully Submitted,

/Jeftrey P. Kushan/
Jeffrey P. Kushan

Reg. No. 43,401

Sidley Austin LLP

1501 K Street, N.W.
Washington, D.C. 20005
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jkushan@sidley.com
(202) 736-8914
Attorney for Petitioner

/Eldora L. Ellison/

Eldora L. Ellison, Ph.D.

Reg. No. 39,967

Sterne, Kessler, Goldstein & Fox PLLC
1101 K St, N.W., 10th Floor
Washington, D.C. 20005

(202) 371-2600

Attorney for Patent Owner
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CERTIFICATE OF SERVICE

Pursuant to 37 C.F.R. § 42.6(e), I hereby certify that on this 1st day of
October 2026, I caused to be served a true and correct copy of the foregoing and
any accompanying exhibit by email on the following counsel of record for Patent
Owner:

Eldora L. Ellison, eellison-PTAB@sternekessler.com

Olga A. Partington, opartington-PTAB@sternekessler.com

Christopher Gallo, cgallo-PTAB(@sternekessler.com

Christina E. Dashe, cdashe-PTAB@sternekessler.com
PTAB@sternekessler.com

Dated: October 1, 2026 Respectfully Submitted,
/Jeffrey P. Kushan/
Jeffrey P. Kushan
Reg. No. 43,401
Sidley Austin LLP
1501 K Street, N.W.
Washington, D.C. 20005
jkushan@sidley.com
(202) 736-8914
Attorney for Petitioner

14


mailto:eellison-PTAB@sternekessler.com
mailto:opartington-PTAB@sternekessler.com
mailto:cgallo-PTAB@sternekessler.com
mailto:cdashe-PTAB@sternekessler.com
mailto:PTAB@sternekessler.com

	I. Introduction
	II. Requested Relief
	III. Conclusion

