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I. INTRODUCTION

Patent Owner’s arguments in support of discretionary denial do not come
close to justifying denial of review when measured against the record and governing
precedent. This Petition presents substantial unpatentability challenges, was filed
promptly, and comes at a point when IPR can serve its intended role as an efficient
and focused alternative to district court litigation.

The Fintiv factors weigh strongly against discretionary denial. The district
court case remains at an early stage, with claim construction and all substantive
merits proceedings scheduled to occur months after the institution decision. Trial is
unlikely to occur until months after the FWD issues. Samsung has also submitted a
Sotera plus stipulation to ensure that this IPR serves as a true alternative to the
district court proceeding.

Patent Owner also fails to identify any settled expectations that could warrant
discretionary denial. The 906 patent is relatively young, Samsung filed its Petition
without delay, and there is no evidence of reliance or strategic gamesmanship. Patent
Owner’s effort to manufacture settled expectations from an examiner’s citation of a
different patent or from an unasserted and unchallenged portfolio patent finds no
support in precedent.

Nor is there any procedural defect in the Petition. Patent Owner’s

§ 42.104(b)(4) arguments merely repackage claim construction and merits disputes
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as alleged pleading deficiencies. The Petition identifies where each claim element is
found in the prior art and supports those mappings with evidence, fully satisfying
the regulation.

Finally, Patent Owner’s remaining discretionary arguments do not carry the
day. Samsung has not taken, and has not reserved the right to take, inconsistent
positions, and Patent Owner identifies no compelling public interest that would be
harmed by institution. To the contrary, the public interest favors timely Board review
where serious questions of patentability have been raised.

For these reasons, and as set forth below, Patent Owner’s request for
discretionary denial should be rejected and the Director should refer the Petition for

consideration on the merits.

II. ARGUMENT
A. Discretionary Denial Is Not Warranted Under Fintiv

The Fintiv factors overwhelmingly favor institution: a stay of the parallel
litigation is highly likely if review is instituted; the Final Written Decision (“FWD”)
is expected before trial; the parallel litigation will remain at an early procedural stage
and substantial district court work will remain at the time of institution; Samsung’s
Sotera plus stipulation eliminates any risk of duplicative adjudication; and the
Petition diligently presents strong grounds of unpatentability. Considered together,

the Fintiv factors weigh decisively against discretionary denial.
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1. Factor 1 (Stay): Likelihood Of A Stay Is High

This factor strongly weighs against discretionary denial. By the time of the
institution decision—expected no later than May 17, 2026—the parallel litigation
will remain in its earliest stages. The Markman hearing will still be more than six
months away, and no substantive merits proceedings will have occurred. Indeed, the
claim construction process itself will not even begin until approximately two months
after the institution decision, when the parties exchange proposed terms for
construction. EX1024, 4.

Samsung has also challenged every claim asserted in the parallel litigation,
ensuring that the IPR meaningfully simplifies the district court case.! Under these
circumstances, courts in the Eastern District of Texas have a well-established track
record of granting contested motions to stay following institution of IPRs. See, e.g.,
Maxeon Solar Pte. Ltd. v. Canadian Solar Inc., No. 2:24-cv-210-JRG, 2025 WL
1811321 (E.D. Tex. July 1, 2025) (granting stay where IPRs were instituted six
months before Markman); Harbor Island Dynamic, LLC v. Samsung Elecs. Co., No.

2:24-cv-00140-JRG-RSP, Dkt. 81 (E.D. Tex. May 19, 2025) (EX1025) (stay granted

! By way of this Petition, as well as the petitions filed in IPR2026-00084 and
IPR2026-00085, Samsung has challenged all claims of all three patents asserted by

Zophonos against Samsung in the parallel litigation. See EX1030.

3



IPR2026-00083
U.S. Patent No. 10,656,906

when IPRs instituted at least three months before Markman); Resonant Sys., Inc. v.
Samsung Elecs. Co., No. 2:22-cv-0043-JRG-RSP, 2024 WL 1021023 (E.D. Tex.
Mar. 8, 2024) (stay granted when IPRs instituted one month before Markman);
Communications Techs., Inc. v. Samsung Elecs. Am., Inc., No. 2:21-cv-00444-JRG,
2023 WL 1478447 (E.D. Tex. Feb. 2, 2023) (stay granted when IPRs instituted 1.5
months before Markman); STA Group LLC v. Motorola Solns., Inc., No. 2:22-cv-
00381-JRG-RSP, 2024 WL 2852961 (E.D. Tex. June 5, 2024) (stay granted when
IPRs instituted one week after Markman).

2. Factor 2 (Trial Date): The FWD Is Expected Before Trial In
The District Court

This factor weighs against discretionary denial. Trial is currently scheduled
for May 17, 2027—the latest possible date for issuance of the FWD. EX1024, 1. But
it is highly likely that the FWD will issue well in advance of trial.

Under the Director’s new streamlined institution procedures, and based on
Samsung’s review, recent institution decisions show a median of approximately just
over five months from the Notice of Decision on Director Review (“NOFDA”) to
institution. Assuming the same timing here, the FWD would issue about one month
before the currently scheduled trial date. Moreover, the most recent median time-to-
trial statistics for the Eastern District of Texas indicate that trial is more likely to

occur in August 2027, making it probable that the FWD will issue three to four
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months before trial. > Under similar circumstances, the Board has repeatedly found
this factor to weigh against discretionary denial. See, e.g., Hanwha Sols. Corp. v.
Maxeon Solar Pte. Ltd., IPR2024-01199, Paper 17, at 12-14 (PTAB Feb. 26, 2025)
(FWD expected two months before trial “weighs against” denial); Intel Corp. v.
Advanced Cluster Sys., Inc., IPR2025-00794, Paper 13, at 2 (Acting Director Aug.
14, 2025) (FWD expected one month before trial “counsel[s] against discretionary
denial™).

Zophonos’ reliance on Samsung Elecs. Co. v. VB Assets, LLC is misplaced.
There, the actual trial date was six months before the expected FWD, and the
petitioner relied on disputed district court median time to trial statistics to suggest
possible contemporaneous timing. [PR2025-00870, Paper 11, at 2 (Oct. 10, 2025).
Here, by contrast, the district court trial is guaranteed not to commence before
issuance of the FWD and is highly likely to occur months afterward. That likelihood
is reinforced by the fact that the district court has scheduled 10 trials for the same

date, making it virtually certain that not all can proceed as scheduled.

2 The latest statistics state a median time from filing to trial of 24 months. EX1026,

35. The complaint in the parallel litigation was filed on July 30, 2025. EX1028.
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3. Factor 3 (Parallel Proceeding): There Will Be Significant

Work Remaining In The District Court As Of The
Institution Deadline

This factor weighs against discretionary denial because, as of the institution
decision deadline of May 17, 2026, the district court will not have invested resources
in any substantive merits proceedings. The table below summarizes the work that

will remain as of the institution decision deadline (EX1024):

Event Date

Claim Construction Hearing

November 24, 2026

Close of Fact Discovery

December 28, 2026

Opening Expert Reports

December 28, 2026

Rebuttal Expert Reports

January 19, 2027

Close of Expert Discovery

February 1, 2027

Dispositive Motions

February 8, 2027

Dispositive Motion Response Briefs

February 22, 2027

File Pretrial Order

April 5, 2027

Pretrial Conference

April 12, 2027

Jury Selection

May 17, 2027

As shown above, every significant milestone—including claim construction,

expert discovery, dispositive and Daubert motions, pretrial proceedings, and trial—
will occur months after the Board’s institution decision. Under these circumstances,
where virtually the entire substantive case lies ahead, the Board has consistently
found factor three to weigh against discretionary denial. See, e.g., Bio-Rad Labs,
Inc., v. Cal. Inst. of Tech., IPR2024-01451, Paper 11, at 10 (PTAB Mar. 27, 2025)
(finding this factor weighs against discretionary denial where “much more work

remains, including, expert reports, expert discovery, expert depositions, and pretrial
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motions and disclosures™); see also Apple Inc. v. Fintiv, Inc., IPR2020-00019, Paper
11, at 10 (PTAB Mar. 20, 2020) (precedential) (“If, at the time of the institution
decision, the district court has not issued orders related to the patent at issue in the
petition, this fact weighs against exercising discretion to deny institution.”).
Moreover, Samsung has been extremely diligent, bringing this challenge within
three months of having been served, and before even having received Patent
Owner’s infringement contentions in the district court.? Fintiv, IPR2020-00019,
Paper 11, at 11 (“If the evidence shows that the petitioner filed the petition
expeditiously ... this fact has weighed against exercising the authority to deny
institution.”).

4. Factor 4 (Issue Overlap): Petitioners’ Sotera Plus
Stipulation Ensures No Overlap

This factor weighs strongly against discretionary denial. Samsung has
provided a stipulation that goes beyond Sotera to ensure that this IPR serves as a
true alternative to district court proceeding. Specifically, Samsung has stipulated that

if the Petition is instituted, it will not pursue in the district court any grounds that

3 Samsung Electronics America, Inc. was served August 5, 2025 (EX1027), and this
Petition was filed November 3, 2025. Patent Owner served its infringement

contentions on November 10, 2025. EX1030.
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were raised or reasonably could have been raised in the IPR, and will not pursue
combinations of the IPR prior art with unpublished system prior art. EX1023; see
Sotera Wireless, Inc. v. Masimo Corp., IPR2020-01019, Paper 12, at 19 (PTAB Dec.
1, 2020) (precedential); Motorola Sols., Inc. v. Stellar, LLC, IPR2024-01205, Paper
19, at 4 (PTAB Mar. 28, 2025).

Factor four also weighs against discretionary denial because not all challenged
claims are at issue in the parallel litigation. The Petition challenges all claims (1-20)
of the *906 patent, whereas Patent Owner has asserted only claims 1-3, 6, 8-13, 15,
and 17-20 in the district court. EX1030, 1. The Board has repeatedly found that such
incomplete overlap weighs against denial, even where trial may precede an FWD
(which it does not here). See, e.g., Precision Planting LLC v. Maschio Gaspardo
S.p.A.,IPR2024-00008, Paper 12, at 18 (PTAB Mar. 26, 2024) (holding the inclusion
of claims in the petition not contested in court argues against discretionary denial
due to incomplete overlap); Apple Inc. v. Neodron Ltd., IPR2020-00778, Paper 10,
at 19 (PTAB Sep. 14, 2020) (weighing factor four against discretionary denial
because “the ITC will not consider the validity of challenged claims 13 and 14”);
PUMA North Am., Inc. v. Nike Inc., IPR2019-01043, Paper 8, at 9-10 (PTAB Oct.
31, 2019) (“The Litigation only addresses challenged claims 1, 5, and 6” whereas
“the Litigation does not address challenged claims 9, 10, 13, 14, or 17.”) (emphasis

in original).
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5. Factor 5 (Parties): That Samsung Is The Defendant In The
Parallel Litigation Does Not Warrant Denial

This factor should be neutral. Fintiv only addresses the scenario in which the
petitioner is unrelated to a defendant in a parallel proceeding, finding this should
weigh against denying institution. But Fintiv “says nothing about situations in which
the petitioner is the same as, or is related to, the district court defendant.” Cisco Sys.,
Inc. v. Ramot at Tel Aviv Univ. Ltd.,IPR2020-00122, Paper 15, at 10-11 (PTAB May
15,2020) (APJ Crumbley, dissenting). In any event, this factor cannot overcome the
strong weight of the other factors.

6. Factor 6 (Other Considerations): The Petition’s Merits Are
Strong, The Original Examination Of The Patent Was

Perfunctory, And No Other Factors Warrant Exercising
Discretion To Deny Institution

This factor weighs strongly against discretionary denial. Samsung acted
diligently in filing the Petition, and the Petition presents compelling grounds of
unpatentability. Review is particularly warranted because the original examination
of the application that issued as the 906 patent was perfunctory. Notably, the first
substantive action by the Office was a Notice of Allowance and the claims were
never rejected based on the prior art. EX1004, 182-90.

Patent Owner suggests it will reserve its substantive merits arguments for the
POPR, thereby attempting to shield those arguments from response at this stage. But

if Patent Owner’s § 42.104(b)(4) arguments are any indication, those arguments will
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also rest on ignoring or mischaracterizing Samsung’s actual evidence and reasoning.
Nothing identified by Patent Owner justifies discretionary denial in light of the
strength of the Petition and Samsung’s diligence.

B. Patent Owner Has No Settled Expectations

Patent Owner has no settled expectations warranting discretionary denial.
Patent Owner effectively concedes that the 906 patent’s age does not create any
settled expectations. Rather, Patent Owner argues there are settled expectations
because (1) Samsung allegedly knew of the *906 patent, and (i1) a related patent that
it has neither asserted against Samsung nor Samsung has challenged is more than six
years old. DD Br., at 9. Neither is sufficient to create settled expectations in Patent
Owner’s favor.

Patent Owner first contends that ““at least as early as March 18, 2025, a patent
examiner cited the related U.S. Patent No. 11,900,016 (challenged in IPR2026-
00085) as a reference during the examination of a patent assigned to Petitioner ... .
Thus, Petitioner has had actual knowledge of Zophonos, its patents, and its relevance
to Petitioner’s business ... .” Id. That contention recycles a theory Patent Owner
previously abandoned.

Zophonos made the same argument in its district court complaint, alleging
that Samsung had pre-suit knowledge of the ’906 patent based solely on the

Examiner’s citation of the 016 patent. EX1028, 99 37, 65. Samsung moved to

10
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dismiss those allegations. Rather than defend them, Patent Owner amended its
complaint to remove any allegation of pre-suit knowledge of the 906 patent.
EX1029, 99 37, 65 (no longer alleging pre-suit knowledge of any patent other than
the 016 patent). Having declined to stand by that theory in district court, Patent
Owner now inexplicably revives it—without additional factual support—to argue
settled expectations before the Director.

Even if Patent Owner’s allegation was taken at face value, it would still be
insufficient to establish settled expectations. Samsung filed this Petition within
approximately eight months of the alleged knowledge. That timing is not indicative
of delay or reliance. By analogy, Congress permits post-grant review to be filed
within nine months of issuance. See 35 U.S.C. § 321(c). Filing an IPR within months
of alleged awareness is inconsistent with any claim that Samsung sat on its rights or
allowed reliance interests to accrue.

The decisions Patent Owner cites confirm this point. In each, the petitioner’s
knowledge was longstanding and accompanied by additional equities entirely absent
here. In Murata, the challenged patent was more than sixteen years old, and the
petitioner and patent owner had previously discussed the technology covered by the
patent. Murata Mfg. Co. v. Georgia Tech. Rsch. Corp., IPR2025-00383, Paper 14,
at 2 (PTAB Jul. 29, 2025). In Google, the petitioner had been aware of the challenged

patent for six years before filing its IPR. Google LLC v. SoundClear Techs. LLC,
11
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IPR2025-00344, Paper 15, at 2-3 (PTAB Aug. 4, 2025). In RegenX, the petitioner
had previously licensed the challenged patent and had the right to participate in its
prosecution, creating reliance interests far beyond mere awareness. RegenX Sci., Inc.
v. NextGen Biologics, Inc., IPR2025-00620, Paper 13, at 2 (PTAB July 31, 2025).
And in Nvidia, the petitioner had a longstanding commercial relationship with the
patent owner and had been aware of the patents for at least eight years. Nvidia Corp.
v. Neural AI, LLC, IPR2025-00606, Paper 18, at 2-3 (PTAB July 31, 2025). None of
those circumstances is present here.

Patent Owner next argues that settled expectations arise because the 906
patent is part of a broader portfolio containing an older patent. DD Br., at 10. That
argument is equally unsupported. The cases Patent Owner cites do not stand for the
proposition that the mere existence of older, unasserted patents in a portfolio creates
settled expectations with respect to a newer patent. Rather, they reinforce that settled
expectations depend on the age of the challenged patent itself and the petitioner’s
knowledge of that patent—not generalized awareness of a portfolio.* See NKT
Photonics Inc. v. Omni Continuum LLC, IPR2025-00839, Paper 10, at 2 (PTAB

Sept. 4, 2025) (the challenged patent had been in force for nearly seventeen years,

* Moreover, Patent Owner does not allege that Samsung knew of its “portfolio” prior

to March 2025, only eight months before this challenge was filed.
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and the petitioner had known about that specific patent for thirteen years before filing
its IPR); Datadome S.A. v. Arkose Labs Holdings, Inc., IPR2025-00693, -694, Paper
13, at 2 (PTAB Aug. 14, 2025) (the challenged patents had been in force for
approximately seventeen and ten years, and the petitioner had known about the
challenged patents themselves—not merely the patent owner’s portfolio—for two
years before filing); Amgen Inc. v. Bristol-Myers Squibb Co., IPR2025-00601, -602,
-603, Paper 9, at 2-3 (PTAB July 24, 2025) (denying institution for patents that had
been in force for six and seven years, while expressly referring the patent that had
been in force for only three years for consideration on the merits).

In short, this case lacks every hallmark of settled expectations. The *906 patent
is relatively young. Samsung filed its Petition promptly. There is no evidence of
reliance, delay, commercial entanglement, or strategic sandbagging. Patent Owner’s
attempt to manufacture settled expectations from a combination of abandoned
allegations and a patent not at issue finds no support in precedent and should be
rejected.

C.  The Petition Does Not Violate 37 C.F.R. § 42.104(b)(4)

Patent Owner’s contention that the Petition violates 37 C.F.R. § 42.104(b)(4)
is unfounded. Rather than identifying any failure to specify where the challenged
claim elements are found in the prior art, Patent Owner repackages ordinary claim

construction and merits disagreements as alleged pleading deficiencies. Section
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42.104(b)(4) merely requires that a petition identify where each element of the
challenged claims is disclosed in the prior art; Samsung’s Petition satisfies the
regulation.

Patent Owner first contends that DiCenso641’s earbuds fail to disclose “at
least one cluster of at least one computing device” because they allegedly “lack
disclosed general-purpose processing or executable instructions, as a ‘cluster,’
thereby rewriting the claim to fit the reference.” DD Br., at 11-12. As best Samsung
can discern, this argument assumes that every member of the claimed cluster must
itself be a computing device equipped with a DSP and memory. That assumption
finds no support in the claim language. The claim does not recite “a cluster of
computing devices”; it recites “at least one cluster of at least one computing device.”
That language expressly permits a cluster to include multiple components so long as
the cluster includes at least one computing device. Samsung’s Petition maps that
requirement directly to DiCenso641’s disclosure and explains where the computing
device resides. Pet., at 24-29. At bottom, Patent Owner’s objection is not that
Samsung failed to identify disclosures in the reference, but that Patent Owner
disagrees with Samsung’s reading of the claim. That is a claim construction dispute,
not a violation of § 42.104(b)(4), and it can be addressed during trial.

Patent Owner next argues that DiCenso641’s smartphone does not satisfy the

claimed “audio control source” because it allegedly does not perform the claimed
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signal-processing functions. DD Br., at 12 (citing Pet., at 13). That argument again
ignores the Petition’s actual arguments and evidence. The Petition contains a
detailed and comprehensive explanation of how DiCenso641’s mobile phone
performs the claimed signal-processing functions, including identifying sounds,
isolating them, determining whether frequencies exceed thresholds, and altering
signals accordingly. See Pet., at 29-40, 53-54. The Petition also explains why
DiCenso641 teaches that these functions are performed by the mobile phone rather
than exclusively by a wearable DSP. Id. 25-29, 53-54. Patent Owner’s disagreement
with that mapping does not mean the Petition failed to “specify where each element
of the claim 1s found.” It means Patent Owner disputes Samsung’s interpretation of
the reference—again, a merits issue, not a regulatory defect.

Finally, Patent Owner asserts that the Petition contains internal contradictions,
omissions, and improper reliance on generalized POSITA knowledge. That
accusation collapses under scrutiny. The Petition’s analysis is internally consistent
and tracks the claim language as written. As noted above, the claims require “at least
one cluster of at least one computing device.” They do not require that every
component of the cluster be a computing device, nor do they limit what types of
components may be included in a cluster. Samsung’s mappings are faithful to that
language. Moreover, Samsung’s reliance on POSITA knowledge is not generalized

or conclusory. The Petition expressly identifies the specific technical principles a
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POSITA would have understood and supports those assertions with documentary
evidence and expert testimony. See, e.g., Pet., at 42-43; EX1002, §q151-153;
EX1013.

D. Samsung Has Not Taken, Nor Has It Reserved The Right To
Take, Inconsistent Positions

Patent Owner’s assertion that Samsung has “reserved the right” to take
“alternative” or “inconsistent” claim construction positions is unfounded. DD Br., at
14. In its Petition, Samsung made the unremarkable and entirely proper statement
that it reserves the right to raise claim construction arguments in the parallel
litigation because, “[f]or example, comparing the claims to the accused products in
the litigation may raise controversies that require construction of certain claim
terms.” Pet., at 10 n.3. Nothing in that statement suggests an intention to advance
claim constructions inconsistent with any express or implicit position taken in this
IPR, much less that Samsung has done so.

Notably, the district court case is not even at the stage where claim
construction positions are being formulated. The parties are not scheduled to identify
terms for construction until two months after the institution decision, and will not
exchange proposed constructions until nearly a month after that. EX1024, 4. Any
suggestion that Samsung has already committed itself to inconsistent constructions

is meritless. Moreover, the Director has exercised vigilance in ensuring that parties
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do not take inconsistent claim construction positions in district court without an
explanation. See, e.g., Revvo Techs., Inc. v. Cerebrum Sensor Techs., Inc., IPR2025-
00632, Paper 36 (Director Jan. 26, 2026). While Samsung may propose
constructions for certain terms in the district court, it does not intend to propose
constructions that contradict implicit or express positions it has taken in this IPR.?
Patent Owner also criticizes Samsung for asserting invalidity defenses under
§§ 101 and 112 in the district court. DD Br., at 14. But Samsung is unaware of any
Director decision holding that defenses based on lack of written description, lack of
enablement, or patent-ineligible subject matter—none of which can be raised in an
IPR and all of which remain fully available to defendants in district court—implicate
concerns about inconsistent claim construction positions. Patent Owner identifies no
authority suggesting otherwise. The assertion of statutory defenses unavailable in
IPR does not reflect gamesmanship or inconsistency; it recognizes the distinct

scopes of the two proceedings.

> While Samsung does not intend to take inconsistent positions in district court,
Patent Owner 1s wrong that doing so is prohibited. DD Br., at 13-14. Rather, where
a party does so, it needs to “explain sufficiently why the different positions are
warranted.” Revvo Techs., [IPR2025-00632, Paper 20, at 5 (Director Nov. 3, 2025)

(precedential).
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To be sure, Samsung has also raised defenses under §112(b) in district court.
But that is because under EDTX P.R. 3-3, Samsung was required to raise all possible
invalidity defenses in its invalidity contentions, which were required to be served
four months before the decision on institution in this IPR. EX1024, 5. As the Director
has recognized, where a party advances a construction in district court and the court
ultimately adopts a different construction, the party has a legitimate basis for
proceeding under the court-adopted construction before the Board. Revvo Techs.,
IPR2025-00632, Paper 36, at 4 (quoting Sun Pharms. Inds. Inc. v. Nivagen Pharms.,
Inc., 1IPR2025-00893, Paper 18, at 3 (Acting Director Sept. 19, 2025) (informative)).
By the same reasoning, the Director should deem it proper for a petitioner to preserve
the ability to raise a claim construction position in district court in the event IPR is
not instituted.

In short, Patent Owner’s argument rests on conjecture rather than record
evidence. Samsung has not reserved any right to take inconsistent positions, and
nothing in the Petition suggests an intent to do so. This argument provides no basis
for discretionary denial.

E. No Compelling Public Interests Warrant Denial Of Institution

Patent Owner’s “compelling public interest” argument provides no
independent basis for discretionary denial. Rather than identifying any concrete

public interest that would be harmed by institution, Patent Owner relies on
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generalized, unsupported assertions about the importance of its technology and its
status as an individual inventor.

If, as Patent Owner contends, the 906 patent implicates public health or
safety, that consideration favors institution, not denial. The public has a strong
interest in ensuring that patents asserted in such contexts do not encompass
unpatentable subject matter that could deter legitimate activity, especially early in
the patent’s life as is the case here. Institution in this case would therefore advance,

rather than undermine, the public interest.

IHI. CONCLUSION

For the foregoing reasons, Samsung respectfully request that the Director
decline to exercise discretion to deny institution and refer this Petition for

consideration on the merits.

Date: February 17, 2026 Respectfully submitted,

/Al R. Sharifahmadian/
Ali R. Sharifahmadian (Reg. No. 48,202)
Counsel for Petitioners
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