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I. Introduction

Google’s IPR theory relies on an understanding of claim scope (and in fact,
the exact prior art mapping) that Headwater explicitly disclaimed in a prior IPR. This
gives rise to binding, case-dispositive disclaimer. CUPP Computing AS v. Trend
Micro Inc., 53 F.4th 1376, 1383 (Fed. Cir. 2022) (“[A] disclaimer in an IPR
proceeding is binding in later proceedings, whether before the PTO or in court.”).

Google acknowledges that Headwater already proposed a construction of the
term that excludes the exact prior art and claim scope that Google now relies upon.
See Pet. 7 (“In IPR2024-01396, Patent Owner asserted that the prior art does not
teach claim 1’°s ‘first call accessible to each of a plurality of device applications,’
and ‘API callable by each of the plurality of device applications’ because
intermediaries are interposed between the APIs and applications.”); id. (asserting
that Headwater’s IPR statements were a “construction” of the claim language that
excludes the prior art). Google incorrectly alleges that because the Board disagreed
with Headwater’s position in the previous IPR, the same result should apply here.
Id. at 7-8.

The prior IPR, far from favoring institution as Google incorrectly argues (see
Pet. 38), actually precludes institution. While it is true that Headwater’s disclaimer
of the prior art configuration from the scope of the claims was not “binding on the

PTO in the very IPR proceeding in which it [was] made,” such that the Board was
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not required to accept Headwater’s representations regarding claim scope in that
proceeding, “a disclaimer in an IPR proceeding is binding in later proceedings,
whether before the PTO or in court.” CUPP, 53 F.4th at 1383 (Fed. Cir. 2022)'; see
also Aylus Networks, Inc. v. Apple Inc., 856 F.3d 1353, 1362 (Fed. Cir. 2017) (“[W]e
hold that statements made by a patent owner during an IPR proceeding, whether
before or after an institution decision, can be considered for claim construction and
relied upon to support a finding of prosecution disclaimer.”).

And here, there can be no dispute that Headwater clearly and unmistakably
disclaimed the exact prior art configuration that Google relies upon in this Petition
through its pre-institution statements in [IPR2024-01396. See Pet. 1, 7, 38
(acknowledging that Headwater previously disclaimed the claim scope that Google
relies on in this proceeding).

Accordingly, even if the Board’s prior preliminary decision finding that the
claims did not exclude the prior art relied upon was correct in that proceeding, the
same result cannot be reached in this proceeding because Headwater clearly and
unmistakably disclaimed the prior art configuration Google relies upon for

invalidity. See CUPP, 53 F.4th at 1383 (noting that “disclaimer is not binding on the

! All emphases in quotations herein are added unless otherwise specified.
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PTO in the very IPR proceeding in which it is made,” but it “is binding in later
proceedings, whether before the PTO or in court™).

Additionally, the Board’s prior preliminary decision was incorrect even on the
facts that existed at that time. Specifically, the Board based its decision on the
assumption that Headwater’s claim interpretation would “impermissibly read” the
embodiment of FIG. 32 out of the scope of the claims. [IPR2024-01396, Paper No.
13 at 14. As explained in more detail below, nothing in Figure 32 of the 918 is read
out of the scope of the claims under Headwater’s interpretation, because Figure 32
of the *918 patent explicitly depicts the network stack API being “callable” and
“accessible” under Headwater’s interpretation, wherein the network stack API itself
(rather than merely some proxy API) must be callable or accessible.

In sum, because Headwater already disclaimed the claim scope Google’s
Petition relies upon, institution should be denied and the Board need not conduct an
independent claim construction analysis. But even if plain meaning (rather than
disclaimer) applied, Google’s IPR theory is additionally inconsistent with plain
meaning.

II. Overview of the 918 Patent

The challenged claims of the 918 patent are generally directed to a wireless
end-user device that allows applications to transfer data over a network either (1) via

a first call to a network stack application programming interface (“API”), or (2) via
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a second API call to a proxy media service manager (which can make a data transfer
request on behalf of the application). Regardless of whether the application (1)
transfers data by calling a first API for the network stack or (2) transfers data by
proxy by calling a second API call for the proxy media service manager, the claimed
device is able to associate the data transfers with the requesting device application,
even though in the latter scenario the application is not calling or accessing the
network stack for the data transfer. See Ex. 2015, 427.

Claim 1 is generally representative,” and recites (using the Petition’s
numbering of claim elements):

[1.pre] A wireless end-user device, comprising:
[1.1] a wireless modem configurable to connect to a wireless
network;
[1.2] a network stack configurable to receive and transmit data via
the wireless modem and the wireless network;
[1.3] a first network stack Application Programming Interface
(API), containing at least one first call accessible to each of a

plurality of device applications, the first network stack API

2 The Petition incorporates by reference the entirety of its claim 1 analysis in alleging
the obviousness of every other independent claim. See Pet. at 57-58 (claims 14 and
19, incorporating by reference Petition’s analysis for [1.pre]-[1.6]); id. at 73—74

(claim 15, incorporating by reference Petition’s analysis for elements [1.pre]-[1.6]).
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callable by each of the plurality of device applications to open
and use data packet flows via the network stack, the wireless
modem, and the at least one wireless network;

[1.4] a second API containing at least one second call accessible
to each of the plurality of device applications, the second API
callable by each of the plurality of device applications to make a
data transfer request for a media object associated with a network
resource identifier supplied by the calling device application;
[1.5] a media service manager prompted by the second call, to
manage network data transfers for the media object by interfacing
with the network stack to retrieve the media object associated with
the network resource identifier via the wireless modem and the
wireless network; and

[1.6] one or more service classification and measurement agents to
associate wireless network data usage for the media object network
data transfers with the device application that requests the data
transfer for the media object, to associate wireless network data
usage for respective data packet flows opened and used via the first
network stack API with the device application opening such
respective data packet flow, and to reconcile wireless network data
usage for each of the plurality of device applications to track an
aggregate wireless network data usage attributable to each of the
plurality of device applications via both the first network stack API
and the second API.

Ex. 1001 at claim 1 (124:28-63).
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Most relevant to consideration of Google’s Petition, the claim provides for
two possible pathways for an application to initiate traffic—a path where the
application calls the network stack API (i.e., “the first network stack API”), and a
path where the application calls the proxy “media service manager” API (i.e., a
“second API”). The application can choose to call either API to initiate a data
transfer over the network, such that either API is independently “callable” and
“accessible” to the application.

Regardless of which API the application chooses to call, the system has at
least one service and classification agent to associate the corresponding traffic with
the requesting application in order “to track an aggregate wireless network data
usage attributable to each of the plurality of device applications.” See Ex. 1001,
claim 1.

An example of this dual-path approach is depicted (such that either API is
callable by the application), for example, in Figure 32 of the *918 patent, reproduced

below:
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FIG. 32

Id. at Fig. 32. As shown above, Application 3202 is able to call the Network Stack
3208 via the left-most arrow from Application 3202, and is alse able to call either
the Proxy Service Manager 3206 via the second-to-left arrow, or the Control
Application 3204 via the third-to-left arrow. The Network Stack API is callable by
(and has an API call accessible to) the application via the left-most arrowh, even
though the application can additionally call and access the other two APIs which
may interface with other APIs on behalf of the application (for instance, the Proxy
Service Manager itself can call, or access a call of, the Network Stack API). Ex.
2015, 929.

In the event that “the application 3202 does not use the proxy service manager
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3206,” and instead calls the network stack API via the left-most arrow, “data at the
socket will accurately identify the app as the initiator of the data flow” because the
application issued a call to the network stack API to open the socket and to initiate
the data flow. Id. at 116:66-117:3; Ex. 2015 4930-32. However, “[i]n an instance or
embodiment where the application uses the proxy service manager 3206 rather than
calling the network stack API, “data at the socket will be insufficient to identify the
application 3202 as the initiator of the data flow.” Ex. 1001 at 117:3-6. To solve the
socket-level data being insufficient to identify the application 3202 as the initiator
of the data flow, the 918 patent recognizes the advantage “to add a virtual tag at the
proxy APL” such that the virtual tag is “sent from the flow tracking agent 3212”
(which 1s depicted as being part of the proxy service manager) “to the app usage/flow
mapping engine 3214, which communicates with the usage/classification
reconciliation 3216, which in turn communicates with the network stack (driver)

3208.” Id. at 117:12-20; Ex. 2015, §32.3

3 An alternative way (i.e., an alternative to the use of a virtual tag) to track data flows
that pass through the proxy is for “the proxy service manager [to] perform
application identification and classification, usage monitoring, and counting,” which
“allows service usage to be classified and associated with an application prior to

proxy processing.” Ex. 1001 at 117:29-33; Ex. 2015, 433.
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The purpose of these disclosures is to inform a POSITA how traffic initiated
by applications can be tracked both (1) in an instance where the application directly
interfaces with the network stack by calling the network stack API and (2) in an
instance where the application does not call the network stack API, but instead calls
a proxy API to initiate the data transfer. Ex. 2015, 434. Specifically, regardless of
which access path is used (a call to the network stack API or a call to a different API
that initiates a network transfer via a proxy), the system is able to “associate wireless
network data usage” with the application initiating the data flow in order “to track
an aggregate wireless network data usage attributable to each of the first plurality of
device applications via both the first network stack API and the second APL.” Ex.
1001 at 124:51-63.

III. Level of Ordinary SKkill in the Art

The Petition proposes that a POSITA in the field of the 918 patent “would
have at least a bachelor’s degree in computer science, computer engineering,
electrical engineering, or a similar field, and approximately two years of industry or
academic experience in wireless communication network applications and software.
More related education could compensate for fewer years of work experience (and
vice versa).” See Pet. at 7 (citing Ex. 1003 9959-60). For purposes of this

Preliminary Response, Patent Owner does not challenge that definition.
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IV. The Petition’s sole invalidity theory does not include a network stack
API “callable” by, or a network stack API call “accessible” to, a
plurality of applications.

A.  Overview of the Petition’s Theory

As discussed in Section II above, claim 1 requires that a plurality of device
applications have the capability of initiating data transfers over the network in two
different ways. See Ex. 2015, §36—-37. The first way is through a “first call accessible
to each of a plurality of device applications,” which “first network stack API [is]
callable by each of the plurality of device applications.” Ex. 1001 at 124:33-39
(limitation [1.3]). The second way is through ““a second API containing at least one
second call accessible to each of the plurality of device applications,” which “second
API [is] callable by each of the plurality of device applications to make a data
transfer request for a media object.” Id. at 124:40-45 (limitation [1.4]). The second
API call will prompt “a media service manager... to manage network data
transfers... by interfacing with the network stack” instead of the application
interfacing with the network stack. /d. at 124:46-50 (limitation [1.5]).

The Petition relies exclusively on the Bennett reference’s (Ex. 1041) signaling
agent API—“SA API 210”—in alleging that the Petition’s combination of Bennett
and Vadde discloses or renders obvious “a first network stack Application
Programming Interface (API), containing at least one first call accessible to each of

a plurality of device applications” as recited by limitation [1.3]. See Pet. at 26

10
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(equating Bennett’s “SA API 210” with “a first network stack Application
Programming Interface,” and equating Bennett’s “user application 150 with one of
a “plurality of device applications”). The Petition’s annotation of Bennett’s Figure

3 with respect to this mapping is reproduced below:

150 /——200
USER APPLICATION
e R e s The calls of the SA API
(TCP SOCKET PROTOCOL) oo | 210 are “accessible to
UA (i each of a plurality of
T, _ 2 device applications’
5 B e MAAPI|  through the UA 202
/ 204 SA i L ~206
: SDP
a first network stack MSRP | RTP MEDIA RENDERING
icati i SIP MEDIA  *—" DEVICES (SPEAKER,
Application Programming ToP upp | PLAYER MIC. DISPLAY.
Interface (API) UDP J l CAMERA, ETC,)
“ J
Y
INTERNET
PROTOCOL (IP)
FIG. 3

Id. at 28 (Petition’s annotation of Ex. 1041 at Fig. 3). As shown in the Petition’s
annotation, regardless of whether the left path involving the SA 204 or MA 206 is
ultimately used to communicate data, the application 150 can only ever initiate API
calls to UA (“user agent”) 202 via API 208. The application cannot call the SA API

210; instead, the application 150 (i.e., one of a “plurality of device applications™)

11
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must contact user agent (UA) 202 via API 208, which in turn contacts “SA API1210.”
Id. at 26-30; Ex. 2015 938, 42, 44.*

This understanding is confirmed by Figure 6 of Bennett, which only shows
the UA (not the alleged “application[]” of the claims) calling the SA. Specifically,
the Petition alleges that “SA API 210[’s]” “requests” (i.e., requests transmitted
between UA 202 and SA API 210) constitute the “at least one first call accessible to
each of a plurality of device applications.” Pet. at 27. These SA API “requests” are
depicted, e.g., in Figure 6 of Bennett, an annotated version of which is reproduced

below:

4 Bennett does not explicitly discuss API “calls”; instead, its discussion of a “call”
is in the more traditional sense of, e.g., a telephone “call” which would initiate, e.g.,
“ringing” another user using a different device. See, e.g., Ex. 1041 4963-64; Ex. 2015

q39.

12
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ljsten Response (¢)
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‘S;PJ_QO_Trying n
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it Status K Connact
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Responte Jrvm) o ® EEER Bys eguest joo) Requedt [pp)
Close Request (m) Close Request (qq)

FIG. 6

Ex. 1041 at Fig. 3 (annotated); see also Pet. at 27 (explicitly identifying the
“INVITE” request as the “at least one first call” which is allegedly “accessible to

each of a plurality of device applications”).’

> The Petition additionally relies on unspecified API calls “disclosed in Table 2” of
Bennett, without elaboration. Pet. 27. Tellingly, none of the messages disclosed in
Bennett’s Table 2 are sent from an application or (“ENDPOINT A”) to the SA.
Instead, they are either “Sent by UA to SA,” “Sent by UA to SA,” or “Sent by IMS

client to IMS application.” See Ex. 1041, [0085].

13
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As shown above, this “invite request” is a call from the UA to the SA (and is
not a call from the application to the SA). In contrast, ENDPOINT A (which is an
example of Bennett’s user application 150, such as a phone application—see, e.g.
Ex. 2015, 9940—41; Ex. 1041, [0039] (showing that the “HANGUP request” depicted
in Bennett’s FIG. 3 from “ENDPOINT A” to the “UA” is a request “sent by the user
application 150 to the UA 202”)—is not capable of issuing an invite request to the
SA; it is always the UA that must call the SA via the invite request (i.e., the alleged
API call). Ex. 2015, 942.

The Petition acknowledges that this invite request API call is not “directly”
accessible or “directly” callable by the application. Pet. 30. And as explained below,
that 1s what the claims require, under both plain meaning and based on Headwater’s
prior IPR disclaimer of claim scope.

B.  The plain meaning of a network stack API “callable by” and an

API call “accessible to” an application excludes the Petition’s
theory.

Consistent with Headwater’s earlier statements regarding claim scope in
IPR2024-01396, the claims cannot be satisfied if only APIs other than a network
stack API is actually callable or accessible by the application. For instance, if the
application is only capable of calling proxy APIs, and those proxy APIs access must

access or call the network stack API on the application’s behalf, the network stack

14
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API is not actually “callable” or “accessible” to the application itself. Ex. 2015,

942-58.

An illustration of this principle is shown in Figure 32 of the *198 patent.

3200 ——g

Application
3202

A\

a E

¥

Control Application

Traffic Process
32101

Traffic Process

32102

3204 r Ir
4 { ¥ i
App Usage/ Fiow Tracking i
Flow Mapping Agent L
3214 3212 Traffic Process
LA / I '\ 3210:N
Proxy Service Manager
3208
4 &
Y1t /cs" ificati -
Network Stack (Driver) Usaé:mni;?;:ﬁm Usage/ 3220
3208 3916 Classification Application Interface
2218 3222

FIG. 32

Ex. 1001, FIG. 32. As shown above, the application is able to call both Network

Stack (via the left-most arrow) and the Proxy Service Manager (via the top arrow

second from the left). In this case, both the Network Stack and Proxy Service

Manager APIs are “callable” by and “accessible” to the application, because the

application can choose to initiate calls via either path. Ex. 2015, 958. However, if

the ability of the application to call the Network Stack API via the left-most arrow

15
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were removed from the system depicted in FIG. 32, then the Network Stack API
would no longer be “callable” by or “accessible” to the application.

The result that the Network Stack API is not callable by the application in that
scenario is true even though the application would, in that hypothetical, be able to
call the Proxy Service Manager which could then call the Network Stack API,
because the Proxy Service Manager calling the Network Stack API is not the same
as the application calling the Network Stack API.

However, in FIG. 32 as disclosed, even though the application can call the
Proxy Service Manager API (through the middle arrow from application 3202), the
application can also call the Network Stack API (through the left-most arrow from
application 3202). Thus, the Network Stack API is “callable by” (and has a “call”
that is “accessible to”) the application in Figure 32 of the ’918 patent. Ex. 2015,
1957-58.

It is also important to note that the claims require that the Network Stack API
be “callable by” (and have an API call “accessible to”) the application. They do not
require that every transmission by the application be a “call” to the Network Stack
API. Thus, so long as the application itself has the capability to call at least the
Network Stack API, that means that the network stack API is “callable” and
“accessible” by the application, even if the application may additionally be able to

call other APIs (such as a proxy API). Ex. 2015, 4931, 53, 57-58. Indeed, that is a

16
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concept underlying claim 1, which requires that there be fwo different API calls (a
“first call” and a “second call”) for two different APIs “accessible to each of [the]
plurality of device applications” (and similarly that the two different APIs be
“callable by” each of the applications); the claims expressly recite these two different
capabilities, and “track[ing] an aggregate” usage through both paths. Ex. 2015, §52.
The fact that a call to the proxy service manager is accessible to the application in
FIG. 32 does not negate the fact that a network stack API call is also accessible to
the application in FIG. 32 (as shown by the left-most arrow allowing the application
to issue a call to the network stack).

Thus, while the institution decision in IPR2024-01396 is correct that the
claims do not “preclude” the use of an intermediary API (IPR2024-01396, Paper No.
13 at 14), the intermediary API cannot be the only API that is callable by the
application. It is possible for two different APIs to be callable by the same
application, and as noted above claim 1 requires as much when it recites “a second
API containing at least one second call accessible to each of the plurality of device

applications.”® The prior decision misapprehended this distinction, and assumed

6 The claims do not strictly require that the second API be able to “call” the
network stack API, but they do require the second API to prompt a “media service

manager... to manage network data transfers... by interfacing with the network
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incorrectly assumed that Headwater’s understanding of claim scope would
“preclude” any calls to APIs that are not the network stack API. Ex. 2015, 957.
Accordingly, the claims as properly understood do require that the network
stack API be callable by the application itself (e.g., through the left-most arrow of
FIG. 32 of the ’918 patent), and also do not exclude the additional capability of the
application to call an intermediary API (e.g., the second-from-left or third-from-left
arrows in FIG. 32 of the *918 patent). Under this interpretation, the embodiment of
FIG. 32 is not improperly excluded from the scope of the claim language, which the
Board previously overlooked. See IPR2024-01396, Paper No. 13 at 14 (stating that
Headwater’s interpretation would “impermissibly read” FIG. 32 “out of the scope of

the claims™); Ex. 2015, 58.7

stack,” such that the claims at least contemplate that the use of the claimed “media
service manager” prompted by the “second [API] call” would itself issue an API

call to the network stack.

" No other embodiments are improperly excluded from the scope of claim 1 either.
Other than Figure 32, there are no embodiments that the Petition alleges would
satisfy claim 1 but for Headwater’s claim interpretation. For example, the Petition
points to FIG. 30, but that embodiment does not disclose “agents to associate

wireless network data usage for the media object network data transfers with the
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Importantly, the claims do not merely require that any aspect of the API be
“accessible” to the application; rather, a specific “API call” must be “accessible” to
the application, and the API must be “callable” by the application. And the plain
meaning of an API being “callable” by the application requires that the application
must be able to issue a call for that API (rather than the application needing to call a
proxy API instead). See Ex. 2015, 949.

Under the correct interpretation, where there must be a network stack API that
is actually “callable by” each of the plurality of applications, the Petition’s theory of
invalidity fails. In Bennett, there is only a single API (API 208) that is “callable by”

the application, as shown below.

device application that requests the data transfer for the media object” as required
by limitation [1.6] such that it is not within the scope of claim 1 under any
interpretation. Likewise, the Petition does not contend that FIGs. 12—-13 are
embodiments of claim 1, and in any event those embodiments do not specify that
the application is incapable of issuing a call to the network stack API. And FIG. 35
is a diagram of how a proxy API interfaces with a stack API; it does not depict

how an application calls either API. See Ex. 2015, 94551 & n.2.
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Ex. 1041, FIG. 3. That is true regardless of whether the user application’s call to API

208 may prompt the user agent to call the signaling agent (SA) API 210. Even so,

the SA API 210 is not callable by the application itself, but is only callable by the

user agent 202 under the Petition’s theory of invalidity. Ex. 2015, 942.

The Petition acknowledges this when it concedes that the application cannot

“directly call” the SA API 210. See Pet. 30. In other words, the application requires

the user agent to call the SA API 210, which is not the application calling the SA

API 210, it is the user agent calling SA API 210. While the Petition introduces the

concept of an “indirect call,” such a term is found nowhere in the prior art or in the

’918 patent.
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C.  Prosecution history disclaimer requires Headwater’s
construction.

As explained above, the plain meaning, even setting aside any relevant
prosecution history, supports Headwater’s understanding of claim scope. But the
Board need not even decide the term’s plain meaning, because Headwater clearly
and unmistakably disclaimed (i.e., disavowed) a broader scope during earlier an
earlier IPR involving the *192 patent. See Thorner v. Sony Computer Ent. Am. LLC,
669 F.3d 1362, 136668 (Fed. Cir. 2012) (explaining that “disavowal” / “disclaimer”
is one of two “exceptions” to the principle that “claim terms must be given their
plain and ordinary meaning”) ).

Clear and unmistakable statements disclaiming claim scope (including pre-
institution statements) in an [PR are binding in subsequent proceedings. See CUPP
Computing ASv. Trend Micro Inc., 53 F.4th 1376, 1383 (Fed. Cir. 2022) (noting that
“disclaimer 1s not binding on the PTO in the very IPR proceeding in which it is
made,” but it “is binding in later proceedings, whether before the PTO or in court”);
see also VirnetX Inc. v. Mangrove Partners Master Fund, Ltd., 778 F. App’x 897,
910 (Fed. Cir. 2019) (“[T]he Board is not required to accept a patent owner’s
arguments as disclaimer when deciding the merits of those arguments. [That] does
not mean the Board in an inter partes review can ignore statements made in a prior

reexamination.”).
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Importantly, disclaimer applies even if the PTO disagreed with the original
statements giving rise to disclaimer, unless the patentee itself withdraws its
statements that would otherwise give rise to disclaimer. Puradigm, LLC v. DBG Grp.
Investments, LLC, No. 2024-2299, 2026 WL 890566, at *3—*4 (Fed. Cir. Apr. 1,
2026) (finding disclaimer even though the examiner disagreed with the statements
giving rise to disclaimer, because “it is the applicant, not the examiner, who must
give up or disclaim subject matter that would otherwise fall within the scope of the
claims,” and ‘“the applicant never retracted th[e] statement” giving rise to
disclaimer”).

Here, Headwater clearly, unmistakably, and repeatedly disclaimed the
Bennett’s configuration, wherein only UA API 208 is callable by Bennett’s
application 150, based on Headwater’s understanding of claim scope wherein an API
being “callable” by an application (or an API call being “accessible to” an
application) requires that the application have the ability to call the API without
using a proxy APL. See, e.g., Ex. 2017 (Headwater’s POPR in [PR2024-01396) at 12
(“Bennett does not disclose or otherwise suggest that user application 150... is able
to make either the ‘invite’ request or any other alleged call of any alleged ‘network
stack APL.’”); id. (“[T]he Petition’s invalidity theory [i.e., the same Bennett-based
theory at issue here] is inconsistent with the requirements of limitation [1.3]”

because “the Petition’s theory does not show ‘a first network stack [API] containing
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at least one first call accessible to each of a plurality of device applications [and] the
first network stack API callable by each of the plurality of device applications” as
claim 1 requires”). id. at 16 (disagreeing that “ability to access a call of a proxy
API... [1s] sufficient” to satisfy the claim language); id. at 17 (distinguishing “calls
to a proxy API to interface with the network stack on the application’s behalf” from
“a network stack API [that] is itself callable by applications”) (emphasis original).
Headwater reiterated this position throughout the IPR, including in a pre-
institution sur-reply and a request for Director Review filed after the IPR had been
instituted. See, e.g., Ex. 2018 (Headwater’s preliminary sur-reply in [PR2024-
01396) at 2 (“[A] POSITA would understand that if an application merely calls an
API which in turn causes a component to call the network stack APIL,” then “the
application does not call the network stack API.”) (cleaned up); id. (“Petitioner’s
allegation that a call to a proxy API constitutes a call to the network stack API is
also inconsistent with common sense and the plain meaning of what constitutes a
‘call’ to a particular entity (or for an interface to be ‘callable’).”) (emphasis original);
id. at 5 (“[I]n order for an API request to be ‘accessible’ to an application, the
application must be able to actually make the API request.”) (internal quotation
omitted); Ex. 2019 (Headwater’s request for Director Review in IPR2024-01396) at

10—-11 (same); id. at 13 (“[U]nder Petitioner’s prior art theory, the user application
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cannot call the SA API 210 such that it is not ‘callable.”””) (emphasis original,
internal quotation omitted).

The fact that Headwater clearly and unmistakably disclaimed Google’s
Bennett-based invalidity theory is evidenced by Google’s own Petition in this case,
where Google recognized that Bennett had already been explicitly distinguished
based on what Google characterized as a “construction” of the claim terms at issue.
Pet. 7 (“In IPR2024-01396, Patent Owner asserted that the prior art does not teach
claim 1’s ‘“first call accessible to each of a plurality of device applications,” and ‘API
callable by each of the plurality of device applications’ because intermediaries are
interposed between the APIs and applications. Headwater did not seek this narrow
construction in the district court.”); id. at 7-8 (asserting that “the Board should
decline to narrowly construe the claims to require direct access between the claimed
applications and the APIs”).

Because Headwater clearly and unmistakably disclaimed Bennett’s
configuration (wherein the application could only influence the alleged network
stack API, not by itself calling the network stack API but issuing an API call to an
intermediary, which intermediary can itself call the network stack API), and never
retracted that disclaimer (and indeed reiterated that disclaimer throughout the
proceeding), that disclaimer is binding on this proceeding. CUPP, 53 F.4th at 1383

(noting that “disclaimer 1s not binding on the PTO in the very IPR proceeding in
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which it is made,” but it “is binding in later proceedings, whether before the PTO or
in court”); VirnetX, 778 F. App’x at 910 (“[T]he Board is not required to accept a
patent owner’s arguments as disclaimer when deciding the merits of those
arguments. [That] does not mean the Board in an inter partes review can ignore
statements made in a prior reexamination.””). And because the Petition presents no
theory of invalidity under anything other than clearly and unmistakably disclaimed
claim scope, this disclaimer is dispositive.

V. Conclusion

As explained herein, the plain meaning of the claim language for claim 1 is
not satisfied by Google’s invalidity theory. But this case can be resolved even
without resort to evaluating the plain meaning of the claim language at issue, because
Headwater has clearly and unmistakably disclaimed the exact claim scope that
Google relies on in the Petition. Accordingly, Google’s theory of invalidity cannot
succeed regardless of what the claim scope might have been in the absence of
disclaimer.

Furthermore, because the Petition does not provide any unique analysis for
the other independent claims, the Petition’s theories with respect to those claims rise
and fall with the Petition’s claim 1 theory. Accordingly, the Petition fails to set forth
a reasonable likelithood of prevailing with respect to any challenged claim, and

institution should be denied.
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