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I. Introduction

Should the Director refer this case for consideration of the merits, Patent
Owner Headwater will promptly disclaim all claims except claim 2 of the *544 patent
pursuant to 35 U.S.C. §253 in order to simplify proceedings, thus leaving claim 2 as
the only remaining claim challenged by Google’s Petition.! Because the Board may
not institute an inter partes review based on disclaimed claims,? institution of this
proceeding would be appropriate only if the Petition can demonstrate a reasonable
likelihood of prevailing with respect to claim 2.

The Petition, however, cannot succeed with respect to claim 2 because the
Petition’s claim 2 combination is based on the combination of the same elements of

Rao and Freund in exactly same nonsensical way that Google alleged (and failed to

! Disclaimed claims are “treated as though the disclaimed claims never existed” in
the original patent. See Vectra Fitness, Inc. v. TNWK Corp., 162 F.3d 1379, 1383
(Fed. Cir. 1998) (“A statutory disclaimer under 35 U.S.C. § 253 has the effect of
canceling the claims from the patent and the patent is viewed as though the
disclaimed claims had never existed in the patent.”). Headwater does not concede
the merits of the Petition’s challenge as to any claims; disclaimer of the referenced
claims is merely to simplify proceedings. This simplification will be significant in

light of the strength of claim 2 over Google’s prior art theory, as explained herein.

237 C.F.R. § 42.107(e) (“No inter partes review will be instituted based on

disclaimed claims.”).
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show) would have been obvious in Google LLC et al. v. Headwater Research LLC,
IPR2024-00945. See Ex. 2018 (Decision Denying Institution in IPR2024-00945) at
31-32 (crediting Headwater’s argument and evidence that Rao and Freund have
“contradictory teachings regarding treatment of foreground activity” such that a
POSITA would not have been motivated to “supplement Rao’s treatment of
foreground activity [with Freund’s] teachings that explicitly disfavor foreground
activities”). As explained herein, this is the same combination of elements Google
again alleges would have been obvious in order to arrive at the requirements of claim
2. And Google has made no attempt to cure the deficiency previously recognized by
the Board in this regard.

Because Google yet again fails to show why it would be obvious to combine
the teachings of Freund as they pertain to foreground classification with the
teachings of Rao, institution should be denied.

II.  Google’s proposed combination with Rao with Freund to arrive at claim

2 is not obvious.

A. The Board has already considered (and rejected) the obviousness

of combining Rao with Freund in the manner Google alleges here.

In IPR2024-00945, Google attempted to supplement Rao’s teachings relating
to foreground classification with Freund’s teachings relating to foreground

classification. See Ex. 2015 (Google’s Petition in [PR2024-00945) at 13-14
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(discussing the combination of Rao’s teachings of controlling network traffic “by
distinguishing between foreground and background activity,” with Freund’s
teachings “distinguish[ing] between network activity based on whether it is
foreground or background activity””). What Google overlooked in that proceeding,
however, was that “Rao teaches that in prioritization decisions, foreground activity
should be prioritized over background activity,” whereas “Freund teaches the
opposite—that foreground activity should be disfavored relative to background
activity.” Ex. 2016 (Headwater’s POPR in IPR2024-00945) at 23 (emphases in
original).
As Headwater explained in that proceeding:

[T]he Petition provides no motivation to combine Rao’s teachings
(wherein foreground activity should be prioritized over background
activity) with Freund’s teachings that background activity should be
prioritized by exempting that activity from usage restrictions designed
to “limit[] an employee’s ‘counterproductive Web browsing.”” [Ex.
2015]° at 27 (quoting Ex. 1007 [Freund], 10:16-43). As Patent Owner’s
expert explains, “if a POSITA were looking for ways to supplement

Rao’s treatment of foreground activity, they would not have looked to

3 Citations in quotations from IPR2024-00945 have been updated to reflect the

exhibit numbers used in this proceeding.
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teachings that explicitly disfavor [foreground] activities, contrary to

Rao’s teachings.” Ex. [2017], 979.

Ex. 2016, 28 (emphases in original).

The Board considered these arguments as to why a POSITA would not have
been motivated to combine Rao’s foreground classification teachings with Araujo’s
foreground classification teachings (given the contradictory purposes of those
teachings), and found “Patent Owner’s arguments and cited evidence sufficiently
persuasive to defeat institution in this case, for the same reasons and evidence
proffered by Patent Owner.” Ex. 2018 (Decision Denying Institution in [PR2024-
00945) at 32. As one example, the Board credited “Patent Owner’s expert’s
persuasive testimony” that “if [the skilled artisan] were looking for ways to
supplement Rao’s treatment of foreground activity, they would not have looked to
teachings that explicitly disfavor foreground activities, contrary to Rao’s teachings.”
Id. (quoting Ex. 2017 4 79 (cited at Ex. 2016, 28)).

Google’s claim 2 theory in this proceeding suffers from the exact same
problem. As Patent Owner previously explained (and the Board previously
recognized) in [PR2024-00945, Rao and Freund are contradictory in their
approaches to treatment of foreground activities, such that a POSITA would not seek
to combine the teachings of these two references in this manner. Yet that is exactly

what the instant Petition yet again proposes, relying on Freund for its teachings
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regarding “determining the first device application is in the foreground of user
interaction” (Pet. 52, relying solely on Freund’s foreground teachings to arrive at the
dependent limitation of claim 2) in combination with Rao’s foreground prioritization
teachings (see, e.g., Pet. 18-22, relying on Rao’s foreground teachings for
limitations of independent claim 1).

And despite being on notice of this deficiency of Google’s theory based on
the decision denying institution in IPR2024-00945, Google again fails to justify its
combination of these contradictory teachings of Rao and Freund. For instance, the
Petition’s discussion of the “Rao-Araujo-Freund” combination fails to address the
fact that Freund disfavors foreground activity, much less explain why Freund’s
treatment of foreground activity would be obvious to combine with Rao and Araujo
in the proposed manner. See generally Pet. 48-51.

Indeed, the Petition incorrectly states that Rao and Fruend have “similar types
of policies.” Pet. 51 (emphasis added). This is nearly identical to the argument
Google raised (and the Board rejected) in [IPR2024-00945. See Ex. 2016 at 26
(“[T]he Petition alleges that ‘given Freund’s and Rao’s similarities, a POSA would
have been motivated to implement Freund’s teachings in Rao.” [Ex. 2015 at] 14.
However, the specific teachings relied upon regarding treatment of foreground and
background activity are not similar at all—as explained by Patent Owner’s expert, a

POSITA would have seen those teachings as fundamentally contradictory in terms
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of how Rao and Freund favor and disfavor foreground activity, respectively. [Ex.
2017], 476.”) (emphases original to Ex. 2016). The same result should apply here.

B. Rao and Freund teach inconsistent approaches to foreground

activity such that it would not be obvious to combine them.

Mindful of the Board’s regulations that arguments “must not be incorporated
by reference from one document into another document” (37 C.F.R. § 42.6(a)(3)),
this section addresses in more detail the specific reasons why Rao and Freund have
inconsistent approaches to foreground treatment such that it would not be obvious
to combine them to arrive at claim 2 in the manner Google alleges. These arguments
are substantially similar to the arguments Headwater presented (and the Board
accepted) in IPR2024-00945, but also address the specific allegations Google makes
in this proceeding.

As the Petition acknowledges, Rao teaches that in prioritization decisions,
foreground activity should be prioritized over background activity. See Pet. 59
(alleging that it would be obvious to permit traffic “only if... an application is in the
foreground (per Rao)”); see also Ex. 2015 at 21 (Google’s prior discussion of Rao’s
benefits of “prevent[ing] background activity from being processed ahead of
foreground activity”).

In contrast, Freund teaches the opposite—that foreground activity should be

disfavored relative to background activity. Ex. 2017, 4970-71. The sole mention of
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“foreground” in Freund (and the only discussion the Petition relies on in Freund for
purposes of claim 2) teaches:

3. Monitoring and regulating time spent on the Internet

Perhaps the aspect of Internet access most important to productivity of
an organization is the ability to monitor and regulate the amount of
time employees spend on the Internet. Although the Internet is an
increasingly important business tool, it also poses a temptation to
employees for use to pursue their own private interests while seemingly

working.

The Internet access monitoring system of the present invention
addresses this problem by allowing an organization to monitor and
control the time its employees spend on the Internet. The actual
monitoring can be done in a variety of ways, including monitoring the
time spend by an employee to actively interact with the Internet,
monitoring the total time applications access the Internet, and/or
mon[iJtoring the total time particular users/workstations access the
Internet. The option of employing different approaches is an important
one, as no one approach will likely answer all monitoring needs of an

organization.

Consider, for example, the monitoring of time spent by an employee
for "actively" interacting with the Internet. . . . Here, certain Internet
applications, such as news collecting programs (e.g., PCN), access the
Internet in the background while the user attends to other unrelated

tasks in the foreground. The Internet access time of a user for a given
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day, therefore, is not necessarily equivalent to the time the user actively
spends browsing Web sites. Conventional technologies cannot
distinguish between this "active" versus "passive" access and therefore
cannot present an accurate picture of the actual time the user has spent
on on-line activities. Accordingly, it is desirable to monitor the time an
employee spends "actively" interacting with the Internet, so that
management goals of control[l]ing counterproductive Web browsing
can be realized. In the currently-preferred embodiment, the system may
be configured such that access to the Internet which occurs in the
background is not counted against the per-day time limit imposed on

users.

Ex. 1007, 9:64-10:44 (emphases added).

In other words, Freund teaches that a central authority within an organization
will specify certain restrictions on active user Internet access. The goal of this
restriction is not to improve user experience (as in Rao); rather, the goal is to improve
“productivity of an organization” by preventing users from “pursu[ing] their own
private interests” in the workplace. Ex. 2017, §72.

Moreover, Freund teaches that its system (contrary to Rao) is more restrictive
of foreground activity relative to background activity, because “background”
Internet usage “is not counted against the per-day time limit imposed on users,” such
that only “active” (e.g., “foreground”) activity is restricted. Ex. 1007, 10:17-40

(emphases added).
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And like in [PR2024-00945, Google provides no plausible motivation to
combine Freund’s teachings regarding foreground classification with Rao’s
foreground prioritization, given their opposing treatment of foreground and
background activity. Ex. 2017, §73.

Even to the extent that combining other aspects of Freund with Rao may
allegedly be obvious (such as, e.g., user interface teachings of Freund or teachings
regarding how policies may be configured), that does not justify the specific
combination of elements required by claim 2 of the *544 patent which specifically
requires Freund’s classification of foreground activity. See generally Pet. 52. Indeed,
Google already argued that “Freund details how a user may configure policies,
offering exemplary interfaces” in IPR2024-00945 (see Ex. 2015 at 13), but that was
insufficient to motivate the specific combination of elements proposed in that
proceeding and likewise proposed by Google to arrive at claim 2 in this proceeding.

Google’s specific motivations to combine Rao with Freund do nothing to
address the same deficiency the Board found in IPR2024-00945. For instance,
Google alleges that “for details on the user interface (UI), a POSITA would have
looked to references such as Freund.” Pet. 49. But again, that says nothing of the
obviousness of combing Freund’s foreground classification teachings with Rao,

given the two references’ contradictory approach to treatment of foreground activity.
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Likewise, Google’s allegation that “a POSITA would have looked to
references such as Freund” “[f]lor implementation details relating to obtaining the
policies” (Pet. 50) is unavailing, because techniques for performing foreground
classification (i.e., the teachings of Freund Google relies upon to arrive at claim 2)
are not techniques for “obtaining the policies.” See, e.g., Ex. 2017, 476 (Patent
Owner’s expert explaining how “user friendliness” is not a motivation to look to
Freund’s teachings regarding foreground classifications).

Google also conclusorily asserts that “a POSITA would have recognized or
found obvious a [combined] policy in which network traffic is permitted only if a
user had not exceeded a configured Internet access limit (e.g., 30 minutes)... (per
Freund), [and] an application is in the foreground (per Rao).” Pet. 50-51. To the
extent this specific combined policy relies on Freund’s foreground treatment at all,
it again does not explain why a POSITA would have been motivated to combine
Freund’s restrictive approach to foreground activity with Rao’s permissive approach
to foreground activity. Cf. Ex. 2017, 475, 7879 (noting that Freund’s teachings of
benefits of Freund’s approach does not motivate applying Freund’s approach in the
context of Rao’s disclosure).

Finally, Google alleges that “[t]he combination would have been nothing
more than the use of a known technique to improve similar mobile devices in a

similar way, including combining similar types of policies, and combining prior art

10
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elements according to known methods to yield the predictable results described
above.” Pet. 51. This conclusory allegation, which echoes aspects of the Supreme
Court’s opinion in KSR, relies on the false premise that the Petition’s claim 2
combination involves “combining similar types of policies,” as opposed to
contradictory types of policies. Nor does Google’s conclusory allegation in this
regard explain why a POSITA would have believed combining Freund’s foreground
classification techniques with Freund would have “improv[ed]” the device taught by
Rao in light of the fact that Freund classifies foreground activity in order to restrict
it, whereas Rao prioritizes foreground data.

In sum, as was the case in IPR2024-00945, the Petition provides no
motivation to combine Rao’s teachings (wherein foreground activity should be
prioritized over background activity) with Freund’s teachings that that foreground
activity should be classified to “faciliatje] rules limiting an employee’s
‘counterproductive Web browsing.”” See Ex. 2015 at 27 (quoting Ex. 1007, 10:16-
43). As Patent Owner’s expert previously explained (and the Board previously
credited), “if a POSITA were looking for ways to supplement Rao’s treatment of
foreground activity, they would not have looked to teachings that explicitly disfavor
foreground activities, contrary to Rao’s teachings.” Ex. 2017, §79.

III. Conclusion

For the foregoing reasons, Patent Owner respectfully requests denial of

11



institution.

Date: April 22, 2026

12

IPR2026-00138
Patent No. 9,609,544

Respectfully submitted,

/James A. Milkey/

James A. Milkey, Reg. No. 79,503
RUSS, AUGUST & KABAT
12424 Wilshire Blvd., 12th FL.
Los Angeles, CA 90025

Counsel for Patent Owner



IPR2026-00138
Patent No. 9,609,544

CERTIFICATION REGARDING WORD COUNT

Pursuant to 37 C.F.R. §42.24(d), Patent Owner certifies that there are 2,427

words in this paper excluding the portions exempted under 37 C.F.R. §42.24(a)(1).

Date: April 22, 2026

Respectfully submitted,

/James A. Milkey/

James A. Milkey, Reg. No. 79,503
RUSS, AUGUST & KABAT
12424 Wilshire Blvd., 12th FL.
Los Angeles, CA 90025

Counsel for Patent Owner



IPR2026-00138
Patent No. 9,609,544

CERTIFICATE OF SERVICE (37 C.F.R. § 42.6(e))

The undersigned hereby certifies that the above document was served on April
22,2026, by filing this document through the Patent Trial and Appeal Case Tracking
System (P-TACTS) as well as delivering a copy via electronic mail upon the
following attorneys of record for Petitioner:

Erika H. Arner, Reg. No. 57,540
Daniel C. Tucker, Reg. No. 62,781
Elliot Cook, Reg No. 61,769

Michael V. Young, Reg. No. 61,180
Alexander M. Boyer, Reg. No. 66,599
Bradford C. Schulz, Reg. No. 75,006
Christopher B. Anderson, Reg. No. 77,898
Umber Aggarwal, Reg. No. 76,098
Abhay A. Watwe, Reg. No. 59,461
Kathleen C. Galleher, Reg. No. 80,837
Finnegan, Henderson, Farabow, Garrett, & Dunner LLP
1875 Explorer Street, Suite 800
Reston, VA 20190-6023
erika.arner@finnegan.com
daniel.tucker@finnegan.com
elliot.cook@finnegan.com
michael.young@finnegan.com
alexander.boyer@finnegan.com
bradford.schulz@finnegan.com
christopher.anderson@finnegan.com
umber.aggarwal@finnegan.com
abhay.watwe@finnegan.com
kathleen.galleher@finnegan.com

Joshua L. Goldberg, Reg. No. 59,369
Daniel F. Klodowski, Reg. No. 72,693
Pier D. DeRoo, Reg. No. 69,340
Christopher C. Johns, Reg. No. 68,664
Kassandra M. Officer, Reg. No. 74,083



IPR2026-00138
Patent No. 9,609,544

William C. Neer, Reg. No. 78,874

Kai Rajan, Reg. No. 70,110

Connor M. McGregor, Reg. No. 79,634
Heather J. Ren, Reg. No. 82,089
Finnegan, Henderson, Farabow, Garrett & Dunner, LLP
901 New York Avenue NW
Washington, DC 20001-4413
joshua.goldberg@finnegan.com
daniel.klodowski@finnegan.com
pier.deroo@finnegan.com
Christopher.Johns@finnegan.com
Kassandra.Officer@finnegan.com
william.neer@finnegan.com
kai.rajan@finnegan.com
connor.mcgregor@finnegan.com
heather.ren@finnegan.com

Benjamin A. Saidman, Reg. No. 69,325

Finnegan, Henderson, Farabow, Garrett & Dunner, LLP
271 17th Street NW, Suite 1400

Atlanta, GA 30363-6209
benjamin.saidman@finnegan.com

Headwater[PRTeam@finnegan.com

Date: April 22, 2026 /James A. Milkey/

RUSS AUGUST & KABAT James A. Milkey

12424 Wilshire Blvd., 12th F1. Reg. No. 79,503

Los Angeles, CA 90025 Attorney for Patent Owner

Phone: (310) 826-7474



