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Patent Owner Secure Authentication Technologies LLC respectfully asks the 

Director to discretionarily deny institution on U.S. Patent No. 11,315,090.  Patent 

Owner filed an initial brief on discretionary denial on March 16, 2026.  Paper 8.  

Since then, the district court in the co-pending district-court litigation invalidated all 

claims of the ’090 patent under 35 U.S.C. § 101.  Ex2009; Ex2010.  Patent Owner 

is not appealing the district court’s decision, which will become final on May 1, 

2026.  Ex2011.  As a result, a majority of the arguments made in Patent Owner’s 

original brief on discretionary denial are now moot.  See Paper 8.  Further, there are 

no outstanding challenges to be resolved in this inter partes review because all 

challenged claims have already been invalidated.  On April 15, 2026, the parties 

contacted the Patent Office and requested permission for Patent Owner to file this 

supplementary brief in order to inform the Office of these interceding events.  The 

Director granted permission later that same day.    

This case is similar to Hulu, LLC v. Piranha Media Distribution, LLC, 

IPR2024-01252, Paper 27 (Apr. 17, 2025) (informative).  In Hulu, the district court 

similarly concluded that all claims challenged in the IPR proceedings were invalid 

under § 101.  Id. at 2.  The Patent Owner appealed the district court’s decision to the 

Federal Circuit.  Id.  While that appeal was pending, the then-Acting Director 

vacated the Board’s prior decision granting institution of IPR and then denied the 

petition, id. at 3, stating that “[b]ecause the patent claims already stand invalid, it is 
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unnecessary to institute another proceeding to review them for patentability under 

other grounds,” id. at 2.  “Under these circumstances,” denying institution “is the 

better and more efficient approach.”  Id. at 2–3.   

The Acting Director’s reasoning in Hulu applies with even more force here.  

In Hulu, the Board had already granted institution before the Acting Director’s 

decision.  The Acting Director therefore had to vacate the Board’s decision prior to 

denying institution.  Id. at 3.  Here, the Board has made no decisions (substantive or 

non-substantive) in this case.  In Hulu, the Patent Owner appealed the district court’s 

decision to the Federal Circuit, and the appeal was pending when the Acting Director 

denied institution.  Id. at 2.  Here, Patent Owner has agreed to forgo any appeal of 

the district court’s decision.  Based on all of the facts and circumstances, there’s an 

even stronger case for denial here than there was in Hulu.  See also UiPath, Inc. v. 

Rule 14 LLC, IPR2025-00623, Paper 8 (July 29, 2025); Google LLC v. TJTM Techs., 

LLC, IPR2025-00586, Paper 12 (Aug. 14, 2025); Google LLC v. Sandpiper CDN, 

LLC, IPR2025-00952, Paper 10 (Oct. 10, 2025); Google LLC v. Bootler, LLC, 

IPR2025-00968, Paper 10 (Oct. 31, 2025).  Patent Owner therefore respectfully asks 

the Director to deny institution. 
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Date:   April 17, 2026 By:    /s/ Todd M. Briggs                                 
  

Todd M. Briggs (Reg. No. 44,040) 
toddbriggs@quinnemanuel.com  
Quinn Emanuel Urquhart & Sullivan, LLP 
555 Twin Dolphin Drive, 5th Floor 
Redwood Shores, CA 94065 
Tel: (650) 801-5000 
Fax: (650) 801-5100 
 
James M. Glass (Reg. No. 46,729) 
jimglass@quinnemanuel.com 
Quinn Emanuel Urquhart & Sullivan, LLP 
51 Madison Ave., 22nd Floor 
New York, New York 10010 
Tel: (212) 849-7000 
Fax: (212) 849-7100 
 
Attorneys for Patent Owner 
Secure Authentication Technologies LLC 
  

 



 

  

CERTIFICATE OF COMPLIANCE WITH PAGE LIMIT 

Patent Owner certifies that it was permitted to file the foregoing brief by the 

Director.  Further, pursuant to 37 C.F.R. §42.24(d), Patent Owner also hereby 

certifies that the foregoing brief complies with the 20-page limit requirement under 

the Interim Director Discretionary Process for discretionary denial briefs filed after 

September 1, 2025, since Patent Owner’s initial brief was 18-pages long and the 

foregoing brief is 2-pages long.  See Interim Director Discretionary Denial Process 

§ II.C.iii, available at https://www.uspto.gov/patents/ptab/interim-director-

discretionary-process. 

 

Date:  April 17, 2026 Respectfully submitted, 
 

By:    /s/ Todd M. Briggs                                
           Todd M. Briggs 

 



 

  

CERTIFICATE OF SERVICE 

The undersigned certifies that the foregoing Patent Owner’s Supplementary 

Request for Discretionary Denial was served via e-mail pursuant to 37 C.F.R. 

§42.6(e) in its entirety to all counsel of record, as follows:  

Brian M. Buroker (Reg. No. 39,125) 
bburoker@gibsondunn.com 
Hannah L. Bedard (pro hac vice) 
hbedard@gibsondunn.com 
Gibson, Dunn & Crutcher LLP 
1700 M. Street, N.W., 7th Floor 
Washington, DC 20036-4504 
 
Brian Rosenthal (pro hac vice) 
brosenthal@gibsondunn.com  
Gibson, Dunn & Crutcher LLP 
200 Park Avenue 
New York, NY 351-2339 
 
Jaysen S. Chung (Reg. No. 68,199) 
jschung@gibsondunn.com 
Gibson, Dunn & Crutcher LLP 
One Embarcadero Center, Suite 2600 
San Francisco, CA 94111-3715 
 
GDCPlaidSAT@gibsondunn.com 
 
 

Date:  April 17, 2026 Respectfully submitted, 
 

By:    /s/ Todd M. Briggs                                
           Todd M. Briggs 
 

 


