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I. MOSKOWITZ’S ANTEDATING DEFENSE
CANNOT SUPPORT DENIAL OF INSTITUTION

Patent Owner Moskowitz’s Preliminary Response (“POPR”) does not
challenge Medtronic’s showing that Palmatier discloses or renders obvious every
limitation of the challenged claims. Instead, Moskowitz contends that Palmatier is
not prior art because the challenged claims were allegedly conceived before
Palmatier’s December 19, 2011 filing date and diligently reduced to practice in the
October 25, 2012 provisional application. (POPR at 5-66.) Moskowitz’s evidence
falls far short of the high evidentiary burden of proving antedation, and only further
confirms that institution is warranted in order for that evidence to be properly
developed and tested at trial.

The evidence, including the testimony of one co-inventor (Dr. Nathan
Moskowitz, Ex. 1024), regarding the alleged conception and diligent reduction to
practice of the claimed subject matter raises serious factual issues (examples
discussed below) that cannot be resolved on this preliminary record without the
benefit of robust cross-examination of Dr. Moskowitz. The testimony of Dr.
Moskowitz is also ““stuck in a catch-22 of corroboration: [Moskowitz] attempts to
corroborate [Dr. Moskowitz’s] testimony with [] emails and [] drawings, but the
emails and drawings can only provide that corroboration with help from [Dr.

Moskowitz’s] testimony.” Apator Miitors ApS v. Kamstrup A/S, 887 F.3d 1293,



IPR2026-00162
U.S. Patent No. 12,011,367

1296 (Fed. Cir. 2018). Institution is thus warranted so that the issue of conception
and diligence can adjudicated on a more developed record. See IQE PLC v. Cornell
Research Foundation Inc., IPR2024-00609, Paper 9 at 41 (Sep. 13, 2024) (granting
institution because “Patent Owner’s arguments [regarding conception/reduction to
practice] raise disputed factual issues that are best resolved on a more fully
developed record”).

A. Insufficient Evidence of Conception

“Conception is the . . . completion of the mental part of invention. . . . It is ‘the
formation in the mind of the inventor, of a definite and permanent idea of the
complete and operative invention, as it is hereafter to be applied in practice.””
Burroughs Wellcome Co. v. Barr Lab'ys, Inc., 40 F.3d 1223, 1228 (Fed. Cir. 1994)
(internal citation omitted). Moskowitz’s evidence does not demonstrate that the
inventor(s) had conceived of a “complete and operative invention.” Id.

Both independent claims (8 and 17) at issue here recite an “expandable
intervertebral device” having a first and a second body, and a wedge that slides in a
space between the two bodies to expand or compress the device. (See Ex. 1001,
claims 8, 17.) The claimed expandable device also includes “ridges” on the vertebral
body engagement surfaces of the first and/or second bodies. (See id.) Moskowitz
alleges that this arrangement was conceived based on a “modified wedge” design

attached with Eric Sugalski’s May 3, 2011 e-mail. (See POPR, 8-36; Ex. 2027, 10.)
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The “modified wedge” design does not, however, disclose the claimed ridges on the
vertebral body engagement surfaces. (See Ex. 2027, 10; POPR, 13, 22.) As shown
in the figure below, the “modified wedge design” has a smooth outer surface with
no ridges. (Ex. 2027, 10.) The absence of ridges is a functionally significant
difference from the claimed invention because, per Dr. Moskowitz, ridges help

engage bone. (Ex. 2024, 938.)

™

i
™
A ¥

Patent Owner’s attempt at gap-filling this deficiency with vague testimony
from Dr. Moskowitz that he allegedly instructed his collaborator that the devices
“need to maintain something like ridges” and “ridges are very important,” fails.
(POPR, 11-17; Ex. 2024, 4] 28 (citing Ex. 2057), 934 (citing Ex. 2028), § 38 (citing
Ex. 2059).) First, these statements lack sufficient context as it is unclear whether

they are referring to the “modified wedge” embodiment shown above. In fact,
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Moskowitz has withheld important details (e.g., the “e-drawing”) attached to Exhibit
2059, which could shed light on what device or embodiment the “ridges” were for.
(See Ex. 2059). Second, the referenced ridges appear to have been for “fusion
wedges” for a “3D Screw Version” device (Ex. 2028, 1), but Dr. Moskowitz has
provided no explanation regarding what the “3D Screw Version” is and how it relates
to the claims. Ifthe “3D Screw Version” device is a separate embodiment from the
“modified wedge” design, then Moskowitz cannot show that he had conceived a
“complete and operative invention.” Burroughs, Inc., 40 F.3d at 1228. At a
minimum, these issues require an explanation of why Dr. Moskowitz did not provide
missing attachments as exhibits and should be resolved on a complete record, which
includes cross-examination of Dr. Moskowitz.

Moreover, the exhibits (e.g., emails) cited by Dr. Moskowitz are plainly
insufficient to establish prior conception because they lack corroboration from
anyone other than Dr. Moskowitz. The Federal Circuit has explained that, among
other things, “unwitnessed emails and drawings, alone, cannot corroborate [an
inventor’s] testimony of conception.” See Apator, 887 F.3d at 1296-97.

B.  The October 25, 2012 Provisional Application Is Not A
Constructive Reduction to Practice of the ’367 Patent Claims

To obtain the benefit of a provisional filing date, “the written description of

the provisional must adequately support the claims of the non-provisional
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application.” New Railhead Mfg., L.L.C. v. Vermeer Mfg. Co., 298 F.3d 1290 (Fed.
Cir. 2002). Specifically, the figures 6A-6D embodiment of the provisional
application (Ex. 2053) relied upon by Moskowitz does not show, or contemplate,
ridges on the vertebral engagement surfaces. (See, e.g., POPR, 16, 20.) Moskowitz’s
attempt at gap-filling by relying on figure 1A fails because figure 1A is a totally
different device; there is no wedge moving between two bodies to expand or
compress the implant. (See Ex. 2053, 1A.) Thus, the provisional application cannot

serve as a constructive reduction to practice for the *367 patent claims.

II. MOSKOWITZ’S SPECULATION OF FUTURE
INCONSISTENT POSITIONS IS NO REASON TO DENY REVIEW

Moskowitz seeks denial of the Petition based on Medtronic’s hypothetical
future conduct—a standard that finds no support in the Director’s decisions or the
Board’s rules. (POPR, 70-79.) Moskowitz has not identified a single inconsistent
position taken by Medtronic, nor can it. Moskowitz’s contention that the Petition
had to disclose every claim term that Medtronic may construe in district court (id.,
75) is equally meritless. See Samsung Elecs. Co. Ltd, v. CM HK Ltd., IPR2025-
01023, Paper 17 at 19 (Dec. 17, 2025).

The Board should institute review of claims 8, 9, 13, and 17-21.
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