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I. The ’692 Patent Issued Over an Unaddressed Board Rejection 

PO incorrectly suggests that the Board’s determination during prosecution 

that Seed/Outten did not disclose servers comprising “distinct” portions of a content 

provider’s library was dispositive. Paper 9, 10-11 (“POPR”). During prosecution, 

the Board determined under BRI that claim 1 and claim 15 (claim 17 during 

prosecution) recited two alternative methods (1[pre]-[c] v. 1[pre]-[b] and 1[d][i]-

[d][iv]; 15[pre]-[a] v. 15[pre]-15[c]), and that the claims “may be anticipated or 

rendered obvious by prior art that discloses or teaches or suggests either method.” 

EX1002, 2330-32. For claim 1, the Board “agree[d] with the Examiner’s findings” 

that Seed teaches/suggests the first method’s limitations. Id., 2335-36. The Board 

then affirmed an obviousness rejection over Seed/Outten, while suggesting the 

references did not disclose “distinct” portions (not then claimed). Id., 2338-39. For 

claim 15, the Board reversed the Examiner’s rejection over Seed/Outten because the 

Board determined the references did not disclose the second method’s “distinct” 

portions limitation. Id., 2342. However, the Board entered a new rejection that Seed 

anticipated and/or rendered claim 15 obvious. Id., 2344. The Board’s statements 

compel the conclusion that Seed taught both claims’ first methods. On remand, the 

Examiner allowed the claims based on amendments only to the second methods—

the only methods implicating the “distinct” portions issue—without addressing the 

first methods. Id., 2363-68. Accordingly, claims 1 and 15 should never have issued.  
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II. The POPR Mischaracterizes the Petition’s Analysis of 1[d][ii]/10[d]/15[c] 

PO argues “Petitioner acknowledges that Seed ‘does not expressly disclose’” 

the “distinct” portions limitation. POPR, 20 (internal citation omitted). That is 

wrong. The Petition argues Seed teaches “distinct” portions, and alternatively that 

Swildens does. Pet., 24-26, 37, 44-45. 

PO further argues the Petition fails to show that Swildens discloses the 

“distinct” portions limitation because Swildens’ “group of LAN-connected servers 

can be configured to ‘access each other’s local storage devices.’” POPR, 21 (citing 

EX1006, ¶¶88-89); id. (arguing Swildens discloses “servers [that] share common 

storage” with “access to the same content”). PO mischaracterizes the Petition. The 

Petition explains that, unless specifically configured to allow overlap, each piece of 

content is assigned to, and stored on, the local storage of a particular server according 

to a hash function. Pet., 25-26 (citing Swildens (EX1006, ¶¶50, 58, 60, 61)). That 

the servers can access content stored on other servers does not mean they have 

“common storage,” as PO incorrectly suggests. 

III. The POPR Applies Incorrect Narrow Positions (1[c]/1[d][i]/10[c]/15[b]) 

As an initial matter, PO failed to dispute that Seed taught 1[c], 1[d][i], or 15[b] 

during prosecution, and the Board determined that it did. EX1002, 2174, 2179-91, 

2335-36. For 1[c], PO now argues Seed does not obtain and serve a resource because 

it is determined to be popular. POPR, 25-32. However, that is an obviousness dispute 
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that is best addressed with a full record. For 1[d][i]/15[b], PO further argues that the 

prior art redirects based on “availability” and not “popularity.” Id., 22-25. But 

“availability” is controlled by popularity in Seed and Swildens. Pet., 23-24, 54-58. 

PO’s argument incorrectly assumes the claims require redirecting “only if” an object 

is unpopular. Separately, for 10[c], PO argues Swildens’ “auto migration server” 

does not provide “information about which tier of servers should handle [certain] 

requests.” POPR, 32-34. This incorrectly assumes providing “information” requires 

a discrete list. Swildens’ auto-migration server provides the claimed “information” 

by assigning content to a server that handles requests for the content. Pet., 36-37. 

IV. The Petition Has No Gap Filling, and Chevron/Deeper Do Not Apply 

First, the alleged “gaps” PO identifies are not gaps at all. POPR, 38-39. The 

Petition is grounded in Seed’s and Swildens’ disclosures and cites extrinsic support 

to show why a POSITA would have read the disclosures to teach the limitations. 

Pet., 20 (for 1[c], citing Seed, [0013], [0046], [0059]); EX1003, ¶¶132-35 (for 

1[d][ii], citing support as to Swildens’ disclosure of hash functions). And 

Petitioner’s expert may explain “what [a prior art]’s teachings would indicate to a 

skilled artisan.” Yealink (USA) Network Tech. Co. v. Barco N.V., IPR2025-00491, 

Paper 20, 28 (July 29, 2025). Second, Chevron and Deeper are inapposite. See 

POPR, 40. Those IPRs involved deficiencies as to most—but not all—challenged 

claims, making institution inefficient. Here, there are no such deficiencies.    
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