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L. Introduction

Discretionary denial remains appropriate in this proceeding. On June 6, 2025,
Geotab Inc. filed a petition challenging U.S. Patent No. 11,031,677 (‘677 patent™)
via inter partes review IPR2025-01026 (‘“°1026 Proceeding”). Geotab Inc. v.
Fractus, S.A., IPR2025-01026, Paper 4 (June 6, 2025). On December 3, 2025, the
Board instituted trial in the 1026 proceeding. On January 2, 2026, ResMed Corp.
(“Petitioner”) initiated this proceeding by filing a “copycat” petition and a motion to
join the 1026 Proceeding. Subsequently, Fractus S.A. (“Patent Owner”’) submitted
a Patent Owner Response in the 1026 proceeding and Request for Discretionary
Denial (“Request”) in this proceeding, relying on new evidence uncovered after
institution of trial in the 1026 Proceeding. E.g., EX2017-EX2028. Petitioner’s
Opposition to Patent Owner’s Request for Discretionary Denial (“Opposition”)
failed to address Patent Owner’s new evidence and merits arguments and
mischaracterizes Patent Owner’s Request as “repeat[ing Patent Owner’s]
disagreement with the Board’s written description and priority analysis.” Opposition
at 12. Instead, Petitioner’s Opposition focused on a purported absence of settled
expectations and the potential U.S. manufacturing of its products, but in doing so,
once again mischaracterizes the record.

With regard to settled expectations, Petitioner alleges that it “could not

anticipate that PO would assert the 677 patent against it.” Opposition at 8-9.
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Nothing could be further from the truth. Indeed, Patent Owner provided Petitioner
with notice of the *677 patent less than two weeks after it issued in 2021. EX2036 at
4. Later, over three years prior to Petitioner filing its petition, Patent Owner explicitly
notified Petitioner that at least claim 1 of the 677 patent was infringed by
Petitioner’s products. EX2037 at 6-7; EX2038 at 6. In spite of this unambiguous
notification, Petitioner represented to the Director that “the letters referenced by
Patent Owner did not provide notice of the subject patent.” EX3102 at 1.

With regard to U.S. manufacturing of Petitioner’s products, Petitioner has

provided no evidence that any of its accused products are currently manufactured in

the United States. Instead, Petitioner alleges ||| [ | N NN GGG
S
I Opposition at 1; see also id. at 8. Petitioner’s

other assertions directed to its distribution centers in the United States are not
relevant to the considerations set forth in the Director’s March 11, 2026
Memorandum.
II.  Settled Expectations do not Favor Institution

The Opposition states that “ResMed had no reason to anticipate the assertion
of the ’677 Patent against it.” Opposition at 1-2. This assertion is problematic, made
more so by Petitioner’s representation to the Director that “the letters referenced by

Patent Owner did not provide notice of the subject patent.” EX3102 at 1.
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On June 21, 2021, just 13 days after the 677 patent issued, Patent Owner sent
Petitioner a letter indicating that “Fractus has analyzed some of ResMed’s products
and determined that ResMed, along with its subsidiaries, affiliates, suppliers,
importers, distributors, dealers, and customers, infringe Fractus’ patents.” EX2036
at 1. This letter included the 677 patent as a patent owned by Patent Owner and

available for license:

Exhibit 11

List of patents that are owned by Fractus as of 05/31/2021 and available for
license to ResMed

Patent
number n
US85RITES | US

er |
31677 |
3 | USBS65891 | US

EX2036 at 4 (annotated).
After further discussion, Fractus explicitly identified Petitioner’s AirSense 11

product as infringing claim 1 of the 677 patent.

Exhibit LA (page 6/6)

U5, Patent |
No, 8810458
4

US. Patent |
Mo B1ILISD |

US. Patent i
e, ILOSLETT |

EX2038 at 6 (annotated).
Contrary to Petitioner’s representations, Patent Owner provided explicit
notice of the ’677 patent to Petitioner. This notice included a clear allegation of

infringement of the 677 patent by Petitioner’s AirSense II product.
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Petitioner also asserts that it could not have anticipated being sued under the
"677 patent because “Fractus has asserted its patents against antenna manufacturers”
not those in the medical device space. Opposition at 9. Petitioner attempted to make
a similar argument to Patent Owner, telling it to address its infringement concerns to
Petitioner’s antenna suppliers. EX2037 at 4-8. Patent Owner, however, has been very
consistent in its communications with Petitioner — Petitioner would be the licensee
of Petitioner’s patents, and therefore, is the relevant party for resolving the
infringement of the *677 patent. Id. In spite of this clear notice of the 677 patent and
Petitioner’s infringement thereof, Petitioner declined to engage in confidential
settlement discussions with Patent Owner and declined to challenge any of Patent
Owner’s asserted patents in any forum until years later. See EX2037 at 1. Patent
Owner’s explicit notice to Petitioner of the 677 patent and its infringement, and
Petitioner’s failure to challenge the *677 patent for years, created settled expectations
between the parties of the 677 patent’s validity. See Alliance Laundry Sys., LLC v.
PayRange LLC, 1PR2025-00950, Paper 11 (September 19, 2025) (informative)
(settled expectations may exist for a patent in force since 2021.).
III. Petitioner Does not Manufacture Accused Products in the United States

The Director’s March 11, 2026 Memorandum states that “the Director will
consider, and parties should address, not only assembly of the final product in the

United States, but also the extent to which components of a product are made in the
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United States and the extent to which products made in the United States are sent for
further processing outside the United States.” The Opposition addresses none of
these considerations, and therefore, is irrelevant to evaluating discretionary denial
of the petition in this proceeding.

More importantly, the Opposition concedes that Petitioner does not currently
manufacture accused products in the U.S. Petitioner instead alleges only thatjjjili
I I I Opposition at 7-
8 (emphasis added). As noted above, Petitioner does not address the extent of this
manufacturing in the U.S., such as which components are made in the U.S., and
whether products are sent out of the U.S. In fact, Petitioner recently opened a
Singapore factory “billed as the biggest of its kind on Earth” that “has the capacity
to meet all of the market’s needs for production of sleep apnea devices,” strongly
suggesting any U.S. manufacturing will be minimal. EX2039 at 1; EX2040 at 1.
Accordingly, Petitioner’s arguments are a concession it does not manufacture
accused products in the United States. Its expectations of future manufacturing
should not affect the discretionary denial decision in this case. Further, per
Petitioner’s Motion to Seal (Paper 11) at 1, Petitioner’s evidence is speculative as it
relates to “operational investments and plans that are undergoing negotiations.”
Dated: April 21, 2026 Respectfully submitted,

/Mark J. DeBoy/

Mark J. DeBoy (Reg. 66,983)
Attorney for Patent Owner, Fractus S.A.
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