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AMENDMENTS TO THE CLAIMS 

 

This listing of claims represents the current version of claims before the Office with amendments 

to be entered: 

1. (thrice amended) A method for generating at a user’s premises an overlay using video signals 

constituting a first data and overlay-enabling digital data constituting a second data, the method 

comprising:  

(a) providing a combiner unit at the user’s premises, wherein:  

the combiner unit is coupled to a TV set and connected to a separate TV tuner box or 

TV tuner in the TV set, at the user’s premises, and  

the combiner unit is also connected through distinct networks to each of a video 

signal source providing video signals through the TV tuner box or TV tuner in 

the TV set, and an Internet data source providing overlay-enabling digital data 

over the Internet,  

wherein said video signals and said overlay-enabling digital data originate from 

unrelated sources and are transmitted to the user’s premises by different 

resources as mutually distinct and independent inputs,  

and wherein said overlay-enabling digital data includes at least:  

a Web link indicating a website where content that is associated with said 

overlay-enabling digital data is stored,  

an image indicative of the content associated with said overlay-enabling digital 

data, and  

an overlay activation criterion; and  

(b) processing at the user’s premises said overlay-enabling digital data and generating at 

the user’s premises a corresponding overlay only if said overlay activation 

criterion is met, wherein generating [an] the overlay includes:  

generating at the user’s premises a first display screen including at least a first portion 

corresponding to said video signals and a second portion overlaid over said 

first portion and corresponding at least to said image, and  
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associating the Web link with said second portion of the first display screen thereby 

allowing a user to cause the combiner unit to retrieve said content, generate a 

second video display screen including at least a portion which corresponds to 

said content, and input the second display screen to said TV set. 

2. (original) The method according to claim 1, wherein said overlay-enabling digital data is 

received at the user premises according to a pre-stored user profile. 

3. (twice amended) The method according to claim 1, further including: receiving a command 

from [a] the user at said user premises; and responsive to said command, resizing said first 

portion and/or said second portion of said first display screen. 

4. (original) The method according to claim 1, wherein the content stored at said website enables 

streaming of digital data over the Internet; and 

said method further including: pre-fetching and buffering said digital data stream from 

said website, thereby allowing said digital data stream to be displayed 

substantially without delay upon redirection by the user. 

5. (twice amended) The method according to claim 1, wherein the overlay-enabling digital data 

comprises data representative of one or more second images, and for each of said one or more 

second images said overlay-enabling data comprises respective web site addresses where IP 

content associated with the respective second image is stored, and wherein said generating [an] 

the overlay further includes within said first display said one or more second images. 

6. (original) The method according to claim 1, wherein the overlay-enabling digital data is 

supplementary or complementary to the video signals. 

7. (original) The method according to claim 1, wherein the image includes an icon that indicates 

to the user that digital data from Internet content is currently being displayed and which provides 

an indication of a nature of said Internet content. 

8. (original) The method according to claim 1, wherein the image contains textual information 

advising the user to press a particular button on the remote control unit. 
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9. (Cancelled) The method according to claim 1, wherein said overlay activation criterion 

includes at least one of the following: a timing information, data specifying one or more TV 

subscriber channels. 

10. (original) The method according to claim 5, further including:  

periodically accessing a web server for downloading said overlay-enabling digital data;  

extracting from the overlay-enabling digital data said one or more second images and the 

respective web sites corresponding to each of said second images;  

retrieving and storing digital content from said web sites; and  

if the overlay activation criterion is met and a user command that is associated with an 

image from amongst said one or more second images is identified, displaying the 

respective image from amongst the second images,  accessing the respective web 

site associated with the displayed image and extracting and buffering content 

from the website. 

11. (original) The method according to claim 5, further comprising displaying a respective IP 

content when a corresponding one of said one or more second images is selected. 

12. (original) The method according to claim 7, including selecting specific Internet content by 

pressing a color-coded button on a remote control in accordance with a color of said icon. 

13. (thrice amended) A TV-Internet Integration Box for generating at a user’s premises an 

overlay using video signals constituting a first data and overlay-enabling digital data constituting 

a second data, the TV-Internet Integration Box comprising:  

a combiner unit at [a] the user’s premises coupled to a separate TV tuner box or TV 

tuner,  

wherein the combiner unit is also connected through distinct networks to each of a video 

signal source providing video signals through the TV tuner box or TV tuner, and 

an Internet data source providing overlay-enabling digital data over the Internet, 

wherein  

said video signals and said overlay-enabling digital data originate from unrelated sources 

and are transmitted to the user’s premises by different resources as mutually 

distinct and independent inputs, and  
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wherein said overlay-enabling digital data includes at least:  

a Web link indicating a website where content that is associated with said overlay-

enabling digital data is stored;  

an image indicative of the content associated with said overlay-enabling digital data; 

and  

an overlay activation criterion, wherein  

the combiner unit is responsive to an overlay activation criterion being met for 

generating a corresponding overlay, including:  

generating at the user’s premises a first display screen including at least a first portion 

corresponding to said video signals and a second portion overlaid over said 

first portion and corresponding at least to said image, and  

associating the Web link with said second portion of the first display screen thereby 

allowing a user to cause the combiner unit to retrieve said content, and 

generate a second video display screen including at least a portion which 

corresponds to said content; and  

a video output interface, coupled to or integrated within the combiner unit and 

configured to be coupled to a video input of said TV set and to display said 

first display screen or said second video display screen. 

14. (original) The TV-Internet Integration Box according to claim 13, wherein said overlay-

enabling digital data is received at the user premises according to a pre-stored user-profile. 

15. (twice amended) The TV-Internet Integration Box according to claim 13, further including:  

a command input for receiving a command from [a] the user at said user premises;  

and a frame adjuster for resizing said first portion and/or said second portion of said first 

display screen in response to said command. 

16. (original) The TV-Internet Integration Box according to claim 13, further including:  

a receiver for receiving a digital data stream, wherein the stream of the digital data is 

enabled by the content stored at said website; and  
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a processing unit for pre-fetching and buffering said digital data stream from said 

website, thereby allowing said digital data stream to be displayed substantially 

without delay upon redirection by the user. 

17. (original) The TV-Internet Integration Box according to claim 13, wherein the overlay-

enabling digital data comprises data representative of one or more second images, and for each 

of said one or more second images said overlay-enabling data comprises respective web site 

addresses where IP content associated with the respective second image is stored,  

and wherein the combiner unit is configured to:  

periodically access a web server for downloading said overlay-enabling digital data;  

extract from the overlay-enabling digital data said one or more second images and the 

respective web sites corresponding to each of said second images;  

retrieve and store digital content from said web sites; and  

if the overlay activation criterion is met, and a user command that is associated with an 

image from amongst said one or more second images is identified, display the 

respective image from amongst the second images, access the respective web site 

associated with the displayed image and extract and buffer content from the 

website. 

18. (original) The TV-Internet Integration Box according to claim 13, wherein the image 

includes an icon that indicates to the user that digital data from Internet content is currently being 

displayed and which provides an indication of a nature of said Internet content. 

19. (original) The TV-Internet Integration Box according to claim 13, wherein the image 

contains textual information advising the user to press a particular button on the remote control 

unit. 

20. (Cancelled)  

21. (original) The TV-Internet Integration Box according to claim 18, wherein the icon is colored 

so as to allow user selection of a specific Internet content by pressing a color-coded button on a 

remote control in accordance with a color of said icon. 
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AMENDMENTS TO THE SPECIFICATION 

Please replace the paragraph beginning at column 4, line 19 with the following: 

FIG. 3 is a flow diagram showing the principal actions carried out by the TV-Internet Integration 

Box 16. In accordance with one embodiment of the invention, the subscriber selects what kind of 

IP content he wishes to receive and in respect of which program details, such as icons and/or 

textual data, are to be displayed together with the TV broadcast data. For example, a subscriber 

may wish to block certain types of program material or may wish to receives details thereof only 

during limited hours, for example when the children are asleep. To this end, the subscriber is 

able to program the TV-Internet Integration Box 16 in much the same way that a video cassette 

recorder is programmed so as to store in the memory [25] 26 a timetable indicating what type of 

IP data is to be displayed and when. The timetable is updated as and when required by the 

subscriber. The TV-Internet Integration Box 16 is adapted to check the timetable periodically 

and to filter out incoming IP content that is either of a type that is not required or that is 

broadcast during an unauthorized time window. By such means, an additional layer of 

authorization may be provided to that stored in the database 19 for access by the web server 14, 

thus allowing pre-fetching of IP content and storage in the memory [25] 26 of the TV-Internet 

Integration Box 16. Upon detecting a matching event, corresponding to received IP content that 

is of interest to the subscriber, the TV-Internet Integration Box 16 overlays the matched IP 

content with the current broadcast and displays the new integrated video on the subscriber's TV 

set 17. For example, the matched information may be an icon that indicates to the subscriber that 

an Internet movie is currently being broadcast; or it may be an advertisement or information 

related to the TV program being broadcast.
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REMARKS/ARGUMENTS 

The Final Office Action mailed on or about March 6, 2023 (“2023 March Final”) has 

been carefully considered.  The Advisory Action mailed on or about July 26, 2023 (“2023 July 

AA”) has also been carefully considered.   

In response claims 2, 4, 6-8, 10-12, 14, 16-19, and 21 are original relative to the subject 

patent to be reissued.  Claims 10 and 17 are amended to return to their original state relative to 

the subject patent to be reissued.  Claims 3, 5, 15 are amended as submitted in the preliminary 

amendment relative to the subject patent to be reissued.  Claims 1, 9, 13, and 20 are twice 

amended.  No new matter is added. 

This application was appealed, and an Appellant’s Brief and Examiner’s Answer entered.  

This RCE has been filed prior to the filing of a reply brief or forwarding to the PTAB. 

Notice of Related Litigation and Request for Expedited “Special” Handling 

Patent US 8,132,220 (“the ‘220 Patent”) was the subject of litigation in the District of 

New Jersey as well as an appeal to the Federal Circuit.  Orders from both courts rendered claims 

1, 9, 10, 13, 17, and 20 of the ‘220 Patent invalid as indefinite.  The District of New Jersey 

matter is Civil No. 18-10238 (RMB/KMW).  The Federal Circuit matter is Case 20-1837.  

Pursuant to MPEP 1442, Applicant respectfully requests this matter be taken up for action in 

advance of other reissue applications. 

Examiner’s Interview 

The Applicant’s representative, Tomás A. Prieto, and Examiner Adam L Basehoar, held a 

telephonic interview on May 23, 2023 (2023 May Interview) to discuss this application as well 

as pending reissue application 17/867,612 (“the ‘612 Application”).  During the interview the 

parties discussed the rejections under 35 USC 251 and 35 USC 112, 2nd paragraph.  The parties 

also briefly discussed the ex parte Adams PTAB decision cited in the 2023 March Final.  

Examiner Basehoar provided additional insight into his rationale in issuing the rejection in view 

of the prior litigation of the applications and the cited PTAB decision.  No agreements were 

reached.  
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Applicant wishes to thank Examiner Basehoar for granting the interview and for his 

consideration in providing additional information and insights. 

Claim Amendments 

Claims 2, 4, 6-8, 10-12, 14, 16-19, and 21 are original relative to the subject patent to be 

reissued.  Claims 3, 5, 15 are twice amended as previously submitted in the preliminary 

amendment and Applicant’s prior response relative to the subject patent to be reissued.  Claims 1 

and 13 are thrice amended.  No new matter is added. 

Cancelled Claims (Claims 9 and 20) 

Pursuant to MPEP 1453(II), a claim to be cancelled should be cancelled by a direction to 

cancel the claims.  As such: 

Please cancel claims 9 and 20. 

Amendments to the Specification 

The Office previously objected to col. 4, ll. 31 and 40 for reciting an incorrect reference 

to the memory element of Fig. 3.  The objection was then withdrawn following Applicant’s 

response.  Enclosed above are previously-presented amendments to the Specification that 

overcame the prior objections. 

Claim Rejection – 35 USC § 251 

The Office rejected claims 1-21 under 35 USC § 251 as being broadened in a reissue 

application filed outside the two-year statutory period.  Applicant respectfully disagrees.  Based 

on Applicant’s arguments in the after-final response filed June 2, 2023, the Examiner withdrew 

the rejection in the 2023 July AA.   

It is Applicant’s understanding that the Examiner’s position (as per the 2023 July AA) 

that, should the inconsistency giving rise to the rejections under 35 USC 112(b) be overcome via 

the cancellation of claims 9 and 20, then the Examiner would be forced to reintroduce the 

rejection under 35 USC 251 for broadening the claim scope outside of the permitted time frame. 
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If this understanding is correct, Applicant requests that the Examiner provide a rejection 

under 35 USC 251 in the alternative to the rejection under 35 USC 112(b).  This way, Applicant 

can directly appeal this decision to the PTAB.  

Claim Rejection – 35 USC § 112(b) 

Claims 1 and 13 have been rejected under 35 USC 112, 2nd paragraph because the 

recitation of “overlay activation criterion” could be interpreted as both coming “from the Internet 

and simultaneously not from the Internet” (2023 March Final, page 8).  This rejection appears to 

mirror the holding of invalidity of the claims at the District Court level (Civil No. 18-10238 

(RMB/KMW), Opinion (April 16, 2020)) (“the District Court Decision”) and affirmed by the 

CAFC (TVnGo Ltd v LG Elecs. U.S., No. 2020-1837 (Fed. Cir. Jun. 28, 2021)) (“the CAFC 

Decision”). 

The District Court Decision identified an inconsistency between the recitation of “overlay 

activation criterion” in independent claims 1 and 13 and their respective dependent claims 9 and 

20.  Thus, the inconsistency is not in claims 1 and 13 alone, but rather in claim 1 when 

interpreted in combination with claim 9 and in claim 13 when interpreted in combination with 

claim 20.  The inconsistency arises in that in claims 1 and 13, the “overlay activation criterion” is 

provided “over the Internet” whereas claims 9 and 20 state that the “user command information” 

may be a component of the “overlay activation criterion” and when the limitation of “user 

command information” is read in the context of the specification, the “user command 

information is “provided at the user’s premises and not over the Internet.”   

In response, Applicants have now cancelled claims 9 and 20, such that there is no link 

between the “user command information” and the “overlay activation criterion”, thus resolving 

the ambiguity because the “overlay activation criterion” is no longer claimed to be originated 

“not from the Internet.” Thus, one of ordinary skill in the art would be appraised of the metes and 

bounds of the claim. 

As to the dependent claims 9 and 20 specifically, the CAFC Decision states at page 11: 

Further, merely dismissing the dependent claims as invalid, as TVnGo proposes, 

ignores that they are one of the few sources of intrinsic evidence on the meaning of “overlay 
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activation criterion” in this record.  When faced with this unknown and undefined phrase, a 

skilled artisan would look for clarification not only in the specification but also in “[o]ther 

claims of the patent in question,” which “can also be valuable sources of enlightenment as to 

the meaning of a claim term.”  Phillips, 415 F.3d at 1314.  Here, however, he or she would 

discover an inconsistency, throwing the meaning of “overlay activation criterion” into doubt.  

These dependent claims are intrinsic evidence.  Arguing that they are invalid does not change 

that. 

In this section, the CAFC is not indicating that the dependent claims must stay as they are 

and can never be amended or cancelled to remove the recitation of “overlay activation criterion.”  

Rather, in this section the CAFC is responding to the possibility that the dependent claims be 

held invalid does not remedy the inconsistency issue.  This is because as long as the recitation of 

“overlay activation criterion” remains in claims 9 and 20, the inconsistency with respective 

claims 1 and 13 continues to exist and as such the independent claims 1 and 13 will also be 

indefinite.  In other words, even if the dependent claims are invalid with valid independent 

claims, the invalid dependent claims still remain as a part of the patent document and as such 

would be a source of inconsistency to the skilled artisan. 

However, by cancelling claims 9 and 20, the link between the “overlay activation 

criterion” and the “user command information” is broken.  A reissue patent without those claims 

would no longer have a source of confusion/inconsistency for the skilled artisan.  Instead, the 

skilled artisan would only discover the meaning of “overlay activation criterion” as coming 

“from the Internet” of independent claims 1 and 13.  The sections of the specification cited in the 

District Court Decision as related to the “user command information” would not raise the 

inconsistency either as there is nothing in these sections of the specification that would lead to 

the skilled artisan to interpret it as being related to the “overlay activation criterion.”  The 

remaining dependent claims that recite “overlay activation criterion” are consistent with this 

interpretation.   

For the reasons discussed above, it is Applicant’s position that the claims are definite.  As 

such, Applicant respectfully requests withdrawal of the rejections under 35 USC 112, 2nd 

paragraph. 
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Request for Allowance 

Claims 1-8, 10-19 and 21 are pending in this application.  Applicant requests allowance 

of all pending claims.   

 

Respectfully submitted, 

Fish IP Law, LLP 

 

 

Date: April 15, 2024     By:  __/Tomas A. Prieto/____ 

            Tomas A. Prieto 

           Reg. No.  60,675 

 

 

 

 

Fish IP Law, LLP 

19900 MacArthur Blvd, Suite 810 

Irvine, CA 94612 

Telephone (949) 943-8300 

Fax (949) 943-8358 
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The Director
of the United States Patent and Trademark Office has received  
an application for a patent for a new, original, and ornamental 
design for an article of manufacture. The title and description  
of the design are enclose. The requirements of law have been 
complied with, and it has been determined that a patent on the  

design shall be granted under the law.

Therefore, this United States

To Promote the Progress	  of Science and Useful Arts

Performing the Functions and Duties of the  
Director of the United States Patent and Trademark Office

To Promote the Progress	  of Science and Useful Arts

grants to the person(s) having title to this patent the right to exclude others from making, 
using, offering for sale, or selling the invention throughout the United States of America or 
importing the invention into the United States of America, and if the invention is a process, 
of the right to exclude others from using, offering for sale or selling throughout the United 
States of America, or importing into the United States of America, products made by that 
process, for the unexpired part of the term of the original grant, subject to the payment of 
maintenance fees as provided by 35 U.S.C. 41(b). See the Maintenance Fee Notice on the 
inside of the cover.

The Director
of the United States Patent and Trademark Office has received 

an application for the reissue of a patent. The title and description 
of the invention are enclose. The requirements of law have been 
complied with, and it has been determined that a reissue patent  

on the invention shall be granted under the law. 

Therefore, this United States

Acting Director of the United States Patent and Trademark Office
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Maintenance Fee Notice
If the application for the original patent being reissued is a utility application filed on or after 
December 12, 1980, maintenance fees are due three years and six months, seven years and six 
months, and eleven years and six months after the date of the grant of the original patent, 
or within a grace period of six months thereafter upon payment of a surcharge as provided 
by law. The amount, number and timing of the maintenance fees required may be changed 
by law or regulation. Unless payment of the applicable maintenance fee is received in the 
United States Patent and Trademark Office on or before the date the fee is due or within a 
grace period of six months thereafter, the patent will expire as of the end of such grace period.

No maintenance fees are required in plant or design patents.
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METHOD AND APPARATUS FOR

FACILITATING TOGGLING BETWEEN

INTERNET AND TV BROADCASTS

Matter enclosed in heavy brackets N O appears in the

original patent but forms no part of this reissue specifica-

tion; matter printed in italics indicates the additions

made by reissue; a claim printed with strikethrough

indicates that the claim was canceled, disclaimed, or held

invalid by a prior post-patent action or proceeding.

FIELD OF THE INVENTION

This invention relates to the broadcast of audio/video
content over the TV infrastructure and Internet.

BACKGROUND OF THE INVENTION

With the proliferation of cable TV and the high bandwidth
currently available for the Internet, which promises to
increase even more in the near future, Internet TV is fast
becoming a viable alternative to regular and cable TV
broadcast channels. Moreover, Internet TV is not subject to
the government licensing laws required by cable and broad-
cast TV channels and thus offers programs that may not be
obtainable using regular and cable TV broadcast channels.

It is not uncommon for Internet broadcasters to offer near
DVD-quality movies that can be viewed either using video
streaming or downloaded to the hard disk of a subscriber’s
computer for viewing “off-line”. The video quality of such
movies is vastly superior to that obtainable on a regular TV
set, owing to the high resolution associated with computer
displays that cannot presently be matched by TV screens.
However, this is not particularly troublesome where only
pictures are displayed; but it becomes a problem when
textual information is displayed that is formatted for high
resolution computer monitors since the text is then barely
legible when displayed on lower resolution TV screens.
Thus, if a regular TV set is used to display Internet content
that is rich in text, the resulting display quality is poor.

It would therefore be a significant benefit to users of low
resolution displays such as TV screens, to be able to watch
regular and cable TV broadcasts and to integrate with
Internet content on demand. In particular, it would be
desirable to provide such a user with a visual and legible
indication when viewing a regular or TV broadcast of
available Internet movies or other programs and allow him
to use the displayed indication to integrate with a desired
Internet broadcast.

These requirements have been only partially addressed in
the art. WO 00/08855 to United Video Properties, Inc. and
entitled “A system and method for synchronizing television-
related product content and internet-delivered information”
describes a screen generator that merges program guide data
with a TV image and superimposes an Interactive TV Guide
on the regular TV image.

US 2002/0093594 (Kikinis) entitled “Method and system
for identifying addressing data within a television presen-
tation” illustrates in FIG. 5 the common connection of TV
and Internet to a set-top box.

U.S. Pat. No. 6,606,746 to OpenTV, Inc. entitled “Inter-
active television system and method for displaying a graphi-
cal user interface using insert pictures” discloses interactive
television having a compressed background picture and one
or more compressed insert pictures commonly connected to
a TV-Internet Integration box. The compressed insert pic-

tures represent items of a GUI. The local system i.e. com-

puter “pastes” the insert pictures into the background image.

U.S. Pat. No. 6,130,898 to Bell Atlantic Network Ser-
vices, Inc., entitled “Simulcasting digital video programs for
broadcast and interactive services” teaches an interactive TV
system where TV broadcast data is merged with Internet
data. To this end, public wireless packet data network is
combined with a broadband digital broadcast network at a
plurality of transmitter sites. Customer premises receiving
systems include a receiving antenna and one or more digital
entertainment terminals. The terminal includes a channel
selector and digital receiver for capturing a digital transport
stream from a selected channel. A processor converts
selected program information from the transport stream for
presentation, e.g. via a television set. The terminal also
includes a CPU controlling the operation of the channel
selector and the processor in response to user inputs.

None of these references appears to disclose the ability to
merge broadcast TV signals with IP packet data at a cus-
tomer site, specifically in such a manner that a conventional
TV set is able to display Internet program selection data
while viewing a TV broadcast program and to use the
selected data to select an Internet channel, such as a movie,
for display on the TV set instead of the TV broadcast
program.

SUMMARY OF THE INVENTION

It is therefore an object of the present invention to provide
a TV-Internet Integration Box having the ability to merge
broadcast TV signals with IP packet data at a customer site.

It is a further object that such a TV-Internet Integration
Box permits a TV set connected thereto to display Internet
program selection data while viewing a TV broadcast pro-
gram and to use the selected data to select an Internet movie
for display instead of the TV broadcast program.

These objectives are realized in accordance with a first
aspect of the invention by a method for facilitating first data
broadcast over a TV subscriber channel to be displayed
simultaneously together with second data broadcast over a
digital data communications network, the method compris-
ing:

receiving said first data and said second data;
combining said first data and said second data to form a

combined video signal; and
conveying said combined video signal to a TV set in a

user premises for displaying a first image corresponding to
the first data and having superimposed thereon a second
image corresponding to the second data, said second image
being configured to allow a user at said user premises to
interact therewith for redirecting to the digital data commu-
nications network and displaying a program broadcast
thereby in at least a portion of the TV set.

In accordance with a second aspect of the invention there
is provided a method for facilitating first data broadcast over
a TV subscriber channel to be displayed simultaneously
together with second data broadcast over a digital data
communications network, the method comprising:

receiving said first data at a user premises;
receiving said second data at the user premises according

to a user-profile associated with the second data;
combining said first data and said second data to form a

combined video signal; and
conveying said combined video signal to a TV set in a

user premises for displaying a first image corresponding to
the first data and having superimposed thereon a second
image corresponding to the second data, said second image
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being configured to allow a user at said user premises to

interact therewith for redirecting to the digital data commu-

nications network and displaying a program broadcast

thereby in at least a portion of the TV set.

BRIEF DESCRIPTION OF THE DRAWINGS

In order to understand the invention and to see how it may
be carried out in practice, a preferred embodiment will now
be described, by way of non-limiting example only, with
reference to the accompanying drawings, in which:

FIG. 1 is pictorial representation showing a TV-Internet
Integration Box according to the invention connected to a
mixed broadcast network for combining Internet and broad-
cast TV signals;

FIG. 2 is a flow diagram showing the principal actions
carried out by the web server shown in FIG. 1;

FIG. 3 is a flow diagram showing the principal actions
carried out by the TV-Internet Integration Box shown in
FIG. 1;

FIG. 4 is a flow diagram showing the principal actions
carried out by an IP content provider such as an advertiser
for creating IP content for overlaying by the TV-Internet
Integration Box with a broadcast TV signal;

FIG. 5 is a block diagram showing the functionality of the
TV-Internet Integration Box shown in FIG. 1;

FIG. 6 is a block diagram showing the functionality of a
remote control unit for interfacing with the TV-Internet
Integration Box shown in FIG. 5;

FIGS. 7a, 7b and 7c are pictorial representations showing
a TV set during different stages of receiving and displaying
combined Internet and broadcast TV signals; and

FIG. 8 is a flow diagram showing the principal actions
carried out by the TV-Internet Integration Box when pre-
fetching a digital broadcast signal.

DETAILED DESCRIPTION OF EXEMPLARY
EMBODIMENTS

FIG. 1 is pictorial representation showing a mixed broad-
cast network 10 having a Cable TV Box 11 coupled to a
satellite 12 and a Cable TV transmitter 13 for receiving a
cable TV broadcast signal (constituting first data). An Inter-
net broadcast signal comprising IP packet data (constituting
second data) is streamed from a web server 14 via the
Internet 15 (constituting a digital data communications
network) to a TV-Internet Integration Box 16 for display on
a TV set 17 coupled thereto. The TV set 17 may be
constituted by a computer having a video card and a high
resolution display monitor. However, the principal benefit of
the invention is obtained when a regular TV set having low
resolution is used, since such a configuration has not so far
been used to integrate Internet programs with conventional
TV broadcasts in the manner proposed by the invention. The
TV-Internet Integration Box 16 is connected to the Cable TV
Box 11 for combining the broadcast TV signals received by
the Cable TV Box 11 with the IP packet data broadcast via
the Internet 15. Also shown is an advertiser 18 having a
computer coupled to the Internet 15 for downloading adver-
tising content to the web server 14 for storage in a database
19 and a telephone 20 coupled to the TV-Internet Integration
Box 16 for feeding telephony signals to the TV-Internet
Integration Box 16, which combines the received telephony
signals with video data received from the Cable TV Box 11
and/or the Internet 15.

The advertiser 18 typically pays for specific time slots and
for one or more specific channels during which his adver-

tisement will be broadcast. Thus, in addition to the adver-
tising content which is prepared and then stored on the web
server 14 in known manner, the advertiser 18 also specifies
when the advertisement is to be broadcast and on which TV
channel or channels. By such means, a sports advertiser can
request time during the interval of a football match to
broadcast a commercial, while a toy advertiser would obvi-
ously prefer to broadcast a commercial during a children’s
TV program. Different time slots may be charged out at
different rates depending on the ratings associated with the
associated TV program. After selecting one or more time
slots, the advertisement content as well as the selected time
slots and program data are stored in the database 19 accessed
by the web server 14.

FIG. 2 is a flow diagram showing the principal actions
carried out by the web server 14, which is responsive to an
event timetable stored and updated in the database 19. To
this end, an IP content provider interfaces with the web
server for creating IP content and associating therewith
calendar and program data indicating dates, times and chan-
nels in respect of which the IP content is to be streamed to
the customer premises. Once this is done, the web server 14
monitors events, which are triggered in known manner
causing the web server 14 to extract from the database 19
pre-stored IP content for streaming over the Internet 15 to
the TV-Internet Integration Box 16, where it is processed as
described below with reference to FIG. 3 of the drawings.

FIG. 3 is a flow diagram showing the principal actions
carried out by the TV-Internet Integration Box 16. In accor-
dance with one embodiment of the invention, the subscriber
selects what kind of IP content he wishes to receive and in
respect of which program details, such as icons and/or
textual data, are to be displayed together with the TV
broadcast data. For example, a subscriber may wish to block
certain types of program material or may wish to receives
details thereof only during limited hours, for example when
the children are asleep. To this end, the subscriber is able to
program the TV-Internet Integration Box 16 in much the
same way that a video cassette recorder is programmed so as
to store in the memory N25O 26 a timetable indicating what
type of IP data is to be displayed and when. The timetable
is updated as and when required by the subscriber. The
TV-Internet Integration Box 16 is adapted to check the
timetable periodically and to filter out incoming IP content
that is either of a type that is not required or that is broadcast
during an unauthorized time window. By such means, an
additional layer of authorization may be provided to that
stored in the database 19 for access by the web server 14,
thus allowing pre-fetching of IP content and storage in the
memory N25O 26 of the TV-Internet Integration Box 16.
Upon detecting a matching event, corresponding to received
IP content that is of interest to the subscriber, the TV-Internet
Integration Box 16 overlays the matched IP content with the
current broadcast and displays the new integrated video on
the subscriber’s TV set 17. For example, the matched
information may be an icon that indicates to the subscriber
that an Internet movie is currently being broadcast; or it may
be an advertisement or information related to the TV pro-
gram being broadcast.

The subscriber can respond to the overlaid data using a
remote control unit, described below with reference to FIG.
6 of the drawings, which is programmed to interact with the
displayed icon or other data that is overlaid on the TV
broadcast. To this end, the displayed IP content may option-
ally contain textual information advising the subscriber to
press a particular button on the remote control unit. Alter-
natively, buttons on the remote control unit may be color-
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coded and the icon may be colored so as to indicate to the
subscriber which color-coded button to press for selection of
the corresponding IP content. If the subscriber responds to
the overlaid data by pressing a button on the remote control
unit, the TV-Internet Integration Box 16 receives the signal
from the remote control unit and changes the priorities for
use with the Picture-in-Picture (PIP) technique to display the
TV broadcast in a reduced window and to show the other
media, i.e. the IP content, in an enlarged window. The IP
content can be a custom designed web page for TV, or a
game or advertisement movie or any other information
placed on the matched record. PIP techniques are known per
se and allow a video or graphics image to be inserted on top
of a movie clip and to be positioned and sized. An Effect In
and Effect Out may be used to fade or move the inserted
video to the screen. In accordance with one such technique,
the bulk of the IP content e.g. corresponding to a movie may
be rendered transparent so as to provide a transparent
window through which an icon e.g. relating to the movie is
visible. The video content of the TV broadcast is displayed
in one window and the IP content in another window. Since
the bulk of the IP content is transparent it will remain
invisible to the subscriber, while the icon (or text) will be
visible since it is opaque. On selecting the displayed icon,
the attributes may simply be reversed so as to hide the icon
while displaying the movie or other content. At the same
time, the TV broadcast may be re-sized either to display it
in a minimized window it the case that it is to be suppressed
altogether, or to display it superimposed on the IP content so
that both are visible at the same time in different, possibly
overlapping, windows.

FIG. 4 is a flow diagram showing the principal actions
carried out by an IP content provider such as an advertiser
for creating IP content for overlaying by the TV-Internet
Integration Box with a broadcast TV signal. Thus, the
advertiser designs an advertisement and sends it together
with a request to a web site link via the Internet or off-line
as required. Since the IP content is intended for display on
a low resolution TV screen, any textual information that
forms part of the IP content is formatted so as to be legible
when displayed on lower resolution TV screens. Generally,
this requires reducing the quantity of textual information to
a minimum and sizing any text so that it is legible. Often, a
web advertiser will wish to create an on-line advertisement
based on an existing web page. In such case, it may be
necessary to reduce and resize any textual information so as
to comply with these requirements.

The request specifies calendar and program data as
explained above, which the web site operator checks for
availability and type, defining to which group of users it
belongs. If the required time slots are available for the
requested channels, the site operator confirms the request
and forwards the request to the web control room for final
confirmation. On confirming the request, a status flag of the
advertisement is changed so as to indicate that the adver-
tisement is awaiting final confirmation from the web control
room. At the web control room the advertisement is checked
for content by human evaluators who either approve or
reject the advertisement content and, in the case of rejection,
may provide reasons therefore. If the advertisement (or other
IP content) is approved by the web control center, its status
is set to “approved” and the web control center bills the
customer and the web site operator adds the advertisement
and the scheduling information to the database 19. The
customer who is billed is typically the advertiser but may be
any entity that is identified by a digital signature associated
with the advertisement. If either of the requests for approval

is rejected the status of the advertisement is set to “rejected”
and the web control room informs the advertiser of the
grounds for rejection, allowing the advertiser to change the
request and re-send to the web site operator. Optionally, in
such case the web server may be adapted to display to the
advertiser the occupied timetable and suggest new timetable.
Only those advertisements whose status flag indicates that
they are approved by the web control room are actually
available for transmission. The time slot and channel infor-
mation associated with any advertisement that is not so
approved remain available for other advertisements and will
be shown as available to another advertiser who attempts to
schedule an advertisement. Only when the advertisement is
actually approved by the web site operator and its status is
updated accordingly, are the transmission time and channel
locked for use by other users.

The IP packet data may optionally be associated with
predefined user-profiles that are also stored in the database
19 so that the advertisement or other IP data is sent only to
specific TV-Internet Integration Boxes. Such user-profiles
may be configured by the advertiser or by the user. Thus, for
example, the invention allows supplementary or comple-
mentary program content to be associated with a TV broad-
cast, while providing the facility to view the supplementary
program content only to specific subscribers, according to
their user-profiles.

Thus, by way of non-limiting example, the invention
allows sign language to be associated with a TV broadcast
for the hard of hearing. It is known to display sign language
in a corner of the screen, but since this is usually done
indiscriminately it also apt to disturb the majority of viewers
who do not need the sign language. The invention may be
used to avoid this by conveying the sign language as IP
content separate from main TV broadcast and allowing
subscribers to register for a “sign language” service so that
only registered subscribers receive the IP content. IP content
files corresponding to sign language to be associated with
different TV broadcasts are created as explained above, and
stored in the database 19 together with user-profile data
indicating which subscribers are registered to obtain the
service. The user-profile data may contain data that further
refines the target audience, such as categories of TV program
alongside which the sign language is to be displayed. The
user-profile data may further contain geographical data or
language data that allows sign language corresponding to a
target language to be conveyed to specific audiences. By
such means, a TV program can be accompanied by a sign
language overlay that is customized to a target language
depending on the location of the IP target address or the
language requested by the subscriber on registering for the
service.

FIG. 5 is a block diagram showing the functionality of the
TV-Internet Integration Box 16 shown in FIG. 1. Thus, the
TV-Internet Integration Box 16 comprises a first input 21 for
receiving first data corresponding to a TV broadcast signal,
typically being a cable TV signal and a second input 22 for
receiving respective second data corresponding to IP packet
data. The IP packet data may optionally be downloaded to
specific TV-Internet Integration Boxes in accordance with
predefined user-profiles associated with IP packet data and
stored in the database 19. A combiner unit 23 is coupled to
the first and second inputs for combining the first data and
the second data to form a combined video signal. A video
output 24 is coupled to the combiner unit 23 for conveying
the combined video signal to a TV set in a user premises.
The TV set may be a conventional TV having a relatively
low resolution screen for displaying a first image corre-
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sponding to the first data and having superimposed thereon

a second image corresponding to the second data. Alterna-

tively, it can be a computer having a video card for display-

ing a combined video image on a high resolution display

monitor.

The combiner unit 23 is shown coupled to a processing

unit 25 although in practice it may be implemented in

software by the processing unit 25. A memory 26 is coupled

to the processing unit 25 for storing program data, such as

profiles and program timetables etc. so as to allow the

processing unit 25 to filter incoming IP content according to

pre-defined profiles and other selection data. The processing

unit 25 is also coupled to a user interface 27 that allows the

subscriber to program the TV-Internet Integration Box 16

and store the program data in the memory 26. An IR receiver

28 is adapted to receive IR commands from a remote control

unit described below with reference to FIG. 6 and is coupled

to a decoder 29, which decodes a received IR signal and

feeds it to the processing unit 25 for further processing.

FIG. 6 is a block diagram showing the functionality of a

remote control unit 30 for interfacing with the TV-Internet
Integration Box 16 shown in FIG. 5. The remote control unit
30 includes a processing unit 31 coupled to a user interface
32, typically having a keypad or pushbuttons for program
selection and setting as well as other functions. The user
interface 32 is coupled to an encoder 33 which is responsive
to a pressed key or key combination for producing a corre-
sponding IR signal that is transmitted by an IR transmitter 34
to the TV-Internet Integration Box 16 for receipt by the IR
receiver 28 thereof.

As noted above, the keys may be color coded in corre-
spondence with pre-arranged colors of commonly displayed
icons, so that pressing on a specific key activates the
displayed icon of the same color. Alternatively, at least some
of the keys may be covered with transfers depicting com-
monly displayed icons, whereupon the appropriate keys or
button for activating each icon are easily recognized.

The keys may also be programmed so that depressing the
same key more than once automatically re-sizes the win-
dows containing the TV broadcast and the Internet broad-
cast. For example, FIG. 7a shows the default situation where
a TV screen 40 displays a conventional TV broadcast in a
window 41 that is sized to occupy the whole area of the TV
screen 40 and will be referred to as the primary window.
Also shown are IP icons 42, 43 and 44 each of which points
to a different IP content that is streamed from a respective
web site of known address. On pressing the key on the
remote control unit 30 that corresponds to the icon 42, the
IP content corresponding thereto is displayed within a small
window 45 (referred to as the secondary window) that is
contained within the primary window 41 as shown in FIG.
7d. The icons 42, 43 and 44 remain visible so that, if desired,
the selected program can be changed by pressing a different
key on the remote control unit 30. On pressing a key a
second time in succession, the IP content is re-sized so that
its window 45 occupies substantially the whole area of the
screen as shown in FIG. 7c. On pressing the key a third time
in succession, the situation reverts to the default shown in
FIG. 7a where the primary window 41 containing the TV
broadcast occupies the whole area of the TV screen 40.
Thus, each key operates as a three-way toggle that switches
between three different display modes.

The second data containing display information for the
icons also contains data that informs the TV-Internet Inte-
gration Box 16 on which channel or channels the associated
IP content is to be streamed and at what times. The second

data also specifies the web site where the IP content is

located. This is summarized in the following table:

TABLE I

Second data - definition

Icon image Channel Time Website of IP content

ICON.GIF 2; 23 19:30; 21:30 www.AB.com/adverts/123.htm

Thus, the second data depicted in Table I above shows that

the icon image is contained in a file called ICON.GIF and

that the IP content relating thereto is to be streamed on

channels 2 and 23 at times 19:30 and 21:30, these being the

start times. The end times are determined by the duration of

the IP content to be streamed, which is downloaded from a

web site whose name is shown in the table and is contained

in the second data.

The second data is downloaded from the web server 14

whose web site address is known to the TV-Internet Inte-

gration Box 16. In accordance with one embodiment, the

processing unit 25 is programmed to access the web server

14 periodically and download current program data. For

example, once every 2 to 3 hours the TV-Internet Integration

Box 16 may automatically access the web server 14 to

download the second data corresponding current program

data for the next 3 hours as formatted according to Table I.

The downloaded information is stored locally in the memory

26 of the TV-Internet Integration Box 16. This allows the

TV-Internet Integration Box 16 to pre-fetch IP content

relating to all the currently displayed icons and to store the

data relating thereto in the memory 26 thus obviating the

need to access the web site of a selected icon for the purpose

of downloading IP selected content. Since this carries the

overhead of web access and downloading of data, which can

be cumbersome particularly if there is insufficient band-

width, pre-fetching in this manner ensures that initial IP

content data will be immediately available on selection of

one of the icons.

FIG. 8 is a flow diagram showing the principal actions

carried out by the TV-Internet Integration Box when pre-

fetching a digital broadcast signal. Thus, the TV-Internet

Integration Box 16 periodically accesses the web server 14

and downloads current program data, constituting the sec-

ond data. It then extracts from the current program data the

image files of the current icons and stores them in the

memory 26. In like manner, it extracts the web sites of the

IP content corresponding to the currently displayed icons

and then accesses these sites to pre-fetch the respective IP

content, which it likewise stores in the memory 26. On

selection of an icon, the TV-Internet Integration Box 16

opens a secondary window 45 within the primary window

41, reads from the memory 26 the pre-fetched IP content and

displays it in the secondary window 45.

It will be understood that the TV-Internet Integration Box

according to the invention may be at least partially imple-

mented by a suitably programmed computer. Likewise, the

invention contemplates a computer program being readable

by a computer for executing the method of the invention.

The invention further contemplates a machine-readable

memory tangibly embodying a program of instructions
executable by the machine for executing the method of the
invention.
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The invention claimed is:
1. A method for generating at a user’s premises an overlay

using video signals constituting a first data and overlay-
enabling digital data constituting a second data, the method
comprising:

(a) providing a combiner unit at the user’s premises,
wherein:
the combiner unit is coupled to a TV set and connected

to a separate TV tuner box or TV tuner in the TV set,
at the user’s premises, and

the combiner unit is also connected through distinct
networks to each of a video signal source providing
video signals through the separate TV tuner box or
the TV tuner in the TV set, and an Internet data
source providing overlay-enabling digital data over
the Internet, wherein

said video signals and said overlay-enabling digital
data originate from unrelated sources and are trans-
mitted to the user’s premises by different resources
as mutually distinct and independent inputs, and
wherein

said overlay-enabling digital data includes at least:
a Web link indicating a website where content that is

associated with said overlay-enabling digital data
is stored,

an image indicative of the content associated with
said overlay-enabling digital data, and

an overlay activation criterion; and
(b) processing at the user’s premises said overlay-en-

abling digital data and generating at the user’s premises
a corresponding overlay only if said overlay activation
criterion is met, wherein generating NanO the overlay
includes:

generating at the user’s premises a first display screen
including at least a first portion corresponding to said
video signals and a second portion overlaid over said
first portion and corresponding at least to said image,
and

associating the Web link with said second portion of the
first display screen thereby allowing a user to cause the
combiner unit to retrieve said content, generate a sec-
ond video display screen including at least a portion
which corresponds to said content, and input the second
display screen to said TV set.

2. The method according to claim 1, wherein said overlay-
enabling digital data is received at the user premises accord-
ing to a pre-stored user profile.

3. The method according to claim 1, further including:
receiving a command from NaO the user at said user

premises; and
responsive to said command, resizing said first portion

and/or said second portion of said first display screen.
4. The method according to claim 1, wherein the content

stored at said website enables streaming of digital data over
the Internet; and

said method further including: pre-fetching and buffering
said digital data stream from said website, thereby
allowing said digital data stream to be displayed sub-
stantially without delay upon redirection by the user.

5. The method according to claim 1, wherein the overlay-
enabling digital data comprises data representative of one or
more second images, and for each of said one or more
second images said overlay-enabling data comprises respec-
tive web site addresses where IP content associated with the
respective second image is stored, and wherein said gener-
ating NanO the overlay further includes within said first
display said one or more second images.

6. The method according to claim 1, wherein the overlay-

enabling digital data is supplementary or complementary to

the video signals.

7. The method according to claim 1, wherein the image

includes an icon that indicates to the user that digital data

from Internet content is currently being displayed and which

provides an indication of a nature of said Internet content.

8. The method according to claim 1, wherein the image

contains textual information advising the user to press a

particular button on NtheO a remote control unit.

N9. The method according to claim 1, wherein said overlay

activation criterion includes at least one of the following: a

timing information, data specifying one or more TV sub-

scriber channels, a user command information.O
10. The method according to claim 5, further including:

periodically accessing a web server for downloading said

overlay-enabling digital data;

extracting from the overlay-enabling digital data said one

or more second images and the respective web sites

corresponding to each of said second images;

retrieving and storing digital content from said web sites;
and

if the overlay activation criterion is met and a user
command that is associated with an image from
amongst said one or more second images is identified,
displaying the respective image from amongst the
second images, accessing the respective web site asso-
ciated with the displayed image and extracting and
buffering content from the website.

11. The method according to claim 5, further comprising
displaying a respective IP content when a corresponding one
of said one or more second images is selected.

12. The method according to claim 7, including selecting
specific Internet content by pressing a color-coded button on
a remote control in accordance with a color of said icon.

13. A TV-Internet Integration Box for generating at a
user’s premises an overlay using video signals constituting
a first data and overlay-enabling digital data constituting a
second data, the TV-Internet Integration Box comprising:

a combiner unit at NaO the user’s premises coupled to a
separate TV tuner box or TV tuner, wherein

the combiner unit is also connected through distinct
networks to each of a video signal source providing
video signals through the separate TV tuner box or the
TV tuner, and an Internet data source providing over-
lay-enabling digital data over the Internet, wherein

said video signals and said overlay-enabling digital data
originate from unrelated sources and are transmitted to
the user’s premises by different resources as mutually
distinct and independent inputs, and

wherein said overlay-enabling digital data includes at
least:
a Web link indicating a website where content that is

associated with said overlay-enabling digital data is
stored;

an image indicative of the content associated with said
overlay-enabling digital data; and

an overlay activation criterion, wherein
the combiner unit is responsive to NanO the overlay

activation criterion being met for generating a cor-
responding overlay, including:

generating at the user’s premises a first display screen
including at least a first portion corresponding to said
video signals and a second portion overlaid over said
first portion and corresponding at least to said image,
and
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associating the Web link with said second portion of the
first display screen thereby allowing a user to cause
the combiner unit to retrieve said content, and gen-
erate a second video display screen including at least
a portion which corresponds to said content; and

a video output interface, coupled to or integrated within
the combiner unit and configured to be coupled to a
video input of said TV set and to display said first
display screen or said second video display screen.

14. The TV-Internet Integration Box according to claim
13, wherein said overlay-enabling digital data is received at
the user premises according to a pre-stored user-profile.

15. The TV-Internet Integration Box according to claim
13, further including:

a command input for receiving a command from NaO the
user at said user premises; and

a frame adjuster for resizing said first portion and/or said
second portion of said first display screen in response
to said command.

16. The TV-Internet Integration Box according to claim
13, further including:

a receiver for receiving a digital data stream, wherein the
stream of the digital data is enabled by the content
stored at said website; and

a processing unit for pre-fetching and buffering said
digital data stream from said website, thereby allowing
said digital data stream to be displayed substantially
without delay upon redirection by the user.

17. The TV-Internet Integration Box according to claim
13, wherein the overlay-enabling digital data comprises data
representative of one or more second images, and for each
of said one or more second images said overlay-enabling
data comprises respective web site addresses where IP
content associated with the respective second image is
stored,

and wherein the combiner unit is configured to:

periodically access a web server for downloading said

overlay-enabling digital data;

extract from the overlay-enabling digital data said one or

more second images and the respective web sites

corresponding to each of said second images;

retrieve and store digital content from said web sites; and
if the overlay activation criterion is met, and a user

command that is associated with an image from
amongst said one or more second images is identified,
display the respective image from amongst the second
images, access the respective web site associated with
the displayed image and extract and buffer content from
the website.

18. The TV-Internet Integration Box according to claim
13, wherein the image includes an icon that indicates to the
user that digital data from Internet content is currently being
displayed and which provides an indication of a nature of
said Internet content.

19. The TV-Internet Integration Box according to claim
13, wherein the image contains textual information advising
the user to press a particular button on NtheO a remote control
unit.

N20. The TV-Internet Integration Box according to claim
13, wherein said overlay activation criterion includes at least
one of the following: a timing information, data specifying
one or more TV subscriber channels, a user command
information.O

21. The TV-Internet Integration Box according to claim
18, wherein the icon is colored so as to allow user selection
of a specific Internet content by pressing a color-coded
button on a remote control in accordance with a color of said
icon.

∗ ∗ ∗ ∗ ∗
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