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I. INTRODUCTION 

In late April of 2025, Milwaukee Electric Tool (“Milwaukee”) filed suit 

against Klein Tools, Inc. (“Klein”) in the Northern District of Illinois, alleging 

among other things, that Klein infringes U.S. Patent No. 11,656,067 (“’067 Patent”). 

The problem for Milwaukee is that it did not own—or even have any rights to—

the ’067 Patent when it filed that suit. Though Milwaukee buries that fact on page 8 

of its brief, the result is that Milwaukee was forced to move to dismiss its own case 

due to lack of standing (the “To-Be-Dismissed Case”) just two weeks before filing 

its discretionary denial brief.  

These straightforward facts doom Milwaukee’s primary discretionary denial 

arguments, which are based on Fintiv and Sotera, as both doctrines are premised on 

the existence of a parallel district court litigation involving the challenged patent. 

Here, both Fintiv and Sotera are wholly inapplicable because Milwaukee’s case will 

be dismissed. The only issue remaining is whether the eventual dismissal will come 

with conditions or sanctions on Milwaukee due to its inadequate prefiling 

investigation and subsequent conduct. See Ex. 1031; see also Ex. 1028 at 4. And 

while Milwaukee indicates it intends to file a new case involving the ’067 Patent, 

the timing of such a filing is uncertain as Milwaukee has no control over when the 

district court will render its dismissal decision. As Milwaukee tacitly admits in its 

discretionary denial brief, there is no chance of a district court trial before the 
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statutory deadline for the Board to issue a final written decision in this IPR. DD Br. 

at 9. The Board will therefore serve as an efficient alternative forum, not a 

duplicative one. 

Apart from Fintiv and Sotera, Milwaukee briefly raises four other 

discretionary doctrines it contends weigh in favor of discretionary denial. They do 

not. First, Milwaukee seeks to rely on so-called “settled expectations” regarding the 

purported patentability of the ’067 Patent. But the ’067 Patent issued less than three 

years ago, and Milwaukee raises no facts or authority that would support settled 

expectations for such a young patent. Second, Milwaukee attempts to attack the 

merits of Klein’s Petition, but its criticisms largely focus on irrelevant duplication 

concerns with the remainder boiling down to unsupported attorney argument. The 

strength of Klein’s Petition, which presents both anticipation and obviousness 

grounds, supports referral. Third, Milwaukee faults Klein for submitting the Expert 

Declaration of Robert Giachetti (“Giachetti Declaration”) in support of its Petition. 

Dr. Giachetti’s short declaration is entirely proper and provides targeted opinions on 

a handful of claim limitations. Milwaukee’s characterization of the Petition as 

“rely[ing] extensively” on the Giachetti Declaration misrepresents both the scope of 

the declaration and its function in the Petition. Milwaukee’s view would amount to 

a categorical prohibition on expert evidence in IPR proceedings, which cannot be 

right given that 35 U.S.C. § 312 expressly permits petitioners to rely on expert 
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opinions and the Federal Circuit’s repeated pronouncements that petitioners “may 

rely on evidence beyond prior art documents in an inter partes review.” Qualcomm 

Incorporated v. Apple Inc., 24 F.4th 1367, 1375–76 (Fed. Cir. 2022) (collecting 

cases). 

Finally, Milwaukee raises the Director’s March 11, 2026 Memorandum on 

American manufacturing and insinuates that the factors described therein tip the 

scale in favor of discretionary denial. Milwaukee is wrong. None of these factors 

apply and therefore have no impact on institution. Milwaukee’s invocation of this 

memorandum is ironic given it is owned by Techtronic Industries, a Hong Kong 

conglomerate. Ex. 1036 at 2–3; Ex. 1034 at 3. And though Milwaukee argues it has 

a large research footprint in the United States, it fails to mention that recent public 

reporting asserts Milwaukee’s tariff activity was investigated and that it faced an 

enforcement action from the U.S. government on the issue. Ex. 1034 at 3–5; see also 

Ex. 1033 at 1. 

By contrast, Klein is an American company that has been family-owned since 

1857. Ex. 1035 at 2. Klein’s research and development is almost entirely U.S.-based. 

And while Klein uses some foreign sourcing, it has U.S. manufacturing operations. 

It also continues to “insource some products to [its] USA plants” and “has introduced 

many new US-manufactured products in recent years.” Id. This onshoring activity is 
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exactly the type of American manufacturing the Director’s March 11, 2026 

Memorandum was designed to encourage. Id. 

Milwaukee’s request for discretionary denial should be denied, and this IPR 

should be referred to the Board for substantive assessment and institution. 

II. FINTIV AND SOTERA DO NOT SUPPORT DISCRETIONARY 
DENIAL HERE 

Despite moving to dismiss its own district court case, Milwaukee spends the 

bulk of its discretionary denial brief marching through the Fintiv factors. Milwaukee 

also criticizes Klein for foregoing a Sotera stipulation. But Fintiv and Sotera are 

only applicable when the parties to an IPR proceeding are litigating over the same 

patent in a parallel forum. Because Milwaukee’s case will be dismissed, its Fintiv- 

and Sotera-based arguments are completely irrelevant. In any event, even if the 

Fintiv factors are considered, they weigh strongly in favor of referral. 

A. Fintiv and Sotera Are Inapplicable Because No Valid Parallel 
Litigation Exists  

Milwaukee filed the To-Be-Dismissed Case on April 29, 2025. Nine months 

after filing the case, Milwaukee purportedly discovered that it did not possess any 

rights to the ’067 Patent and indicated that it intended to move to dismiss the case 

for lack of standing. Ex. 1028. Milwaukee filed its motion to dismiss in March 2026. 

Ex. 1029. 

Milwaukee’s discretionary denial brief characterizes its motion to dismiss as 
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merely procedural, and its discussion of the Fintiv factors implies that the 

proceedings in the refiled case will pick up where the dismissed case left off. See 

DD Br. at 7–13. But according to Milwaukee, it is not bound by its contentions or 

even the court orders that issued in the To-Be-Dismissed Case. Indeed, when the 

parties conferred on the scope of the refiled case prior to Milwaukee’s motion to 

dismiss, Klein proposed that, should Milwaukee refile, the new case should have the 

same scope as the To-Be-Dismissed Case. Ex. 1028 at 2. Milwaukee rejected Klein’s 

proposal. Id. at 3, n.1. Instead, Milwaukee stated that it intended to file additional 

claims in any new case and disagreed that the scope of the litigation would remain 

the same. Id. at 4.  

Milwaukee’s gamesmanship confirms the inapplicability of Fintiv. If 

Milwaukee has its way, any new case it files relating to the ’067 Patent will bear 

little resemblance to the To-Be-Dismissed Case. Milwaukee has informed Klein that 

it intends to assert additional claims, accuse additional products, and add additional 

patents, Ex. 1032 at 2–3, meaning that the parties would need to propound new 

discovery and newly litigate the entire case.  

Milwaukee’s stated intent to change the scope of any new case also confirms 

why a Sotera stipulation makes no sense here. A stipulation saying that Klein Tools 

will not pursue any invalidity theories in a case that will be dismissed is meaningless. 

And a yet-to-be-filed proceeding cannot give rise to the duplication concerns that 
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Fintiv and Sotera are designed to address. Indeed, both take into account the timing 

of a parallel court action and potential for duplication. But here, there is no valid 

parallel litigation in which theories could even be pursued, making the risk of 

possible future duplication speculation. Further, whether Milwaukee will in fact 

proceed with a new district court case, and the scope of such yet-to-be-filed case, are 

unknowns given the prospect of conditions or sanctions on Milwaukee in the To-Be-

Dismissed Case. The Director should not credit Milwaukee’s reliance on a 

nonexistent litigation that Milwaukee has yet to file. 

B. Even if Considered, the Fintiv Factors Weigh Strongly in Favor 
of Referral 

Even if the Director sees fit to consider the Fintiv factors in assessing 

Milwaukee’s request for discretionary denial, the application of the Fintiv factors to 

this case strongly supports referral. 

Fintiv factors 1, 2, and 3—likelihood of a stay, proximity of the trial date, and 

investment in the proceedings—favor Klein. Milwaukee’s statement that “[n]o stay 

has been entered,” DD Br. at 8, is—to be charitable—misleading. As Milwaukee 

recently admitted, it “agreed to stay all deadlines and discovery due to th[e] standing 

issue,” and the Court cancelled all discovery deadlines. Ex. 1030 at 8, n.4; Ex. 1031. 

The parties are not actively litigating any issue pertaining to the validity of the ’067 

Patent, no trial date was ever set, and the timing of a trial in any new case is uncertain 
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(though, at a minimum, years away). This means any IPR will proceed to conclusion 

faster than any new district court case. Milwaukee admits that even if it files a new 

lawsuit, it is highly unlikely that a district court trial would be scheduled before the 

Board issues its final written decision. DD Br. at 9. And although Milwaukee states 

that “substantive merits activity” such as “exchanging final contentions and claim 

construction activity” may occur before a final written decision, id., that is merely 

speculation. Indeed, elsewhere Milwaukee argued that in the To-Be-Dismissed Case 

“[d]iscovery is still in the early stages,” Ex. 1030 at 7, and that “Klein will now get 

a longer schedule” in any new case, Ex. 1032 at 2. Nothing in law or logic justifies 

using speculative scheduling dates in yet-to-be-filed litigation as a basis for 

discretionary denial, and Milwaukee cites no precedent in support of its position. 

Fintiv factor 4—existence of overlapping issues between the IPR and a 

parallel district court proceeding—similarly favors Klein because there is no valid 

parallel district court proceeding. Nonetheless, Milwaukee baldly asserts that 

Klein’s “initial invalidity contentions and counterclaim for declaratory judgment of 

invalidity of all claims of the ’067 Patent also raise overlapping arguments with 

those in the Petition.” DD Br. at 10. Not so. Milwaukee fails to mention that Klein 

only pursued invalidity of the asserted claims of the ’067 Patent in district court and 

that Milwaukee has also sought to have those claims dismissed without prejudice 

due to Milwaukee’s same prefiling investigation failures. Moreover, given the 
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uncertainty with respect to the timeline in the To-Be-Dismissed Case and the timing 

of any new case, institution of Klein’s Petition could very well save the parties the 

time and expense of another district court litigation entirely. 

Fintiv factor 5—identity of the parties—is neutral at best. Identity of the 

parties is not dispositive in a Fintiv analysis. See, e.g., Cambridge Indus. USA, Inc. 

v. Applied Optoelectronics, Inc., IPR2025-00434, Paper 11 at 2–3 (June 26, 2025). 

Fintiv factor 6—other considerations—also favors Klein. Milwaukee attempts 

to fault Klein for filing its Petition within the one-year deadline provided by 35 

U.S.C. § 315(b), arguing that Klein “waited nearly 9 months after Patent Owner filed 

its complaint and five months after serving its initial invalidity contentions to file its 

Petition.” DD Br. at 11–12. As an initial matter, the deadline provided by 35 U.S.C. 

§ 315(b) does not apply here because Milwaukee did not have any rights to the ’067 

Patent when it filed in district court, meaning that the deadline was never triggered. 

Hamilton Beach Brands, Inc. v. f’real Foods, LLC, IPR2016-01107, Paper 10 at 10 

(Nov. 30, 2016) (finding that complaint dismissed for lack of standing “was not a 

proper federal pleading and did not trigger the one-year time period under 35 U.S.C. 

§ 315(b)”). If anything, Klein’s Petition was filed before service of any valid parallel 

district court complaint, not “9 months after.” And even if § 315(b) applied, nine 

months is an unremarkable timeline—well within the one-year statutory window—

particularly if the parties are involved in parallel litigation. See, e.g., Software Rights 
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Archive, LLC v. Facebook, Inc., 2013 WL 5225522, at *6 (N.D. Cal. Sept. 17, 2013) 

(finding that “[a]lthough defendants did wait nearly a year to file the IPR petitions, 

they properly filed the petitions within the statutory time frame”). Penalizing Klein 

for complying with the one-year statutory time limit would turn § 315(b) on its head 

and unfairly prejudice Klein. 

Accordingly, the Fintiv factors favor referral of Klein’s Petition. 

III. MILWAUKEE’S ADDITIONAL ARGUMENTS ARE MERITLESS 
AND DO NOT SUPPORT DISCRETIONARY DENIAL 

Adopting a kitchen sink approach, Milwaukee raises short, conclusory 

arguments under four additional discretionary doctrines. None of these doctrines 

favor discretionary denial, and in fact, one of these doctrines (the strength of Klein’s 

Petition) supports referral. Milwaukee’s arguments should be rejected. 

A. Milwaukee’s Unsupported “Settled Expectations” Argument 
Does Not Favor Discretionary Denial 

The ’067 Patent issued on May 23, 2023, less than three years before this 

Petition was filed. A patent owner is rarely justified in claiming “settled expectations” 

regarding the enforceability of such a young patent. See, e.g., Milwaukee Electric 

Tool Corp. v. Klein Tools Inc., IPR2025-00724, -00892, PGR2025-00048, Paper 14 

at 2 (Sept. 12, 2025) (“[T]he challenged patents have not been in force for a 

significant period of time (issued in 2022, 2022, and 2025)). Accordingly, Patent 

Owner has not developed strong settled expectations that favor discretionary denial 
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as to these patents.”). Instead, post-grant challenges to recently issued patents are 

consistently characterized as “early,” “favor[ing] robust, predictable patent rights[,] 

and weigh[ing] against discretionary denial.” Micron Tech., Inc. v. Yangtze Memory 

Techs. Co. Ltd., IPR2025-00190, Paper 21 at 3 (June 25, 2025). 

Milwaukee nonetheless contends that it developed strong settled expectations 

regarding the ’067 Patent because (1) Klein “should have been aware” of the 2021 

publication of the ’067 Patent application, (2) the ’067 Patent belongs to a broader 

family of patents claiming priority to 2018, and (3) a different patent in the family 

survived post-grant review, see Apex Tool Grp., LLC v. Milwaukee Electric Tool 

Corp., PGR2020-00056. Each of these arguments lacks merit. 

First, Milwaukee cites no authority supporting that a patent owner is justified 

in developing settled expectations based on a published patent application.3 Nor 

 
3 Milwaukee suggests that the Director’s settled expectation analysis in Dabico 

Airport Solutions Inc. v. AXA Power ApS relied on a patent application, but that is 

false. IPR2025-00408, Paper No. 21, at 3 (June 18, 2025). In Dabico, the challenged 

patent “ha[d] been in force almost eight years, creating settled expectations.” Id. at 

3. The Director went on to explain that “actual notice of a patent or of possible 

infringement is not necessary to create settled expectations,” using the examples of 
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would such a rule make any sense because “[f]iling an application is no guarantee 

any patent will issue” and the scope of the claims in an issued patent is often very 

different than the pending claims included in a published application. State Indus., 

Inc. v. A.O. Smith Corp., 751 F.2d 1226, 1236 (Fed. Cir. 1985). The Director’s 

numerous discretionary denial decisions make clear that the settled expectations 

analysis is anchored to the post-issuance period during which the patent owner can 

actually enforce its patent claims, not the time during which competitors could 

theoretically have located an application in the public record. E.g., Intel Corp. v. 

Advanced Cluster Sys., Inc., IPR2025-00913, Paper 13 at 2–3 (Sept. 19, 2025); 

Suzhou Mojawa Intelligent Elec. Co., Ltd. v. Shenzhen Shokz Co., Ltd., IPR2025-

00842, Paper 14 at 2–3 (Sept. 19, 2025). 

Second, Milwaukee’s argument that an older parent patent can create settled 

expectations for a younger child patent is similarly unsupported. The Director 

assesses settled expectations on a patent-by-patent basis, and a patent owner cannot 

artificially bolster the settled expectations analysis by pointing to a patent’s 

purported priority date. The Director’s decision in Zimmer Biomet Holdings, Inc. v. 

 
“published patents and patent applications,” because publications are sufficient to 

provide notice to the public, including competitors and interested parties. Id. 
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Lifenet Health is instructive on this point. IPR2025-00248, -00249, Paper 13 at 2–3 

(June 26, 2025). In that proceeding, one challenged patent had issued in 2022, and 

the other challenged patent was a parent of the first. Id. The Director denied the 

patent owner’s request for discretionary denial for both challenged patents, 

reasoning that “Patent Owner has not developed strong settled expectations that 

favor discretionary denial as to the first patent, and it is an efficient use of Board 

resources to address the related patent.” Id. Zimmer clearly shows that the priority 

date is irrelevant in assessing settled expectations for a young patent, and in fact, a 

strong validity challenge to a younger patent may outweigh settled expectations for 

its older parent. 

Third, Milwaukee’s reliance on Apex Tool and the purportedly “overlapping 

prior art” raised in that petition is, at best, misleading. Apex Tool involved a different 

petitioner unrelated to Klein (Apex Tool Group, LLC), the at-issue patent (U.S. 

Patent No. 10,422,617) is not part of the ’067 Patent’s priority chain, and the petition 

did not raise Klein’s primary prior-art reference (Hernandez). Further, the Board did 

not issue any substantive decisions in Apex Tool—Milwaukee and Apex settled their 

dispute prior to institution and jointly moved to terminate the proceeding. PGR2020-

00056, Paper 15 (Oct. 6, 2020). Apex Tool is entirely irrelevant to Milwaukee’s (lack 

of) settled expectations regarding the ’067 Patent. 

Milwaukee’s attempt to twist the law and failure to present any facts 
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substantiating its settled expectations argument confirms that application of the 

doctrine to the ’067 Patent is unwarranted. See Apple Inc. v. Apex Beam Techs. LLC, 

IPR2025-00896, Paper 10 (Sept. 3, 2025). 

B. The Strength of Klein’s Petition Strongly Favors Referral 

Milwaukee also raises the strength of Klein’s Petition and asserts that 

“nothing in the Petition appears compelling enough to warrant the Board 

overlooking the parallel-litigation inefficiencies.” DD Br. at 12. As explained in 

Section II, there are no risks of inefficiencies because no valid parallel litigation 

exists. To the contrary, institution of the Petition is likely to save the parties the time 

and expense of litigating in district court. Apart from pretextual parallel litigation 

concerns, Milwaukee does not seriously challenge the strength of Klein’s Petition, 

and for good reason: the three grounds presented in Klein’s Petition strongly favor 

referral. 

As Klein’s Ground 1 makes clear, Hernandez (Ex. 1005) expressly or 

inherently discloses every limitation of Claims 1–9 and 11–12 of the ’067 Patent, 

anticipating those claims. That is unsurprising: the ’067 Patent itself admits that all 

but one limitation of independent claim 1 was present in the prior art. Ex. 1001 at 

12:46–66, Tables 1–2; see also Pet. at 1–2, 12–13. The single allegedly novel feature 

(standout over 150 inches), is taught by Hernandez expressly (disclosing “a standout 

arcuate length of at least ten feet”) and through Hernandez’s incorporation by 
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reference of Murray, which discloses a standout length of “up to approximately 13 

feet [156 inches].” Ex. 1005 at 1:21–43; Ex. 1006 at 5:21–55; see, e.g., Pet. at 1–2, 

12–13. Hernandez also anticipates each of the remaining limitations of claim 1. Pet. 

at 21–40. Even if Hernandez only anticipated claim 1 (it anticipates at least 11 out 

of 12 claims) this alone warrants referral, as the Board could (and should) institute 

the Petition on this basis alone. SAS Inst., Inc. v. Iancu, 584 U.S. 357, 365 (2018). 

Unable to grapple with the merits of Ground 1, Milwaukee resorts to 

criticizing the doctrine of incorporation by reference, asserts that Hernandez itself 

purportedly does not disclose all claimed limitations, and accuses Klein of 

improperly combining disclosures from two different references as part of its 

anticipation ground. DD Br. at 12–13. Milwaukee’s argument is both factually and 

legally incorrect.  

First, Milwaukee’s argument that Hernandez limited its invention to “a tape 

measure with only a 120 inch standout,” DD Br. at 13, is false: Hernandez discloses 

“at least ten feet,” i.e., ten feet and up, including the claimed “greater than 150 

inches” of standout. Quantum Corp. v. Rodime, PLC, 65 F.3d 1577, 1581 (Fed. Cir. 

1995) (holding “at least 600 tpi” means “600 on up”); In re Applied Materials, Inc., 

692 F.3d 1289, 1295 (Fed. Cir. 2012) (affirming “Board’s conclusion that the prior 

art discloses dimensional values [e.g., depth of ‘at least 0.02 inches’] overlapping 

the ranges claimed in [Asserted] Patents [e.g., ‘about’ 0.02-0.05 inches].”); Pet. at 
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28–29. Second, incorporation by reference is merely a drafting shortcut. “The 

information incorporated is as much a part of the application as filed as if the text 

was repeated in the application, and should be treated as part of the text of the 

application as filed.” MPEP § 2163.07(b). Anything disclosed by Murray therefore 

is disclosed by Hernandez and “may still be considered for purposes of anticipation,” 

Callaway Golf Co. v. Acushnet Co., 576 F.3d 1331, 1346 (Fed. Cir. 2009), including 

Murray’s disclosure of standout length of “up to approximately 13 feet [156 inches],” 

Ex. 1006 at 5:21–55; see, e.g., Pet. at 1–2, 12–13. 

Grounds 2 and 3 are similarly strong. Ground 2 presents an obviousness case 

based on Hernandez alone or Hernandez in combination with Murray for claims 1–

9 and 11–12. Pet. at 45–66. Ground 3 presents an obviousness case based on 

Hernandez in combination with Gilliam for claim 10, which merely adds a 

conventional polymer coating to the tape measure of claim 1. Pet. at 67–71. The 

Board has repeatedly held that strong obviousness challenges support referral and 

institution. See, e.g., SAP Am. Inc. v. Cyandia, Inc., IPR2024-01433, Paper 13 at 12–

13 (Apr. 7, 2025); Ericsson Inc. v. Active Wireless Techs. LLC, IPR2024-00985, 

Paper 11 at 19–25 (Dec. 12, 2024); BioNTech SE v. ModernaTX, Inc., IPR2023-

01359, Paper 20 at 77 (Mar. 19, 2024). That is exactly the case here. Hernandez 

discloses co-extensive or overlapping ranges for every claimed dimension—
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thickness, flat width, curved width, and curved height—at a minimum, establishing 

a prima facie case of obviousness. Pet. at 45–66. 

The ’067 Patent does not describe any blade dimension as critical, and its own 

disclosures admit that prior art tape measures had values within the claimed ranges. 

See, e.g., Ex. 1001 at 27–28, 30, 35; Pet. at 28–30, 33–38, 43–44. Milwaukee’s 

criticism that Hernandez and Murray “were not able to combine the wide range of 

disclosed dimensions with other disclosed dimensions to achieve the claimed 

invention,” DD Br. at 13, falls flat. Milwaukee’s unsupported attorney argument 

cannot support its request for discretionary denial. See Twitch Interactive, Inc. v. 

Razdog Holdings LLC, IPR2025-00307, -00308, Paper 18 at 3 (May 16, 2025) 

(denying request for discretionary denial where “alleged weaknesses of the Petition,” 

among other allegations, are not “sufficiently explained”). 

C. The Giachetti Declaration Is the Type of Targeted Expert 
Evidence Described by the Director’s March 26, 2025 
Memorandum 

Pivoting from the merits of the Petition, Milwaukee next cites the Director’s 

March 26, 2025 Memorandum to argue that the Petition should be discretionarily 

denied for supposed overreliance on the Giachetti Declaration. DD Br. at 14–15. The 

Director’s guidance on expert reliance is directed at petitions where the expert, not 

the prior art, is doing the substantive work of proving unpatentability—petitions 

where generalized principles and expert advocacy substitute for specific disclosures 
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in the references. That is not the case here. Tellingly, Milwaukee fails to analyze or 

discuss the substance of the Giachetti Declaration, let alone explain how Klein’s 

reliance on it is supposedly improper. Indeed, Milwaukee raises only three pages of 

Klein’s Petition as evidence of Klein’s supposed overreliance on the Giachetti 

Declaration. DD Br. at 14. 

Even a short review of Klein’s Petition and the Giachetti Declaration reveals 

that Milwaukee’s criticisms do not pass muster. The Giachetti Declaration addresses 

only ten claim limitations and is a short, targeted declaration focusing on limited 

aspects of prior art. See generally Ex. 1003. Hernandez and Murray expressly 

disclose ranges for blade thickness, flat width, curved width, curved height, blade 

length, and standout that are co-extensive or overlap with the claims of the ’067 

Patent. See, e.g., Ex. 1005 at 1:31–34, 2:32–34, 4:23–27, 4:41–50, Fig. 3; Ex. 1006 

at 5:21–62, 7:58–62, 8:6–9, 11:6–21; Pet. at 26–29, 32–35, 38, 46–58. 

Contrary to Milwaukee’s suggestions, the Giachetti Declaration does not 

“bridge gaps, supply motivation, or carry the final analytical step from the cited 

references to the challenged claims.” DD Br. at 14. For example, in Ground 1, Klein 

cites Dr. Giachetti a single time for a single geometric axiom, and Hernandez itself 

provides the disclosures for every limitation for every anticipated claim. Even when 

Dr. Giachetti provides targeted opinions related to Klein’s obviousness grounds, he 

does so based on well-established principles: that a person of ordinary skill in the art 
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would have understood the relationship between blade curvature, width, thickness, 

and standout, and would have been motivated to optimize within the taught ranges. 

Ex. 1003 at ¶¶30–34, 42–43, 48–50, 53–58, 62–65, 67–71, 75, 77–80, 82–85, 93–95, 

97–102, 105, 107–114. Explaining what a person of ordinary skill in the art would 

have understood from a prior art reference is the precise role expert testimony is 

supposed to play in IPR proceedings. Qualcomm, 24 F.4th at 1376 (“expert 

testimony” is “permissible evidence in an inter partes review for establishing the 

background knowledge possessed by a person of ordinary skill in the art”). 

At bottom, Milwaukee makes no attempt to illustrate how the Giachetti 

Declaration is supposedly improper under the Director’s March 26, 2025 

Memorandum. It was Milwaukee’s burden to include this analysis in its request for 

discretionary denial. Because Milwaukee failed to do so, its criticism should be 

deemed waived. See Apple Inc. v. DH International Ltd., IPR2025-00172, Paper 8 

at 38 (June 25, 2025) (“Any argument not asserted in a timely-filed brief, such as a 

response to the Petition, may be deemed forfeited or waived.”). 

D. The Director’s March 11, 2026 Memorandum Regarding 
American Manufacturing Does Not Impact This Petition 

On March 11, 2026, the Director issued a memorandum identifying three 

additional factors he will consider in determining whether to institute IPR 

proceedings: 
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(1) the extent to which any products accused of infringement in a 

parallel proceeding are manufactured in the United States or are related 

to investments in American manufacturing operations; 

(2) the extent to which any products made, sold, or licensed by the 

patent owner that compete with the accused products are manufactured 

in the United States; and 

(3) whether the petitioner is a small business that has been sued for 

infringement of the patent at issue. 

Although Milwaukee invokes the Director’s March 11, 2026 Memorandum, 

Milwaukee fails to address any of these factors and does not state any conclusion as 

to whether the memorandum favors or disfavors referral. DD Br. at 6. That makes 

sense as none of the factors are applicable here. To start, there is no valid “parallel 

proceeding.” And even if the To-Be-Dismissed Case counted, neither Milwaukee 

nor Klein make the relevant tape measures in the United States. Finally, Klein is not 

a small business.  

Though not relevant, Milwaukee vaguely implies that discretionary denial is 

warranted because “Milwaukee has [allegedly] invested significant design, 

development, marketing, sales, warehousing, and supply chain activity related to its 

products in the US.” Id. But Klein, too, has significant U.S. investments in design, 

development, marketing, sales, warehousing, and supply chain activity relating to its 

tape measures, as well as many other products. Indeed, Klein continues to “insource 
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some products to [its] USA plants” and “has introduced many new US-manufactured 

products in recent years.” Ex. 1035 at 3. To the extent these types of activities are 

deemed relevant to the discretionary denial calculus, they favor Klein, not 

Milwaukee.  

IV. CONCLUSION 

Milwaukee’s request for discretionary denial does not present circumstances 

that warrant denial under Board and Director precedent. The Petition should proceed 

to referral for substantive assessment of the merits. 
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