
DATE: July 31, 2025

MEMORANDUM 

TO: Members of the Patent Trial and Appeal Board ("Board")

FROM: Coke Morgan Stewart���
Acting Under Secretary of Conrn1erce for Intellectual Properly and Acting
Director of the United States Patent and Trademark Office

SUBJECT: ENFORCEMENT AND NON-WAIVER OF 37 C.F.R. § 42.104(8)(4) AND
PERMISSIBLE USES OF GENERAL KNOWLEDGE IN INTER PARTES
REVIEWS

The United States Patent and Trademark Office (USPTO) will enforce and no longer waive

the requirement of 37 C.F.R. § 42.104(b)(4) (Rule 104(b)( 4)) that a petition for inter partes review

(IPR) "must specify where each element of the claim is found in the prior art patents or printed

publications relied upon." 1 As a practical matter, enforcement of Rule 104(b)(4) means that

applicant admitted prior art (AAPA), expert testimony, common sense, and other evidence that is

not "prior art consisting of patents or printed publications" ( collectively, "general knowledge")

may not be used to supply a missing claim limitation. Per 35 U.S.C. § 312(a)(4), the Board shall

deny an IPR petition that fails to comply with Rule 104(b )( 4). General knowledge may still be

used in an IPR to support a motivation to combine or to demonstrate the knowledge of a person

having ordinaiy skill in the art. See, e.g., Unification Techs. LLC ,� lvficron Tech. Inc., 2024 WL

1 The August 18, 2020 Memorandum entitled "Treatment of Statements of the Applicant in the
Challenged Patent in Inter Partes Reviews Under § 311" (2020 Memorandum), and the June 9, 
2022 Memorandum entitled "Updated Guidance on the Treatment of Statements of the Applicant
in the Challenged Patent in Inter Partes Reviews Under § 311" (2022 Memorandum) both 
indicated that the Board was waiving enforcement of Rule 104(b)(4). See 2020 Memorandum at
8-9; 2022 Memorandum at 6. In particular, as indicated in both the 2020 Memorandum and the 
2022 Memorandum, the USPTO has discretion to waive, suspend, relax, or modify its procedural
rules. Id.; see Am. Farm Lines,� Black Ball Freight Serv., 397 U.S. 532, 539 (1970) ("it is 
always within the discretion of a court or an administrative agency to relax or modify its 
procedural rules adopted for the orderly transaction of business before it"); see also 37 C.F.R. 
§ 42.5(b) (stating that "[t]he Board may waive or suspend a requirement of parts I, 41, and 42").
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