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| Introduction

Multiple independent reasons support referral of TSMC’s Petition.

First, referral 1s warranted to correct material errors in the original examina-
tion of the 195 Patent. Those errors yielded overly broad claims that are shown by
this Petition to be anticipated by at least two prior art references—Bohr (TSMC-
1004) and Brask (TSMC-1005). As detailed in the declaration of Mr. Robert W.
Bahr (TSMC-1032), the examiner conducted a cursory search that failed to uncover
these anticipatory references. As the Director recently reaffirmed, “[a] substantial
showing of apparent examiner error can overcome other factors that suggest discre-
tionary denial.” Magnolia Med. Techs., Inc. v. Kurin, Inc., IPR2026-00097, Paper
17 at 7 (PTAB May 14, 2026) (precedential). In fact, the Director applied that prin-
ciple in a parallel TSMC matter, referring for institution decision on the merits a
petition challenging another Marlin patent directed to the formation of metal gates.
See Taiwan Semiconductor Mfg. Co. v. Marlin Semiconductor Ltd., IPR2026-00220,
Paper 9 at 1 (PTAB May 15, 2026).

Second, TSMC’s settled expectations of non-enforcement vastly outweigh
any expectations of the *195 Patent’s new owner, Marlin. The original owner and
an alleged TSMC competitor—UMC—took no action to assert the 195 Patent for
over a decade after issuance. During that period, TSMC invested billions to manu-

facture advanced semiconductor chips, including in the United States for American
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customers who expected to integrate those chips into their products without incident.
TSMC-1034; TSMC-1036. Marlin, a foreign entity that only recently acquired the
patent, has no comparable expectations.

Third, while Marlin’s licensing demand to TSMC and existing lawsuits on its
other patents confirm the threat of enforcement, the Fintiv factors favor referral as
the 195 Patent is not asserted in parallel litigation.

Fourth, Director Squires’s March 11, 2026 memorandum strongly favors re-
ferral. TSMC-1049, 1-3. TSMC is the world’s largest chipmaker, by some accounts
producing roughly 90% of the world’s advanced chips (e.g., 7nm and smaller). See
TSMC-1035, at 2. Its semiconductors are vital to the U.S. supply chain, and TSMC
has committed a remarkable $165 billion to a strategic U.S. supply chain for ad-
vanced semiconductors, including current 4nm production in Arizona.

A holistic assessment of the facts, evidence, circumstances, and relevant con-
siderations as detailed below confirms that TSMC’s Petition should be referred.

II. Referral is Warranted Because Original Examination of the 195 Patent
Suffered from Material Error by the Office

A.  The Examiner Conducted a Deficient Search That Failed to Iden-
tify the Petition’s Anticipation References of Bohr and Brask

The Examiner allowed claims 1-11 of the 195 Patent on a search that was

cursory, unduly narrow, and non-compliant with the MPEP in multiple, independent
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respects. TSMC-1032, q917-69. The Examiner consequently missed both anticipa-
tory references cited in the Petition—Bohr (TSMC-1004) and Brask (TSMC-
1005)—and allowed claims 1-11 over prior art that, properly searched and applied,
anticipates most of the challenged claim. Pet. 2.

As detailed in the declaration of Robert W. Bahr— the former USPTO Deputy
Commissioner for Patent Examination Policy and a 38-year veteran of the Office—
the Examiner’s search was unduly narrow and materially deficient in several re-
spects. TSMC-1032, 9/1-69. Among other flaws, the Examiner: used narrow, single-
term queries without synonyms or wildcards; conducted searches in sessions lasting
only 2-3 minutes each; and failed to fully document the searches performed. /d.

These types of failures are precisely the type of material error the Office has
recognized as warranting Director referral. See, e.g., Taiwan Semiconductor Mfg.
Co. Ltd. v. Marlin Semiconductor Ltd., IPR2025-01082, Paper 7, 2—11 (discussing
flawed search that led to oversight of three anticipation references) & Paper 10
(denying PO’s request for discretionary denial); Samsung Elecs. Co., Ltd. v. Wilus
Inst. of Standards & Tech., Inc., IPR2025-01043, Paper 9, 20-27 (discussing search
errors) & Paper 11 (denying PO’s request for discretionary denial).

Surfacing and correcting such errors is, moreover, an Office-wide priority of
the current Director. Indeed, Director Squires has emphasized that “[a] thorough and

comprehensive prior art search is the foundation of every patent examination and the
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foundation of quality and confidence in the patent system.” TSMC-1058, 20. The
search-deficiency analysis Mr. Bahr provides is precisely the type of showing the
Director has invited and weighs decisively against discretionary denial.

1. The Examiner’s Search Were Unduly Narrow
a. The keyword searches were overly restrictive

As Mr. Bahr explains, the Examiner’s keyword searches attempted to cover
three key terms—high-k (or “high k), “cap,” and “dummy”—but did so without
any of the synonyms, alternative terms of art, or truncation/wildcard operators that
the MPEP instructs examiners to consider when developing a search strategy. See
MPEP §§ 904.01, 904.01(a); TSMC-1032, 410. These omissions were material be-
cause both Bohr and Brask use alternative vocabulary to describe the claimed con-
cepts, and the Examiner’s failure to search for that alternative vocabulary is what
allowed these claims to issue.

Dummy gate: The Examiner’s September 2009 L3 search (and corresponding

September 2010 L11 search) was limited to U.S. patent documents containing the
word “dummy,” a key term that appears throughout the claims of the 195 Patent to
refer to dummy gates that are used as sacrificial structures during processing of metal
gates. TSMC-1002, 103; TSMC-1032, 4930, 45, 49. Yet this is not an exclusive term
of art; rather, the semiconductor art commonly refers to the same concept using

29 <6

terms like “sacrificial,” “placeholder,” “replacement,” or “temporary” to describe
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such gates. Id., 949. Indeed, Bohr and Brask both use these alternatives, not
“dummy.” For example, Bohr describes the relevant structure as “sacrificial.”
TSMC-1004, 99 24, 29, 51. Brask uses the term “replacement.” TSMC-1005, 99 2-
4,13, 15-22, 24, 39-40, 51. Simply expanding the search to cover corresponding
terms like “sacrificial” as an alternate to “dummy” would have retrieved Bohr, and
adding corresponding a term like “replacement” would have retrieved Brask.
TSMC-1032, 949.

Cap layer: The Examiner’s L2 (September 2009) and L3 (September 2010)
searches were limited to the bare term “cap.” TSMC-1002, 103; TSMC-1032, 9930,
45, 50. In claim 1 of the 195 Patent, for instance, this corresponds to the claimed
first cap layer that is deposited on the high-k dielectric layer. As Dr. Jack Lee ex-
plained, this i1s a layer that is provided on/over the underlying high-k dielectric in
order to modify the transistor behavior—e.g., work function. TSMC-1003, 484. Ac-

cordingly, the prior art contemplates various alternatives for this term—such as “pro-

99 ¢¢ 99 ¢¢ 99 ¢¢

tective,” “sealing,” “encapsulation,” “barrier,” “passivation,” “diffusion”—but none
were searched by the Examiner. TSMC-1032, §50. Compounding the problem, the
Examiner never even expanded the search to cover simple variations like “capping.”
Id. As a result, the search inexcusably excluded “capping,” the only form of the cor-
responding term used throughout Brask. TSMC-1005, 99 30, 31. Even the most basic

truncation operator like “cap$” would have retrieved Brask. TSMC-1032, 451.
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High-k_dielectric: The Examiner’s L1 search (September 2009) required

“high-k” or “high k™ to appear within the same sentence as “layer” or “film.” TSMC-
1002, 103; TSMC-1032, 9928, 30, 48. That query excluded any document that refers
to the layer without including “layer” or “film” in the same sentence, for example
widely used terms like “high-k gate dielectric” or “high-k dielectric.” Id., 948.
Simply including “dielectric” as an alternate to “layer” or “film,” or pairing “high-
k> with “dielectric,” would have retrieved references like Bohr. TSMC-1004, 9
0022, 0038; TSMC-1032, 948.

The deficiencies above were not isolated. The Sept. 2009 L4 through L6, LS,
L10, L12-13, and L15-20 queries, and the Sept. 2010 L2—6 and L.9—12 queries, each
rest on one of the L1, L2, or L3 search queries (or their Sept. 2010 counterparts),
and so carries forward the same underlying deficiencies. TSMC-1032, 94932, 52-53.

b. The keyword searches did not progress from broad to
narrow

According to Mr. Bahr, standard examiner training and MPEP both contem-
plate a search strategy that incrementally narrows from broad initial queries to a
focused result set the examiner can meaningfully review. See MPEP § 904.02;
TSMC-1032, 995, 54. The Examiner did not abide this training. The September 2009
L1 search returned 8,479 documents, L2 returned 47,097, and L3 returned 69,453.
TSMC-1002, 103; TSMC-1032, 455. Rather than narrow these incrementally, the

next query—L4—required all of the search terms (“high-k” or “high k,” “layer” or
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“film,” “cap,” and “dummy”) to appear within the same sentence, and retrieved zero
documents. /d. The next query, L5, retrieved 110 documents, but the ensuing L6
collapsed all the way down to just one. /d. The Examiner conducted no follow-up
queries designed to recover a more workable set, for example by using less restric-

29 ¢¢

tive proximity operators (“withX,” “same,” “sameX”), synonyms, alternates, or
wildcards. 1d., 956. Instead, the entire balance of the L1-L10 session was inexplica-

bly devoted to narrowing a search that had already returned only one document. /d.

c. The Examiner spent only minutes conducting her
searches

Further emblematic of the cursory nature of the Examiner’s time is how little
time was actually spent on the keyword searches. The September 2009 queries were
conducted in three sessions in a few minutes on a single morning: the first (L1-L10)
between 4:56 a.m. and 4:58 a.m. on September 3, 2009; the second (L11-L13) be-
tween 5:06 a.m. and 5:07 a.m. that same morning; and the third (L14-L20) between
5:39 a.m. and 5:40 a.m. TSMC-1002, 103—-04; TSMC-1032, 9424-35, 59. The Sep-
tember 2010 keyword session likewise spanned only two to three minutes. /d., §941-
45, 59. That is, the Examiner appears to have devoted mere minutes of keyword
searching to an application directed to advanced replacement metal-gate process
technology. Id. As Mr. Bahr explains, “search sessions conducted through an itera-

tive approach being completed in two to three minutes are unlikely to retrieve the
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most pertinent prior art.” Id., 59. The brevity of the searches both reflects and rein-
forces the substantive deficiencies described above.

d.  The searches excluded foreign patent documents and
nonpatent literature without justification

The Examiner’s search was further deficient in being limited to U.S. patent
documents, in so doing excluding foreign patent documents and nonpatent literature.
The MPEP is explicit: “[w]hen determining the field of search, three reference
sources must be considered — domestic patents..., foreign patent documents, and
nonpatent literature,” and they cannot be “eliminated from the search unless the ex-
aminer has and can justify a reasonable certainty that no references, more pertinent
than those already identified, are likely to be found in the source(s) eliminated.”
MPEP § 904.02. The Examiner offered no such justification, and none is apparent
from the file history. TSMC-1032, q912-13, 60. The Examiner’s own conduct shows
she appreciated that foreign documents may be relevant, including in her classifica-
tion search foreign-collection subclasses 438/FOR187 and 438/FOR216, and EPO-
classified “E” subclasses in class 257. TSMC-1002, 102. The Examiner simply made

no corresponding search effort. TSMC-1032, 94924, 36, 41, 61.

2. The Examiner Failed to Make a Complete Search Record

The Examiner also failed to make a complete record of the searches that was
purportedly conducted. TSMC-1032, 916, 62. Specifically, the EAST Search His-

tory Printout in the file history for the alleged June 14, 2010 keyword search bears a
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time stamp of 4:57 a.m. on September 3, 2009, and corresponds on its face to the
L1-L8 queries from the September 2009 session—not any search conducted in the
proper timeframe in June 2010. TSMC-1002, 49, 103; TSMC-1032, 9936-40, 62.
Either no June 2010 keyword search was conducted (contrary to the Examiner’s
contemporaneous Search Notes at TSMC-1002, 48), or the search was conducted
and the Examiner failed to retain a contemporaneous printout in violation of MPEP
§ 719.05. TSMC-1032, 462. Either way, the missing record underscores a broader
pattern of non-compliant search and recordation practices during examination. /d.
Each of these search deficiencies, standing alone, is the type of material error
the Office has recognized as warranting referral. See, e.g., Taiwan Semiconductor
Mfg. Co. Ltd. v. Marlin Semiconductor Ltd., IPR2025-01082, Paper 7, 2—11 & Paper
10; Samsung Elecs. Co., Ltd. v. Wilus Inst. of Standards & Tech., Inc., IPR2025-
01043, Paper 9, 20-27 & Paper 11. Taken together, they confirm that the *195 Patent
issued without the Office having considered the most pertinent prior art—including
the two references on which TSMC’s Petition presents independent anticipation
grounds against every challenged claim—due to the search deficiencies. Pet. 2. The

Director should refer the Petition so the Office may correct that material error.

B. Deficient Nature of the Search is Confirmed by Recurring Cita-
tions to both Bohr and Brask in Related Applications

The materiality of the Examiner’s failure to identify Bohr and Brask is further
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confirmed by the substantial role those references have played in United Microelec-
tronics Corp.’s (UMC; original applicant for the *195 Patent) own prosecution rec-
ord in the relevant space. Indeed, across UMC’s other patent applications, Bohr has
been considered as prior art on at least 23 separate occasions, and Brask on at least
36 separate occasions, in each instance either applied by the examiner during prose-
cution or disclosed by UMC itself in an information disclosure statement. See
TSMC-1052; TSMC-1053. Bohr and Brask are accordingly not peripheral docu-
ments on the margins of the art; they are recurring touchstones of UMC’s own sem-
iconductor/metal-gate prosecution practice. The fact that UMC’s other applications
repeatedly grappled with both Bohr and Brask further confirms that the search defi-

ciencies described above produced a concrete, materially erroneous outcome.

III. Referral Is Warranted Because of the Strength of the Petition, Which
Invalidates All Claims Over Multiple Anticipation References

The merits of the Petition are especially strong here. This is evident from
TSMC’s two separate anticipation grounds based on Bohr and Brask. See Pet., 1-2.
By contrast, Marlin’s brief identifies no substantive deficiencies. And while the Pe-
tition provides straightforward, well-supported, and well-reasoned anticipation anal-
yses for all three references, the compelling merits of the Petition can be gleaned
even just from the side-by-side figures below, which reveal striking similarities be-

tween the alleged invention and the prior art. See id., 23, 62.
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’195 Patent, FIG 8 (annotated)

Metal layer

First transistor region Second transistor region

Bohr, FIG. 7 (annotated) Brask, FIG. 1d (annotated)

igh-K arelectric layer

Metal layer
Dielectric layer " First cap layer

/ Dielectric layer
é / Metal layer -
s ,
7 e 72
==l == 14115
(

lol |03 1oL

First transistor region Second transistor region First transistor region Second transistor region

IV. Referral Is Further Warranted Because the Settled Expectations of Peti-
tioner and Others Outweigh Marlin’s Alleged Expectations

Marlin’s main contention in requesting denial is that the patent issued 15 years
ago, allegedly creating “settled expectations” that, alone, effectively trump all other
considerations. See Paper 6, 3-9. But focusing the analysis solely on Marlin’s expec-
tations, without regard for the expectations of TSMC, its customers, and the public,
is not balanced or fair. TSMC, its customers, and the public have “settled expecta-
tions” that heavily outweigh Marlin’s alleged expectations.

After acquiring the 195 Patent in June 2021 (see TSMC-1033), Marlin began

an enforcement campaign against the semiconductor industry, including TSMC’s
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customers. See EX1046, p. 16, 92. This included asserting patents against TSMC
and its customers in the ITC to seek an exclusion order, ending the parties’ good
faith negotiations. The Petition should be referred to resolve this dispute before Mar-
lin’s enforcement of the 195 Patent against TSMC or its customers disturbs the par-
ties’ well-settled expectations that the 195 Patent will remain dormant.

First, TSMC and its customers enjoyed settled expectations that the *195 Pa-
tent would not be asserted due to a long period of inaction by UMC and Marlin for
most of the 195 Patent’s life—and indeed it still has not been asserted in litigation
(thus favoring referral based on Fintiv). Marlin’s declarant acknowledges that Patent
Owner did not approach TSMC concerning its portfolio until 2024, following over
13 years of inactivity since the *195 Patent issued in 2011. EX2104, 4. Indeed,
TSMC has manufactured semiconductors using replacement metal-gate technology
since 2011. Marlin offers no reason why it or UMC, who Marlin claims is “TSMC’s
main competitor” (Paper 6, 4), did not approach TSMC about its patents on this
technology years earlier. During that time, both Marlin and UMC instead remained
silent and inactive. This inactivity created settled expectations for TSMC and its
customers that the patent would remain dormant relative to TSMC’s semiconductor
fabrication processes. These expectations weigh against denial. See Apple Inc. v.
Ferid Allani, IPR2025-00856, Paper 11 (PTAB Sep. 5, 2025) (informative) (declin-

ing to discretionarily deny institution based on petitioner’s expectations that the

12



Proceeding No. IPR2026-00261
Attorney Docket No: 57998-00031P1

challenged patent would not be asserted after years of patent owner inaction); Intel
Corp. v. Proxense LLC, IPR2025-00327, Paper 12 at 2-3 (PTAB June 26, 2025)
(inactivity “weighs against a patent owner’s claim of settled expectations”).

Second, Marlin’s attempt to establish settled expectations fails because it
knew or should have known that the claims of the 195 Patent were invalid. As dis-
cussed above, the Petition presents multiple meritorious anticipation grounds, in-
cluding grounds based on Bohr and Brask. Moreover, as noted above, UMC and
Marlin were on notice of both references for at least a dozen years before Marlin
approached TSMC about the 195 Patent. Supra, §11.B. UMC or Marlin could have
requested reexamination or supplemental examination of the 195 Patent to cite Bohr
or Brask for years before Marlin’s recent campaign, but neither did.

Third, Marlin's licenses with Intel and Samsung do not excuse years of inac-
tion, awareness of references that render the 195 claims invalid, or the multiple
examination errors that arose during prosecution. Cf. Shenzhen Tuozhu Tech. Co.,
Ltd. v. Stratasys, Inc., IPR2025-00531, Paper 10 at 3 (PTAB July 17, 2025). Marlin
contends that TSMC was “actually aware of the *195 patent through Patent Owner's
licensing efforts" with Intel and Samsung (Paper 6, 5), but this is a red herring as
those licenses were not announced until long after Marlin approached TSMC for a
license in 2024—and long after TSMC's settled expectations of non-enforcement

had been established. See TSMC-1037; TSMC-1038. Marlin offers no detail on the
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scope, terms, or context of the alleged licenses, relying only on a bare assertion from
its corporate representative. See EX2104. This case is therefore distinguishable from
Alliance Laundry Sys., LLC v. PayRange LLC, where the patent owner submitted far
more evidence regarding the relevance of its license and where there was no compa-
rable inactivity, knowledge of anticipating prior art, or fatal examination errors. See
IPR2025-00950, Paper 11 (PTAB Sep. 19, 2025) (informative).

Moreover, Marlin puts forth no evidence that these purported licenses were
public or that its purported licensees marked their products in any way to evidence
commercialization that would disturb TSMC’s settled expectations in freedom to
operate. As best TSMC can tell, news of this licensing campaign was not public until
May 2025, after Marlin had already hauled TSMC into multiple tribunals. See
TSMC-1037; TSMC-1038. Those news stories indicate that licenses were taken over
Marlin’s entire portfolio, containing hundreds of patents. /d. Marlin cannot reason-
ably infer settled expectations with respect to the validity and enforceability of the
’195 Patent from such a broad license. See, e.g., Samsung Elecs. Co. Ltd. v. Wilus
Inst. of Standards & Tech. Inc., IPR2025-00935, Paper 9 at 25 (PTAB July 30, 2025)
(arguing for settled expectations based on patent pool licensing); Wilus, Paper 12, at
3 (Sept. 26, 2025) (referring petition to the Board).

Marlin attempts to deflect by alleging TSMC knew of the *195 Patent through
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its own patent prosecutions, favoring denial under iRhythm. See Paper 6, 5. But Mar-
lin proves no such knowledge. Its vague reliance on the Google Patents “cited by”
list appears to reference various TSMC patents and publications; however, in each
instance, the *195 Patent was cited by the Examiner, not by TSMC. See EX2103, 4-
7 (each with a “*” to indicate the Examiner’s citation rather than TSMC’s). See Pa-
per 6, 4; iRhythm Techs., Inc. v. Welch Allyn, Inc., IPR2025-00363, Paper 10 at 3
(PTAB June 6, 21025). Indeed, unlike in iRhythm, Marlin presents no evidence that
TSMC “had an established and public track-record of monitoring existing patents,”
or that “[t]his awareness led to a long period of awareness and not challenging of”
the 195 Patent. iRhythm, Paper 7 at 30 (April 18, 2025).

Finally, Marlin argues that licensing negotiations between the parties begin-
ning in 2024 weigh against any claim of settled expectations by TSMC. See Paper
6, 7-8 (citing DataDome S.A. v. Arkose Labs Holdings, Inc., IPR2025-00693, Paper
13 (PTAB Aug. 14, 2025)). Marlin’s reliance on DataDome is unavailing. First, in
DataDome, there was a parallel proceeding involving the challenged patents. And
second, DataDome did not argue that the Examiner had materially erred during pros-
ecution. See DataDome, Paper 8, at 7; id., Paper 12, at 26-31. Both of those factors
differ in the present case and weigh in favor of referral.

Moreover, TSMC filed this Petition less than a year after Marlin asserted re-
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lated patents against TSMC in court. TSMC was thus more diligent than the Data-
Dome petitioner, who waited 15 months to file its IPR petition. See DataDome, Pa-
per 13; DataDome, Ex-1015 (December 1, 2023 letter refusing license); DataDome,
Paper 5 (Petition filed March 14, 2025). Likewise, in DataDome, the record con-
tained detailed evidence of the parties’ licensing negotiations over the specific patent
challenged in that IPR 2.5 years before the IPR was filed. Here, by contrast, Marlin’s
declarant states only that “Marlin made a proposal to TSMC for a license to the
Marlin portfolio” less than 1.5 years before TSMC filed this Petition. EX2104, 4.

V. Referral Would Result in an Efficient Use of Board Resources

Additionally, referral here 1s an efficient use of Board resources because there
is no parallel litigation involving the *195 Patent, making the PTAB the most efti-
cient forum to resolve this dispute. See, e.g., Intas Pharms. Ltd. v. Atossa Therapeu-
tics, Inc., IPR2025-00799, Paper 12 at 2-3 (PTAB Aug. 12, 2025) (“[T]he parties
are not involved in a parallel proceeding involving the challenged patents. As a re-
sult, there is no concern of inconsistent outcomes or significant duplication of efforts
resulting from two proceedings operating in parallel.”); Azurity Pharms., Inc. v. Hel-
sinn Healthcare S.A., IPR2025-00945, Paper 11 at 2-3 (PTAB Sept. 19, 2025). No
other tribunal is set to resolve the merits of this dispute, meaning there is no risk of
duplicated efforts, inconsistent decisions, or unnecessary expenses for the parties.

The instant IPR is truly “a quick and cost-effective alternative to district court patent
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litigation[.]” Magnolia Med., IPR2026-00097, Paper 17 at 2.

Marlin argues this is not dispositive because petitions in Intel/ Corp. v. Prox-
ense LLC were discretionarily denied despite having no trial date. See Paper 6, 8
(citing IPR2025-00327, Paper 12 at 2 (PTAB June 25, 2025)). In Intel, however, the
Acting Director explained that the discretionary decision to deny was based upon
Petitioner’s failure to “provide any persuasive reasoning as to why an inter partes
review is an appropriate use of Board resources.” Intel, Paper 12, at 2. Here, TSMC
presents several compelling reasons why IPR is an appropriate use of resources, in-
cluding to address material errors that arose during prosecution, because the strength
of the merits is especially strong (multiple anticipation grounds), and to resolve the
parties’ dispute in an efficient manner that avoids “unnecessary and counterproduc-
tive litigation costs” before Marlin asserts this patent in a court against TSMC.

Moreover, Marlin has demanded that TSMC take a license to the 195 Patent
(see EX2104) and alleged in the ITC and district court that TSMC infringes various
other patents in its portfolio (see TSMC-1046). Referral before further litigation is
an appropriate use of resources to efficiently resolve the parties’ dispute over the
validity of the 195 Patent and to avoid “unnecessary and counterproductive litiga-
tion costs” before Marlin asserts this patent in court. See Trial Practice Guide, at 56.

VI. Referral Is Still Further Warranted by TSMC’s Investments in Ameri-
can Manufacturing

The considerations set forth in the Director’s March 11, 2026 memorandum
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further favor referral and institution. TSMC-1049, 2. Marlin does not dispute that
TSMC has “a significant, existing manufacturing presence in the United States” and
is “taking concrete steps to invest in American manufacturing.” /d. Marlin cannot
say the same. In short, TSMC is making one of the largest investments in American
manufacturing ever; Marlin, a non-practicing entity based in Ireland, is not. TSMC
has invested billions of dollars to bring advanced semiconductor manufacturing to
the U.S., and TSMC’s newly built facilities are producing products for U.S. custom-
ers, including those using TSMC’s 4 nm process that are accused of infringing Mar-
lin patents in court. Marlin nonetheless wields the 195 Patent for leverage against
TSMC outside court, seeking to reap a share of TSMC’s investments for itself.

In more detail, TSMC has made substantial investments in U.S. manufactur-
ing since the first Trump administration. TSMC-1036; TSMC-1050; TSMC-1051.
TSMC made an initial commitment of $12 billion in 2020 to construct new, ad-
vanced semiconductor fabrication facilities in Phoenix, Arizona. TSMC-1050. Since
then, TSMC has expanded its commitment by an order of magnitude to $165 bil-
lion—representing the largest foreign direct investment in U.S. history. TSMC-
1050; TSMC-1036. To date, TSMC has completed construction in Phoenix of two
fabs for 4nm and 3nm process technologies, respectively. TSMC-1050; TSMC-
1051. High-volume production of 4nm products began in 2024, and high-volume

production of 3nm products is targeted for 2027. Id. TSMC also broke ground in
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April 2025 on a third fab for 4nm and A16 process technologies. /d. An additional
three fabs, two packaging plants, and R&D center are also planned in Phoenix.
TSMC-1051. Altogether, TSMC'’s six fabs will constitute a “gigafab cluster” esti-
mated to produce an astounding 100,000 wafers per month. The first three fabs alone
will directly support 6,000 high-tech jobs, in addition to tens of thousands of con-
struction and supplier jobs. TSMC-1050; TSMC-1051. The Greater Phoenix Eco-
nomic Counsel (GPEC) further estimates that TSMC’s first three fabs alone will
create $32.9 billion in economic output. /d. President Trump has lauded the “many
thousands of jobs, ... high-paying jobs” that will result from TSMC’s substantial
U.S. investments, and Secretary Lutnick hailed “the return of American manufactur-
ing” at TSMC Arizona. TSMC-1036; TSMC-1054. The considerations underlying
Factor 1 of the Director’s March 11 memorandum thus strongly favor referral.

On the other hand, Marlin’s threat to weaponize the *195 Patent risks under-
mining the U.S. semiconductor supply chain, harming priorities that this Admin-
istration has made clear are vital to U.S. economic interests and national security.
TSMC-1039, at 3; TSMC-1040, at 1; TSMC-1045, at 40. TSMC’s advanced fabri-
cation capabilities are crucial to leading U.S. companies, including Apple, NVIDIA,
and AMD, who are buying the chips made at TSMC Arizona. TSMC’s technology
is likewise vital to the U.S. supply chain, and supports U.S. advanced semiconductor

research and development in industries including Al, health care, national security,
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and defense. See TSMC-1041, at 18-19; TSMC-1042; TSMC-1043; TSMC-1044.

Marlin does not dispute TSMC’s substantial investments in U.S. manufactur-
ing or the vitality of TSMC’s advanced semiconductors to U.S. national security,
public health, and economic interests. Instead, Marlin sets up a strawman, painting
itself as a “small company” and protector of local industry. See Paper 6, 9-10. The
facts belie Marlin’s claim. Marlin is not a small company; it is instead a foreign
entity related to Longitude Licensing, an IPValue entity, which is owned in turn by
private equity firm Vector Capital. TSMC-1055; TSMC-1056; TSMC-1057. Marlin
also does not practice the *195 Patent or any other patent it holds. No evidence sug-
gests that Marlin, a foreign entity, has invested in the U.S. semiconductor technology
space, only that Marlin has tried to assert recently acquired patents. Indeed, Marlin
does not identify any competing products it licenses that practice the 195 Patent
which are made in the U.S. And Marlin’s reference to licenses with Samsung and
Intel are likewise of no moment as the alleged licenses were to Marlin’s entire port-
folio, unrelated to any products alleged to practice the *195 Patent. TSMC-1037;
TSMC-1038. Given Marlin’s patent litigations against U.S. companies (e.g., Apple,
Qualcomm, Broadcom), Marlin’s claim to be a protector of “local industry” rings
hollow. Accordingly, Factor 2 further favors referral.

VII. Conclusion

The Director should refer and institute TSMC’s Petition on the 195 Patent.
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