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Patent Owner’s argument that Petitioner is taking inconsistent claim construc-

tion positions is not only incorrect, but is also moot in view of the latest develop-

ments in the District Court proceeding (hereinafter “the Litigation”).  As an initial 

matter, Petitioner is not taking inconsistent positions in this IPR proceeding and in 

the Litigation, and has provided an express unconditional statement to Patent 

Owner’s District Court litigation counsel indicating the same.  MS-1066.  Second, 

to the extent Petitioner’s preliminary invalidity contentions were understood to ad-

vance a different construction, Petitioner provides an explanation below for the po-

sitions taken by Petitioner in the Litigation and in the IPR petition.  Third, other 

discretionary denial factors, such as Examiner material error, favor institution and 

weigh more than weight attributed to the alleged inconsistent constructions.     

I. Petitioner Is Not Taking Inconsistent Claim Construction Positions 

After the IPR petition was filed, Petitioner submitted preliminary invalidity 

contentions in the Litigation identifying certain claim phrases as being indefinite.  

Petitioner’s understanding of these phrases was that that the prior art satisfied the 

plain and ordinary meaning but that the outer bounds of these phrases were unclear 

for purposes of addressing Patent Owner’s infringement assertions.  For example, 

with reference to feature [1.5], the Petitioner explains how Khandekar’s system ac-

cesses, through the control computer connection, the virtual assets by the end user.  
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Paper 2 (Petition), 23-25.  While Petitioner believes such a prior art mapping satis-

fies feature [1.5], it was unclear what range of access (e.g., read only access, edit-

level or admin-level access) is required to establish infringement.  Other terms iden-

tified in Petitioner’s contentions have similar issues and were therefore preliminarily 

included.     

As the Director recognized in Tesla, Inc. v. Intellectual Ventures II LLC, 

IPR2025-00340, Paper 18, 3-4, (Nov. 5, 2025), there are instances in which “not-

withstanding the alleged indefiniteness of the claim term, an ordinarily skilled arti-

san would understand that the asserted art satisfies the claim limitation (such as if 

the limitation prescribed a range and only the outer bounds of the range were un-

clear).”  Here, similarly, Petitioner believes that the asserted art satisfies the noted 

claim terms, while the outer bounds of were unclear.  Thus, there was no incon-

sistency in Petitioner’s construction positions.  That Patent Owner cited to the in-

validity contentions in its Discretionary Denial brief (see Paper 10, v and EX2007) 

yet did not argue any inconsistency in its Discretionary Denial brief validated Pe-

titioner’s belief.      

II. Petitioner Has Withdrawn the Preliminary Indefiniteness Conten-
tions in the District Court  

Belatedly, Patent Owner raised the alleged inconsistent construction argu-

ments in its Patent Owner Preliminary Response (POPR).  Paper 13, 19-21.  While 
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Petitioner does not concur with Patent Owner’s assertion, to avoid any doubt of in-

consistency, Petitioner’s Litigation Counsel subsequently sent an email to Patent 

Owner’s litigation counsel explicitly stating that “Microsoft is withdrawing its pre-

liminary indefiniteness contentions and will not pursue them in this case.”  MS-1066.  

To reinforce and avoid any lack of clarity regarding Petitioner’s intentions, Peti-

tioner stipulates to using the same constructions according to the plain and ordinary 

meaning standard in this IPR proceeding and the Litigation.  Importantly, Peti-

tioner’s withdrawal of preliminary indefiniteness contentions and the above stipula-

tion is not conditional upon institution, and is already being implemented.  In this 

manner, Petitioner’s actions are in furtherance of the Office’s goals of increasing 

efficiency and minimizing potential for inconsistent outcomes.   

Petitioner’s actions are similar to actions in other cases in which the Director 

has not found an initial alleged inconsistent claim construction position sufficient to 

deny institution.  For example, in Caption Health, Inc. v. The University of British 

Columbia, IPR2025-01422, Paper 15, 3 (P.T.A.B. Dec. 18, 2025), the Director noted 

that Petitioner’s stipulation to use the same constructions in the district court and 

IPR proceedings, “resolves any potential inconsistency in claim construction posi-

tions between forums and does not require further explanation under Revvo.”  See 

also IPR2025-00988, Paper 14, 4-5 (P.T.A.B. Jan. 5, 2026).  
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III. Other Discretionary Denial Factors including Material Examiner Er-
ror Outweigh Any Alleged Inconsistent Constructions  

In Wybotics, Co. Ltd. v. Zodiac Pool Systems LLC, IPR2026-00158, Paper 12, 

2 (P.T.A.B. May 6, 2026), despite concerns regarding constructions and a narrower 

stipulation than present in this case, the Director found that “it is an appropriate use 

of Office resources to review the potential [Examiner] error.”  And in Tesla, Inc. v. 

Bulletproof Property Management, LLC, IPR2026-00204, Paper 14, 2-5 (P.T.A.B. 

Jun. 15, 2026), the Director reemphasized that discretionary denial decisions involve 

a multi-factor analysis, and that a persuasive showing of material Examiner error 

and a lack of settled expectations do not favor discretionary denial of a petition.   

Here, to the extent the Director finds that the Petitioner also advanced incon-

sistent constructions, other discretionary denial factors weigh heavily against discre-

tionary denial and merit referral of this IPR.  For example, as described in Peti-

tioner’s Opposition (Paper 12), the examination record of the ’915 patent reflects the 

Examiner’s material errors for failing to properly apply available prior art 

(Khandekar, Vasilevsky).  Paper 12, 5-10.   

ToutVirtual also lacks settled expectations at least because the ’915 patent 

issued less than six years before the filing of Microsoft’s petition.  Paper 12, 14-20.  

Microsoft’s accused Azure cloud computing products contributed to billions of dol-

lars of investments in the US economy and American manufacturing operations, 

whereas ToutVirtual’s product, allegedly associated with the ’915 patent, faltered 
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with publicly known security vulnerabilities.  Paper 12, 3-5, 15-20.  

Accordingly, even if Petitioner’s preliminary indefiniteness contentions were 

understood to be inconsistent with Petitioner’s IPR construction positions, Petitioner 

has taken steps to explain, clarify, and ensure that no alleged inconsistencies remain, 

rendering Patent Owner’s argument moot.      

IV. Patent Owner Mischaracterizes the References and Prosecution His-
tory  

Patent Owner attempts to discredit the Khandekar-Vasilevsky combination by 

likening a prior art reference, Singh, considered during prosecution to Khandekar.  

POPR, 29-31.  Singh is not similar to Khandekar.  For example, Khandekar relates 

to provisioning computer systems using virtual machines according to user specifi-

cations, whereas Singh is directed to load balancing virtual machines in a computer 

network.  MS-1004, Abstract, 9:65-10:4; MS-1067, Abstract; Paper 2, 11-13.  More-

over, Khandekar is not combined with Vasilevsky for the same reasons or in the 

same manner as Singh was with Vasilevsky during prosecution (e.g., during prose-

cution Singh modified Vasilevsky’s system; in the prosecution, Vasilevsky modifies 

Khandekar).  Patent Owner’s attempt to discredit the Khandekar and Vasilevsky 

combination based on mischaracterizations of the references and the combination 

(and not on the actual combination advanced in the Petition) should be dismissed.     

V. Conclusion 

ToutVirtual’s Request for Discretionary Denial should be denied. 
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