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On September 9, 2026, shortly before Apple filed this authorized Sur-Reply,
the Director referred this proceeding for review of the merits. Paper 11. While
Apple believes the Director’s Decision moots this briefing, for a complete record,

Apple submits the arguments below in response to iScan2D’s Reply.

I. INTRODUCTION

Apple’s Opposition demonstrates that the key discretionary considerations—
including (1) material error, (2) the Fintiv factors, (3) Apple’s U.S. manufacturing
presence, (4) settled expectations, and (5) the Advanced Bionics framework—all
strongly favor review. Regarding material error, Apple identified two independent
ways in which the Examiner erred: (1) the Examiner overlooked, in the prior art
she considered, express teachings, suggestions, and motivations (TSMs) that would
have motivated a POSA to apply and combine the prior art as the Petition does,
and (2) the Examiner conducted an inadequate search for wearable devices. Each
material error independently supports institution.

1Scan2D responds with a single, narrow argument against the second
material error, arguing only that the Examiner’s search was sufficient. DD Reply,
1. i1Scan2D does not address the first material error or any of the other
discretionary considerations that strongly favor institution. Therefore, even if the
Director finds the Examiner’s search for wearables to be sufficient, he should still

consider the Petition’s merits. Regardless, iScan2D’s own arguments show that the
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Examiner’s search was not sufficient. The Examiner did not actually search for
wearable devices until after the Notice of Allowance, when the Applicant amended
the independent claims to recite a “wearable activity device.” These post-
allowance (and post-RCE) searches were cursory—lasting approximately 25
minutes total—and caused the Examiner to miss key teachings in the prior art.
Such material error is appropriate for correction in an IPR.

II. THE EXAMINER MATERIALLY ERRED IN ALLOWING THE 123
PATENT

The Examiner did not search for “wearable” devices until after her first
Notice of Allowance, when the Applicant filed an RCE to amend the independent
claims to recite a “wearable activity device.” The Examiner then conducted two
cursory post-allowance searches. The first lasted nine minutes and the second
lasted 14 minutes. See Pet. Opp., 4-5; EX1002, 179-186 (amendment), 203-205
(first search), 232-235 (second search). These abbreviated searches caused the
Examiner to miss relevant wearable device teachings in the prior art, such as those
disclosed by LeBoeuf and Weiss.

1Scan2D argues that the Examiner considered wearables before the first
Notice of Allowance because the Applicant had previously amended dependent
claim 2 to recite wearable devices. But the Examiner’s subsequent search did not
include queries directed to wearables. EX1002, 146-155 (claim 2 amendment),

170-173 (search). The Examiner did not actually search for wearables until after

.



Case IPR2026-00316
U.S. Patent No. 11,664,123

the Applicant’s post-allowance RCE and amendment. A timeline of events is

provided below for convenience:

Examiner conducted
Applicant amended Examiner’s search Applicant filed RCE two searches for
dependent claim 2 to did not include and amended wearables totaling
optionally recite queries for First Notice of independent claims approximately 25
wearables wearables Allowance to recite wearables minutes
March 10, 2022 May 19, 2022 June 6, 2022 September 6, September
2022 12, 2022 and
January 23,
2023

The Examiner’s May 19, 2022 search was not directed to wearables. It was
instead primarily directed to stationary exercise equipment. See EX1002, 170-173
(including search terms for “treadmill,” “rowing,” “rower,” “elliptical,”
“stationary,” “bike,” etc.). This is because the independent claims still recited an
“exercise device,” while claim 2 merely recited a disjunctive list for that device—
that “the exercise [device] 1s at least one of a cardio exercise machine, a wearable
activity device, a wearable health monitoring device, and a strength exercise
machine.” EX1002, 148. Wearables were thus not a requirement of any claim—
independent claim 1 was directed to exercise devices and claim 2 could be satisfied
through a “cardio exercise machine” or a “strength exercise machine.” The
Examiner’s search was consistent with this claim scope.

1Scan2D argues that the Examiner’s May 19, 2022 search shows that the

Examiner considered wearables, but by iScan2D’s own admission, this search at
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29 ¢¢

most included queries for mobile devices, such as “smart$1 phone,” “mobile,”
“tablet,” and “pda.” PO Reply, 3.! The independent claims at the time recited a
“mobile device”—these searches were directed to that element, not to wearable
devices. Moreover, these mobile device-targeted terms were included in queries
that simultaneously targeted stationary exercise equipment, such as treadmills and
rowing machines. EX1002, 170-173 (e.g., queries L142, 1.144, 1L147-L150).
1Scan2D does not and cannot point to any query directed to “wearable” devices
prior to the Examiner’s June 6 Notice of Allowance.

1Scan2D argues that the Examiner allowed the claims after making “a
substantive determination about the claimed combination.” PO Reply, 4-5. That

substantive determination was made in error. > Not only did the Examiner fail to

sufficiently search for references teaching wearable fitness/health devices, such as

'iScan2D also mentions that the Examiner searched using the string:
“(accelerometer AND biometric AND mobile AND device).clm.” DD Reply, 3.
This string does not include “wearable” and, as evidenced by the “.clm” limiter,
searched only claims, not descriptions.

? Despite iScan2D’s accusations, DD Reply, 3-4, Apple does not argue that
the Examiner “failed to investigate” wearables at all. It argues that the Examiner’s

investigation was insufficient and resulted in material error.
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LeBoeuf and Weiss, she also overlooked Brown’s teachings related to barcode-
pairing as well as their express teachings, suggestions, and motivations (TSMs) for
implementing their barcode-pairing techniques with wearable fitness/health
devices. See Pet. Opp, 2-5. The Petition demonstrates that such collective teachings
render the claims obvious. The *123 Patent should never have been allowed.

The Director should therefore consider the merits of the Petition because the
Examiner erred in allowing the *123 patent. The Director should also consider the
merits because the other discretionary considerations provided in Apple’s
Opposition strongly favor review.

Respectfully submitted,

STERNE, KESSLER, GOLDSTEIN & FOX PLLC
/Richard M. Bemben/

Richard M. Bemben
Registration No. 68,658

Lead Attorney for Petitioner
Date: September 9, 2026

1101 K Street, NW
10th Floor
Washington, DC 20005
(202) 371-260
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