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901 Prior Art [R-08.2012]

Note 37 CFR 1.104(a)(1) in MPEP § 707. See also
MPEP § 2121- § 2129.

901.01 Canceled Matter in U.S. Patent Files
[R-08.2017]

Canceled matter in the application file of a U.S.
patent or U.S. application publicationisnot a proper
reference as of the filing date under 35 U.S.C.
102(a)(2) or pre-AlA 35 U.S.C. 102(€). See Ex parte
Salego, 154 USPQ 52, 53 (Bd. App. 1966).
However, matter canceled from the application file
wrapper of a U.S. patent or U.S. application
publication may be used as prior art as of the patent
or publication date, respectively, in that it then
constitutes prior public knowledge or prior public
availability under 35 U.S.C. 102(a)(1) or pre-AlA
35 U.S.C. 102(a). See, e.g., InreLund, 376 F.2d
982, 153 USPQ 625 (CCPA 1967). See also MPEP
§2127 and § 2136.02.

901.01(a) Ordering of Patented and
Abandoned Provisional and Nonprovisional
Application Files[R-07.2015]

In the examination of an application, it issometimes
necessary to inspect the application papers of some
previously abandoned application (provisiona or
nonprovisional) or granted patent. This is aways
true in the case of a reissue application and
reexamination proceeding.

If the patented or abandoned file is an Image File
Wrapper (IFW) file, examiners can view the
application papers from their desktop viathe Patent
Examiner’s Toolkit. Patented and abandoned files
that are not available in IFW are stored at the Files
Repository. Older files are housed in remote
warehouses located in Maryland and Virginia.

Patented and abandoned filesthat are stored in paper
are ordered by means of a PALM video display or
PALM intranet site transaction. To place such an

Rev. 10.2019, June 2020 900-2

order, the examiner is required to input his’her
PALM location code, employee number, and patent
number(s) and/or application number(s) of thefile(s)
that are needed. After transmission of the request
transaction by the examiner, a “response” screen
appears which informs the examiner of the status of
the request for each file. The examiner isinformed
that the request:

(A) isaccepted;

(B) isaccepted, but thefileislocated at aremote
warehouse (inwhich case delivery timeisincreased);

(C) isnot accepted because thefileisnot located
at the repository or warehouse;

(D) isnot accepted because a previous request
for thefile has not yet been filled; or

(E) isnot accepted because the patent or
application number inputted is not valid.

Personnel at the Files Repository periodicaly
retrieve the requested filesand deliveries of filesare
made to the requesters’ interoffice mailing address.
Upon delivery of files at the various locations, Files
Repository personnel aso retrievefilesthat are ready
to be returned to the repository.

901.02 Abandoned Applications[R-07.2015]

If an abandoned application was previously
published under 35 U.S.C. 122(b), that patent
application publication isavailable asprior art under
pre-AlA 35U.S.C. 102(a) and 102(b) and 35 U.S.C.
102(a)(1) asof its patent application publication date
because the patent application publication is
considered to be a“printed” publication within the
meaning of pre-AlA 35 U.S.C. 102(a) and 102(b)
and 35 U.S.C. 102(a)(1), even though the patent
application publication is disseminated by the U.S.
Patent and Trademark Office (Office) using only
electronic media. See MPEP § 2128. Additionally,
asdescribed in MPEP § 901.03, a patent application
publication published under 35 U.S.C. 122(b) of an
application that has become abandoned may be
availableasprior art under pre-AlA 35 U.S.C. 102(€)
as of the earliest effective U.S. filing date of the
published application and may be available under
35 U.S.C. 102(a)(2) as of the date it was effectively
filed. As provided in 37 CFR 1.11(a), unless a
redacted copy of the application was used for the
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patent application publication, the specification,
drawings, and al papers relating to the file of an
abandoned published application are open to
inspection by the public, and copies may be obtained
from the Office. Theinformation that isavailable to
the public under 37 CFR 1.11(a) may be used as
prior art under pre-AlA 35 U.S.C. 102(a) or 102(b)
or 35 U.S.C. 102(a)(1) asof the datetheinformation
became publicly available.

Where an unpublished abandoned application is
identified or whose benefit is claimed in a U.S.
patent, a statutory invention registration, a U.S.
patent application publication, or an international
patent application publication of an international
application that was published in accordance with
PCT Article 21(2), the file contents of the
unpublished abandoned application may be made
available to the public. See 37 CFR 1.14(a)(1)(iv).
Subject matter from abandoned applications which
isavailableto the public under 37 CFR 1.14 may be
used as prior art against a pending U.S. application
under pre-AlA 35 U.S.C. 102(a) or 102(b) or 35
U.S.C. 102(a)(1) as of the date the subject matter
became publicly available.

Inre Heritage, 182 F.2d 639, 86 USPQ 160 (CCPA
1950), holds that where a patent refersto and relies
on the disclosure of a previously copending but
subsequently abandoned application, such disclosure
isavailable as areference. Seeaso InreLund,376
F.2d 982, 153 USPQ 625 (CCPA 1967).

It has also been held that where the reference patent
refers to a previously copending but subsequently
abandoned appli cation which discl oses subject matter
in common with the patent, the effective date of the
reference as to the common subject matter is the
filing date of the abandoned application. See Inre
Switzer, 166 F.2d 827, 77 USPQ 156 (CCPA 1948);

Ex parte Peterson, 63 USPQ 99 (Bd. App. 1944);
and Ex parte Clifford, 49 USPQ 152 (Bd. App.
1940). See MPEP § 2127, subsection I.

Published abstracts, abbreviatures, defensive
publications (MPEP_§ 901.06(d)), and statutory
invention registrations (MPEP Chapter 1100) are
references.
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901.03 Pending Applications[R-07.2015]

Except as provided in 37 CFR 1.11(b),
37 CFR 1.14(a)(1)(v) and 37 CFR 1.14(a)(1)(vi),
pending U.S. applications which have not been
published are generally preserved in confidence (37
CFR 1.14(a)) and are not available as references.
However, claims in one nonprovisional application
may be rejected on the claimed subject matter of a
copending nonprovisional application of the same
inventive entity. See MPEP § 804. For applications
having acommon assignee or applicant and different
inventive entities claiming a single inventive
concept, see MPEP § 804.03. Seealso MPEP § 2127,
subsection IV.

The American Inventors Protection Act of 1999
(AI1PA) was enacted into law on November 29, 1999.
The AIPA amended 35 U.S.C. 122 to provide that,
with certain exceptions, applicationsfor patent filed
on or after November 29, 2000 shall be published
promptly after the expiration of aperiod of eighteen
(18) months from the earliest filing date for which
abenefit issought under title 35, United States Code,
and that an application may be published earlier at
the request of the applicant. See 35 U.S.C. 122(b)
and 37 CFR 1.215 and 1.219. In addition,
applications filed prior to November 29, 2000, but
pending on November 29, 2000, may be published
if arequest for voluntary publicationisfiled. See 37
CFR 1.221. Patent applications filed on or after
November 29, 2000, and those including a request
for voluntary publication shall be published except
for the following enumerated exceptions.

First, an application shall not be published if it is:

(A) no longer pending;

(B) subject to a secrecy order under 35 U.S.C.
181, that is, publication or disclosure of the
application would be detrimental to national security;

(C) aprovisional application filed under
35 U.S.C. 111(b);

(D) an application for adesign patent filed under
35 U.S.C. 171;

(E) an application for an International design
application filed under 35 U.S.C. 382; or

(F) areissue application filed under 35 U.S.C.
251.

Rev. 10.2019, June 2020
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Second, an application shall not be published if an
applicant submits at the time of filing of the
application arequest for nonpublication. See M PEP
§1122.

U.S. patent application publications are prior art
under pre-AlA 35 U.S.C. 102(a) and 102(b) and 35
U.S.C. 102(a)(1) as of the publication date. Under
preAIA 35 U.SC. 102(e)(1) and 35 U.S.C.
102(a)(2), aU.S. patent application publication under
35 U.S.C. 122(b) is considered to be prior art as of
the earliest effective U.S. filing date of the published
application. Additionally, a U.S. patent application
publication of a National Stage application and a
WIPO publication of an international application
under PCT Article 21(2) are considered to be prior
art under preAIA 35 U.S.C. 102(e) as of the
international filing date, or an earlier effective U.S.
filing date, only if the international application was
filed on or after November 29, 2000, designated the
United States, and was published under PCT Article
21(2) inEnglish. Similarly, aU.S. patent application
publication of a National Stage application and a
WIPO publication of an international application
under PCT Article 21(2) are considered to be prior
art under 35 U.S.C. 102(a)(2) as of the international
filing date, or an earlier effective U.S. filing date.

901.04 U.S. Patents[R-10.2019]
I. U.S. PATENT SERIES

The following different series of U.S. patents are
being or in the past have been issued. The date of
patenting given on the face of each copy is the
publication date and is the one usualy cited. The
filing date, in most instances also given on the face
of the patent, is ordinarily the effective date as a
reference. See MPEP 8§ 2127, subsection 11, 2136
and 2154. The pre-AlA 35 U.S.C. 102(¢) date of a
U.S. patent can be an earlier effective U.S. filing
date. See MPEP _§ 2136 et seq. The 35 U.S.C.
102(a)(2) prior art date of aU.S. patent issued from
anonprovisional application claiming the benefit of
aprior domestic application or priority to aforeign
filed application may be the filing date of the prior
filed application. See MPEP § 2154.01(b).

X-Series. These are the approximately 10,000
patentsissued between 1790 and July 4, 1836. They
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were not originally numbered, but have since been
assigned numbers in the sequence in which they
wereissued. The number should not be cited. When
copies are ordered, the patentee’s name and date of
issue suffice for identification.

1836 Series. The mechanical, electrical, and
chemical patents issued since 1836 and frequently
designated as “ utility” patents are included in this
series. A citation by number only is understood to
refer to this series. This series comprisesthe bulk of
al U.S. patentsissued. Some U.S. patentsissued in
1861 bear two numbers but only the larger number
should be cited.

Reissue Series. Reissue patents (see MPEP § 1401)
have been given a separate series of numbers
preceded by “Re” In citing, the letters and the
number must be given, e.g., Re. 1776. The date that
it is effective as a reference is the effective date of
the original patent application, not the filing date of
the reissue application.

Design reissue patents are numbered with the same
number seriesas* utility” reissue patents. The letter
prefix does, however, indicate them to be design
reissues.

A.l. Series. From 1838 to 1861, patents covering an
inventor’simprovement on their own patented device
were given a separate series of numbers preceded
by “A.l” to indicate Additional Improvement. In
citing, the letters and the number must be given, e.g.,
A.l. 113. About 300 such patents were issued.

Plant Patent Series. When the statutes were
amended to provide for patenting certain types of
plants (see M PEP Chapter 1600) these patents were
given a separate series of numbers. In citing, the
letters “PP” and the number must be given, e.g.,
PP 13.

Design Patents. Patents for designs (see MPEP
Chapter 1500) are issued under a separate series of
numbers preceded by “D.” In citing, the letter “D”
and the number must be given, e.g., D. 140,000.
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Il. CERTIFICATESAFTER THE ISSUANCE OF
A US PATENT

Following the issuance of a U.S. patent, the patent
may be amended through a variety of Office
proceedings. Each of these proceedings concludes
with theissuance of acertificate which identifiesthe
manner in which the patent was amended.

Reexamination Certificates. A reexamination
proceeding is concluded by the issuance and
publication of a reexamination certificate, which
indicates all changes to the specification, including
the claims, and drawings. Any changes made during
the reexamination proceeding may not enlarge the
scope of the claims or introduce new matter. Upon
publication of the reexamination certificate, all
changes are incorporated into the patent.
Accordingly, the prior art date for subject matter in
the reexamination certificate isthe same asthe prior
art date for the patent that was reexamined. See 35
U.S.C. 307 and pre-AlA 35 U.S.C. 316.

Certificates of Correction. A certificate of correction
correctserrorsin the patent and i s considered as part
of the original patent. A patent, together with its
certificate of correction, will have the same prior art
effect as if the original patent was issued in the
corrected form. See 35 U.S.C. 254 and 255.

Post-Grant Review Certificates. Once the Patent
Trial and Appeal Board (PTAB) issues a final
decision on post grant review proceeding and the
time for appeal has expired or any appea has
terminated, the Office will issue and publish a post
grant review certificate canceling any claim of the
patent finaly determined to be unpatentable,
confirming any claim of the patent determined to be
patentable, and incorporating in the patent any new
or amended claim determined to be patentable.

Inter Partes Review Certificates. Once the PTAB
issues a final decision in an Inter Partes Review
proceeding and the time for appeal has expired or
any appeal has terminated, the Office will issue and
publish an inter partes review certificate canceling
any claim of the patent finally determined to be
unpatentable, confirming any claim of the patent
determined to be patentable, and incorporating in

900-5

§ 901.04(a)

the patent any new or amended claim determined to
be patentable.

Derivation Certificates. At the conclusion of a
derivation proceeding, if the final decision of the
PTAB is adverse to claims in a patent, and the time
for appeal has expired or any appeal or other review
of the decision has terminated, the Office will issue
and publish a derivation certificate canceling those
claims of the patent. Inventorship of a patent may
also be corrected via a derivation proceeding.

[Il. NUMBERSFOR IDENTIFICATION OF
BIBLIOGRAPHIC DATA ON THE FIRST PAGE
OF PATENT AND LIKE DOCUMENTS (INID
NUMBERS)

The purpose of INID Codes (“INID” is an acronym
for “Internationally agreed Numbers for the
Identification of (bibliographic) Data’) isto provide
ameans whereby the various data appearing on the
first page of patent and like documents can be
identified without knowledge of the language used
and the laws applied. They are now used by most
patent offices and have been applied to U.S. patents
since August 4, 1970. Some of the codes are not
pertinent to the documents of a particular country
and some which are may, in fact, not be used. For a
list of INID Codes, see MPEP § 901.05(b).

901.04(a) Kind Codes[R-08.2017]

On January 2, 2001, the United States Patent and
Trademark Office (USPTO) began printing the
World Intellectual Property Organization (WIPO)
Standard ST.16 code on each of its published patent
documents. WIPO Standard ST.16 codes (kind
codes) include aletter, and in many cases anumber,
used to distinguish the kind of patent document (e.g.,
publication of an application for a utility patent
(patent application publication), utility patent, plant
patent application publication, plant patent, or design
patent) and the level of publication (e.g., first
publication, second publication, or corrected
publication). Detailed information on Standard ST.16
and the use of kind codes by patent offices
throughout the world is available on the WIPO
website at www.wipo.int/scit/en under thelinksfor
WIPO standards and other documentation.

Rev. 10.2019, June 2020
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In addition, some kind codes assigned to existing
USPTO patent documents were changed because,
beginning on March 15, 2001, patent application
publications began to be published weekly on
Thursdays.

The tables below give asummary of the kind codes
which are no longer being used on certain published
patent documents as well as a summary of the kind
codes which will be used on published patent
documents after January 2, 2001. It isrecommended
that USPTO documents be identified by the

MANUAL OF PATENT EXAMINING PROCEDURE

following three elements. (A) the two-character
country code (USfor United States of America); (B)
the patent or publication number; and (C) the WIPO
ST.16 kind code. For example, “US 7,654,321 B1”
for U.S. Patent No. 7,654,321 where there was no
previously published patent application publication,
and “US 2003/1234567 Al" for U.S. Patent
Application Publication No. 2003/1234567, in 2003.
Each year the numbering of published patent
applicationswill begin again with the new four-digit
year and the number 0000001, so the number of a
patent application publication must include an
associated year.

Summary of USPTO Kind Codes No Longer Used as of January 2, 2001*

WIPO ST.16 Kind of document
Kind Codes

A Patent
P Plant Patent
B1, B2, B3... Reexamination Certificate

* See the table below for the new uses for codes B1
and B2 beginning January 2, 2001.

Comments

Kind code replaced by B1 or B2
Kind code replaced by P2 or P3
Kind code replaced by C1, C2, C3...

Summary of USPTO Kind Codes Used on Documents Published Beginning January 2, 2001

WIPO ST.16 Kind of document Comments
Kind Codes
Al Patent Application Publication Pre-grant publication available March 2001
A2 Patent Application Publication Pre-grant publication available March 2001
(Republication)
A9 Patent Application Publication Pre-grant publication available March 2001
(Corrected Publication)
Bl Patent No previously published pre-grant publication
B2 Patent Having a previously published pre-grant publication and
available March 2001
C1, C2, C3, ... Reexamination Certificate Previously used codes B1 and B2 are now used for granted
Patents
E Reissue Patent No change
H Statutory Invention Registration (SIR) No change
P1 Plant Patent Publication Application Pre-grant publication available March 2001
P2 Plant Patent No previously published pre-grant publication
P3 Plant Patent Having a previously published pre-grant publication and
available March 2001
P4 Plant Patent Application Publication Pre-grant publication available after March 2001

(Republication)

Rev. 10.2019, June 2020
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§901.05

Summary of USPTO Kind Codes Used on Documents Published Beginning January 2, 2001

WIPO ST.16 Kind of document Comments

Kind Codes

P9 Plant Patent Application Publication Pre-grant publication available March 2001
(Corrected Publication)

S Design Patent No change

Summary of USPTO
Kind Codes Associated

with AIA Trials

WIPO ST.16 Kind Kind of Document

Code

J Post-Grant Review
Certificate

K Inter Partes Review
Certificate

(0] Derivation Certificate

901.05 Foreign Patent Documents
[R-08.2017]

All foreign patents, published applications, and any
other published derivative material containing
portions or summaries of the contents of published
or unpublished patents (e.g., abstracts) which have
been disseminated to the public areavailableto U.S.
examiners. See MPEP §8 901.06(a), paragraphs|.C.
and IV.C and 901.08. In general, a foreign patent,
the contents of its application, or segments of its
content should not be cited as a reference until its
date of patenting or its public availability date (e.g.,
publication dat€) can be confirmed by an examiner’s
review of acopy of the document. Examiners should
remember that in some countries, there is a delay
between the date of the patent grant and the date of
publication.

Information pertaining to those countriesfrom which
the most patent publications arereceived isgivenin
the following sections and in MPEP § 901.05(a).
Additional information can be obtained from the
Scientific and Technical Information Center (STIC).

See MPEP § 707.05(e) for dataused in citing foreign
references.

I. OVERVIEW OF FOREIGN PATENT LAWS

This section includes some general information on
foreign patent laws and summarizes particular
features and their terminology. Some additional
details on the most commonly cited foreign patent
publications may be found under the individual
country in paragraph V., below. Examiners should
recall that, in contrast to the practice in many other
countries, under U.S. patent law a number of
different events al occur on the issue date of aU.S.
patent. These events include the following:

(A) apatent document, the“letters patent” which
grants and thereby createsthe legal rights conferred
by a patent, is executed and sent to the applicant;

(B) the patent rights come into existence;
(C) the patent rights can be exercised;

(D) the specification of the patent becomes
available to the public;

(E) the patented file becomes available to the
public;

(F) the specificationispublishedin printed form;
and

(G) anissue of an official journal, the Official
Gazette, containing an announcement of the patent
and aclaim, is published.

In most foreign countries, various ones of these
events occur on different days and some of them
may never occur at all.

The following list catalogs some of the most
significant foreign variations from U.S. practices:

A. Applicant

In most countries, the owner of the prospective
rights, derived from the inventor, may also apply for
a patent in the owner’'s name as applicant; in afew,
other persons may apply as well or be joined as

900-7 Rev. 10.2019, June 2020
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coapplicants. Hence, applicant is not synonymous
with inventor, and the applicant may be a company.
Some countries require the inventors names to be
given and regularly print them on the published
copies. Other countries may sometimes print the
inventors names only when available or when
requested to do so.

B. Application

The word “application” is commonly used in the
U.S. to refer to the entire set of papers filed when
seeking a patent. However, in many countries and
in PCT cases, theword application refersonly to the
paper, usualy a printed form, which is to be
“accompanied by” or have “attached” to it certain
other papers, namely a specification, drawingswhen
necessary, claims, and perhaps other papers. Unless
it isotherwise noted in thefollowing portions of this
section, the term “application” refers to the entire
set of papersfiled.

C. Publication of Contents of Pending Applications

In general, pending applications are confidential
until a certain stage in the proceedings (e.g., upon
patent grant), or until a certain date (e.g., 18 months
after filing), as may be specified in aparticular law.

Many countries have adopted the practice of
publishing the specification, drawing, or claims of
pending applications. In these countries, the
publication of the contents of the application occurs
at acertain time, usually 18 months after filing. The
applicant is given certain provisiona rights upon
publication even though examination has not been
completed or in some cases has not even begun at
the time of publication.

This publication may take either of two forms. In
thefirst form, some countries publish ancticegiving
certain particulars in their officia journal, and
thereafter, any one may see the papers at the patent
office or order copies. This procedureis referred to
as “laying open for public inspection.” There is ho
printed publication of the specification, although an
abstract may be publishedin printed form. If anyone
can inspect or obtain copies of the laid open
application, then it is sufficiently accessible to the
public to constitute a “publication” within the

Rev. 10.2019, June 2020
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meaning of pre-AlA 35 U.S.C. 102(a) and 102(b)
and 35 U.S.C. 102(a)(1). Thefull applicationisthus
available as prior art as of either the date of
publication of its notice or itslaying open to public
inspection if thisisalater date. See In reWyer, 655
F.2d 221, 210 USPQ 790 (CCPA 1981). See MPEP
§ 2127, paragraph I11.

In the second form, several other countries publish
the specifications of pending applicationsin printed
form at a specified time, usualy 18 months after
filing. These documents, of course, constitute
references as printed publications.

D. Administrative Systems

Patent law administration varies from country to
country. In some countries, al that is undertaken is
an inspection of the papers to determine if they are
in proper form. Other countries perform an
examination of the merits on the basis of an
extensive search of the prior art, as is done in the
U.S. Theformer are referred to as nonexamining or
registration countries, although some systems allow
for arejection on matters apparent on the face of the
papers, such as matters of form or statutory subject
matter.

Of the examining countries, the extent of the material
searched prior to issue varies greatly. Only a few
countries include both their own patents and a
substantial amount of foreign patent material and
nonpatent publications in their search files. Some
countries specificaly limit the search by rule, or lack
of facilities, to their own patents with very little or
no additional material. An increasing number of
countriesare requiring applicantsto giveinformation
concerning references cited in corresponding
applicationsfiled in other countries.

E. Opposition

Some examining countries consider participation by
the public an inherent feature of their examining
system. When an applicationisfound to beallowable
by the examiner, it is “published” for opposition.
Then thereisaperiod, usually 3 or 4 months, within
which members of the public can oppose the grant
of the patent. In some countries, the opposing party
can be any person or company. In other countries,
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only those parties who are affected by the outcome
can participate in the opposition. The opposition is
an inter partes proceeding and the opposing party
can ordinarily raise any ground on the basis of which
apatent would be refused or held invalid, including
any applicable references.

The publication for opposition may take the form of
alaying open of the application by the publication
of anoticeinthe official journal with the application
being then open to public inspection and the
obtaining of copies. Otherwise, publication occurs
by the issue of the applications in printed form.
Either way, these published documents constitute
printed publicationswhich are available asreferences
under pre-AlA 35 U.S.C. 102(a) and 102(b) and 35

U.S.C. 102(a)(1).

F. The Patent

Practices and terminology vary worldwide regarding
patents. In some countries, thereisno “letters patent”
document which creates and grants the rights. In
other countries, the examiner grants the patent by
signing the required paper. In a few countries, the
patent is granted by operation of law after certain
events have occurred. Theterm “ granting the patent”
is used here for convenience, but it should be noted
that 35 U.S.C. 102(a) and 102(b) or 35 U.S.C.
102(a)(1) do not use this terminology.

A list of granted patents is ordinarily published in
each country’s official journal and some of these
countries also print an abstract or claims at or after
the granting date. Not all countries publish the
granted patent. Where the specifications of granted
patents are issued in printed form, publication
seldom occurs simultaneously with the day of grant;
instead, publication occurs a short time thereafter.
There also are afew countriesin which publication
does not take place until severd years after the grant.

The length of time for which the patent is
enforceabl e (the patent term) varies from country to
country. The term of the patent may start as of the
grant of the patent, or as of the filing date of the
application.

Most countries require the payment of periodic fees
to maintain a patent in force. These fees often start

§901.05

a few years after filing and increase progressively
during the term of the patent. If these fees are not
paid within the time allowed, the patent lapses and
is no longer in force. This lapsing does not affect
the use of the patent as areference.

G. Patents of Addition

Some countries issue patents of addition, which
should be identified as such, and when separately
numbered as in France, the number of the addition
patent should be cited. “Patents of addition”
generally cover improvements of a patented parent
invention and can be obtained by the owner of the
parent invention. Inventiveness in relation to the
parent invention need not be demonstrated and the
term is governed by the term of the parent patent.

[I. CORRESPONDING SPECIFICATIONSINA
FAMILY OF PATENTS

Since a separate patent must be obtained in each
country in which patent rights are desired (except
for EP, the European Patent Convention, AP, the
African Regional Industrial Property Organization,
OA, African Intellectual Property Organization, GC,
Patent Office of the Cooperation Council for the
Arab States of the Gulf, and EA, Eurasian Patent
Office, whose members issue a common patent),
there may be a large number of patents issued in
different countriesfor the sameinvention. Thisgroup
of patentsisreferred to asafamily of patents.

All of the countrieslisted in paragraph V. below are
parties to the Paris Convention for the Protection of
Industrial Property and provide for the right of
priority. If an application is filed in one of these
countries, an application for the same invention
thereafter filed in another country, within 1 year of
the filing of the first application, will be entitled to
the benefit of the filing date of the first application
on fulfilling various conditions. See MPEP § 213.
The patents or published specifications of the
countries of later filing are required to specify that
priority has been claimed and to give the country,
date, and number of the priority application. This
data serves the purpose, among others, of enabling
any patent based on the priority application to be
easily located.

Rev. 10.2019, June 2020
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In general, the specification of the second application
isidentical in substance to the specification of the
first. In many instances, the second, if in another
language, is simply a trangdlation of the first with
perhaps some variation in purely formal parts. But
inaminority of cases, the two may not beidentical.
For instance, sometimes two applications filed in
one country are combined into one second
application which is filed in another country.
Alternatively, a second application could be filed
for only part of the disclosure of the priority
application. The second application may have the
relationship to the first which we refer to as a
continuation-in-part (e.g., the second application
includes additional subject matter discovered after
the first was filed). In some instances, the second
application could have its disclosure diminished or
increased, to meet the requirements or practices of
the second country.

Duplicate or substantialy duplicate versions of a
foreign language specification, in English or some
other language known to the examiner, can
sometimes be found. It is possible to cite aforeign
language specification as a reference, while at the
same time citing an English language version of the
specification with a later date as a convenient
trandation if the latter is in fact a translation.
Questions asto content in such cases must be settled
based on the specification which was used as the
reference.

If aU.S. patent or U.S. published application being
considered as a reference in an application subject
to pre-AlA 35 U.S.C. 102 claims the priority of a
previously filed foreign application, it may be
desirableto determineif the foreign application has
issued or has been published, to see if there is an
earlier date. For example, it has occurred that an
examiner rejected claimsonthebasisof aU.S. patent
and the applicant filed affidavits to overcome the
filing date of the reference; the affidavits were
controversial and the case went to appeal, with an
extensive brief and an examiner’'s answer having
been filed. After al this work, somebody noticed
that the U.S. patent reference claimed the priority
of aforeign application filed in a country in which
patents were issued fairly soon, checked the foreign
application, and discovered that the foreign patent
had not only been issued, but also published in

Rev. 10.2019, June 2020
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printed form, more than 1 year prior to the filing
date of the application on appeal. If aU.S. patent or
U.S. published application is being considered as a
referencein an application subject to 35 U.S.C. 102,
whether the filing date of the foreign priority
application claimed in the reference can be used as
the“ effectively filed date” under 35 U.S.C. 102(a)(2)
is determined by 35 U.S.C. 102(d). See MPEP §

2154.01(b).

If aforeign patent or specification claimsthe priority
of aU.S. application, it can be determined whether
the latter is abandoned, still pending, or patented.
Even if the U.S. case is or becomes patented,
however, the foreign documents may still be useful
as supplying an earlier printed publication date.

If aforeign patent or specification claimsthe priority
of an application in another foreign country, it may
sometimes be desirable to check the latter to
determine if the subject matter was patented or
published at an earlier date. As an example, if a
British specification being considered as areference
claimsthe priority of an application filed in Belgium,
it is known at once that a considerably earlier
effective date can be established, if needed, because
Belgian patents issue soon after filing. In addition,
if the application referred to was filed in one of the
countrieswhich publish applicationsin printed form
18 months after filing, the subject matter of the
application will be available asaprinted publication
as of the 18 month publishing date.

The determination of whether a foreign patent has
been issued or the application published is a
comparatively simple matter for some countries, but
for some it is quite laborious and time-consuming.
Sources for this data which are not maintained by
the Office do exist and can be utilized for locating
corresponding patents. Two possible sources are the
Derwent World Patents Index (DWPI) produced by
Thomson Reuters, and the International Patent
Documentation Center (INPADOC), which is
produced by the European Patent Office.
Additionally, Chemical Abstracts Service (CAYS)
publishes abstracts of patents in the chemical arts
from a large number of countries. Only one patent
or published specification from afamily isabstracted
in full and any related family members issued or
published are cross-referenced. Chemical Abstracts

900-10
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areavailableonlineviacommercia databasesor via
Microfilm/CD-ROM in the Main Scientific and
Technical Information Center (STIC). To get access
to Chemical Abstracts online, examiners should
contact their SPE for approval and email the
STIC-ERC mailbox. The microfilm collection is
available from 1907-1987; and the CD-ROM
collectionisavailablefrom 1987-2011. The coverage
is for approximately 83 journals, with the oldest
content dating from 1859. Examiners may also
utilize the Global Dossier Public Access which
provides online accessto thefile histories of related
applications from participating 1P Offices. This
includesall international applicationsfiled under the
Patent Corporation Treaty (PCT) as well as patent
applications from World Intellectual Property
Organization-Centralized Access to Search and
Examination (WIPO-CASE) participating offices.
See MPEP § 901.08 for additional information. See
aso www.wipo.int/caselen/ for additional
information regarding WIPO-CASE.

When an application is filed outside the Paris
Convention year from an earlier application, thelater
application may not refer to the first application. It
is hence possible that there will be duplicate
specifications published without any indication
revealing the fact. These may be detected when the
two copies come together in the same subclass.
Because the later application is filed outside the
convention year, the earlier application may be prior
art to the latter if it has been published or issued.

I11. VALIDITY OF DATESDISPLAYED ON FACE
OF FOREIGN PATENT DOCUMENTS

The examiner isnot required to prove either the date
or the occurrence of events specified on
specifications of patentsor applications, or in officia
journals, of foreign patent offices which the Office
has in its possession. In a court action, certified
copies of the Office copies of these documents
congtitute prima facie evidenceinview of 28 U.S.C.
1745. An applicant is entitled to show the contrary
by competent evidence, but this question seldom
arises.

Thedate of receipt of copiesby the Office, asshown
by Office records or stamped on the copies, need
only to be stated by the examiner, when necessary.

900-11
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V. NOTESON INDIVIDUAL COUNTRIES

Thefollowing table gives some data concerning the
published patent material of a number of countries
to assist in their use and citation as references. This
table reflects only the most current patent office
practice for each foreign country specified and is
not applicable for many older foreign patent
documents. The STIC staff can help examiners
obtain datarelated to any documents not covered by
this table. The citation dates listed in the following
table are not necessarily the oldest possible dates.
Sometimes an earlier effective date, which is not
readily apparent from the face of the document, is
available. If an earlier dateisimportant to arejection,
the examiner should consult STIC staff, who will
attempt to obtain further information regarding the
earliest possible effective date.

How To Use Table

Each horizontal row of boxes contains information
on one or more distinct patent documents from a
specified country available as a reference under
pre-AlA 35 U.S.C. 102(a) and 102(b) or 35 U.S.C.
102(a)(1). If severa distinct patent documents are
included within a common box of a row, these
documents are related to each other and are merely
separate documents published at different stages of
the same invention’s patenting process. Usually, this
related group of documents includes a published
application which ripens into an issued patent.
Within each box of the second column of each row,
the top listed document of arelated group isthe one
that is “published” first (e.g., made available for
public inspection by laying open application, or
application printed and disseminated to the public).
Once an examiner determines the country or
organi zation publishing the documents, the name of
the document can be located in the second column
of the table and the examiner can determine if a
document from the related group containing the same
or similar disclosure having an earlier date is
available as a reference. Usualy, the documents
within a related group have identical disclosures;
sometimes, however, there are differences in the
claims or minor differences in the specification.
Therefore, examiners should always verify that the
earlier related document also includes the subject
matter necessary for the rejection. Some countries

Rev. 10.2019, June 2020
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issue more than one type of patent and for clarity,
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each type.

in these situations, separate rows are provided for

ISSUING/
PUBLISHING
COUNTRY OR

ORGANIZATION

EP

European Patent Office European patent application

ER
France

France

O

E Germany

Germany

Rev. 10.2019, June 2020

DOCUMENT NAME IN  FOREIGN LANGUAGE 'GENERAL COMMENTS
LANGUAGE OF ISSUING NAME DESIGNATING
COUNTRY (TYPE OF THE DATE USED FOR
DOCUMENT) CITATION PURPOSES
(TYPE OF DATE)

Date application made
availableto public

Printing of application
occurs 18 months after
priority date.

EP datesarein
day/month/year order.

European patent specification Date published

New European patent
specification (above
specification amended)

Date published

Demande de brevet d'invention Disposition du public de la Date of laying open the
(patent application) demande (date of laying  application isthe earliest
open application)/date possible date. This usually
published occurs 18 months after the
Disposition du public du  filingor priority date but can
brevet d’invention (date of occur earlier at applicant’s

publication of the notice of request. The application is
patent grant) printed a short time after

being laid open.
FR datesarein
day/month/year order

Brevet d'invention (patent)

Demande de certificat d' utilite Disposition du public dela
(utility certificate application 1st demande (date published)
level publication)
Certificat d' utilite (utility
certificate, 2nd publication)

Disposition du public du
certificat d' utilite (date
published)
Offenlegungschrift (unexamined Offenlegungstag (date
patent application) application printed)

Patentschrift are printed (up
to four different times) after
examination and at various
stages of opposition.

DE datesarein
day/month/year order

Patentschrift (examined patent) Veradentlichungstag der
patenterteilung (date
printed)

Patentschrift
(Ausschlief3ungspatent)

First printing coded “DD”  Several more printings (up
(date of first publication  to four) occur as
examination proceeds and

900-12
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DOCUMENT NAME IN  FOREIGN LANGUAGE GENERAL COMMENTS
LANGUAGE OF ISSUING NAME DESIGNATING
COUNTRY (TYPE OF THE DATE USED FOR
DOCUMENT) CITATION PURPOSES
(TYPE OF DATE)

(exclusive type patent based on before examinationasto  patent is granted. Separate

former East German application novelty) DD numbering seriesis
and published in accordance used.
with E. German laws)
DE
Germany Patentschrift (Wirtschaft-patent) First printing coded “DD”  Another printing occurs
(economic type patent published (date of first printing before after examination. Separate
in accordance with East German examination asto novelty) DD numbering seriesis
laws) used.
DE
Germany Gebrauchsmuster (utility model Eintragungstag (datelaid  Copy is supplied only on
or petty patent) open after registration asa request.
patent)
Bekanntmachung im Published from No. DE-GM
patentblatt (date published 1 186 500J.
for public)
JP Japan Kokai Tokkyo k6ho Upper right corner beneath INID codes (41)-(47)
(unexamined patent application) number (date laid open and include first date listed in
Kéhyo Tokkyo kdhb printed) terms of the year of the
(unexamined patent application Emperor. To convert yrs.
based on international prior 1989, add 1925. To
application) convert yrs. after 1988, add
1988.
Tokkyo kdho (examined patent Upper right corner beneath Newer documents also
application) number (date laid open and include second date
printed; 1st publication following thefirst given in
when Kbkai Tokkyo khd OUR Gregorian Calendarin
or Kéhyo Tokkyo kéh6 not year/month/day sequencein
published) Arabic numeralsintermixed
with their equivalent JP
characters.
JP Japan Tokkyo shinpan seiky( kbkoku Upper right corner beneath
(corrected patent specification) number (date laid open and
printed)
JP Japan Kokai jitsuyd shin-an kdhd Upper right corner beneath
(unexamined utility model number (date laid open and

application) or Kéhyo jitsuyd  printed)
shin-an kdh6 (unexamined utility
model application based on

international)
Jitsuy6 shin-an kého (examined Upper right corner beneath
utility model application) number (date laid open and

printed; 1st publication

900-13 Rev. 10.2019, June 2020
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|SSUING/ DOCUMENT NAME IN
PUBLISHING
COUNTRY OR COUNTRY (TYPE OF

ORGANIZATION DOCUMENT)

MANUAL OF PATENT EXAMINING PROCEDURE

FOREIGN LANGUAGE GENERAL COMMENTS
LANGUAGE OF ISSUING NAME DESIGNATING

THE DATE USED FOR
CITATION PURPOSES
(TYPE OF DATE)

when Kdkai or Kéhyo not
published)

JP Japan Toroku jitsuyé shin-an shinpan
seiky(l kokoku (corrected
registered utility model)

JP Japan Isy6 k6ho (registered design
application)

RU Russian Federation Zayavka Nalzobretenie
(unexamined application for
invention) Patent Na

| zobreteniye (Patent)

Date application printed (1st
publication) Date printed
(normally 2nd publication,
but 1st publication when
application not published)

RU Russian Federation Svidetelstvo Na Poleznuyu
Modé (utility model)

Patent Na Promishlenniy
Obrazec (design patent)
Published patent application
(searched, but unexamined)

RU Russian Federation

GB United Kingdom

Supplied upon request only

Supplied upon request only

(date of printing the
application) (date of

Patent Specification (granted  printing)
examined patent)

GB

United Kingdom Amended or Corrected Patent | (date of printing)
Specification (amended granted
patent)

WO
World Intellectual
Property Organization patent application)

901.05(a) Citation Data [R-07.2015]

Foreign patent publications that use Arabic and
Roman numerals in lieu of names to indicate the
date show in order the day, month, and year, or
aternatively, the year, month, and day. Roman
numerals always refer to the month.

Japanese patent application publications show the
date in Arabic numerals by indicating in order the
year of the reign of the Emperor, the month, and the
day. To convert the Japanese year of the Emperor
to the Western calendar year, for years prior to 1989,
add 1925 to the JAPANESE YEAR. For example:

Rev. 10.2019, June 2020

International application (PCT (date of printing the

application)

40.3.6 = March 6, 1965. For years after 1988, add
1988 to the JAPANESE YEAR.

901.05(b) Other Significant Data[R-08.2012]

I. NUMBERSFOR IDENTIFICATION OF
BIBLIOGRAPHIC DATA ON THE FIRST PAGE
OF PATENT AND LIKE DOCUMENTS
INCLUDING INDUSTRIAL DESIGNS(INID
NUMBERS)

The purpose of INID Codes (“INID” is an acronym
for “Internationally agreed Numbers for the
Identification of (bibliographic) Data’) isto provide
ameans whereby the various data appearing on the

900-14

14



PRIOR ART, CLASSIFICATION, AND SEARCH §901.05(b)

first page of patent and like documents or in patent

(26) Language in which the application is
gazettes can be identified without knowledge of the

published

language used and the laws applied. They are now
used by most patent offices and have been applied
to U.S. patents since August 4, 1970. Some of the
codes are not pertinent to the documents of a
particular country and somewhich are pertinent may,
infact, not beused. INID codesfor industrial designs
are similar to, but not identical to, those used for

patentsand like documents. INID codesfor industria

designs are provided separately below.

INID Codesand Minimum Required for the Identification

of Bibliographic Datafor Patent and Like Documents

(based on WIPO Standard ST.9)

(10) Identification of the patent, SPC or patent
document

°(11) Number of the patent, SPC or patent
document

°(12) Plain language designation of the kind of
document

°(13) Kind of document code according to
WIPO Standard ST.16

°(15) Patent correction information

°°(19) WIPO Standard ST.3 code, or other
identification, of the office or organization
publishing the document

Notes:

(i) For an SPC, data regarding the basic patent
should be coded by using code (68).

(i) °° Minimum data element for patent
documents only.

(iii) With the proviso that when data coded (11)
and (13), or (19), (11) and (13), are used
together and on asingleline, category (10) can
be used, if so desired.

(20) Data concerning the application for a
patent or SPC

°(21) Number(s) assigned to the application(s),
e.g., “Numéro d enregistrement national,’
“Aktenzeichen”

°(22) Date(s) of filing the application(s)

°(23) Other date(s), including date of filing
complete specification following provisional
specification and date of exhibition

(24) Datefromwhich industrial property rights
may have effect

(25) Language in which the published
application was originaly filed

900-15

15

Notes:

(i) Attention is drawn to the Appendix 3 of
WIPO Standard ST. 9 which contains
information on the term of protection and on
the date from which industrial property rights
referred to under code (24) may have effect.
(ii) The language under code (25) and (26)
should be indicated by using the two-letter
language symbol according to International
Standard 1SO 639:1988.

(30) Data relating to priority under the Paris
Convention and other agreement not
specifically provided for el sewhere

°(31) Number(s) assigned to priority
application(s)

°(32) Date(s) of filing of priority application(s)
°(33) WIPO Standard ST.3 code identifying
the national industrial property office allotting
the priority application number or the
organization alotting the regiona priority
application  number; for international
applications filed under the PCT, the code
“WQO” isto be used

(34) For priority filings under regiona or
international arrangements, the WIPO Standard
ST.3 codeidentifying at |east one country party
to the Paris Convention for which the regional
or international application was made

Notes:

(i) With the proviso that when data coded (31),
(32), and (33) are presented together, category
(30) can be used, if so desired. If an ST.3 code
identifying a country for which a regional or
international application was madeispublished,
it should beidentified as such using INID Code
(34) and should be presented separately from
elements coded (31), (32) and (33) or (30).

(if) The presentation of priority application
numbers should be as recommended in WIPO
Standards ST.10/C and in ST.34.

(40) Date(s) of making available to the public
°°(41) Date of making available to the public
by viewing, or copying on request, an
unexamined patent document, on which no
grant hastaken place on or before the said date
°°(42) Date of making available to the public
by viewing, or copying on request, an examined
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patent document, on which no grant has taken
place on or before the said date

°°(43) Date of making available to the public
by printing or similar process of an unexamined
patent document, on which no grant has taken
place on or before the said date

°°(44) Date of making available to the public
by printing or similar process of an examined
patent document, on which no grant or only a
provisional grant has taken place on or before
the said date

°°(45) Date of making available to the public
by printing or similar process of a patent
document on which grant has taken place on
or before the said date

(46) Date of making availableto the public the
claim(s) only of a patent document

°°(47) Date of making available to the public
by viewing, or copying on request, a patent
document on which grant has taken place on
or before the said date

°(48) Date of issuance of a corrected patent
document

Note:

°°Minimum data element for patent documents
only, the minimum data requirement being met
by indicating the date of making available to
the public the patent document concerned.
(