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Q UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov
| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR IATI'ORNEY DOCKET NO] CONFIRMATION NO. |
17/746,755 05/17/2022 Tao TAO 024607-02-5119-US 8911

7590 12/07/2023 | EXAMINER |

Morgan, Lewis & Bockius LLP (PA) DOMONE, CHRISTOPHER P

1400 Page Mill Road
Palo Alto, CA 94304-1124 | arrunm | paPERNUMBER |
1725
| NOTIFICATION DATE | DELIVERY MODE I
12/07/2023 ELECTRONIC

NOTICE OF NON-COMPLIANT INFORMATION DISCLOSURE STATEMENT

An Information Disclosure Statement (IDS) filed 11.09.2023 in the above-identified application fails to
meet the requirements of 37 CFR 1.97(d) for the reason(s) specified below. Accordingly, the IDS will be

placed in the file, but the information referred to therein has not been considered.

The IDS is not compliant with 37 CFR 1.97(d) because:
*U.S. PATENT NO. 2013/0260203 A1 Yoshida et al.

ﬂ The IDS lacks a statement as specified in 37 CFR 1.97(e).
[ The IDS lacks the fee set forth in 37 CFR 1.17(p).

[ The IDS was filed after the issue fee was paid. Applicant may wish to consider filing a petition
to withdraw the application from issue under 37 CFR 1.313(c) to have the IDS considered. See
MPEP 1308.

N Howne, Lov
571-272-4200 or 1-888-786-0101
Application Assistance Unit
Office of Data Management

Page 1 of 1
FORM PTOM327-B (Rev. 02/08)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
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WWW.uspto.gov
| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR IA'I'I'ORNEY DOCKET NO] CONFIRMATION NO. |
17/746,755 05/17/2022 Tao TAO 024607-02-5119-US 8911
| EXAMINER |
7590 12/07/2023
Morgan, Lewis & Bockius LLP (PA) DOMONE, CHRISTOPHER P
1400 Page Mill Road
Palo Alto, CA 94304-1124 | astunm | PaPERNUMBER |
1725
| NOTIFICATION DATE | DELIVERY MODE I
12/07/2023 ELECTRONIC

NOTICE OF NON-COMPLIANT INFORMATION DISCLOSURE STATEMENT

An Information Disclosure Statement (IDS) filed 11.26.2023 in the above-identified application fails to
meet the requirements of 37 CFR 1.97(d) for the reason(s) specified below. Accordingly, the IDS will be

placed in the file, but the information referred to therein has not been considered.

The IDS is not compliant with 37 CFR 1.97(d) because:
X The IDS lacks a statement as specified in 37 CFR 1.97(e).
[ The IDS lacks the fee set forth in 37 CFR 1.17(p).

[ The IDS was filed after the issue fee was paid. Applicant may wish to consider filing a petition
to withdraw the application from issue under 37 CFR 1.313(c) to have the IDS considered. See
MPEP 1308.

A /G’ﬁ/&m y f%,
571-272-4200 or 1-888-786-0101
Application Assistance Unit

Office of Data Management

Page 1 of 1
FORM PTOM327-B (Rev. 02/08)
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PART B - FEE(S) TRANSMITTAL Electronically filed December 7, 2023

Complete and send this form with applicable fee(s), to:  Mail

or Fax

Mail Stop ISSUE FEE
Commissioner of Patents

P.O. Box 1450

Alexandria, Virginia 22313-1450
(571) 273-2885

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where appropriate. All further
correspondence including the Patent, advanced orders and notification of maintenance fees will be mailed to the current correspondence address as indicated unless corrected below or directed
otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for maintenance fee notifications.

CURRENT CORRESPONDENCE ADDRESS

MORGAN, LEWIS & BOCKIUS LLP
1400 Page Mill Road
Palo Alto, CA 94304

Note: A certificate of mailing below can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying
papers. Each additional paper, such as an assignment or formal drawing, must have
its own certificate of mailing.

Certificate of Mailing
Thereby certify that this Fee(s) Transmittal is being deposited with the United
States Postal Service with sufficient postage for first class mail in an envelope
addressed to the Mail Stop ISSUE FEE address above, or being facsimile
transmitted to the USPTO (571) 273-2885, on the date indicated below.

(Depositor's name)

(Signature)
(Date)
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTY'S DOCKET NO. CONFIRMATION NO.
17/746.,755 05/17/2022 Tao TAO 024607-02-5119-US 8911
TITLE OF INVENTION LITHIUM-ION BATTERY HAVING DESIRABLE SAFETY PERFORMANCE
| APPLN. TYPE [ ENTITY sTATUS | ISSUE FEE | PREV. PAIDISSUEFEE | TOTAL FEE(S)DUE | DATE DUE
nonprovisional UNDISCOUNTED $1200 0 $1200 12/07/2023
( EXAMINER | ART UNIT |  CLASS-SUBCLASS |
DOMONE, CHRISTOPHER P 1725 429-162000
1. Change of correspondence address or indication of “Fee Address” (37 2. For printing on the patent front page, list . .
CFR 1.363). (1) the names of up to 3 registered patent 1. Morgan, Lewis & Bockius LLP

[ Change of correspondence address (or Change of Correspondence
Address form PTO/SB/122) attached.

[0 “Fee Address” indication (or “Fee Address” Indication form PTO/SB/47)
attached. Use of a Customer Number is required.

attorneys or agents OR, alternatively,
(2) the name of a single firm (having as a

member a registered attorney or agent) and the

names of up to 2 registered patent attoreys or

agents. If no name is listed, no name will be 3.

printed

3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for recordation
as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE:

NINGDE AMPEREX TECHNOLOGY LIMITED

(B) RESIDENCE: (CITY and STATE OR COUNTRY)

NINGDE, FUJIAN, CHINA

Please check the appropriate assignee category or categories (will not be printed on the patent)

[ Individual [ Corporation or other private group entity [] Government

4a. The following fee(s) are submitted:
X Issue Fee
[ Advanced Order - # of Copies

4b. Payment of Fee(s): (Please first reapply any previously paid issue fee shown above.)

[ A check in the

amount of the fee(s) enclosed

[ Payment by credit card. Form PTO-2038 is attached.

X The Director is hereby authorized to charge the required fee(s), or credit any overpayment, to
Deposit Account Number 50-0310 (order no. 024607-02-5119-US).

5. Change in Small Entity Status (from status indicated above)
[ a. Applicant certifying micro entity status. See 37 CFR 1.29.

NOTE: Absent a valid certification of Micro Entity (see form PTO/SB/15A and 15B), issue fee payment in
the micro entity amount will not be accepted at the risk of application abandonment.

[0 Applicant asserting small entity status. See 37 CFR 1.27.

NOTE: If the application was previously under micro entity status, checking this box will be taken to be a
notification of loss of entitlement to micro entity status.

[ Applicant changing to regular undiscounted fee status.

NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro entity

status, as applicable.

NOTE: This form must be sign in accordance with 37 CFR 1.31 and 1.33. See 37 CFR 1.4 for signature requirements and certifications.

Authorized Signature _ /Yalei Sun/

Printed Name: Yalei Sun

Date: December 7, 2023
Registration No. 57,765
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submiasion under 35 U.E.C. 371 will be issuad in addition 1o the Filing Receipl, in due cowrse.

MNew Internationad Application Flled with the USPTO as a Recelving Oftice

if a new intarnalional application is baing fled and the international application includes the necassary componants for an
international fiing dats {see PCT Ardicle 11 and MPEF 1810}, a Notlitication -;§ the international Application Number and of the
International Filing Date (Form PCT/AROGMT0S) will be issuved In due course, subjact 1o preseriptions concerning nalional securily,

and the date shown on this Acknowledgement Receipt will establish the mierrational filing dale of the application.
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oy the applicant, and including page counts, whare appt
described in ME—*;:.-P 504

New Applications Under 38 UE.C 11

i anew applicadion is being filed and the application includes the necessary componenis for filing date (see 37 CFR 1.583(b)-(«h

and MPER 508), & Fillng Recelpt (37 CFR 1.54) will ba lssued in dus course and the cate shiown on this Acknowledgement
obwill sstabiish the filing date of the application

National Stage of an Infernational Application under 35 UE.G. 371

i & timely submission o enler the national stage of an i-'*i‘-‘rr-aii{sm:f appdication is compliant with the conditions of 35 U.S.C.
371 and other “‘p:!(‘di‘;' requiremeanis a Form PCT/OO/EGA03 indicating acceptance of the application as a national stage
subrnission under 35 U.S.C. 371 will be issued in addition o the Fiiing Recaipt, in dus course.

Now International Application Filed with ths USPTO as a Recelving Office

H & new international appiication is being fed and the infernational application includes the necassary componenis oy an
international filing date (see PCT Article 11 and MPER 1810), a Notification of ihe International Application Number and of the
International Filing Date (Form PCT/RGANS) will be issuad in due course, subject to prescriptions concarming national secunty,
and the dats shown on this Acknowladgement Recsipl will esiablish the infernational filing dals of the application.
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWwWWw.uspto.gov

FIRST NAMED INVENTOR

| ATTORNEY DOCKET NO. CONFIRMATION NO.

| APPLICATION NO. | FILING DATE
17/746,755 05/17/2022
24341 7590 01/12/2024

Morgan, Lewis & Bockius LLP (PA)
1400 Page Mill Road
Palo Alto, CA 94304-1124

024607-02-5119-US 8911

| EXAMINER

DOMONE, CHRISTOPHER P

| ART UNIT | PAPER NUMBER
1725
| NOTIFICATION DATE | DELIVERY MODE
01/12/2024 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

donald.mixon@morganlewis.com
padocketingdepartment@morganlewis.com

PTOL-90A (Rev. 04/07)



mect Application No. Applicant(s)
Noti CofA//ed bili 17/746,755 TAO et al.
olice of Allowability Examiner Art Unit AIA (FITF) Status
CHRISTOPHER P DOMONE 1725 Yes

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included

herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1.4} This communication is responsive to IDS.
(3 A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on .

2. An election was made by the applicant in response to a restriction requirement set forth during the interview on

; the
restriction requirement and election have been incorporated into this action.

3.V} The allowed claim(s) is/are 20-27 and 29-42 . As a result of the allowed claim(s), you may be eligible to benefit from the Patent
Prosecution Highway program at a participating intellectual property office for the corresponding application. For more information
, please see http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.

4. Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a) MAIl by (J Some* ¢) [J None of the:

1. [J Certified copies of the priority documents have been received.
2. ) Certified copies of the priority documents have been received in Application No. 14/596,873 .

3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the
International Bureau (PCT Rule 17.2(a)).

* Certified copies not received:

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5.3 CORRECTED DRAWINGS (as "replacement sheets") must be submitted.

O including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of each
sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6..J DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)

1.[J Notice of References Cited (PTO-892)

2. Information Disclosure Statements (PTO/SB/08),
Paper No./Mail Date

3.00 Examiner's Comment Regarding Requirement for Deposit 7. (J Other .
of Biological Material

4.0 Interview Summary (PTO-413),

Paper No./Mail Date.

/CHRISTOPHER P DOMONE/
Examiner, Art Unit 1725

5. (J Examiner's Amendment/Comment
6. (J Examiner's Statement of Reasons for Allowance

U.S. Patent and Trademark Office
PTOL-37 (Rev. 08-13)

Notice of Allowability Part of Paper No./Mail Date 20240108
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Application/Control No.

Applicant(s)/Patent Under Reexamination

Search Notes 17/746.755 TAO et al.
RDMTRTAIIOND [==-
CHRISTOPHER P DOMONE 1725
CPC - Searched*
Symbol Date Examiner
HO1M10/0431 07/14/2022 JB
HO1M10/0587 07/14/2022 JB
HO1M50/531, 533, 538 07/14/2022 JB
HO1M50/5% 07/14/2022 JB
HO1M.cpcl. 07/14/2022 JB
HO1M10/0431 09/08/2022 JB
HO1M10/0587 09/08/2022 JB
HO1M50/531, 533, 538 09/08/2022 JB
HO1M50/5% 09/08/2022 JB
HO1M.cpcl. 09/08/2022 JB
HO1M.cpcl. 03/24/2023 JB
HO01M50/538,536,593,595,59 09/01/2023 /CD/
CPC Combination Sets - Searched*
Symbol Date Examiner
US Classification - Searched*
Class Subclass Date Examiner

* See search history printout included with this form or the SEARCH NOTES box below to determine the scope of

the search.

/CHRISTOPHER P DOMONE/
Examiner, Art Unit 1725

U.S. Patent and Trademark Office

Page 1 of 2
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Application/Control No.

Applicant(s)/Patent Under Reexamination

Search Notes 17/746.755 TAO et al.
RDMTRTAIIOND [==-
CHRISTOPHER P DOMONE 1725

Search Notes
Search Notes Date Examiner
Global dossier search 07/14/2022 JB
Applicant and inventor search in SEARCH 07/14/2022 JB
CPC and CPC-Hlimited text search in SEARCH 07/14/2022 JB
“More like this” searching in SEARCH and IP.COM 07/14/2022 JB
Additional search (refresh) 09/08/2022 JB
Discussion with Will McClain regarding strategy and search 03/23/2023 JB
Additional searching in SEARCH 03/24/2023 JB
INVENTOR SEARCH (DAV & Search History) 09/01/2023 /CD/
Search Text Search (USPat, US PGPub, FIT, EPO, JPO, Derwent) 09/01/2023 /CD/
Global Dossier Search 09/01/2023 /CD/
IP.com (NPL + US & Foreign Patents) (first 50 results 9/1/23) 09/01/2023 /CD/
Review of search histories, cited references, office actions, and /CD/
potential double patenting of 14/596,873, 16/133,938 and 17/407,081 | 09/01/2023
Interference Search
g;‘»"?t:zfs/CPC US Subclass/CPC Group Date Examiner

Interference Search - See Interference Print-out 09/01/2023 /CD/

/CHRISTOPHER P DOMONE/
Examiner, Art Unit 1725

U.S. Patent and Trademark Office
Page 2 of 2
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Application/Control No. Applicant(s)/Patent Under Reexamination
Issue Classification |i;7146 755 TAC et al.
H “‘ H““ “‘ Examiner Art Unit
CHRISTOPHER P DOMONE 1725

CPC

Symbol Type Version

HO1M F 2013-01-01

HO1M | 2013-01-01

HO1M | 2013-01-01

HO1M | 2013-01-01

HO1M | 2021-01-01

HO1M | 2021-01-01

CPC Combination Sets

Symbol Type Set Ranking Version
NONE

Total Claims Allowed:

(Assistant Examiner) (Date) 22
/CHRISTOPHER P DOMONE/ 08 January 2024 . ) N
Examiner, Art Unit 1725 O.G. Print Claim(s) | O.G. Print Figure
(Primary Examiner) (Date) 20, 29, 37 5

U.S. Patent and Trademark Office

Page 1 of 3
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/ssue Classification

Application/Control No.

TAO et al.

Applicant(s)/Patent Under Reexamination

Art Unit

CHRISTOPHER P DOMONE 1725

INTERNATIONAL CLASSIFICATION

CLAIMED

HO1M 0525
HO1M 13
HO1M 139
HO1M 058
HO1M 538
HO1M 543
NON-CLAIMED

US ORIGINAL CLASSIFICATION

CLASS

SUBCLASS

CROSS REFERENCES(S)

CLASS SUBCLASS (ONE SUBCLASS PER BLOCK)
NONE
Total Claims Allowed:
(Assistant Examiner) (Date) 22
/CHRISTOPHER P DOMONE/ 08 January 2024 . . N
Examiner, Art Unit 1725 O.G. Print Claim(s) | O.G. Print Figure
(Primary Examiner) (Date) 20, 29, 37 5

U.S. Patent and Trademark Office

Page 2 of 3
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/ssue Classification

Application/Control No.

17/746,755

Applicant(s)/Patent Under Reexamination

TAO et al.
H “‘ H““ “‘ Examiner Art Unit
CHRISTOPHER P DOMONE 1725
Claims renumbered in the same order as presented by applicant (J CPA (O T.D. [J R.1.47
CLAIMS

Final |Original|Final OriginallFinaI Original|Final |Original|Final

Original|Final |Original|Final

Original|Final |Original

NONE

(Assistant Examiner)

Total Claims Allowed:

(Date) 22
/CHRISTOPHER P DOMONE/ 08 January 2024 . . _—
Examiner, Art Unit 1725 O.G. Print Claim(s) | O.G. Print Figure
(Primary Examiner) (Date) 20, 29, 37 5
U.S. Patent and Trademark Office

Page 3 of 3
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Receipt date:

11/09/2023

17/746,755 ~ GAU: 1725

Electronically filed November 9, 2023
INFORMATION DISCLOSURE Application Number 17/746,755
STATEMENT BY APPLICANT Filing Date May 17, 2022
First Named Inventor Tao TAO
Substitute for Form 1449-PTO Art Unit 1721
Examiner Name Barton, Jason Aaron
Sheet | 1 | of | 3 Attorney Docket Number 024607-02-5119-US
U.S. PATENT DOCUMENTS
) ) Document Number Publication ) Pages, Columns, Lines
Exa@mer Cite ‘ Date Name of Ratentee or Applicant Where R’elevan " P;;ssageg or
Initials No. Number - Kind Code MM-DD- of Cited Document Relevant Figures Appear
YYYY gur PP
6,300,002 B1 10-2001 Webb
8,232,008 B2 07-2012 Morishima
8,969,756 B2 03-03-2015 | Dougherty
9,935,339 B2 04-03-2018 | Yoshida et al.
10,062,897 B2 08-2018 Stern
11,329,352 B2 05-2022 Guo
2004/0161662 Al 08-2004 Kim
2006/0051662 Al 03-2006 Kwak
2011/0020694 Al 01-27-2011 | KHAKHALEYV et al.
2011/0027636 Al 02-2011 Lee
2011/0159344 Al 06-2011 Kobayashi
2012/0052295 Al 03-01-2012 | IWATA et al.
2013/0052499 Al 02-2013 Hasegawa
2013/0252053 Al 09-2013 Woo
2014/0042121 Al 02-13-2014 | ZHANG et al.
2014/0120417 Al 05-2014 2014/0120417 Al
2013/0302674 Al 11-2013 Stern
2015/0207111 Al 07-23-2015 | Tao
2016/0013455 Al 01-14-2016 | Shiu et al.
2017/0092925 A1l 03-30-2017 | Shiu et al.
FOREIGN PATENT DOCUMENTS
Foreign Patent Document Publication Pages, Columns, Lines,
Exgqﬂner Cite Country Code — Number - Date Name of P'atentee or Where Relevant T
Initials No. Kind Code (if known) MM-DD- Applicant of Cited Document Pass?ges or Relevant
YYYY Figures Appear
HUNAN CPEVY
CN101826609A 9/1/2010 BATTERY CO LTD
SHANDONG QIXING
NEW ENERGY
CN104157914A 11/1/2014 | SCIENCE AND
TECHNOLOGY CO
LTH
DONGGUAN
CN105514352A 4/20/2016 AMPEREX TECH LTD
Examiner Date
Signature Considered

ALL REFERENCES CONSIDERED EXCEPT WHERE LINED THROUGH. /C.P.D/
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Receipt date: 11/08/2023

17/746,755 ~ GAU: 1725

Electronically filed November 9, 2023

INFORMATION DISCLOSURE

Application Number

17/746,755

STATEMENT BY APPLICANT

Filing Date

May 17, 2022

First Named Inventor

Tao TAO

Substitute for Form 1449-PTO

Art Unit

1721

Examiner Name

Barton, Jason Aaron

Sheet | 2 | of | 3

Attorney Docket Number

024607-02-5119-US

CN102315477A 1/11/2012

SHENZHEN YAKANG
PREC MACHINERY
COLTD

CN103579666A 2/12/2014

WIDO NEW ENERGY
COLTD

CN1805183A 7/19/2006

SHENZHEN
HAOPENG
TECHNOLOGY CO
[CN]

CN201336332Y 10/28/2009

SHENZHEN
BETTERPOWER
BATTERY C [ON]

CN202373667U 8/8/2012

AMPEREX
TECHNOLOGY LT
NINGDE AMPEREX
TECHNOLOGY LTD

CN203574050U 4/30/2014

AMPEREX
TECHNOLOGY LTD;
NINGDE AMPEREX
TECHNOCLOGY LTD

CN202423456U 9/5/2012

YIYANG KELIYUAN
BATTERY COLTD

CN202839841U 3/27/2013

AMPEREX
TECHNOLOGY LTD,
NINGDE AMPEREX
TECHNGCLOGY LTD

CN203733894U 7/23/2014

NINGDE AMPEREX
TECHNOLOGY LTD

CN204538109U 8/5/2015

SHIDA BATTERY
TECHNOLOGY CO
LTD

CN204946995U 1/6/2016

NINGDE AMPEREX
TECHNOLOGY LTD

JP2000323135A 11/24/2000

TOSHIBA BATTERY

JP2010073653A 4/2/2010

PANASONIC CORP

JP2007165224A 6/1/2007

NAGASAKT A

Examiner
Signature

Date
Considered

ALL REFERENCES CONSIDERED EXCEPT WHERE LINED THROUGH.
1113

/c.p.Df



Receipt date: 11/08/2023

17/746,755 ~ GAU: 1725

Electronically filed November 9, 2023

INFORMATION DISCLOSURE Application Number 17/746,755
STATEMENT BY APPLICANT Filing Date May 17, 2022
First Named Inventor Tao TAO
Substitute for Form 1449-PTO Art Unit 1721

Examiner Name

Barton, Jason Aaron

Sheet | 3 | of | 3 Attorney Docket Number 024607-02-5119-US
ZSW {DE]; STERN
RAINER {DEL
WO0-2012072222-A1 | 6/1/2012 K ASPER MICHAEL
[DE]
WO02013038677A1 3/1/2013 ENDO K

NON PATENT LITERATURE DOCUMENTS

Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the item (book, magazine,
journal, serial, symposium, catalog, etc.), date, page(s), volume-issue number(s), publisher, city and/or country where published

Office Action, CN201580082766.1, 27MAY 2020, 7 pgs.

Office Action, CN201580082766.1, 08JAN2021, 7 pgs.

Office Action, CN201580082766.1, 02JUN2021, 2 pgs.

International Search Report PCT/CN2015/088638, 27TMAY2016, 5 pgs.

Guo, Office Action, US15/908,327, 240CT2019, 10 pgs.

Guo, Final Office Action, US15/908,327, 31JAN2020, 9 pgs.

Guo, Office Action, US15/908.327, 190CT2020, 8 pgs.

Guo, Final Office Action, US15/908,327, 09MAR2021, 8 pgs.

Guo, Office Action, US15/908,327, 23JUL2021, 8 pgs.

Guo, Examiner-Initiated Interview Summary, US15/908.327, 06DEC2021, 1 pg.
Guo, Notice of Allowance, US15/908,327, 12JAN2022, 29 pg.

Guo, Office Action, US17/710,936, 0SMAY2023, 14 pgs.

Machine translation of JP2007165224A, (Year: 2007), 8 pgs.

Machine translation of WO2013038677A1, (Year:2013), 15 pgs.

Professional translation of CN-101826609A, obtained 1 May 2023 (Year: 2010)
Professional translation of CN-104157914A, obtained 1 May 2023 (Year: 2014)
TAO, Office Action, US17746755, 31MAR2023, 27 pgs.

TAOQ, Office Action, US17746755, 28JUL2023, 18 pgs.

TAO, Office Action, US17407081, 05SAUG2022, 69 pgs.

TAO, Final Office Action, US17407081, 18JAN2023, 19 pgs.

ZHUHAI COSMX BATTERY CO LTD, Petitioner, v. NINGDE AMPEREX
TECHNLOGY LIMITED, Patent Owner, Petition for /nter Partes Review, Case No.
IPR2023-00585, 31MAR2023, 116 pgs.

Examiner Cite
Initials No.

Date
Considered

Examiner

‘ 01/08/2024
Signature

/CHRISTOPHER P DOMONE/

ALL REFERENCES CONSIDERED EXCEPT WHERE LINED THROUGH. /C.P.D/
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWwWWw.uspto.gov

| APPLICATION NO. ISSUE DATE | PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.
17/746,755 03/05/2024 11923498 024607-02-5119-US 8911
24341 7590 02/14/2024
Morgan, Lewis & Bockius LLP (PA)
1400 Page Mill Road

Palo Alto, CA 94304-1124

ISSUE NOTIFICATION

The projected patent number and issue date are specified above. The patent will issue electronically. The
electronically issued patent is the official patent grant pursuant to 35 U.S.C. § 153. The patent may be accessed
on or after the issue date through Patent Center at https://patentcenter.uspto.gov/. The patent will be available in
both the public and the private sides of Patent Center. Further assistance in electronically accessing the patent,
or about Patent Center, is available by calling the Patent Electronic Business Center at 1-888-217-9197.

The USPTO is implementing electronic patent issuance with a transition period, during which period the
USPTO will mail a ceremonial paper copy of the electronic patent grant to the correspondence address of
record. Additional copies of the patent (i.e., certified and presentation copies) may be ordered for a fee from the
USPTO’s Certified Copy Center at https://certifiedcopycenter.uspto.gov/index.html. The Certified Copy Center
may be reached at (800)972-6382.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is O day(s). Any patent to issue from the above-identified application will include
an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Center (https:/
patentcenter.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office
of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should
be directed to the Application Assistance Unit (AAU) of the Office of Patents Stakeholder Experience (OPSE),
Stakeholder Support Division (SSD) at (571)-272-4200.

IR103 (Rev. 10/09)
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INVENTOR(S) (Please see PATENT CENTER site https:/patentcenter.uspto.gov for additional inventors):

Tao TAO, Ningde, CHINA;
Ming Liang MO, Ningde, CHINA;

APPLICANT(s) (Please see PATENT CENTER site https:/patentcenter.uspto.gov for additional applicants):

NINGDE AMPEREX TECHNOLOGY LIMITED, Ningde, CHINA;

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
works to encourage and facilitate business investment. To learn more about why the USA is the best country in
the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

IR103 (Rev. 10/09)
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UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWwWWw.uspto.gov

FIRST NAMED INVENTOR

| ATTORNEY DOCKET NO. CONFIRMATION NO.

| APPLICATION NO. | FILING DATE
17/746,755 05/17/2022
24341 7590 03/05/2024

Morgan, Lewis & Bockius LLP (PA)
1400 Page Mill Road
Palo Alto, CA 94304-1124

024607-02-5119-US 8911

| EXAMINER

DOMONE, CHRISTOPHER P

| ART UNIT | PAPER NUMBER
1725
| NOTIFICATION DATE | DELIVERY MODE
03/05/2024 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
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Trials@uspto.gov Paper No. 10
571-272-7822 Date: September 9, 2025

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

ZHUHAI COSMX BATTERY CO.,LTD.,
Petitioner,

V.

NINGDE AMPEREX TECHNOLOGY LTD.,
Patent Owner.

IPR2025-00389
Patent 11,923,498 B2

Before DONNA M. PRAISS, KEVIN W. CHERRY, and
DEBRA L. DENNETT, Administrative Patent Judges.

CHERRY, Administrative Patent Judge.

DECISION
Granting Institution of /nfer Partes Review
3I5US8.C. ¢ 314
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L. INTRODUCTION

Zhuhai CosMX Battery Co., Ltd. (“Petitioner”) filed a Petition to
institute inter partes review of claims 1-22 of U.S. Patent No. 11,923,498
B2 (Ex. 1001, “the *498 patent™). Paper 1 (“Pet.”). Ningde Amperex
Technology Ltd. (“Patent Owner”) filed a Preliminary Response. Paper 8
(“Prelim. Resp.”). Further, Patent Owner filed a Discretionary Denial Brief.
Paper 6. Petitioner filed an Opposition to Patent Owner’s Discretionary
Denial Brief. Paper 7. The Acting Under Secretary of Commerce for
Intellectual Property and Acting Director of the United States Patent and
Trademark Office issued a Decision denying Patent Owner’s request for
discretionary denial and further ordering that the Petition is referred to the
Board. Paper 9.

We have authority under 35 U.S.C. § 314 to determine whether to
institute an inter partes review. The standard for instituting an inter partes
review is set forth in 35 U.S.C. § 314(a), which provides that an inter partes
review may not be instituted unless “there 1s a reasonable likelihood that the
petitioner would prevail with respect to at least 1 of the claims challenged in
the petition.” The Supreme Court has held that the Board, in a decision to
institute under 35 U.S.C. § 314(b), may not institute review on less than all
claims challenged in the petition. SAS Inst. Inc. v. lancu, 138 S. Ct. 1348,
1355-56 (2018). Moreover, in accordance with our rules, “[w]hen
instituting inter partes review, the Board will authorize the review to
proceed on all of the challenged claims and on all grounds of unpatentability
asserted for each claim.” 37 C.F.R. § 42.108(a) (2025); see also PGS
Geophysical AS v. lancu, 891 F.3d 1354, 1360 (Fed. Cir. 2018) (interpreting

1121



IPR2025-00389

Patent 11,923,498 B2

the statute to require “a simple yes-or-no institution choice respecting a
petition, embracing all challenges included in the petition™).

Applying those standards, and upon considering the Petition, the
Preliminary Response, and the evidence of record, we determine the
information presented shows a reasonable likelihood that Petitioner would
prevail in establishing the unpatentability of at least one of the challenged
claims of the *498 patent. Accordingly, we institute an inter partes review
of all challenged claims (i.e., claims 1-22) of the 498 patent, based on the

grounds asserted in the Petition.

11. BACKGROUND
A. Related Matters

The parties identify the following district court proceeding between
the parties concerning the 498 patent: Ningde Amperex Technology Ltd. v.
Zhuhai CosMX Battery Co., Ltd., Case No. 2:24-cv-00728 (E.D. Tex.).
Pet. 111; Paper 3, 1.! The parties state Petitioner has filed petitions for inter
partes review of patents also at issue in the above district court proceeding

in the following Board proceedings:

Proceeding No. U.S. Patent No.
IPR2025-00405 11,769,910
IPR2025-00432 11,575,148

Pet. 111-12; Paper 3, 1.
Patent Owner further states Petitioner has filed a petition for inter

partes review of a patent also at issue in the above district court proceeding

! Patent Owner lists the parties in the reverse order. The order above is that
used by the district court. Ex. 1027.
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in the following Board proceeding: 1PR2025-00385 (U.S. Patent No.
10,964,927).

B. Real Parties in Interest
Petitioner identifies its real party in interest as “Petitioner Zhuhai
CosMX Battery Co., Ltd.” Pet. 111.
Patent Owner 1dentifies “Ningde Amperex Technology Ltd., the
owner of U.S. Patent No. 11,923,498 B2 as its real party in interest.
Paper 3, 1.

C. The 498 Patent

The *498 patent is titled “Lithium-ion Battery Having Desirable
Safety Performance.” Ex. 1001, Code (54). The *498 patent issued from
application number 17/746,755, filed May 17, 2022. Id. at Codes (21), (22).
The *755 application is a continuation of application number 17/407,081,
filed August 19, 2021, which is a continuation of application number
16/113,938, filed August 27, 2018, which is a continuation of application
number 14/596,873, filed January 14, 2015. Id. at Code (63). The *498
patent also claims priority to Chinese application 201420030319 4, filed
January 17, 2014. Id. at Code (30).

The *498 patent describes that an increase in the thickness of a
lithium-ion battery due to leads limits the energy density of a battery. /d. at
1:45-48. The patent further describes that providing a recess on a positive
plate and/or a negative plate can reduce the thickness of the battery but has
disadvantages. Id. at 1:49-2:3.

According to one embodiment, a battery includes a first plate,

comprising a first film and a first lead, and a second plate, comprising a
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second lead. /d. at 2:13—-19. A first insulating glue layer is disposed on a
surface of the first lead and a second insulating glue layer is disposed on a
surface of the first film corresponding to the second lead. /d.

[lustrative embodiments are depicted in Figures 1 to 5. /d. at4:11—
25. Figure 5 is a cross-sectional view of a lithium-ion battery and is

reproduced below. /d. at 4:23-25.

tod

8o

i
FIG. 5

Figure 5 above depicts positive plate 1, negative plate 2, separator 3
disposed between the positive plate and the negative plate, positive lead 13,
first insulating glue layer 15, second insulating glue layer 16, and negative
lead 23 where positive plate 1 and negative plate 2 are coiled with separator
polyethylene film 3 interposed between them. /d. at 4:66-5:21, 6:46—49.

Figure 1 1s a front view of a positive plate of a lithium-ion battery and

1s reproduced below. Id. at 4:11-13.

4o B 16

R S 11

16

FI1G. 1
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Figure 1 above depicts positive current collector 11, positive film 12
provided on the positive current collector (11), and positive lead 13. /d. at
4:66-5:21. The positive film (12) defines first recess 14. /d. An upper
surface and a lower surface of the positive lead (13) is formed with a first
insulating glue layer 15. /d. Figure 1 further depicts second insulating glue
layer 16. Id.

Figure 3 is a front view of a negative plate of a lithium-ion battery and
1s reproduced below. Id. at 4:17-19.

DA 2

3
L kel 4 =1 .
B U SRS LSSy ) |

FIG. 3

Figure 3 above depicts negative current collector 21, negative film 22
provided on negative current collector 21, and negative lead 23. Id. at 4:66—
5:21. The negative film (22) defines second recess 24. Id.

As illustrated in Figures 1, 3, and 5, a surface of positive film 12
corresponding to second recess 24 (in which negative lead 23 is seated) is
pasted with second insulating glue layer 16. /d. “The second insulating glue
layer 16 has a width larger than a width of the second recess 24. The second

insulating glue layer 16 has a length larger than a length of the second recess

247 Id. at 5:18-21.

D. The Challenged Claims
Petitioner challenges claims 1-22 of the 498 patent. Pet. 1. Of the
challenged claims, claims 1, 9, and 17 are independent; claim 1 is
reproduced below with Petitioner’s identifiers for the claim limitations, as

illustrative of the subject matter recited in the challenged claims.
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[1.P] A lithium-ion battery, comprising:

[1.A] a positive electrode comprising a positive current collector
and a positive electrode active material layer containing
LiCoO2, wherein the positive electrode active material
layer is formed on the positive current collector,

[1.B] the positive electrode active material layer being provided
with a first recess accommodating a positive lead being
coupled with the positive current collector;

[1.C] a negative electrode comprising a negative current
collector and a negative electrode active material layer
containing graphite or silicon, wherein the negative
electrode active material layer is formed on the negative
current collector,

[1.D] the negative electrode active material layer being provided
with a second recess accommodating a negative lead being
coupled with the negative current collector;

[1.E] a separator disposed between the positive electrode and the
negative electrode; and

[1.F] an electrolyte,

[1.G] wherein, a top surface of the positive lead is provided with
a first insulating glue layer,

[1.H] a surface of the positive electrode active material layer
opposite to the second recess across the separator in a
thickness direction of the positive plate and the negative
plate is pasted with a second insulating glue layer,

[1.I] the second insulating glue layer has a width larger than a
width of the second recess, and the second insulating glue
layer has a length larger than a length of the second recess.

Ex. 1001, 10:42-11:2.

E. Evidence

Petitioner submits the following evidence:
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Declaration of Ulrich von Sacken, Ph.D., PE 1003
Sato, US 2011/0111276 Al (published May 12, 2011, filed 1005
Apr. 13, 2010) (“Sato™)

Takemura, JP 2000-67907 (published Mar. 3, 2000, filed 1006
Aug. 21, 1998) (“Takemura™)

Kobayashi, JP 2010-55906 (published Mar. 11, 2010, filed 1008
Aug. 28, 2008) (“Kobayashi™)

Oh, US 2011/0104539 A1 (published May 5, 2011, filed 1007
Jan. 23, 2009) (“Oh-539")

Nakamura, JP 2003-68271 (published Mar. 7, 2003, filed 1012
Nov. 20, 2001) (“Nakamura™)

Oh, US 2010/0035144 A1 (published Feb. 11, 2010, filed 1017
Jun. 19, 2009) (“Oh-144")

Pet. 2-3.

Patent Owner supports its Preliminary Response with the Declaration

of James L. Kaschmitter, Ph.D. (Ex. 2015).

F. Asserted Grounds of Unpatentability

Petitioner asserts the following grounds of unpatentability:

1 1-3,6,8,17,19 1032 Sato, Takemura

2 4,57, 18 103 Sato, Takemura, Nakamura

3 20,22 103 Sato, TakemulrzlZl Oh-539, Oh-
4 9-11, 14, 16 103 Sato, Takemura, Kobayashi

5 121315 103 Sato, Takemura, Kobayashi,

Nakamura

2 The Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat. 284
(2011) (“AIA”), amended 35 U.S.C. §§ 102, 103. The *498 patent claims
benefit of a January 17, 2014 filing date, which is after the effective date of
the applicable AIA amendments. Ex. 1001, Codes (30), (63). Petitioner
cites “AIA 35 U.S.C. § 103(a).” Pet. 2. The correct cite for the AIA

obviousness statute is § 103.
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Sato, Takemura, Kobayashi,
6 21 103 Oh-539, Oh-144
Takemura, Oh-539,
7 1-3,9-11, 17 103 Kobayashi
Takemura, Oh-539,
8 20-22 103 Kobayashi, Oh-144
Pet. 2-3.

III. PATENTABILITY ANALYSIS

Petitioner contends that claims 1-22 of the 498 patent are
unpatentable under 35 U.S.C. § 103 over the above-cited prior art. Pet. 2-3.

A patent claim is unpatentable under 35 U.S.C. § 103 if the
differences between the claimed subject matter and the prior art are such that
the subject matter, as a whole, would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said
subject matter pertains. KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 406
(2007). The question of obviousness is resolved on the basis of underlying
factual determinations including: (1) the scope and content of the prior art;
(2) any differences between the claimed subject matter and the prior art;
(3) the level of ordinary skill in the art; and (4) when in evidence, objective
evidence of nonobviousness.®> Graham v. John Deere Co.,383 U.S. 1, 17—

18 (1966).

3 Patent Owner does not present arguments or evidence of secondary
considerations in its Preliminary Response. Therefore, secondary
considerations do not constitute part of our analysis herein. Petitioner states
Petitioner is not aware of any evidence of alleged secondary considerations
of non-obviousness having nexus to the challenged claims. Pet. 109,

9
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“In an [inter partes review], the petitioner has the burden from the
onset to show with particularity why the patent it challenges is
unpatentable.” Harmonic Inc. v. Avid Tech., Inc., 815 F.3d 1356, 1363 (Fed.
Cir. 2016) (citing 35 U.S.C. § 312(a)(3) (requiring inter partes review
petitions to identify “with particularity . . . the evidence that supports the
grounds for the challenge to each claim™)). This burden of persuasion never
shifts to Patent Owner. See Dynamic Drinkware, LLC v. Nat'l Graphics,
Inc., 800 F.3d 1375, 1378 (Fed. Cir. 2015) (discussing the burden of proof in
inter partes Teview).

We organize our patentability analysis into four sections. First, we
address the level of ordinary skill in the art. Second, we address claim
construction. Third, we provide an overview of the asserted references.

And fourth, taking account of the information presented, we consider
whether the Petition satisfies the threshold requirement for instituting an

inter partes review under 35 U.S.C. § 314(a).

A. Level of Ordinary Skill in the Art
We consider the asserted grounds of unpatentability in view of the

understanding of a person of ordinary skill in the art. In assessing the level
of ordinary skill in the art, various factors may be considered, including the
“type of problems encountered in the art; prior art solutions to those
problems; rapidity with which innovations are made; sophistication of the
technology; and educational level of active workers in the field.” In re
GPAC Inc., 57 F.3d 1573, 1579 (Fed. Cir. 1995) (quoting Custom
Accessories, Inc. v. Jeffrey-Allan Indus., Inc., 807 F.2d 955, 962 (Fed. Cir.

1986)). “[O]ne or more factors may predominate.” /d.

10
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Relying on the declaration testimony of Dr. von Sacken, Petitioner
contends that a person of ordinary skill in the art for the *498 patent “would
have had a Bachelor’s Degree in Physics or an Engineering field relevant to
battery technology (e.g., Electrical or Mechanical Engineering) and at least
two years of industry experience in lithium-ion battery manufacturing and/or
design.” Pet. 3 (citing Ex. 1003 99 27-30).

Patent Owner states for purposes of the Patent Owner’s Preliminary
Response, Patent Owner adopts the definition proposed by Petitioner.
Prelim. Resp. 10.

Based on this record, we adopt Petitioner’s articulation of the level of
ordinary skill in the art, which is consistent with the 498 patent and the
asserted prior art, and we apply it in our obviousness evaluations below. See
Okajima v. Bourdeau, 261 F.3d 1350, 1355 (Fed. Cir. 2001) (the prior art,

itself, can reflect appropriate level of ordinary skill in art).

B. Claim Construction

Next, we turn to claim construction. In interpreting the claims of the
’498 patent, we “us[e] the same claim construction standard that would be
used to construe the claim[s] in a civil action under 35 U.S.C. [§] 282(b).”
See 37 C.F.R. § 42.100(b) (2025). The claim construction standard includes
construing claims in accordance with the ordinary and customary meaning
of such claims as would have been understood by one of ordinary skill in the
art and the prosecution history pertaining to the patent. See id.; Phillips v.
AWH Corp., 415 F.3d 1303, 1312—14 (Fed. Cir. 2005) (en banc).

Petitioner “does not believe any claim terms require specific
construction.” Pet. 10—11. Patent Owner states “no claim construction is

necessary to deny institution because Patent Owner’s arguments for denial

11
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do not rely on the outcome of an actual controversy about claim
interpretation.” Prelim. Resp. 10.

Having considered the record, we determine that no express claim
construction is necessary for any claim terms. See Nidec Motor Corp. v.
Zhongshan Broad Ocean Motor Co., 868 F.3d 1013, 1017 (Fed. Cir. 2017)
(holding that only claim terms in controversy need to be construed, and only
to the extent necessary to resolve the controversy (citing Vivid Techs., Inc. v.

Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999))).

C. The Prior Art
Before turning to Petitioner’s asserted grounds of unpatentability, we

provide brief summaries of the asserted references.

1. Sato (Ex. 1005)

Sato is titled “Electrode Plate for Nonaqueous Electrolyte Secondary
Battery and Nonaqueous Electrolyte Secondary Battery.” Ex. 1005, Code
(54). Figure 1, reproduced below, is a vertical cross-sectional view
schematically illustrating a structure of a nonaqueous electrolyte secondary

battery. /d. 9 16.

12
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Fla d

Figure 1 above depicts an electrode group 8 including positive
electrode plate 4, negative electrode plate 5, and porous insulating layer (i.e.,
a separator) 6. Id. g 30.

Figure 3, reproduced below, is an enlarged cross-sectional view

schematically illustrating a structure of a position to which a lead is attached.

FIG. 3

!

i
L
1

e e

Figure 3 above illustrates mixture layer 9, current collector 10,

extension lead 11, exposed portion 12, and electrode plate 21. /d. Y 38, 39.

13
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Sato further describes leads being protected and insulated by adhesive
tape. Id. 9§ 113. “The positive electrode surface facing the negative
electrode lead position was insulated by a polypropylene adhesive tape in
order to prevent lithium deposition.” /d. § 137. “[A] portion of the positive
electrode active material which should originally operate is insulated by a

tape and does not operate, thereby causing a decrease in the capacity.” /d.

q148.

2. Takemura (Ex. 10006)

Takemura is titled “Electrode Structure and Battery Using the Same.”
Ex. 1006, Code (54).

Figure 9, reproduced below, is a cross-sectional view of a
conventional spiral electrode structure. /d. atp. 11.
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1
Figure 9 above depicts positive electrode collection terminal 1,
negative electrode collection terminal 2, positive electrode active material 3,
negative electrode active material 4, positive electrode current collector 5,
negative electrode current collector 6, and insulating tape 7. Id. §3. An
electrolyte layer such as a separator (not shown) is provided between the
positive electrode active material 3 and the negative electrode active

material 4. /d. The electrolyte layer is made of a separator impregnated

14
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with a non-aqueous electrolyte solution in which an electrolyte has been
dissolved. /d. Takemura describes:

[T]f there 1s no opposing negative electrode active material 4,
such as the positive electrode active material 3 arranged around
the negative electrode current collector terminal 2 in FIG. 9, the
surface of the positive electrode active material 3 has to be
covered with masking tape 7 or the positive electrode active
material 3 has to be shaved off so that there is virtually no
positive electrode active material 3 facing the negative electrode
active material 4.

1d. 8.

Figure 8, reproduced below, is an enlarged cross-sectional view of a
center of a flat spiral electrode structure. /d. atp. 11.
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Figure 8* above shows current collector terminals 1 and 2, and

insulating tape 7. Id. 9 35.

4 Petitioner contends Takemura mislabels positive lead 1 and negative lead 2
in Figure 8 and that the lead labeled “1”” should be “2” and the lead labeled
“2” should be “1.” Pet. 13 n.2 (citing Ex. 1006 | 3).

15
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3. Kobayashi (Ex. 1008)

Kobayashi is titled “Non-Aqueous Electrolyte Secondary Battery.”
Ex. 1008, Code (54).

Figures 2A and 2B are reproduced below. Figure 2A is a plan view of
a positive electrode plate used in an Example 1 and Figure 2B is an enlarged

cross-sectional view of Figure 2A from line [IB-1IB. /d. q 46.
{FIG. 2}

i1

bte

Figures 2A and 2B illustrate positive electrode plate 11A including
positive electrode current collecting tab 11a, positive electrode active
material layer 11b, positive electrode core portion 11c¢, first positive
electrode exposed core portion 11d, second positive electrode exposed core
portion 11f, and insulating tape 25a. /d. 9 34, 35.

Figure 6B, reproduced below, is a plan view of a negative electrode

plate of a conventional example. /d. 9 46.

16
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FIG. AR 58

Figure 6B above illustrates negative electrode plate 56, negative
electrode active material layer 57, negative electrode exposed core portion

58, negative electrode tab 59, and insulating tape 60. Id. § 7.

4. Oh-539 (Ex. 1007)

Oh-539 1s titled “Lithium Secondary Battery and Manufacturing
Method for Same.” Ex. 1007, Code (54).

Figure 1, reproduced below, 1s a perspective view showing a lithium

secondary battery according to an embodiment. /d.  12.

Fie

Figure 1 above illustrates first electrode 22 (cathode), second
electrode 24 (anode), separator 12, and an electrode group including first
electrode tap 32 (cathode tab) connected to the cathode and second electrode

tap 34 (anode tab) connected to the anode. /d. § 39.

17
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Figure 2, reproduced below, 1s a plan view showing an unrolled
cathode connected with a cathode tab in the lithium secondary battery of

Figure 1. Id 9 13.

Figure 2 above illustrates first current collector 22a (cathode current
collector) and first active material patterns 22b (cathode active material
patterns) formed on at least one side of the cathode current collector 22a,
first center non-coated portion 22¢ (cathode center non-coated portion), end
22d of the cathode, and cathode tab 32. Id. 9443, 45, 52. A relationship
between Al and B1 is described. See id. 9 50-52.

Figure 3, reproduced below, is a plan view showing an unrolled anode
connected with an anode tab in the lithium secondary battery of Figure 1.
1d. 9 14.

WY NN
FIL 3

.....
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Figure 3 above illustrates second current collector 24a (anode current

collector), second active material patterns 24b (anode active material

18
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patterns) formed on at least one side of the anode current collector 24a,
second center non-coated portion 24¢ (anode center non-coated portion), end
24d of the anode 24, and anode tab 34. Id. 49 56, 58, 62. A relationship
between A2 and B2 is described. See id. 9 60-62.

5. Nakamura (Ex. 1012)

Nakamura s titled “Lithium Secondary Battery and Manufacturing
Method for Positive Electrode Plate Used in This Battery.” Ex. 1012, Code
(54).

Figures 1(a) and 1(b) are reproduced below. Figure 1(a) is a plan
view of a positive electrode plate and Figure 1(b) is a plan view of a
negative electrode plate. Id. at 12.

o 41
[FIG. 1]

yd
3

Figures 1(a) and 1(b) illustrate positive electrode plate 1, positive
electrode lead 2, negative electrode plate 3, negative electrode lead 4,
positive electrode active material-free portion 11, negative electrode active
material-free portion 12, positive electrode insulating tape 15, and negative
electrode insulating tape 16. Ex. 1012, p. 12; see also Ex. 1012 493, 7, 12,
28-29, 52-53.

19
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6. Oh-144 (Ex. 1017)

Oh-144 1s titled “Electrode Assembly and Lithium Secondary Battery
Using the Same.” Ex. 1017, Code (54).

Figure 3, reproduced below, is a cross-sectional view illustrating an

electrode assembly 100. /d. q 22.

Figure 3 above illustrates cathode plate 110, anode plate 120,
separator 130, cathode collector 111, cathode active material layer 112,
uncoated cathode portions 113, anode collector 121, anode active material
layer 122, and uncoated anode portions 123. /d. 4 25-27.

Figure 4, reproduced below, is a schematic view illustrating
attachment of a laminating tape insulation member to the electrode assembly

of Figure 3. 1d. §23.
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FIG. 4

Figure 4 above illustrates protective tape 160 and laminating tape

170A and 170B. Id. 9929, 37-41.

D. Alleged Ground of Unpatentability Over Sato and Takemura
(Ground 1)

Petitioner contends that claims 1-3, 6, 8, 17, and 19 of the 498 patent
are unpatentable under 35 U.S.C. § 103 as obvious over Sato and Takemura.
Pet. 19-44. Patent Owner disagrees. Prelim. Resp. 11-37. Having
considered the arguments and evidence before us, we determine that the
record establishes a reasonable likelihood that at least one challenged claim

1s unpatentable as obvious over Sato and Takemura.

1. Claim 1

a) Parties’ Contentions

Petitioner maps the limitations of claim 1 to the disclosures of Sato
and Takemura. In particular, Petitioner contends that Sato discloses “a
lithtum-ion battery” (limitation [1.P], Pet. 23-24 (citing Ex. 1005 4 27;
Ex. 1003 9 115, 175), “a positive electrode. . .” (limitation [1.A]), Pet. 24—
26 (citing Ex. 1005 99 33, 39, 51, Figs. 1, 2, 3, 5; Ex. 1003 q9 102, 116-119,
175); “a first recess” (limitation [1.B]), Pet. 2627 (citing Ex. 1003 99 39,
93, 111-113, Figs. 2, 3, 5; Ex. 1003 9 120-122, 176); the “negative
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electrode” (limitation [1.C]), Pet. 27-29 (citing Ex. 1005 99 30, 34, 39, 66,
Figs. 2,3, 5; Ex. 1003 99 123-126, 177); “a second recess” (limitation [1.D],
Pet. 29-30 (citing Ex. 1005 99 39, 93, Figs. 3, 5; Ex. 1003 99 127-129, 178);
“a separator” (limitation [1.E]), Pet. 30-31 (citing Ex. 1005 9 30, 35, 44,
71,113, Figs. 1, 2; Ex. 1003 99 130-131, 179); an “electrolyte” (limitation
[1.F]), Pet. 31 (citing Ex. 1005 99 28, 44, 74-84; Ex. 1003 99 132133,
180); and “a first insulating glue layer” (limitation [1.G]), Pet. 31-32 (citing
Ex. 1005 99 104, 111-113; Ex. 1003 9 134-136, 181).

Petitioner relies on Sato or Sato in combination with Takemura to
account for the last two limitations of claim 1. See Pet. 33-39. Petitioner
submits that Sato teaches that its “positive electrode surface facing the
negative electrode lead position[is] insulated by a polypropylene adhesive
tape in order to prevent lithium deposition,” and that Sato’s additional
polypropylene adhesive tape is a “second insulating glue layer” (limitation
[1.H]). Pet. 33 (citing Ex. 1005 9 137; Ex. 1024, 8, 27, 28).

Petitioner contends that a person of ordinary skill “would have
understood that Sato’s additional polypropylene adhesive tape is located on
Sato’s positive active material (4B/9) in a position that overlaps the exposed
portion 12 (recess) where Sato’s negative lead 11 is located.” Id. (citing
Ex. 1005 9 107, 112, 137, 148; Ex. 1003 qq 138-142). Petitioner argues
that, to the extent that Sato does not expressly disclose that the additional
polypropylene adhesive tape is located there, Takemura discloses additional
adhesive tape “opposite to the second recess across the separator in a
thickness direction of the positive plate,” as required by limitation [1.H]. /d.
(citing Ex. 1006 9§ 3, Figs. 8, 9; Ex. 1003 9 143-144, 182). Petitioner

asserts that it would have been obvious to combine these teachings because
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“[t]his modification would have simply been applying a known technique
(Takemura’s placement of insulating tape) to a known device (Sato’s
battery) to prevent lithitum plating.” /d. at 36 (citing Ex. 1003 9 145-148,
182).

With respect to limitation [1.I]—"the second insulating glue layer has
a width larger than a width of the second recess, and the second insulating
glue layer has a length larger than a length of the second recess,” Petitioner
argues that “Sato is silent about the adhesive tape having a width larger than
a width of the second recess and a length larger than a length of the second
recess.” Id. (citing Ex. 1005 9§ 137; Ex. 1003 9§ 149). However, Petitioner
submits that Takemura discloses and renders obvious such tape sizing. /d. at
36-38 (citing Ex. 1006 q 8; Ex. 1003 9 150-152).

Patent Owner raises three arguments. First, Patent Owner argues that
Takemura teaches away from the arrangement of tape taught in Takemura’s
Figures 8 and 9. Prelim. Resp. 11-22. Second, Patent Owner asserts that
Takemura does not disclose or render obvious a “second insulating glue
layer” that “has a length larger than a length of the second recess” (limitation
[1.H]). /d. at 22-28. Finally, Patent Owner contends that Sato does not
disclose a battery with both a “first recess” and a “second recess.”

Id. at 28-36.

b) Analysis
With respect to the undisputed limitations, we find that Petitioner has
shown sufficiently that Petitioner has shown sufficiently that the
combination of Sato and Takemura teaches or suggests those limitations.

We focus our analysis on the arguments Patent Owner raised above.
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(1) Takemura’s Alleged Teaching Away

Patent Owner argues that the disclosure Petitioner relies on in
Takemura relates to “background or prior art tape as shown in Takemura’s
Figures 8 and 9,” but Patent Owner submits that Petitioner “overlook|[s] the
fact that Takemura disparages the use of tape” and “Takemura is clear that a
POSITA should noft use the structures depicted in Figs. 8 and 9. Prelim.
Resp. 12-14.

Patent Owner may be correct that the invention Takemura discloses
seeks to improve on the “conventional” design disclosed in Figures 8 and 9,
and, as part of its description of its inventions, Takemura discloses a variety
of benefits to its approach over the approach disclosed in Figures 8 and 9.
However, that does not negate the teachings provided in Figures 8 and 9. “A
reference must be considered for everything it feaches by way of technology
and is not limited to the particular invention it is describing and attempting
to protect.” EWP Corp. v. Reliance Universal Inc., 755 F.2d 898, 907 (Fed.
Cir. 1985) (emphases in original). As Petitioner explains, Sato discloses the
use of tape, but does not provide details regarding its precise size and
placement. See Pet. 34-39. Petitioner relies on Takemura for teaching how
such tape would be sized and placed. /d. Indeed, Takemura teaches that
such a placement was used in “conventional” lithium-ion batteries at the
time. “It’s not necessary to show that a combination 1s “the best option, only
that it be a suitable option.” Intel Corp. v. Qualcomm Inc., 21 F .4th 784,
800 (Fed. Cir. 2021) (quoting PAR Pharm., Inc. v. TWI Pharms., Inc., 773
F.3d 1186, 1197-98 (Fed. Cir. 2014)). Here, Petitioner only relies on
Takemura for teaching how the tape disclosed in Sato would be sized and

placed. Although Takemura might teach a different ultimate approach, that
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does not diminish Takemura’s teachings of a known size and placement that
was conventionally used in the art. “[I]f a technique has been used to
improve one device, and a person of ordinary skill in the art would recognize
that it would improve similar devices in the same way, using the technique is
obvious unless its actual application is beyond his or her skill.” KSR, 550
U.S. at 417. Thus, we are not persuaded, on the current record, that
Takemura teaches away from the particular combination that has been

proposed.

(2) Whether Takemura Teaches Limitation [1.1]— “a second
insulating glue layer” that “has a length larger than a
length of the second recess”

Patent Owner argues that Petitioner’s obviousness theory for
limitation [1.I]—"a second insulating glue layer” that “has a length larger
than a length of the second recess”™—fails because Takemura teaches away
from lengthening the tape. Prelim. Resp. 22-28. We disagree. As we
explained above, the combination seeks to use Takemura’s teachings
regarding “conventional” lithium-ion batteries to implement and improve
Sato’s disclosed design. As Dr. von Sacken explains, using a tape that is
wider and longer than the width and length of the exposed portion formed in
Sato’s negative electrode active layer would have ensured that all of the
exposed metal portion was properly isolated from positive active material to
avoid lithtum plating. Ex. 1003 § 153. Dr. von Sacken continues that
“[s]izing Sato’s additional polypropylene adhesive tape to have a width
and/or length less than or equal to the width and/or length of the exposed
portion 12/14 would only have invited lithium plating in Sato’s battery,
which would have been directly contrary to Sato’s reason for adding this

additional tape in the first place.” Id. § 154. Dr. von Sacken also notes that
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“[s]izing Sato’s additional polypropylene adhesive tape to have a width and
length larger than the width and length of the exposed metal in the exposed
portion 12/14 would also have been necessary to ensure that metal in the
exposed portion 12/14 is not exposed to lithium plating as a result of
alignment variances.” Id. On the current record, we find this testimony
well-reasoned and give it substantial weight.

Although Patent Owner may be correct, that Takemura’s invention
proposes another approach that offers other benefits, that does not negate the
benefits obtained—in terms of preventing lithium plating on the terminal—
that Petitioner’s modification would provide. “[A] given course of action
often has simultaneous advantages and disadvantages, and this does not
necessarily obviate motivation to combine.” Medichem, S.A. v. Rolabo, S.L.,
437 F.3d 1157, 1165 (Fed. Cir. 2006). On the current record, we find that a
person of ordinary skill would have been motivated to size Sato’s adhesive
tape to fully protect the terminal in view of the teachings of Takemura’s
Figures 8 and 9 and based on the reasoning articulated by Dr. von Sacken.
See In re Urbanski, 809 F.3d 1237, 1244 (Fed. Cir. 2016) (finding a person
of ordinary skill would have been motivated to pursue the desirable
properties taught by one reference even if it meant foregoing the benefit
taught by another reference). Accordingly, we find that Petitioner has
shown sufficiently that the combination of Sato and Takemura accounts for
limitation [1.1].

(3) Whether Sato discloses a battery with both a “first recess”
and a “second recess”

Patent Owner contends that Sato’s battery only has a single electrode

with a recess, and “Sato never discloses a battery with an electrode having a
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“first recess’ and another electrode having a ‘second recess.”” Prelim.

Resp. 28. Patent Owner asserts that Sato “only [discloses] two different
configurations of batteries, each with only one electrode having a recess: (1)
one configuration having a recess on the positive electrode and no recess on
the negative electrode and (2) another configuration having a recess on the
negative electrode with no recess on the positive electrode.” Id. (citing

Ex. 2015 9 81). Patent Owner argues that Petitioner relies on two different
embodiments of Sato and fails to provide adequate reasoning to combine
these embodiments. /d. at 31-32. Patent Owner contends, instead of
modifying Sato, that a person of ordinary skill in the art actually would have
been motivated not to modify Sato. /d. at 32-36.

On the current record, we agree with Petitioner that Sato discloses a
battery having a positive electrode with a first recess and a negative
electrode with a second recess. As Petitioner alleges, Sato’s battery 1°
includes a positive electrode with a recess receiving the positive lead.

Pet. 26 (citing Ex. 1005 94/ 111-113, Fig. 1). We note that, contrary to
Patent Owner’s contentions, Sato appears to indicate that this same positive
electrode 1s used in Sato’s battery 8. See Ex. 1005 q 136 (“Battery 8. A
positive electrode plate was formed in the same manner as in Example 1.7);
Ex. 1003 q 136, fn. 5; Pet. 32 (showing Dr. von Sacken’s schematic
representation of Sato’s positive electrode used in batteries 1 and 8).
Petitioner notes that Sato’s battery 8 also includes a negative electrode with
a second recess receiving the negative lead. Pet. 29, 33-34; Ex. 1005

99 136-137 (attaching the negative lead to a recess defined in the negative

> Sato’s “battery 17 and “battery 8” refers to the first and eighth
embodiments of Sato, respectively.
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electrode of battery 8); Ex. 1003 9 127-128. Thus, on the current record,
we find that, at least, Sato’s battery 8 includes a positive electrode with a
first recess and a negative electrode with a second recess, contrary to Patent
Owner’s contentions. Pet. 11-12, 26, 29, 33-34, 39-40; Ex. 1003 99 102,
103,115,120, 121, 127, 128, 134-142; Ex. 1005 99 7-9, 15, 24, 40, 94,

claim 6.

¢) Summary as to Claim 1

We find that Petitioner has shown sufficiently that the combination of
Sato and Takemura accounts for all the limitations of claim 1 and that a
person of ordinary skill in the art would have been motivated to combine
Sato and Takemura with a reasonable expectation of success. Patent Owner
does not raise any secondary considerations of nonobviousness at this stage
of the proceeding. Thus, we conclude that Petitioner has shown a reasonable
likelihood of prevailing in showing that claim 1 would have been obvious

over the combination of Sato and Takemura.

2. Claims 2, 3,6, 8, 17, and 19

Patent Owner does not raise any other separate arguments regarding
claims 2, 3, 6, 8, 17, and 19 other than those we have considered above with
respect to claim 1. See Prelim. Resp. 36-37. We have reviewed Petitioner’s
contentions and evidence regarding these claims, and find that Petitioner has
shown a reasonable likelihood of prevailing in showing that claims 2, 3, 6, §,

17, and 19 are unpatentable as obvious over Sato and Takemura.
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E.  Alleged Ground of Unpatentability Over Sato, Takemura, and
Nakamura (Ground 2)

Petitioner contends that claims 4, 5, 7, and 18 of the *498 patent are
unpatentable under 35 U.S.C. § 103 as obvious over Sato, Takemura, and
Nakamura. Pet. 44-57.

Patent Owner argues that this ground suffers from the same
deficiencies discussed above with respect to the obviousness of claim 1 over
Sato and Takemura considered above. Prelim. Resp. 37. On the current
record, we find Petitioner’s evidence sufficient for the reasons given above.
We have reviewed Petitioner’s contentions and evidence regarding claims 4,
5,7, and 18, and determine that Petitioner shows a reasonable likelihood of
prevailing with respect to the unpatentability of claims 4, 5, 7, and 18 as

obvious over Sato, Takemura, and Nakamura.

F. Alleged Ground of Unpatentability Over Sato, Takemura, Oh-339,
and Oh-144 (Ground 3)

Petitioner contends that claims 20 and 22 of the 498 patent are
unpatentable under 35 U.S.C. § 103 as obvious over Sato, Takemura, Oh-
539, and Oh-144. Pet. 57-65.

Patent Owner argues that this ground suffers from the same
deficiencies discussed above with respect to the obviousness of claim 1 over
Sato and Takemura considered above. Prelim. Resp. 37-38. On the current
record, we find Petitioner’s evidence sufficient for the reasons given above.
We have reviewed Petitioner’s contentions and evidence regarding claims 20
and 22, and determine that Petitioner shows a reasonable likelithood of
prevailing with respect to the unpatentability of claims 20 and 22 as obvious

over Sato, Takemura, Oh-539, and Oh-144.
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G. Alleged Ground of Unpatentability Over Sato, Takemura, and
Kobayashi (Ground 4)

Petitioner contends that claims 9-11, 14, and 16 of the 498 patent are
unpatentable under 35 U.S.C. § 103 as obvious over Sato, Takemura, and
Kobayashi. Pet. 65-72.

Patent Owner argues that this ground suffers from the same
deficiencies discussed above with respect to the obviousness of claim 1 over
Sato and Takemura considered above. Prelim. Resp. 38. On the current
record, we find Petitioner’s evidence sufficient for the reasons given above.
We have reviewed Petitioner’s contentions and evidence regarding claims 9—
11, 14, and 16, and determine that Petitioner shows a reasonable likelihood
of prevailing with respect to the unpatentability of claims 9-11, 14, and 16

as obvious over Sato, Takemura, and Kobayashi.

H. Alleged Ground of Unpatentability Over Sato, Takemura, Kobayashi,
and Nakamura (Ground 5)

Petitioner contends that claims 12, 13, and 15 of the *498 patent are
unpatentable under 35 U.S.C. § 103 as obvious over Sato, Takemura,
Kobayashi, and Nakamura. Pet. 72-78.

Patent Owner argues that this ground suffers from the same
deficiencies discussed above with respect to the obviousness of claim 1 over
Sato and Takemura considered above. Prelim. Resp. 38. On the current
record, we find Petitioner’s evidence sufficient for the reasons given above.
We have reviewed Petitioner’s contentions and evidence regarding claims
12, 13, and 15 determine that Petitioner shows a reasonable likelihood of
prevailing with respect to the unpatentability of claims 12, 13, and 15 as

obvious over Sato, Takemura, Kobayashi, and Nakamura.
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1. Alleged Ground of Unpatentability Over Sato, Takemura, Kobayashi,
Oh-539, and Oh-144 (Ground 6)

Petitioner contends that claim 21 of the 498 patent is unpatentable
under 35 U.S.C. § 103 as obvious over Sato, Takemura, Kobayashi, Oh-539,
and Oh-144. Pet. 79-82.

Patent Owner argues that this ground suffers from the same
deficiencies discussed above with respect to the obviousness of claim 1 over
Sato and Takemura considered above. Prelim. Resp. 39. On the current
record, we find Petitioner’s evidence sufficient for the reasons given above.
We have reviewed Petitioner’s contentions and evidence regarding claim 21,
and determine that Petitioner shows a reasonable likelihood of prevailing
with respect to the unpatentability of claim 21 as obvious over Sato,
Takemura, Kobayashi, Oh-539, and Oh-144.

J.  Remaining Grounds

Petitioner contends that claims 1-3, 9—11, and 17 of the *498 patent
are unpatentable under 35 U.S.C. § 103 as obvious over Takemura, Oh-539,
and Kobayashi. Pet. 82—105. Petitioner also contends that claims 20-22 of
the 498 patent are unpatentable under 35 U.S.C. § 103 as obvious over
Takemura, Oh-539, Kobayashi, and Oh-144. Pet. 105-109. As we
preliminarily conclude that Petitioner demonstrates that it is more likely than
not that it will prevail on its challenge to claims 1-22 based on obviousness
in view of the various grounds above based on Sato and Takemura, we
institute review on all challenged claims on all grounds set forth in the
Petition, including Petitioner’s obviousness challenge to claims 1-3, 9-11,

17 based on Takemura, Oh-539, and Kobayashi, and obviousness challenge
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to claims 20-22 based on Takemura, Oh-539, Kobayashi, and Oh-144. See
SAS, 138 S. Ct. at 1354; PGS, 891 F.3d at 1360.

IV. CONCLUSION

After considering the arguments presented in the Petition, the
Preliminary Response, and the evidence of record, we determine that
Petitioner has demonstrated at least a reasonable likelihood of success in
proving that at least one claim of the 498 patent is unpatentable. Thus, we
institute an inter partes review of all challenged claims (i.e., claims 1-22) on
all grounds set forth in the Petition. Our determinations at this stage of the
proceeding are based on the evidentiary record currently before us. This
decision to institute trial is not a final decision as to patentability of any
claim for which we have instituted an inter partes review. See TriVascular,
Inc. v. Samuels, 812 F.3d 1056, 1068 (Fed. Cir. 2016) (noting that “there is a
significant difference between a petitioner’s burden to establish a
‘reasonable likelihood of success’ at institution, and actually proving
invalidity by a preponderance of the evidence at trial””). We will base any

final decision on the full record developed during trial.

V. ORDER
In consideration of the foregoing, it is hereby:
ORDERED that, pursuant to 35 U.S.C. § 314(a), an inter partes
review 1s instituted for claims 1-22 of the *498 patent on the unpatentability

grounds asserted in the Petition; and
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FURTHER ORDERED that pursuant to 35 U.S.C. § 314(¢) and
37 CF.R. § 42 .4, notice is hereby given of the institution of a trial, which

commences on the entry date of this decision.
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James Stein
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Case 2:24-ov-00728-JRG Document 2 Filed 09/06/24  Page 1 of 1 PagsiD # 483

AO 120 (Rev. 08/10)

TO: Mail Stop 8 REPORT ON THE
: Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Eastern District of Texas on the following
[ Trademarks or [A Patents. ( [ the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
2:24-cv-278 9/6/2024 Eastern District of Texas
PLAINTIFF DEFENDANT
Ningde Amperex Technology Limited Zhuhai CosMX Battery Co., Ltd.
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 10,964,927 3/30/2021 Ningde Amperex Technology Limited
211,575,148 2/7/2023 Ningde Amperex Technology Limited
311,769,910 9/26/2023 Ningde Amperex Technology Limited
4 11,799,131 10/24/2023 Ningde Amperex Technology Limited
511,923,498 3/5/2024 Ningde Amperex Technology Limited
In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[0 Amendment [ Answer [ Cross Bill [J Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1
2
3
4
5
In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director Copy 3—Upon termination of action, mail this copy to Director
Copy 2—Upon filing document adding patent(s), mail this copy to Director = Copy 4—Case file copy
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Trials@uspto gov Paper 40
571-272-7822 Date: June 26, 2026

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

ZHUHAI COSMX BATTERY CO., LTD.,
Petitioner,

V.

NINGDE AMPEREX TECHNOLOGY LIMITED,
Patent Owner.

[PR2025-00389 (Patent 11,923,498 B2)
[PR2025-00431 (Patent 11,799,131 B2)
[PR2025-00432 (Patent 11,575,148 B2)
[PR2025-00524 (Patent 12,015,118 B2)

Before DONNA M. PRAISS, JOHN G. NEW, KEVIN W. CHERRY, and
DEBRA L. DENNETT, Administrative Patent Judges.

PER CURIAM.

TERMINATION!
Due to Settlement After Institution of Trial
35US8.C.§317;, 37 CF.R. §42.74

' This Order addresses substantively identical motions filed in each of the
above-captioned proceedings. We exercise our discretion to issue one Order
to cover all proceedings. The parties are not authorized to use this caption
without express permission of the Board.
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L. INTRODUCTION

With the Board’s authorization, Petitioner and Patent Owner
(collectively referred to as “the Parties™) filed a Joint Motion to Terminate
due to settlement in each of the above-captioned proceedings. Paper 39
(“Joint Motion™).? In support of each Joint Motion, Petitioner filed a
confidential Litigation Agreement (Ex. 1100 (“Agreement™)), a Stipulation
of Dismissal (Ex. 1101), as well as a Joint Request to Keep Agreement
Business Confidential and Separate under 37 C.F.R. § 42.74(c)

(Paper (“Joint Request™)) pursuant to 35 U.S.C. § 317(b) and 37 C.F.R.
§ 42.74.
II.  DISCUSSION

In each Joint Motion, the Parties represent that they have resolved
their disputes regarding the patents at issue in these proceedings and that the
filed Agreement is a true and correct copy of the Parties’ agreement and
contains their entire agreement. Joint Motion 1-3.

Under 35 U.S.C. § 317(a), “[a]n inter partes review instituted under
this chapter shall be terminated with respect to any petitioner upon the joint
request of the petitioner and the patent owner, unless the Office has decided
the merits of the proceeding before the request for termination is filed.”
Section 35 U.S.C. § 317(a) also provides that if no petitioner remains in the
inter partes review, the Office may terminate the review.

We instituted trial in the above-captioned proceedings and have not

yet decided the merits of these proceedings, and a final written decision has

2 This Order cites to items filed in IPR2025-00389. Corresponding items
were filed in IPR2025-00431, -00432, and -00524.
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IPR2025-00524 (Patent 12,015,118 B2)

not been entered. The Parties have shown adequately that the termination of
each proceeding is appropriate. Under these circumstances, we determine
that good cause exists to terminate these proceedings.

The Parties also filed in each proceeding a Joint Request to Keep
Agreement Business Confidential and Separate under 37 C.F.R. § 42.74(¢).
After reviewing the Agreement between Petitioner and Patent Owner, we
find that the Agreement contains confidential business information regarding
the terms of settlement. We therefore determine that good cause exists to
treat the Agreement between Petitioner and Patent Owner as business
confidential information, to keep the Agreement separate from the file of the
involved patent, and to limit availability pursuant to 37 C.F.R. § 42.74(c).

This Order does not constitute a final written decision pursuant to 35
U.S.C. §318(a).

III. ORDER

Accordingly, for the reasons discussed above, it is:

ORDERED that the Joint Motions in the above-captioned proceedings
are granted, and the above-captioned proceedings are terminated pursuant to
35U.S.C. §317(a)and 37 C.F.R. §42.72; and

FURTHER ORDERED that the Joint Requests are granted, and the
Agreement (Exhibit 1100 in each of the proceedings) shall be kept separate
from the file of the corresponding patent and made available only to Federal
Government agencies on written request, or to any person on a showing of

good cause, pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c).
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[PR2025-00524 (Patent 12,015,118 B2)

For PETITIONER:

Jason A. Fitzsimmons

Jason D. Eisenberg

Chase D. Hammond

John D. Higgins

Kristina Kelly

STERNE, KESSLER, GOLDSTEIN & FOX PLLC
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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

ZHUHAI COSMX BATTERY CO., LTD.,
Petitioner,

V.

NINGDE AMPEREX TECHNOLOGY LIMITED,
Patent Owner.

[PR2025-00389 (Patent 11,923,498 B2)
[PR2025-00431 (Patent 11,799,131 B2)
[PR2025-00432 (Patent 11,575,148 B2)
[PR2025-00524 (Patent 12,015,118 B2)

Before DONNA M. PRAISS, JOHN G. NEW, KEVIN W. CHERRY, and
DEBRA L. DENNETT, Administrative Patent Judges.

PER CURIAM.

TERMINATION!
Due to Settlement After Institution of Trial
35US8.C.§317;, 37 CF.R. §42.74

' This Order addresses substantively identical motions filed in each of the
above-captioned proceedings. We exercise our discretion to issue one Order
to cover all proceedings. The parties are not authorized to use this caption
without express permission of the Board.
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[PR2025-00389 (Patent 11,923,498 B2)
[PR2025-00431 (Patent 11,799,131 B2)
IPR2025-00432 (Patent 11,575,148 B2)
[PR2025-00524 (Patent 12,015,118 B2)

L. INTRODUCTION

With the Board’s authorization, Petitioner and Patent Owner
(collectively referred to as “the Parties™) filed a Joint Motion to Terminate
due to settlement in each of the above-captioned proceedings. Paper 39
(“Joint Motion™).? In support of each Joint Motion, Petitioner filed a
confidential Litigation Agreement (Ex. 1100 (“Agreement™)), a Stipulation
of Dismissal (Ex. 1101), as well as a Joint Request to Keep Agreement
Business Confidential and Separate under 37 C.F.R. § 42.74(c)

(Paper (“Joint Request™)) pursuant to 35 U.S.C. § 317(b) and 37 C.F.R.
§ 42.74.
II.  DISCUSSION

In each Joint Motion, the Parties represent that they have resolved
their disputes regarding the patents at issue in these proceedings and that the
filed Agreement is a true and correct copy of the Parties’ agreement and
contains their entire agreement. Joint Motion 1-3.

Under 35 U.S.C. § 317(a), “[a]n inter partes review instituted under
this chapter shall be terminated with respect to any petitioner upon the joint
request of the petitioner and the patent owner, unless the Office has decided
the merits of the proceeding before the request for termination is filed.”
Section 35 U.S.C. § 317(a) also provides that if no petitioner remains in the
inter partes review, the Office may terminate the review.

We instituted trial in the above-captioned proceedings and have not

yet decided the merits of these proceedings, and a final written decision has

2 This Order cites to items filed in IPR2025-00389. Corresponding items
were filed in IPR2025-00431, -00432, and -00524.

2
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IPR2025-00389 (Patent 11,923,498 B2)

IPR2025-00431 (Patent 11,799,131 B2)

IPR2025-00432 (Patent 11,575,148 B2)

IPR2025-00524 (Patent 12,015,118 B2)

not been entered. The Parties have shown adequately that the termination of
each proceeding is appropriate. Under these circumstances, we determine
that good cause exists to terminate these proceedings.

The Parties also filed in each proceeding a Joint Request to Keep
Agreement Business Confidential and Separate under 37 C.F.R. § 42.74(¢).
After reviewing the Agreement between Petitioner and Patent Owner, we
find that the Agreement contains confidential business information regarding
the terms of settlement. We therefore determine that good cause exists to
treat the Agreement between Petitioner and Patent Owner as business
confidential information, to keep the Agreement separate from the file of the
involved patent, and to limit availability pursuant to 37 C.F.R. § 42.74(c).

This Order does not constitute a final written decision pursuant to 35
U.S.C. §318(a).

III. ORDER

Accordingly, for the reasons discussed above, it is:

ORDERED that the Joint Motions in the above-captioned proceedings
are granted, and the above-captioned proceedings are terminated pursuant to
35U.S.C. §317(a)and 37 C.F.R. §42.72; and

FURTHER ORDERED that the Joint Requests are granted, and the
Agreement (Exhibit 1100 in each of the proceedings) shall be kept separate
from the file of the corresponding patent and made available only to Federal
Government agencies on written request, or to any person on a showing of

good cause, pursuant to 35 U.S.C. § 317(b) and 37 C.F.R. § 42.74(c).
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For PETITIONER:
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Jason D. Eisenberg
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John D. Higgins
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STERNE, KESSLER, GOLDSTEIN & FOX PLLC
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jfitzsimmons-ptab@sternekessler.com
jasone-ptab@sternekessler.com
chammond-ptab@sternekessler.com
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James D. Stein

Sen Yao

Richard Uberto

LEE & HAYES, P.C.
cosmx-ptab@leechayes.com
james.stein@lechayes.com
kevin.yao@lechayes.com
richard.uberto@leehayes.com

For PATENT OWNER:

Christopher TL Douglas
Madeline Byrd

Miranda Sooter

Casey Hickey

ALSTON & BIRD LLP
christopher.douglas@alston.com
maddy.byrd@alston.com
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