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The “central purpose of IPRs is to determine whether the patent at issue may 

have been improvidently granted and whether and to what extent that right should 

continue to be recognized.” Magnolia Med. v. Kurin, IPR2026-00097, Ppr. 17, 7 

(precedential). That purpose is served here. 

The examiner materially erred during prosecution. The challenged claims re-

cite spray-dried powders, yet the examiner allowed them without comparison to any 

prior art spray-dried powder. The only art he applied was a concrete-cleaning mix-

ture, which he acknowledged lacks the claimed retention, and he applied no art to 

the stability claims. The Petition shows that three references describing such pow-

ders disclose or render obvious every challenged claim. Further, the file history 

shows that the examiner incorrectly viewed the claims through the lens of a related 

patent’s no-heat methods, explaining the misapplication of the art. 

Settled expectations also weigh against denial. ZoomEssence (“ZE”) has 

known of two of the Petition’s references since 2017, when FONA sent both to ZE, 

explained how these disclose the claims, and asked ZE to explain what the references 

lacked. ZE did not answer (and omits these facts). Instead, ZE waited eight years to 

sue—after McCormick (“McK”) acquired FONA. 

Beyond error and expectations, discretionary denial turns on “a holistic as-

sessment of all of the evidence and arguments presented,” not any one factor. 

Padagis v. Neurelis, IPR2025-00464, Ppr. 12, 4 (informative). Apple v. Fintiv, 
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IPR2020-00019, Ppr. 11, 6, 14 (precedential). The record shows that these balanced 

considerations weigh against denial and review is a good use of Office resources. 

I. ZE Can Have No Settled Expectations of Validity for a Patent It Knew 

Was Invalid Over Art that FONA Provided to ZE Nearly a Decade Ago  

ZE claims that “all relevant parties” have relied on “settled expectations of 

[the ’776 patent’s] validity.” Br. 10. The record shows otherwise. Settled expecta-

tions are those “of the parties,” and turn on their conduct, not only the patent’s age. 

Mem., Interim Processes for PTAB Workload Mgmt., 2 (Mar. 26, 2025) (“Int. 

Proc.”); Magnolia, Ppr. 17, 8. A patent owner’s “own actions, or lack thereof, cut 

against any settled expectations.” Ford v. AutoConnect, IPR2025-01342, Ppr. 10, 3, 

vacated on other grounds, Ppr. 27 (informative). 

A. In prior dealings, ZE met with silence FONA’s diligent handling of 

the ’776 patent and its invalidity assertions  

On July 6, 2017, ZE wrote FONA about a FONA international application 

related to spray drying, identified the ’388 patent and two related patents (’776, a 

CIP of ’388, and the ’527, a child of the ’776), and asked FONA to confirm that its 

activities did not conflict with those patents or use information provided under a 

2011 NDA. EX-2019, 1–2. On August 14, 2017, FONA responded in detail, report-

ing that it had found no misuse of ZE’s information and had not used the patents’ 

low heat process. EX-2017, 1–2. FONA explained that the ’776 claims must be con-

strued to include the ’388 slurry and heat limitations to be valid (see §II.A), but if 
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ZE instead believes they cover any spray-dried powder regardless of slurry or drying 

temperature, “then the ’776 patent claims would read on the prior art.” Id., 2. 

FONA identified two prior-art references. Id., 2–3. For the retention claims 

(1–9), it cited Baranauskiene’s Table 2, which “clearly satisfies the ‘about 5%’ lim-

itation recited in claim 1.” Id., 2. For the stability claims (10–19), it cited Watanabe’s 

Example 5 powder, which retained 97.5% of paprika pigment after 4 weeks at 50°C. 

Id., 3. FONA also obtained an FTO. See EX-2008 ¶ 112; Br. 7. 

On November 17, 2017, ZE replied―without explanation―that Bara-

nauskiene and Watanabe “do not raise any issues of validity or enforceability” of the 

’776 claims, and that it “will actively pursue litigation to abate any infringement.” 

EX-1045. On December 5, 2017, FONA raised that ZE had not provided any basis 

for its position, asked what claim elements ZE deemed missing, and offered a call to 

discuss them. EX-1046. ZE’s brief omits both these letters. 

ZE never responded or identified any claim element missing from Bara-

nauskiene or Watanabe. FONA reasonably believed the issue was settled. So in Oc-

tober 2018, when Jeremy Thompson (who had just joined FONA) contacted ZE, he 

sought to “re-connect.” EX-2020. The parties signed a new NDA in 2019 and ex-

changed and evaluated samples. EX-2008 ¶ 114; EX-2021. 

On March 17, 2020, FONA proposed acquiring ZE and asked for limited fi-

nancial information to develop a non-binding offer. EX-2021. ZE refused, insisting 
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its “core” value was not in its financials, but rather in its “intellectual property.” EX-

1047, 2. FONA, which had previously shown that the ’776 patent claims were inva-

lid, replied that “the true value is most easily discerned … from the cash flow a 

business has generated on the technology historically,” and that it needed financials 

to assess commercialization. Id., 1. Without that data, FONA could not value ZE’s 

technology, and on June 10, 2020, FONA ended the discussions. Id. ZE omitted these 

later emails from its brief. Late that year, McK acquired FONA.    

On December 19, 2025, eight years after FONA’s 2017 letters and five years 

after McK acquired FONA, ZE sued McK and FONA in the Eastern District of Texas 

(the “Litigation”). Pet. 84. Its amended complaint asserts the ’776 and ’527 patents 

and a trade secret claim. EX-2008. ZE accuses only McK of infringement, not FONA 

(who makes the accused TrueTaste product). Id., 45, 57; EX-1056, 8.  

B. If imputed to McK, FONA’s expectations outweigh ZE’s 

McK (Petitioner) and FONA are separate entities, which ZE leverages in the 

Litigation. EX-1048, 10 (relying on distinction between FONA and McK, and McK 

as the “lone Defendant” on patent claims, to oppose venue transfer). Before the Lit-

igation, McK’s only exposure to the ’776 patent was the 2020 acquisition of a sub-

sidiary (FONA) who had told ZE years earlier that the patent was invalid, after which 

ZE went silent and never responded to these assertions.   

In 2017, FONA identified Baranauskiene and Watanabe and explained where 
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each discloses the retention and stability limitations. EX-2017, 2–3. ZE then contin-

ued to work with FONA for the next three years without discussing the patents that 

FONA had informed ZE were invalid. 

On these facts, it was reasonable for FONA to expect―over the 8 years be-

tween the 2017 letters and ZE’s suit―that the ’776 claims were invalid over that art 

and that ZE would not assert them. Such expectations can outweigh a patent owner’s 

when they rest on the parties’ own conduct, even for a patent in force for many years. 

See Ford, Ppr. 10, 3 (9 years); Apple v. Allani, IPR2025-00856, Ppr. 11, 3 (13 years); 

cf. Home Depot v. H2 Intellect, IPR2025-00480, Ppr. 11, 2–3 (informative) (12 

years). A patent owner that: is shown specific prior art; told how that art renders 

patent claims invalid; cannot identify what it lacks; and does not answer a request 

for its reasons cannot credibly argue that it developed settled expectations of valid-

ity. If anything, this record shows settled expectations of the ’776 patent’s invalidity.  

To be clear, Petitioner does not argue that ZE lost its expectations simply by 

waiting to sue. Cf. United Microelecs. v. Advanced Integrated, IPR2025-01053, Ppr. 

11, 3. ZE did more than wait: it threatened suit and, when asked to explain its validity 

position against the backdrop of clear invalidity contentions, went silent. The parties 

then resumed business discussions that lasted into 2020. §I.A. ZE sued only after 

McK, a large American company, acquired FONA (EX-2009, 1); even then, ZE did 

not accuse FONA of infringement. EX-2008, 45, 57. On this record, FONA’s 
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expectations outweigh any that ZE built on its own silence. 

C. FONA did not sit on its rights 

ZE claims that Petitioner “sat on its rights” after learning of the ’776 patent in 

2017. Br. 12.1 The opposite is true. Within six weeks of ZE’s notice letter, FONA 

investigated and stated its invalidity position in detail, and later sought ZE’s reason-

ing and offered a call. EX-2017; EX-1045, -1046. ZE sat on its rights by offering no 

rebuttal to FONA’s art and contentions. §I.A. None of the cases ZE cites (Br. 11–

13) involved a petitioner that told the patent owner, years before suit, that specific 

prior art invalidated the claims, asked for an explanation, and heard nothing back. 

D. FONA’s conduct shows a belief in invalidity, not validity 

ZE claims that FONA’s FTO, its 2018 outreach, and its 2020 acquisition pro-

posal show “a well-formed belief in the validity of the ’776 patent.” Br. 12. They do 

not. First, seeking an opinion of counsel following a patent notice is prudent and 

routine. FONA’s position has not changed: the ’776 claims are invalid over the iden-

tified art. EX-2017, 2. Second, FONA proposed acquiring ZE, not licensing its pa-

tents; talks ended when ZE would not provide financials and insisted its value lay in 

its intellectual property (IP), which FONA had already identified as invalid or not 

 

1 Again, McK was not involved or related to FONA in 2017. ZE never raised 

any patents with McK before filing the Litigation. 
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used by FONA. §I.A. FONA’s unanswered invalidity claims and the Federal Cir-

cuit’s affirmance of the ’388 patent’s claim cancellation confirm the limited value 

of ZE’s IP. Finally, FONA’s citation of the ’776 patent in its own applications does 

not show reliance on validity; FONA had a duty to disclose known prior art, and an 

issued patent is prior art regardless of its invalidity. Br. 6–7, 13; 37 C.F.R. § 1.56. 

E. Review is an appropriate use of office resources 

Importantly, settled expectations are weighed against all relevant considera-

tions. See Int. Proc., 2. In many cases ZE cites where settled expectations favored 

denial, petitioners gave no persuasive reason why review was “an appropriate use of 

Office resources.” Dabico v. AXA Pwr., IPR2025-00408, Ppr. 21, 3 (informative); 

see NKT Photo. v. Omni, IPR2025-00839, Ppr. 10, 2; United Microelecs., Ppr. 11, 

2. Not so here, where the ’776 claims issued through material examiner error. §II; 

see Magnolia, Ppr. 17, 8. 

II. Material Error During Prosecution Favors Maintaining This IPR 

A substantial showing of examiner error “can overcome other factors that sug-

gest discretionary denial,” including a patent’s age. Magnolia, Ppr. 17, 8. Such is the 

case here, where the examiner never compared the claims to a spray-dried powder, 

applied art unrelated to spray drying, judged the claims by the ’388 patent’s no-heat 

method that the claims don’t recite, and searched the wrong art. But for those errors, 

he would have reached the Petition’s references: one already in the record, and two 
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his search should have found. 

A. ’776 patent’s prosecution 

As ZE acknowledges, spray drying “has existed since the late 1800’s.” EX-

1001, 1:33. ZE claims to have invented spray drying with little or no heat. See Br. 

3–5. ZE’s ’388 patent (the ’776’s parent) is titled “Methods and Apparatus for Low 

Heat Spray Drying.” EX-1049, face. The ’776, a CIP of the ’388 patent, has the same 

title and the same examiner. EX-1001; EX-1002, 60. 

While every ’388 claim requires a slurry viscosity of 500 to 16,000 mPa-s and 

low or no heat, these features are absent from the ’776 claims. The ’776 claims are 

in two groups: 1–9 recite a retention limitation measured after drying; 10–19 recite 

a stability limitation measured after aging at elevated temperature. EX-1001, cls. 1, 

10 (claim 20 covers fiber, and is not addressed in the Petition or Litigation). While 

these limitations appear in ’388 claims 20–27, the ’776 claims omit “formed by the 

method of claim 2” and any other process (i.e., temperature or viscosity). Compare 

EX-1001, cls. 1, 10, with EX-1049, cls. 1, 2, 20–27. 

During the ’776 patent’s prosecution, the ’388 patent went through an IPR. 

EX-1050, 1–2; Pet. 84. All challenged claims were cancelled (id., 1–2, 36), which 

the Federal Circuit affirmed. EX-1051. ZE did not disclose the ’388 IPR during the 

’776 prosecution, but it did file five IDSs, citing 294 references, including Subrama-

niam. EX-1002, 67–82, 84–106, 108–13; id., 61, 102. On February 9, 2016, the 
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examiner: (1) signed all five IDSs, stating “all references considered except where 

lined through” (none is) (EX-1002, 72, 80, 90, 104, 111); (2) filed a Notice of Ref-

erences Cited listing only the ’388 patent and U.S. Patent No. 5,723,424 to Jennings 

(id., 66); and (3) filed search notes listing four CPC groups for medical, dental, or 

toiletry preparations and two U.S. subclasses (424/439, 456), with no search terms 

or NPL search. Id., 83. The only later entry says, “search updated” and lists no new 

classes, search terms, or references. Id., 25. 

The examiner then issued the only Office Action. EX-1002, 60–65. First, he 

rejected claims 1–9 as obvious over Jennings, a “Concrete Cleaning Mixture” of clay 

and cat litter, and applied no art to claims 10–20. Id., 62–65. Second, he rejected all 

twenty claims for nonstatutory double patenting over the ’388 patent, stating “the 

product is disclosed as being made by the methods of ’388.” Id., 64 (¶ 6). ZE trav-

ersed the Jennings rejection without amendment, explaining Jennings “lacks disclo-

sure of any ‘spray dried powder,’” and filed a terminal disclaimer over the ’388 pa-

tent. Id., 30–31, 38, 42, 46–47; Pet. 4–5. The examiner subsequently allowed all 

claims without a reason for allowance or citing another reference. EX-1002, 20, 24.  

B. The examiner never tested the claims against spray-dried powder 

As shown in §II.A, the examiner applied no art to claims 10–20 and rejected 

claims 1–9 only over Jennings, which, as ZE explained, “lacks disclosure of any 

‘spray dried powder.’” Even that rejection acknowledged that Jennings does not 
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disclose the retention limitation of claims 1–9, yet further misread the claimed “ini-

tial” and “final” limitations as two ingredients of a mixture (rather than the claimed 

comparison of a molecular type’s weight percentage in the final active ingredient 

against the initial).  EX-1001, cl. 1; EX-1002, 43, 47, 62–63 (¶ 4); see Yealink v. 

Barco, IPR2025-00491, Ppr. 18, 2–3. Yet the examiner allowed all claims without 

applying any spray-drying reference or stating a reason for allowance. EX-1002, 20, 

24. 

C. The examiner judged the ’776 claims by an incorrect standard 

The examiner’s only statement of how the claimed powders are made is his 

double-patenting rejection: the claims are not patentably distinct from the ’388 

claims “because the product is disclosed as being made by the methods of ’388.” 

EX-1002, 64 (¶ 6). But every ’388 claim requires low or no heat and a defined vis-

cosity, while the ’776 claims omit the method, temperature, and viscosity. §II.A. The 

examiner thus treated product claims that reach any spray-dried powder with the 

recited retention and stability as though they were confined to ZE’s no-heat pro-

cess—a process the ’388 patent defines against conventional spray drying at 180–

200° C. EX-1049, 1:38–40, cl. 2. On that mistaken premise, powders made by con-

ventional heated spray drying would appear to have no bearing on the claims. How-

ever, the product claims at issue here had to be tested against conventionally spray-

dried powders, like those disclosed in the Petition’s references. They never were. 
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D. The examiner’s search was aimed at the wrong art 

The examiner’s search notes list only medical, dental, and toiletry groups 

(CPC A61K) and U.S. subclasses 424/439 and 456, with no search terms and no 

search of non-patent literature, and his lone follow-up entry, “search updated,” added 

nothing. EX-1002, 83, 25. That is not the detergent and food art in which spray-dried 

flavor and fragrance powders are classified, and it reached no non-patent literature 

at all. An examiner “must conduct a thorough and complete search of the prior art.” 

MPEP § 904.02. Such a search was not done here. 

E. Subramaniam was incorrectly disregarded during prosecution 

Subramaniam discloses one such spray-dried powder (EX-1004, [0051], 

[0060], [0064]), and was listed in an IDS, yet it was never applied or discussed be-

yond the blanket IDS legend. EX-1002, 24, 60–65, 102, 104. That Subramaniam was 

buried among 294 references filed across five IDSs in a single day, with the “Rele-

vant Passages” column left blank, confirms it received no substantive consideration. 

EX-1002, 102; Ecto World v. RAI, IPR2024-01280, Ppr. 13, 7 n.3, Ppr. 16, 13–15. 

It was likely passed over given the examiner’s own faulty premise tying the ’776 

claims to the ’388 patent’s no-heat approach. Again, heat is not recited in the Chal-

lenged Claims, and Subramaniam meets the two key limitations—the retention the 

examiner admitted Jennings lacks (Example 5: 100% retention of an encapsulated 

fragrance) and the storage stability to which he applied no art (Example 7: hexyl 
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salicylate fully recovered after 4 weeks at 37° C). Pet. 57–62, 72–79.  

F. Same prosecution errors omitted Baranauskiene and Watanabe 

These references were never before the Office. See generally EX-1002. Like 

Subramaniam, Baranauskiene and Watanabe make their powders by conventional 

heated spray drying, EX-1005, 3028; EX-1006, [0053], which the examiner’s ’388 

premise incorrectly treated as irrelevant, and both sit in the detergent and food clas-

ses and the non-patent literature that the examiner’s search never reached. EX-1002, 

25, 83; EX-1005, 3027; EX-1006, (51)–(52); EX-1033; EX-1034. They are material: 

Baranauskiene’s Table 2 shows menthone’s weight percentage staying within about 

5% through spray drying (Ground 1), and Watanabe’s Example 5 powder retained 

97.5% of its paprika pigment after 4 weeks at 50° C (Ground 2). Pet. 16–20, 37–47. 

This record is a “substantial showing of apparent examiner error,” and review 

is an appropriate use of Office resources despite the patent being in force for about 

ten years. Magnolia, Ppr. 17, 8; Taiwan Semicond. v. Marlin, IPR2025-00847, Ppr. 

11, 3–4; Anthony v. ControlTec, IPR2025-00559, Ppr. 12, 2 (17–18 years). 

III. The Fintiv Factors Weigh Heavily Against Discretionary Denial 

A. Factor 1 is neutral given that no stay has been requested 

Factor 1 is neutral because no stay has been requested. Charter v. Adaptive 

Spectrum, IPR2025-00087, Ppr. 14, 8–9. Contrary to ZE’s assertion, the Board “will 

not attempt to predict” how the parallel litigation will proceed. Sand Revolution v. 

Cont’l Intermodal, IPR2019-01393, Ppr. 24, 7 (informative). ZE argues a stay would 
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be “exceedingly unlikely” because “only some asserted claims are subject to IPR,” 

citing the Eastern District of Texas’s established practice. Br. 13–14. But the other 

claims involve the ’527 Patent, which McK has identified as not infringed and lack-

ing any Rule 11 basis for assertion (EX-1052), and trade secret claims (currently 

subject to a pending motion to dismiss, EX-1053), which cannot be raised here.  

B. Factor 2 favors institution as the FWD will issue before trial  

Trial is set for January 10, 2028, one day after the projected FWD. EX-2016, 

1; Br. 14. Moreover, when trial is “at or around the same time as the projected stat-

utory deadline,” the decision “will likely implicate other factors” such as the clear 

material error that makes it “an appropriate use of Office resources to review the 

potential error.” Fintiv, Ppr. 11, 9; Padagis, Ppr. 12, 3; see §II.  

C. Factor 3: No substantial investment as it relates to the ’776 patent 

The litigation remains in its early stages here, with the parties having ex-

changed initial invalidity and infringement contentions and discovery focusing 

largely on non-patent claims. Defendants have not yet answered. No claim construc-

tion proceedings have occurred, and the parties will not exchange terms for construc-

tion until March 16, 2027—well after the institution date. EX-2016, 4–5. Nothing 

substantive will happen until late 2027, by which time most briefing will be con-

cluded (if instituted). Id., 4 (fact and expert discovery end 8/23/27 and 9/27/27; dis-

positive motions due 10/4/27). The Court has not issued any substantive orders on 
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the ’776, which further “weighs against” discretionary denial. Fintiv, Ppr. 11, 10. 

McK also filed the Petition promptly. A petitioner may reasonably “wait to 

file its petition” upon learning which “claims are being asserted,” and a prompt pe-

tition has weighed against denial. Fintiv, Ppr. 11, 11. McK filed this IPR less than 4 

months after ZE identified the asserted claims and about 5 months before the 1-year 

§315(b) deadline. EX-2010, 1; Illumina v. Natera, IPR2019-01201, Ppr. 19, 8. 

D. Factor 4: Petition seeks efficient review; stipulation avoids overlap 

Efficiency and public interest warrant a proper review of the challenged 

claims. The Petition challenges ZE’s asserted claims (1–3, 7–12, 16, and 19) (EX-

2010, 1) and several claims (4, 5, 13–15, 17, 18) not asserted in Litigation. Pet. 3. 

This IPR would enable timely and efficient review of a majority of the ’776 claims, 

which promotes the patent and legal system by potentially precluding their subse-

quent assertion against other entities. The Litigation does not, because the asserted 

subset will only narrow before trial. This IPR is McK’s only opportunity to seek a 

thorough review of the ’776 claims. See Illumina, Ppr. 19, 6–7; Fintiv, Ppr. 11, 13.  

Given that the FWD here would issue before trial, Petitioner would be subject 

to §315(e) estoppel, which is akin to a Sotera stipulation (i.e., at trial, Petitioner 

could not assert grounds raised or those that could be reasonably raised). Neverthe-

less, Petitioner’s stipulation goes further by precluding reliance, upon institution, on 

“combinations of the prior art” asserted in the IPR “with unpublished system prior 
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art (or any other type of prior art).” EX-1044, 1. ZE says this stipulation allows reli-

ance on system art reflected in printed publications, but it is focused on unpublished 

system art, and Petitioner is unaware of any asserted system art that is reflected in a 

printed publication. The stipulation thus avoids any alleged “repackag[ing]” of IPR 

arguments in litigation. What remains in litigation are §112 challenges, which can’t 

be raised here, and assertions involving the ’527 patent, which isn’t challenged in 

IPR and lacks a Rule 11 basis for assertion of infringement.  

E. Factor 5 weighs against denial because FWD will precede trial 

ZE appears to contend this factor (same parties) favors denial, but the Board 

has held otherwise in these circumstances. Specifically, when the FWD “is likely to 

issue before the district court trial,” the Board has “weigh[ed] this factor against 

exercising discretion.” BMW v. Mich. Motor, IPR2023-01234, Ppr. 11, 14. 

F. Factor 6: Merits and examination record favor review 

Factor 6 (other circumstances, including the merits) favors review. The merits 

are strong: each ground relies on art the examiner did not apply, and Dr. Miller ex-

plains what the references disclose rather than supplying missing teachings. Fintiv, 

Ppr. 11, 14–15; Pet. 3; §IV.A. The examination record—highlighting significant ma-

terial error—also strongly favors review. §II. 

IV. Other Considerations Warrant Maintaining This IPR 

ZE raises three other considerations: expert testimony, claim construction, and 

U.S. manufacturing (Br. 17–20), none favoring denial here. 
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A. Expert reliance: Dr. Miller does not fill gaps 

Expert testimony that fills no “gaps in the prior art” weighs against denial. 

iRhythm v. Welch Allyn, IPR2025-00363, Ppr. 10, 2–3; see Int. Proc., 2. ZE cites Dr. 

Miller’s “conversions” and “extrapolations” (Br. 18–19), but each reference reports 

the claimed property, which Dr. Miller explains using published methods. 

In Ground 1, Baranauskiene reports an unchanged menthone peak-area per-

centage after spray drying, and a published conversion confirms at most a 0.78% 

weight change (retention limitation). EX-1005, 3031, Table 2; EX-1003 ¶¶ 108–19 

(citing EX-1035). In Ground 2, Watanabe reports 97.5% pigment retention after 672 

hours at 122°F, and Dr. Miller uses JECFA references and carotenoid literature to 

confirm capsanthin’s loss is within about 5%, even at 1,000 hours (stability limita-

tion). EX-1006, [0057]–[0058], Table 3; EX-1003 ¶¶ 160–71, 183–87 (citing EX-

1007; EX-1013). In Ground 3, Subramaniam reports 100% retention of a whole fra-

grance (retention limitation), and 100% hexyl salicylate recovery in harsher-than-

claimed conditions (stability limitation). EX-1004, [0047], [0060]–[0061], [0067], 

Table 1; EX-1003 ¶¶ 219, 222–27, 254–56, 265. Nor need Dr. Miller be tested in the 

Litigation (Br. 19): ZE may cross examine him here, and the stipulation removes 

these grounds there. 37 C.F.R. § 42.51(b)(1)(ii); EX-1044, 1. 

B. McK explains why certain positions are warranted in litigation 

While different positions in the two forums “without sufficient explanation” 
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can be a discretionary denial consideration (Magnolia, Ppr. 17, 8), such concerns are 

overcome when the petitioner explains “why those different positions are war-

ranted,” including where a POSITA “underst[ood] that the … art satisfies the claim 

limitation (such as if the limitation prescribed a range and only the outer bounds of 

the range were unclear).” Tesla v. Intell. Ventures, IPR2025-00340, Ppr. 18, 3–4 

(informative); Revvo v. Cerebrum, IPR2025-00632, Ppr. 20, 3–5 (precedential). 

McK’s positions do just that. In litigation, McK contended indefiniteness for 

five terms “at least under ZoomEssence’s actual and/or apparent application of the 

claims.” EX-2010, 60–61. According to ZE, McK contends that these terms are “in-

capable of construction” (Br. 8), but McK challenges the terms’ scope, not whether 

they lack meaning. The Petition applies and explains each term’s “ordinary and cus-

tomary meaning” (Pet. 3) and the art meets each term however its bounds are drawn. 

 “Within about [5 / 3 / 2 / 1]%” (cls. 1, 7–9): This term is like the range that Tesla 

describes. The claims require that a principle molecular type’s weight percentage 

after drying be “within about” 5%, 3%, 2%, or 1% of its weight percentage before 

drying. EX-1001, cls. 1, 7–9. Wherever the outer edge of “about” lies, the art is not 

near it: Baranauskiene’s menthone changes by less than 1%, and Subramaniam re-

ports 100% retention. §IV.A; Pet. 19–20, 60–62. Either is within even claim 9’s 

“about 1%”—even if the bounds of “about” are not definite. 

 “by more than about [5/3]%” (cls. 10, 16): The stability limitations similarly recite 



Case: IPR2026-00416 
Attorney Docket No. 61529-0003IP1 

18 

a range, requiring that a principle molecular type’s weight percentage “not vary by 

more than about” 5% or 3% during aging at elevated temperature. EX-1001, cls. 10, 

16. Subramaniam reports 0% loss of hexyl salicylate at 37° C, and Watanabe dis-

closes a 2.5% loss of paprika pigment at 50° C. §IV.A; Pet. 38–40, 73–74. Each is 

thus well under the “about” 5 or 3%—even if the bounds of “about” are not definite. 

 “Principle molecular types” (cls. 1, 10): The claims do not say what a constituent’s 

role must be to make it “principle.” EX-1001, cls. 1, 10. Even if the boundary of 

“principle” is not clear, the art is aligned with what the term encompasses in view of 

the specification. For example, d-limonene is described in the specification as being 

“[t]he most abundant and readily perceived molecule in citrus flavors.” Thus, if 

“principle” encompasses abundance, the art discloses that. Pet. 11–13; EX-1001, 

15:18–20; EX-1003 ¶¶ 97–99. Menthone is one of the five “major compounds” in 

Baranauskiene’s peppermint oil. EX-1005, 3031. Capsanthin is the predominant ca-

rotenoid in Watanabe’s paprika oil. Pet. 35–36. All five ingredients in the identified 

perfume have “the same weight percentage.” EX-1004, [0065] n.1; EX-1003 ¶249. 

 “desirable food, flavor, fragrance… pigment” (cls. 1, 10): Even if the bounds of 

“desirable” are not clear, the specification uses the term for the property an active 

ingredient provides, such as flavor. Pet. 8, 54 (citing EX-1001, 6:10–15). ZE like-

wise told the examiner the limitation requires “a molecular type for obtaining a food, 

flavor, fragrance, medicament, and/or pigment,” and the dependent claims name 



Case: IPR2026-00416 
Attorney Docket No. 61529-0003IP1 

19 

each category separately. EX-1002, 43; EX-1001, cls. 2–6, 11–15. The art is aligned: 

Baranauskiene’s peppermint oil is a flavor, Watanabe’s paprika oil a pigment, and 

Subramaniam’s active ingredient a fragrance. Pet. 11–13, 36–37, 71. 

 “Initial” and “final” active ingredient (cl. 1): Even if the bounds of these terms 

are not clear, ZE told the examiner what they mean: the “initial active ingredient” is 

“the active ingredient prior to spray drying,” and the “final active ingredient” is “the 

active ingredient in the spray dried powder.” EX-1002, 43. The art is aligned with 

that reading. Baranauskiene analyzes the “pure peppermint EO used as the initial 

material for the encapsulation” and the oil recovered from each powder, and Subra-

maniam measures its fragrance in “[t]he final product (after the process).” EX-1005, 

3031, Table 2; EX-1004, [0061]; Pet. 13, 59. 

ZE argues that the Petition asserts “only” that the terms should receive their 

“ordinary and customary meaning.” Br. 17. But for each contested term, the Petition 

identifies the claim language, its intrinsic evidence, and the art satisfying the terms. 

Pet. 11–13, 36–37, 59, 71–74. Unlike ZE’s cited decisions, this case does not involve 

petitioners that had taken divergent construction positions in court. See Tesla, Ppr. 

18, 3–4; Revvo, Ppr. 20, 2, 5; Infineon v. MOSAID, IPR2025-01171, Ppr. 27, 2–3.  

Nor does the record show gamesmanship. See Terumo v. Haemonetics, 

IPR2025-01374, Ppr. 20, 4 (informative); Ford, Ppr. 27, 3; Magnolia, Ppr. 17, 4. 

FONA’s position has not changed since 2017, when it told ZE that the ’776 claims, 
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as ZE read them, “would read on the prior art,” and identified Baranauskiene and 

Watanabe, the same references the Petition relies on. §I.A; EX-2017, 2–3; EX-2010, 

60. Because the art meets each limitation however its bounds are drawn, the Board’s 

decision would not turn on the court’s definiteness ruling. EX-1044, 1. Ford and 

Terumo differ. There, the petitioners raised indefiniteness in court after review was 

instituted, and in Ford the contentions reached terms beyond the petitioner’s Tesla 

showing. Ford, Ppr. 27, 3. Here, the contentions came first, per the local rules, and 

the Petition addresses all five terms. §IV.B. 

C. U.S. Manufacturing: The accused products are made in USA 

The manufacturing and small business considerations do not favor denial. EX-

1054.  The concern is “companies that neither manufacture in the [U.S.] nor make 

American manufacturing investments” benefiting from the post grant process. Mag-

nolia, Ppr. 17, 7. That concern is inapplicable here considering that McK is a repu-

table American company headquartered in Maryland that has U.S. manufacturing 

plants in ten locations (including a flavor plant in Illinois where FONA is based (EX-

2022, 21; EX-2009, 1)). The accused TrueTaste products are made in the U.S. EX-

1056, 8. McK develops its own technology, holding about 65 U.S. patents (EX-

1057) and spending $102.9 million on R&D in 2024. EX-2022, 55. 

Thus, the present record counsels against discretionary denial, and Petitioner 

requests that the Petition be referred to the Board. 
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