Case 7:28-0ov-00 Document 3 Filed D3/04/26  Page lofl
AO 120 (Rev. 08/10)
TO: Mail Stop 8 REPORT ON THE
' Director of the U.S. Patent and Trademark Office FILING OR DETERMINATION OF AN
P.O. Box 1450 ACTION REGARDING A PATENT OR
Alexandria, VA 22313-1450 TRADEMARK
In Compliance with 35 U.S.C. § 290 and/or 15 U.S.C. § 1116 you are hereby advised that a court action has been
filed in the U.S. District Court Western District of Texas, Midland Division on the following
[ Trademarks or [ Patents. ( [] the patent action involves 35 U.S.C. § 292.):
DOCKET NO. DATE FILED U.S. DISTRICT COURT
7:26-cv-00075 3/4/2026 Western District of Texas, Midland Division
PLAINTIFF DEFENDANT
MOBILITY IP HOLDINGS, INC. APPLE INC.

PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK
1 8,151,345 4/3/2012
2 8,548,924 10/1/2013
3 8,766,772 7/1/2014
4 8,933,807 1/13/2015
5 10,235,513 3/19/2019
610,706,412 71712020
9/1/2020
7 10,762,187 In the above—entitled case, the following patent(s)/ trademark(s) have been included:
DATE INCLUDED INCLUDED BY
[0 Amendment ] Answer [ Cross Bill [ Other Pleading
PATENT OR DATE OF PATENT
TRADEMARK NO. OR TRADEMARK HOLDER OF PATENT OR TRADEMARK

2
3
4
5
In the above—entitled case, the following decision has been rendered or judgement issued:
DECISION/JUDGEMENT
CLERK (BY) DEPUTY CLERK DATE

Copy 1—Upon initiation of action, mail this copy to Director

Copy 2—Upon filing document adding patent(s), mail this copy to Director

Copy 4—Case file copy

Copy 3—Upon termination of action, mail this copy to Director

APPLE 1002




e UNITED STATES PATENT AND TRADEMARK OFFICE

ENES UNITED STATES DEPARTMENT OF COMMERCE
R United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450
Alexandria, Virginia 22313-1450
WWW.uspto.gov

83

| APPLICATION NO. ISSUE DATE PATENT NO. ATTORNEY DOCKET NO. CONFIRMATION NO.
15/372,317 03/19/2019 10235513 116546-613CT17 6203
27189 7590 02/27/2019

PROCOPIO, CORY, HARGREAVES & SAVITCH LLP
525 B STREET

SUITE 2200

SAN DIEGO, CA 92101

ISSUE NOTIFICATION

The projected patent number and issue date are specified above.

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(application filed on or after May 29, 2000)

The Patent Term Adjustment is 0 day(s). Any patent to issue from the above-identified application will include
an indication of the adjustment on the front page.

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that
determines Patent Term Adjustment is the filing date of the most recent CPA.

Applicant will be able to obtain more detailed information by accessing the Patent Application Information
Retrieval (PAIR) WEB site (http://pair.uspto.gov).

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office
of Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments
should be directed to the Application Assistance Unit (AAU) of the Office of Data Management (ODM) at
(571)-272-4200.

APPLICANT(s) (Please see PAIR WEB site http://pair.uspto.gov for additional applicants):

Francisco Martinez de Velasco Cortina, La Jolla, CA;
NEOLOGY, INC., Poway, CA;
Manfred Rietzler, Marktoberdorf, GERMANY

The United States represents the largest, most dynamic marketplace in the world and is an unparalleled location
for business investment, innovation, and commercialization of new technologies. The USA offers tremendous
resources and advantages for those who invest and manufacture goods here. Through SelectUSA, our nation
works to encourage and facilitate business investment. To learn more about why the USA is the best country in
the world to develop technology, manufacture products, and grow your business, visit SelectUSA.gov.

IR103 (Rev. 10/09)



Doc Code: MFEE.C.AD

Document Description: Maintenance Fee Address Change

PTO/SB/47-EFS

FEE ADDRESS INDICATION FORM

Application Number

15372317

Art Unit

2685

Filing Date

07-Dec-2016

Examiner Name

VAN TRIEU

First Name Inventor

Francisco Martinez de Velasco Cortina

Attorney Doc. Number

116546-613CT17

INSTRUCTIONS: In order for the fee address identified on this form to be effective, the issue fee must have been paid for the application
listed on this form. Only an address represented by a customer number can be established as the fee address for maintenance fee
purposes (hereafter, fee address). A fee address should be established when correspondence related to maintenance fees should be
mailed to a different address than the correspondence address for the application. For more information on customer numbers, see the
Manual of Patent Examining Procedure (MPEP) § 403.

Please recognize as the Fee Address under the provisions of 37 CFR 1.363 the address associated with:

Customer Number:

27189
PROCOPIO, CORY, HARGREAVES & SAVITCH LLP

525 B STREET

SUITE 2200

SAN DIEGO CA 92101
UNITED STATES
6192381900
docketing@procopio.com

Signature :

I certify, in accordance with 37 CFR 1.4(d)(4) that | am an attorney or agent registered to practice before the Patent and Trademark Office who
has filed and has been granted power of attorney in this application.

Signature

/Mark W. Catanese/

Date

01-24-2019

Name

Mark William Catanese

Registration Number

64279




Electronic Patent Application Fee Transmittal

Application Number:

15372317

Filing Date:

07-Dec-2016

Title of Invention:

SYSTEM AND METHOD FOR PROVIDING SECURE IDENTIFICATION SOLUTIONS

First Named Inventor/Applicant Name:

Francisco Martinez de Velasco Cortina

Filer:

Mark William Catanese/Helen Glenister

Attorney Docket Number:

116546-613CT17

Filed as Large Entity

Filing Fees for Utility under 35 USC 111(a)

Description Fee Code Quantity Amount SUB—JS:;)I in
Basic Filing:
UTILITY APPL ISSUE FEE 1501 1 1000 1000
PUBL. FEE- EARLY, VOLUNTARY, OR NORMAL 1504 1 0 0

Pages:

Claims:

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:




Description Fee Code Quantity Amount Sub-Total in

UsD($)
Post-Allowance-and-Post-Issuance:
Extension-of-Time:
Miscellaneous:
Total in USD ($) 1000




Electronic Acknowledgement Receipt

EFS ID: 34951824
Application Number: 15372317
International Application Number:
Confirmation Number: 6203
Title of Invention: SYSTEM AND METHOD FOR PROVIDING SECURE IDENTIFICATION SOLUTIONS
First Named Inventor/Applicant Name: Francisco Martinez de Velasco Cortina
Customer Number: 27189
Filer: Mark William Catanese/Helen Glenister
Filer Authorized By: Mark William Catanese
Attorney Docket Number: 116546-613CT17
Receipt Date: 24-JAN-2019
Filing Date: 07-DEC-2016
Time Stamp: 17:51:43
Application Type: Utility under 35 USC 111(a)
Payment information:
Submitted with Payment yes
Payment Type CARD
Payment was successfully received in RAM $1000
RAM confirmation Number 012519INTEFSW17514200
Deposit Account 502075
Authorized User Helen Glenister

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
37 CFR 1.20 (Post Issuance fees)
37 CFR 1.21 (Miscellaneous fees and charges)




File Listing:

Document .. . File Size(Bytes)/ Multi Pages
Document Description File Name . . .
Number Message Digest | Part/.zip| (if appl.)
46536
1 Issue Fee Payment (PTO-85B) Web85b.pdf no 2
€37187087fcfB01547e48c6912fd771c398f]
6bb
Warnings:
Information:
33159
2 Maintenance Fee Address Change web85feeaddress.pdf no 1
7441c0efa4a017241335db74f9a8ad 2e3c71
0ab8
Warnings:
Information:
31840
3 Fee Worksheet (SB06) fee-info.pdf no 2
1efc6bd8fb14509e9a53ac00056f2f186b1b)
Warnings:
Information:
Total Files Size (in bytes){ 111535

This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.




Doc Code: IFEE PTOL/85B-EFS

Document Description: Issue Fee Payment (PTO-85B)

Issue Fee Transmittal Form

Application Number Filing Date First Named Inventor Atty. Docket No. Confirmation No.
15372317 07-Dec-2016 Francisco Martinez de Velag 116546-613CT17 6203
TITLE OF INVENTION :

SYSTEM AND METHOD FOR PROVIDING SECURE IDENTIFICATION SOLUTIONS

Entity Status Application Type ArtUnit |Class - Subclass EXAMINER
Regular Undiscounted Utility under 35 USC 111(a) |2685 572700 VAN TRIEU
Issue Fee Due Publication Due Total Fee(s) Due Date Due Prev. Paid Fee
$1000 $0 $1000 29-Jan-2019 $0

1.Change of Correspondence Address and/or Indication Of Fee Address (37 CFR 1.33 & 1.363)

Current Correspondence Address: Current Indicated Fee Address:

27189
PROCOPIO, CORY, HARGREAVES & SAVITCH LLP

525 B STREET

SUITE 2200

SAN DIEGO CA 92101
UNITED STATES
6192381900

DTﬂNnfifirnfinnc@prnrnpin com

[ Change of correspondence address requested, system X Fee Address indication requested, system generated SB/47-EFS
generated AIA/122-EFS form attached form attached

2.Entity Status

Change in Entity Status

Applicant certifying micro entity status; system generated Micro Entity certification form attached. See 37 CFR 1.29.

Note: Absent a valid certification of micro entity status, issue fee payment in the micro entity amount will not be accepted at the risk of application abandonment.
O If this box is checked, you will be prompted to choose a micro entity status on the gross income basis (37 CFR 1.29(a)) or the institution of higher education basis

(37 CFR 1.29(d)), and make the applicable certification online.

Applicant asserting small entity status. See 37 CFR 1.27.

O Note: If the application was previously under micro entity status, checking this box will be taken to be a notification of loss of entitlement to micro entity status.

Applicant changing to regular undiscounted fee status.
Note: Checking this box will be taken to be a notification of loss of entitlement to small or micro entity status, as applicable.

WEB IFEE 1.0



Doc Code: IFEE PTOL/85B-EFS

Document Description: Issue Fee Payment (PTO-85B)

3.The Following Fee(s) Are Submitted:

[ I authorize USPTO to apply my previously paid issue fee to the

Issue Fee
|Z| current fees due

The Director is hereby authorized to apply my previously paid
[] Publication Fee [] issue fee to the current fee due and to charge deficient fees to
Deposit Account Number

If in addition to the payment of the issue fee amount submitted
with this form, there are any discrepancies in any amount(s) due,
the Director is authorized to charge any defg&ra% or credit any
overpayment, to Deposit Account Number
The issue fee must be submitted with this form. If payment of
the issue fee does not accompany this form, checking this box
and providing a deposit account number will NOT be
effective to satisfy full payment of the fee(s) due.

[ ] Advance Order - # of copies — X

4.Firm and/or Attorney Names To Be Printed

NOTE: If no name is listed, no name will be printed
For printing on the patent front page, list to be displayed as entered

1. PROCOPIO

2. MARKW. CATANESE

3. NOEL C. GILLESPIE

5.Assignee Name(s) and Residence Data To Be Printed

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document has been filed for
recordation as set forth in 37 CFR 3.11. Completion of this form is NOT a substitute for filing an assignment.

Name City State Country Category

Neology, Inc. San Diego  CALIFORNIA  united states corporation

6.Signature

| certify, in accordance with 37 CFR 1.4(d)(4) that | am an attorney or agent registered to practice before the Patent and Trademark Office who has filed and has been granted
power of attorney in this application. | also certify that this Fee(s) Transmittal form is being transmitted to the USPTO via EFS-WEB on the date indicated below.

Signature /Mark W. Catanese/ Date 01-24-2019
Name Mark William Catanese Registration Number | 64279
WEB IFEE 1.0



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

NOTICE OF ALLOWANCE AND FEE(S) DUE

| EXAMINER |
27189 7590 10/29/2018
PROCOPIO, CORY, HARGREAVES & SAVITCH LLP TRIEU, VAN THANH
525 B STREET
SUITE 2200 | ART UNIT PAPER NUMBER |
SAN DIEGO, CA 92101 2685
DATE MAILED: 10/29/2018
APPLICATION NO. FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. CONFIRMATION NO.
15/372,317 12/07/2016 Francisco Martinez de Velasco Cortina 116546-613CT17 6203

TITLE OF INVENTION: SYSTEM AND METHOD FOR PROVIDING SECURE IDENTIFICATION SOLUTIONS

APPLN. TYPE ENTITY STATUS ISSUE FEE DUE I PUBLICATION FEE DUE | PREV. PAID ISSUE FEE TOTAL FEE(S) DUE DATE DUE

nonprovisional UNDISCOUNTED $1000 $0.00 $0.00 $1000 01/29/2019

THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT.
PROSECUTION ON THE MERITS IS CLOSED. THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS.
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308.

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE MAILING
DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS STATUTORY PERIOD
CANNOT BE EXTENDED. SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE DOES NOT REFLECT A CREDIT
FOR ANY PREVIOUSLY PAID ISSUE FEE IN THIS APPLICATION. IF AN ISSUE FEE HAS PREVIOUSLY BEEN PAID IN
THIS APPLICATION (AS SHOWN ABOVE), THE RETURN OF PART B OF THIS FORM WILL BE CONSIDERED A REQUEST
TO REAPPLY THE PREVIOUSLY PAID ISSUE FEE TOWARD THE ISSUE FEE NOW DUE.

HOW TO REPLY TO THIS NOTICE:

I. Review the ENTITY STATUS shown above. If the ENTITY STATUS is shown as SMALL or MICRO, verify whether entitlement to that
entity status still applies.

If the ENTITY STATUS is the same as shown above, pay the TOTAL FEE(S) DUE shown above.

If the ENTITY STATUS is changed from that shown above, on PART B - FEE(S) TRANSMITTAL, complete section number 5 titled
"Change in Entity Status (from status indicated above)".

For purposes of this notice, small entity fees are 1/2 the amount of undiscounted fees, and micro entity fees are 1/2 the amount of small entity
fees.

II. PART B - FEE(S) TRANSMITTAL, or its equivalent, must be completed and returned to the United States Patent and Trademark Office
(USPTO) with your ISSUE FEE and PUBLICATION FEE (if required). If you are charging the fee(s) to your deposit account, section "4b"
of Part B - Fee(s) Transmittal should be completed and an extra copy of the form should be submitted. If an equivalent of Part B is filed, a
request to reapply a previously paid issue fee must be clearly made, and delays in processing may occur due to the difficulty in recognizing
the paper as an equivalent of Part B.

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to Mail
Stop ISSUE FEE unless advised to the contrary.

IMPORTANT REMINDER: Maintenance fees are due in utility patents issuing on applications filed on or after Dec. 12, 1980.
It is patentee's responsibility to ensure timely payment of maintenance fees when due. More information is available at

www.uspto.gov/PatentMaintenanceFees.
Page 1 of 3

PTOL-85 (Rev. 02/11)
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PART B - FEE(S) TRANSMITTAL
Complete and send this form, together with applicable fee(s), by mail or fax, or via EFS-Web.

By mail, send to: Mail Stop ISSUE FEE By fax, send to:  (571)-273-2885
Commissioner for Patents
P.O. Box 1450
Alexandria, Virginia 22313-1450

INSTRUCTIONS: This form should be used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 5 should be completed where appropriate. All
further correspondence including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as indicated unless corrected
below or directed otherwise in Block 1, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for maintenance fee notifications.
Note: A certificate of mailing can only be used for domestic mailings of the
Fee(s) Transmittal. This certificate cannot be used for any other accompanying
papers. Each additional paper, such as an assignment or formal drawing, must
have its own certificate of mailing or transmission.

CURRENT CORRESPONDENCE ADDRESS (Note: Use Block 1 for any change of address)

27189 7590 10/29/2018 Certificate of Mailing or Transmission
PROCOPIO. CORY. HARGREAVES & SAVITCH LLP I hereby certify that this Fee(s) Transmittal is being deposited with the United
> ’ States Postal Service with sufficient postage for first class mail in an envelope
525 B STREET addressed to the Mail Stop ISSUE FEE address above, or being transmitted to
SUITE 2200 the USPTO via EFS-Web or by facsimile to (571) 273-2885, on the date below.
SAN DIEGO, CA 92101 (Typed or prined rame)
(Signature)
(Date)l
I APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. |
15/372,317 12/07/2016 Francisco Martinez de Velasco Cortina 116546-613CT17 6203
TITLE OF INVENTION: SYSTEM AND METHOD FOR PROVIDING SECURE IDENTIFICATION SOLUTIONS
| APPLN. TYPE | ENTITY STATUS I ISSUE FEE DUE I PUBLICATION FEE DUE | PREV. PAID ISSUE FEE | TOTAL FEE(S) DUE | DATE DUE |
nonprovisional UNDISCOUNTED $1000 $0.00 $0.00 $1000 01/29/2019

I EXAMINER | ART UNIT | CLASS-SUBCLASS |
TRIEU, VAN THANH 2685 340-572700
1. Change of correspondence address or indication of "Fee Address” (37 2. For printing on the patent front page, list
CFR 1.363). (1) The names of up to 3 registered patent attorneys
or agents OR, alternatively, 1

M| Change of correspondence address (or Change of Correspondence

Address form PTO/SB/122) attached (2) The name of a single firm (having as a member a

registered attorney or agent) and the names of upto 2
2 registered patent attorneys or agents. If no name is
listed, no name will be printed.

(] "Fee Address" indication (or "Fee Address" Indication form PTO/
SB/47; Rev 03-09 or more recent) attached. Use of a Customer
Number is required.

. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type)

|95}

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. If an assignee is identified below, the document must have been previously
recorded, or filed for recordation, as set forth in 37 CFR 3.11 and 37 CFR 3.81(a). Completion of this form is NOT a substitute for filing an assignment.

(A) NAME OF ASSIGNEE (B) RESIDENCE: (CITY and STATE OR COUNTRY)

Please check the appropriate assignee category or categories (will not be printed on the patent) : (] Individual [ Corporation or other private group entity (] Government

4a. Fees submitted: [MIssue Fee (JPublication Fee (if required) [JAdvance Order - # of Copies
4b. Method of Payment: (Please first reapply any previously paid fee shown above)

(] Blectronic Payment via EFS-Web [ Enclosed check (] Non-electronic payment by credit card (Attach form PTO-2038)

[ The Director is hereby authorized to charge the required fee(s), any deficiency, or credit any overpayment to Deposit Account No.

5. Change in Entity Status (from status indicated above)

NOTE: Absent a valid certification of Micro Entity Status (see forms PTO/SB/15A and 15B), issue
fee payment in the micro entity amount will not be accepted at the risk of application abandonment.
NOTE: If the application was previously under micro entity status, checking this box will be taken
to be a notification of loss of entitlement to micro entity status.

NOTE: Checking this box will be taken to be a notification of loss of entitlement to small or micro
entity status, as applicable.

M| Applicant certifying micro entity status. See 37 CFR 1.29

M| Applicant asserting small entity status. See 37 CFR 1.27

M| Applicant changing to regular undiscounted fee status.

NOTE: This form must be signed in accordance with 37 CFR 1.31 and 1.33. See 37 CFR 1.4 for signature requirements and certifications.

Authorized Signature Date
Typed or printed name Registration No.
Page 2 of 3
PTOL-85 Part B (08-18) Approved for use through 01/31/2020 OMB 0651-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

11



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

I APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO. |
15/372,317 12/07/2016 Francisco Martinez de Velasco Cortina 116546-613CT17 6203
27189 7590 10/29/2018 | EXAMINER |
PROCOPIO, CORY, HARGREAVES & SAVITCH LLP TRIEU, VAN THANH
525 B STREET
SUITE 2200 | ART UNIT PAPER NUMBER |
SAN DIEGO, CA 92101 2685

DATE MAILED: 10/29/2018

Determination of Patent Term Adjustment under 35 U.S.C. 154 (b)
(Applications filed on or after May 29, 2000)

The Office has discontinued providing a Patent Term Adjustment (PTA) calculation with the Notice of Allowance.

Section 1(h)(2) of the AIA Technical Corrections Act amended 35 U.S.C. 154(b)(3)(B)(i) to eliminate the requirement
that the Office provide a patent term adjustment determination with the notice of allowance. See Revisions to Patent
Term Adjustment, 78 Fed. Reg. 19416, 19417 (Apr. 1, 2013). Therefore, the Office is no longer providing an initial
patent term adjustment determination with the notice of allowance. The Office will continue to provide a patent term
adjustment determination with the Issue Notification Letter that is mailed to applicant approximately three weeks prior
to the issue date of the patent, and will include the patent term adjustment on the patent. Any request for reconsideration
of the patent term adjustment determination (or reinstatement of patent term adjustment) should follow the process
outlined in 37 CFR 1.705.

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of
Patent Legal Administration at (571)-272-7702. Questions relating to issue and publication fee payments should be
directed to the Customer Service Center of the Office of Patent Publication at 1-(888)-786-0101 or (571)-272-4200.

Page 3 of 3

PTOL-85 (Rev. 02/11)
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OMB Clearance and PRA Burden Statement for PTOL-85 Part B

The Paperwork Reduction Act (PRA) of 1995 requires Federal agencies to obtain Office of Management and Budget
approval before requesting most types of information from the public. When OMB approves an agency request to
collect information from the public, OMB (i) provides a valid OMB Control Number and expiration date for the
agency to display on the instrument that will be used to collect the information and (ii) requires the agency to inform
the public about the OMB Control Number’s legal significance in accordance with 5 CFR 1320.5(b).

The information collected by PTOL-85 Part B is required by 37 CFR 1.311. The information is required to obtain
or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is
governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 30 minutes to complete, including
gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon
the individual case. Any comments on the amount of time you require to complete this form and/or suggestions
for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office,
U.S. Department of Commerce, P.O. Box 1450, Alexandria, Virginia 22313-1450. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria,
Virginia 22313-1450. Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection
of information unless it displays a valid OMB control number.

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the requirements
of the Act, please be advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)
(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which the information
is used by the U.S. Patent and Trademark Office is to process and/or examine your submission related to a patent
application or patent. If you do not furnish the requested information, the U.S. Patent and Trademark Office may not
be able to process and/or examine your submission, which may result in termination of proceedings or abandonment
of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1. The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (5§ U.S.C 552a). Records from this system of records may
be disclosed to the Department of Justice to determine whether disclosure of these records is required by the
Freedom of Information Act.

2. A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence
to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of
settlement negotiations.

3. A record in this system of records may be disclosed, as a routine use, to a Member of Congress submitting
a request involving an individual, to whom the record pertains, when the individual has requested assistance
from the Member with respect to the subject matter of the record.

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having
need for the information in order to perform a contract. Recipients of information shall be required to comply
with the requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

5. A record related to an International Application filed under the Patent Cooperation Treaty in this system of
records may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property
Organization, pursuant to the Patent Cooperation Treaty.

6. A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

7. Arecord from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility
to recommend improvements in records management practices and programs, under authority of 44 U.S.C.
2904 and 2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection
of records for this purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall
not be used to make determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record
may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed
in an application which became abandoned or in which the proceedings were terminated and which application
is referenced by either a published application, an application open to public inspection or an issued patent.

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local law
enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or regulation.
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Application No. Applicant(s)
. . 15/372,317 Martinez de Velasco Cortina etal.
Notice of Allowability Examiner Art Unit AIA Status
VAN T TRIEU 2685 No

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address--
All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308.

1.4 This communication is responsive to the response after the Final filed on 08/29/2018.
[J A declaration(s)affidavit(s) under 37 CFR 1.130(b) was/were filed on .

2.[J An election was made by the applicant in response to a restriction requirement set forth during the interview on ; the
restriction requirement and election have been incorporated into this action.

3.} The allowed claim(s) is/are 1-26 . As a result of the allowed claim(s), you may be eligible to benefit from the Patent Prosecution
Highway program at a participating intellectual property office for the corresponding application. For more information, please see
http://www.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.

4.[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:
a) JAIl b) (JSome  *c) [J None of the:
1. [0 Certified copies of the priority documents have been received.
2. [ Certified copies of the priority documents have been received in Application No.
3. [ Copies of the certified copies of the priority documents have been received in this national stage application from the
International Bureau (PCT Rule 17.2(a)).

* Certified copies not received:

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file areply complying with the requirements
noted below. Failure to timely comply will result in ABANDONMENT of this application.
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE.

5] CORRECTED DRAWINGS (as "replacement sheets") must be submitted.

(O including changes required by the attached Examiner's Amendment / Comment or in the Office action of
Paper No./Mail Date .

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front {not the back) of each
sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d).

6.(] DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the
attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL.

Attachment(s)

1.0 Notice of References Cited (PTO-892) 5. (¥} Examiner's Amendment/Comment

2.0 Information Disclosure Statements (PTO/SB/08), 6. ¥} Examiner's Statement of Reasons for Allowance
Paper No./Mail Date .

3.0 Examiner's Comment Regarding Requirement for Deposit 7. (J Other .

of Biological Material
4.0 Interview Summary (PTO-413),
Paper No./Mail Date.

VAN T TRIEU/
Primary Examiner, Art Unit 2685 10/22/2018

U.S. Patent and Trademark Office .
PTOL-37 (Rev. 08-13) Notice of Allowability Part of Paper No./Mail Date 20181022
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Application/Control Number: 15/372,317 Page 2
Art Unit: 2685

DETAILED ACTION

EXAMINER’S AMENDMENT
1. The application has been amended as follows: In the Specification filed on
12/07/2016, page 1, first paragraph, line 2, after the year “2013” insert --- now Patent

Number. 9,558,385, issued on 01/31/2017, ---.

Allowable Subject Matter
2. The following is an examiner’s statement of reasons for allowance: the prior arts
fails to teaching and/or suggesting of a mobile device, comprising a processor
configured to:
receive a signal from a point of sale terminal via the short range radio frequency circuit,
the signal comprising a request to access the memory and retrieve the transaction
information,
compare the received biometric data with the biometric information stored in the
memory, and
transmit the transaction information to the point of sale terminal using the short range
radio frequency circuit when the received biometric data matches the stored biometric

information; and

Any comments considered necessary by applicant must be submitted no later

than the payment of the issue fee and, to avoid processing delays, should preferably

15



Application/Control Number: 15/372,317 Page 3
Art Unit: 2685

accompany the issue fee. Such submissions should be clearly labeled “Comments on

Statement of Reasons for Allowance.”

Conclusion
3. Any inquiry concerning this communication or earlier communications from
examiner should be directed to primary examiner craft is Van Trieu whose telephone
number is (571) 2722972. The examiner can normally be reached on Mon-Fri from 8:00
AM to 3:00 PM. If attempts to reach the examiner by telephone are unsuccessful, the
examiner's supervisor, Mr. Hai Phan can be reached on (571) 272-6338.
Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published
applications may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through Private PAIR only. For
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you
have questions on access to the Private PAIR system, contact the Electronic Business
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO
Customer Service Representative or access to the automated information system, call

800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/VAN T TRIEU/
Primary Examiner, Art Unit 2685

10/22/2018
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

| APPLICATION NO. | FILING DATE | FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO.

15/372,317 12-07-2016 Francisco Martinez 116546-613CT17 6203
de Velasco Cortina

| EXAMINER

TRIEU, VAN THANH

SYSTEM AND METHOD FOR PROVIDING SECURE | ART UNIT | PapERNUMBER
IDENTIFICATION SOLUTIONS 2685
| SUBMISSION DATE | DELIVERY MODE
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Mail Stop AF
Commissioner for Patents
P.O. Box 1450
Alexandria, VA 22313-1450
Dear Sir:
In response to the Final Office Action mailed on July 16, 2018, (“Final Office Action”)
Applicant submits the present communication. Allowance of the above identified application

is respectfully requested in view of the following Amendment and Remarks, where:
Listing of the Claims begin on page 2 of this paper.

Summary of Communication with Examiner begins on page 7 of this paper.

Remarks begin on page 8 of this paper.
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SUMMARY OF COMMUNICATION WITH EXAMINER

Applicant thanks Examiner Trieu for the courtesy extended during the telephonic
communication conducted in the present application on August 27, 2018 with Mark
Catanese (“Telephone Call”). During the Telephone Call, Applicant and Examiner discussed
the availability of U.S. Pat. Pub. No. 2004/0059923 (“ShamRao”) as a prior art reference
under 35 USC §102(a)(2) in view of the effective filing date of the present application and
as set forth in the Applicant’'s Amendment and Response to Non-Final Office Action filed on
April 4, 2018 (“Non-Final Office Action Response”). During the Telephone Call the Examiner
agreed to reconsider the availability of the ShamRao as prior art to the present application
and consider withdrawing the present Final Office Action and Applicant agreed to file the
request in writing. The substance of those discussions is reflected in the remarks below.

DOCS 3389122.1
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REMARKS

The present amendment is in response to the Final Office Action dated July 16,
2018. In view of the above listing of the claims and the following remarks, Applicant

respectfully requests reconsideration and allowance of all pending claims.

A. Claim Status
With this Response, claims 1- 26 are pending in the application. Claims 1, 9, and 15

are the independent claims.

A. Request for Withdrawal of Finality

Applicant respectfully requests that the finality of the Final Office Action should be
withdrawn because the Office has failed to consider the patentability arguments presented
in the Non-Final Office Action Response and erroneously rejected the claims in view
ShamRao, which is not available as prior art to the present application. The incorrect
application of ShamRao as prior art precludes the Office Action from addressing the merits
of the argument presented concerning one of the presented independent claims. Further,
since ShamRao is not available as prior art, any rejection of the claims would necessarily be
new grounds of rejections that are not necessitate by amendments made by the Applicant,
as the previous Non-Final Office Action Response was filed without amendment.

MPEP 706.07(d) states that “[ilf, on request by applicant for reconsideration, the
primary examiner finds the final rejection to have been premature, he or she should
withdraw the finality of the rejection.” An office action is final, “except where the examiner
introduces a new ground of rejection that is neither necessitated by applicant’s amendment
of the claims, nor based on information submitted in an information disclosure statement
filed during the period set forth in 37 CFR 1.97(c) with the fee set forth in 37 CFR 1.17(p).”
MPEP 706.07(a).

In the present application, on February 9, 2018, Applicant received a Non-Final Office
Action rejecting claims 1-23 under 35 U.S.C. §102(a)(2) as anticipated by ShamRao.

In response, Applicant filed the Non-Final Office Action Response explaining that
ShamRao has a filing date of September 25, 2002, which is after filing date of July 9, 2002

for provisional application No. 60/394,241 from which the present application claims
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priority. Since ShamRao is not entitled to any other effective filing date (as explained in the
Non-Final Office Action Response and set forth below), Applicant argued that ShamRao is
not available as prior art under 35 U.S.C. §102(a)(2).

In response, Applicant received the current, outstanding Final Office Action which
fails to take note of or in any way address Applicant’s detailed explanation that ShamRao is
not available as prior art. MPEP 707.07(f) explains that “[w]here the requirements are
traversed, or suspension thereof requested, the examiner should make proper reference
thereto in his or her action on the amendment.” Here, while the Office Action repeated the
previous rejections, it fails to address that ShamRao is not prior art and is not entitled to any
other effective filing date. For example, in the “Response to Arguments” section on pages
11-12 of the Final Office Action, the Office does not make any reference to the Applicant’s
arguments that ShamRao is not prior art, and instead merely argues that US App. No.
09/992,109 (“the ‘109 application”) is related to ShamRao and discloses the claimed
features (a point Applicant does not concede as set forth in the Non-Final Office Action
Response). However, as explained in the Non-Final Office Action Response (and restated
below), ShamRao is not a continuing application to is entitled to claim benefit as a
continuing application of the ‘109 application, and thus is not entitled to the filing data of
the ‘109 application. Thus, the final Office Action is deficient because the Office failed to
satisfy the requirements of MPEP § 707.07(f), and Applicant respectfully submit that the
outstanding Final Office Action is improper.

Further, to the extent that the Office seeks to reject the claims using the ‘109
application, Applicant respectfully submits that any such rejection would necessarily be a
new ground of rejection that is not predicated on amendments made by the Applicant. As
stated above, a final action is premature where the examiner introduces a new ground of
rejection that is not necessitated by applicant’s amendment of the claims. Since Applicant
filed the Non-Final Office Action Response without amendment to the claims, any
subsequent action would not qualify as a final office action unless such rejections are based
on information submitted in an information disclosure statement.

In view of the foregoing, Applicants respectfully request withdrawal of the finality of
the outstanding Final Office Action and further request allowance of the claims, or at least a
new non-final office action that addresses the merits of claims.

10
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B. Claim Rejections - 35 USC § 102

Claims 1-26 are rejected under 35 U.S.C. §102(a)(2) as being anticipated by U.S.
Pat. Pub. No. 2004/0059923 (“ShamRao”). Applicant respectfully traverses all of the
rejections and submits that, for at least the reasons set forth in this paper and as explained
in the Non-Final Office Action Response, the cited reference does not anticipate the claims
because the cited reference is not available as prior art to the present application and fails
to teach or suggest each feature of at least Claims 1, 9, and 15 as presented herein.

As explained in the Non-Final Office Action Response, Applicant respectfully re-
submits that ShamRao is not available as prior art to the present application. Under 35
U.S.C. §102(a)(2), “[a] person shall be entitled to a patent unless . . . (2) the claimed
invention was described in . . . an application for patent published or deemed published
under section 122(b), in which the patent application, as the case may be, names another
inventor and was effectively filed before the effective filing date of the claimed invention.”
See also, M.P.E.P. § 2152, Here, ShamRao was filed on September 25, 2002. Whereas,
the present application claims priority to provisional application No. 60/394,241 filed on
July 9, 2002. Since the present application was effectively filed before the filing data of
ShamRao, ShamRao does not qualify as prior art under 35 U.S.C. § 102(a) (2).

However, the Office argued that ShamRao claims priority to the ‘109 application filed
on November 6, 2001 (“the ‘109 application”). Office Action, pp. 2 and 11-12. Applicant
respectfully disagrees and re-submits that ShamRao does not claim priority to the ‘109
application, and thus is not entitled to the effective filing date of November 6, 2001.

Applicant notes that 37 C.F.R. §1.78(d)(2) provides the requirements for claiming the
benefit of a prior filed nonprovisional application. Section 1.78(d)(2) requires, in part:

(2) any nonprovisional application, international application
designating the United States, or international design application
designating the United States that claims the benefit of one or more
prior-filed nonprovisional applications, international applications
designating the United States, or international design applications
designating the United States must contain or be amended to contain
a reference to each such priorfiled application, identifying it by
application number (consisting of the series code and serial number),
international application number and international filing date, or
international registration number and filing date under § 1.1023. If the
later-filed application is a nonprovisional application, the reference

11
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required by this paragraph must be included in an application data
sheet (§ 1.76(b)(5)). The reference also must identify the relationship
of the applications, namely, whether the later-filed application is a
continuation, divisional, or continuation-in-part of the priorfiled
nonprovisional application, international application, or international
design application.

(emphasis added).

Furthermore, M.P.E.P. §211.02(l) explains that “[t]hat the Office may not recognize
any benefit claim where, for example, there is no indication of the relationship between the
nonprovisional applications, or no indication of an intermediate nonprovisional application
that is directly claiming the benefit of a provisional application.” (emphasis added). For
applications filed before September 16, 2012 (as is the case with ShamRao), M.P.E.P.
§211.02(1) provides that “an example of a proper benefit claim is ‘this application is a
continuation of prior Application No. —, filed —.” A benefit claim that merely states that ‘this
application claims the benefit of Application No. —, filed —” does not comply with 35 U.S.C.
120 and 37 CFR 1.78, since the relationship between the applications is not stated.”
(emphasis added). Therefore, for a nonprovisional application to claim benefit from, and
thus an effective filing data of, a prior filed nonprovisional application, the nonprovisional
application must identify the relationship between the applications. Where a relationship is
not identified the Office will not recognize a benefit claim to the prior application.

In this case, paragraph [0001] of ShamRao states “[t]his application is related to Ser.
No. 09/992,207 . .., Ser. No. 09/992,113 ..., Ser. No. 09/992,115 . . ., , and Ser. No.
09/992,109 . . . , all of which were filed on Nov. 6, 2001 and all share common
inventorship, the contents of which are hereby expressly incorporated-by-reference.”
ShamRao merely states that it “is related to” the earlier filed applications. As explained
above, merely stating the application “claims the benefit of’ an earlier filed application is
not sufficient to establish a priority claim, and here ShamRao fails to even state that much
and instead merely states that it is related to other applications. See, e.d., M.P.E.P.
§211.02(ll). Furthermore, there is no evidence that the Office has recognized that
ShamRao is entitled to the effective filing data of November 6, 2001, since, for example, the
front page of the ShamRao publication states only that it was “(22) Filed: [on] Sep. 25,
2002”7 and is silent as to any other filing dates. Additionally, the PAIR also fails to identify
any continuity data or relationships to prior filed applications. See,

12
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httosy/lporialuspto.govspain/FublicFair (searching for Application Number 10/255,264).

Therefore, the Office does not recognize that ShamRao is entitled to any filing date other
than September 25, 2002. Since the present application was effectively filed before any
possible filing data of ShamRao, ShamRao does not qualify as prior art under 35 U.S.C. §
102(a)(2).

Accordingly, Applicant respectfully submits that the Final Office Action fails to
establish each and every feature of claim 1 is disclosed in the prior art. Therefore, claim 1 is
patentable and Applicant respectfully requests this rejection be withdrawn.

Independent claims 9 and 15 recite features similar to claim 1. Thus for at least the
same reasons, Applicant respectfully submits prior art also fails to disclose or suggest all of
the features of claims 9 and 15. Accordingly, Applicant requests the rejections be
withdrawn.

Dependent claims 2-8, 10-14, and 16-23 depend directly or indirectly from one of
independent claims 1, 9, and 15. As dependent claims inherit their patentability from their
respective independent claim, the other dependent claims are allowable for at least their
dependence on an allowable claim and their respective additional novel features.

Accordingly, Applicant requests these rejections be withdrawn.

C. Claim Rejections - 35 U.S.C. § 103

Claims 24-26 stand rejected under 35 U.S.C. § 103 as being unpatentable over
ShamRao as applied to claim 1, and in further view of U.S. Pub. No. 2003/0131247
(“Cannon”). Applicant respectfully traverses all of the rejections and submits that, for at
least the reasons set forth in this paper, the cited references do not render the claims as
obvious because the cited reference fails to disclose each feature of at least claims 1, 19,
and 22 as presented herein.

Dependent claims 24-26 depend directly or indirectly from one of independent
claims 1, 9, and 15. As dependent claims inherit their patentability from their respective
independent claim, the other dependent claims are allowable for at least their dependence
on an allowable claim and their respective additional novel features.

Applicant respectfully submits that Cannon has not been argued in the Office Action
to and do not cure the deficiencies of ShamRao with respect to claims 1, 9, and 15.

13
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Applicant respectfully submits that Cannon fails to teach or suggest at least the features
discussed above in connection with claims 1, 9, and 15. Thus, Applicant respectfully
submits that independent Claims 1, 9, and 15 define patentable subject matter over
ShamRao in view of Cannon.

Accordingly, in view of the limitations as recited in independent claims 1, 9, and 15,
and in view of the additional limitations as recited in dependent claims 24-26, Applicant
respectfully submits that the dependent claims are allowable for at least the reasons
discussed above and their respective additional novel features. Although Applicant has not
discussed specific features of all of the dependent claims in this response, Applicant does
not necessarily agree with the characterizations and assessments made in the Office Action
with respect to the dependent claims. Thus, Applicant respectfully submits that dependent
claims 24-26 are allowable.

14
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CONCLUSION

For all the foregoing reasons, allowance of all pending claims is respectfully
requested. If the Examiner believes that a telephone conversation may be useful in
advancing prosecution, the Examiner is invited to contact the undersigned at the number
listed below. If necessary, applicant requests to extend the period for filing this reply
pursuant to 37 CFR 1.136(a) and authorizes the Director to charge any additional fee(s) or
any underpayment of fee(s) or credit any overpayment(s) to Procopio Deposit Account No.
50-2075.

Respectfully submitted,
Procopio, CorY, HARGREAVES & SAVITCH LLP

Date: August 29, 2018 /Mark W. Catanese/

Mark W. Catanese
Reg. No. 64,279
Customer No. 27189

PROCOPIO CORY HARGREAVES & SAVITCH LLP
525 B Street

Suite 2200

San Diego, CA 92101

Tel 6192381900

Fax 6192350398

docketing@procopio.com
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LISTING OF THE CLAIMS

1. (Previously Presented) A mobile device, comprising:
a biometric input device configured to receive biometric data;
a short range radio frequency circuit;

memory configured to store biometric information for identifying an individual

associated with transaction information;

a processor coupled with the memory and the biometric input device, the

processor configured to:

receive a signal from a point of sale terminal via the short range radio
frequency circuit, the signal comprising a request to access the memory and

retrieve the transaction information,
receive the biometric data from the biometric input device,

compare the received biometric data with the biometric information
stored in the memory, and

transmit the transaction information to the point of sale terminal using
the short range radio frequency circuit when the received biometric data

matches the stored biometric information; and

a mobile device body housing the biometric input device, short range radio

frequency circuit, memory, and processor.

2. (Original) The mobile device of claim 1, wherein the mobile device is one of a
cellphone, smartphone, or tablet.

3. (Original) The mobile device of claim 1, wherein the biometric input device is a

fingerprint scanner.
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4. (Previously Presented) The mobile device of claim 1, wherein the processor is
further configured to transmit the received biometric data or the stored biometric

information with the transaction information.

5. (Original) The mobile device of claim 1, wherein the transaction information is

account information.

6. (Original) The mobile device of claim 1, wherein the transaction information is

credit card information.

7. (Original) The mobile device of claim 1, further comprising memory configured

to store the transaction information.

8. (Original) The mobile device of claims 7, wherein the memory configured to
store the biometric information and the memory configured to store the transaction

information are the same memory.

9. (Previously Presented) A cellular telephone, comprising:
a fingerprint scanner configured to receive fingerprint data;
a short range radio frequency circuit;

memory configured to store fingerprint information for identifying an individual

associated with transaction information;

a processor coupled with the memory and the fingerprint scanner, the

processor configured to:

receive a signal from a point of sale terminal via the short range radio
frequency circuit, the signal comprising a request to access the memory and

retrieve the transaction information,
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receive the fingerprint data from the fingerprint scanner,

compare the received fingerprint data with the fingerprint information

stored in the memory, and

transmit the transaction information to the point of sale terminal using
the short range radio frequency circuit when the received fingerprint data

matches the stored fingerprint information; and

a mobile device body housing the fingerprint scanner, short range radio

frequency circuit, memory, and processor.

10. (Previously Presented) The cellular telephone of claim 9, wherein the
processor is further configured to transmit the received fingerprint data or the stored

fingerprint information with the transaction information.

11. (Original) The cellular telephone of claim 9, wherein the transaction

information is account information.

12. (Original) The cellular telephone of claim 9, wherein the transaction

information is credit card information.

13. (Original) The cellular telephone of claim 9, further comprising memory

configured to store the transaction information.

14.  (Original) The cellular telephone of claims 13, wherein the memory configured
to store the biometric information and the memory configured to store the transaction

information are the same memory.

15. (Previously Presented) A cellular telephone, comprising:
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cellular circuitry;
a fingerprint scanner configured to receive fingerprint data;
a short range radio frequency circuit;

a memory, the memory configured to store fingerprint information for

identifying an individual associated with transaction information;

a processor coupled with the memory and the fingerprint scanner, the

processor configured to:

receive a signal from a point of sale terminal via the cellular circuitry,
the signal comprising a request to access the memory and retrieve the

transaction information,
receive the fingerprint data from the fingerprint scanner,

compare the received fingerprint data with the fingerprint information

stored in the memory, and

transmit the transaction information to a remote location using the
cellular circuitry when the received fingerprint data matches the stored

fingerprint information; and

a cellular telephone body housing the fingerprint scanner, short range radio

frequency circuit, memory, and processor.

16. (Previously Presented) The cellular telephone of claim 15, wherein the
processor is further configured to transmit the received fingerprint data or the stored

fingerprint information with the transaction information.

17. (Original) The cellular telephone of claim 15, wherein the transaction

information is account information.
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18. (Original) The cellular telephone of claim 15, wherein the transaction

information is credit card information.

19. (Original) The cellular telephone of claim 15, further comprising memory

configured to store the transaction information.

20. (Original) The cellular telephone of claims 19, wherein the memory configured
to store the biometric information and the memory configured to store the transaction

information are the same memory.

21.  (Previously Presented) The mobile device of claim 1, wherein the processor is
configured to compare the received biometric data with the biometric information stored in

the memory in response to receiving the request to retrieve the transaction information.

22. (Previously Presented) The cellular telephone of claim 9, wherein the
processor is configured to compare the received fingerprint data with the fingerprint
information stored in the memory in response to receiving the request to retrieve the

transaction information.

23.  (Previously Presented) The cellular telephone of claim 15, wherein the
processor is configured to compare the received fingerprint data with the fingerprint
information stored in the memory in response to receiving the request to retrieve the

transaction information.

24.  (Previously Presented) The mobile device of claim 1, wherein the short range

radio frequency circuit operates at a frequency of approximately 13.56 MHz.
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25.  (Previously Presented) The cellular telephone of claim 9, wherein the short

range radio frequency circuit operates at a frequency of approximately 13.56 MHz.

26.  (Previously Presented) The cellular telephone of claim 15, wherein the short

range radio frequency circuit operates at a frequency of approximately 13.56 MHz.
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Claim Rejections - 35 USC § 102
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(e) the invention was described in a patent granted on an application for patent by another filed in the
United States before the invention thereof by the applicant for patent, or on an international application
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this
title before the invention thereof by the applicant for patent.

1. Claim 1-23 are rejected under 35 U.S.C. 102(e) as being anticipated by
Shamrao [US 2004/0059923] with a priority application Serial No. 09/992,109 filed

on 11/06/2001.

Claim 1, the claimed a mobile device (the portable biometric authentication PBA 10, Fig.
1), comprising: a biometric input device configured to receive biometric data (the
PBAS to scan and store person biometrics data in a storage mechanism 52 such as
RAM, ROM memories, Figs. 2, 3, par [0024, 0025, 0032, 0033, 0039, 0040]); a short
range radio frequency circuit (the Bluetooth communications and/or IEEE 802.11, Figs.
1, pars [0036-0038]);

memory (the storage 52 such as RAM, ROM memories, Fig. 2, pars [0032, 0033])
configured to store biometric information for identifying an individual associated

with transaction information (the biometric, authentication and transaction data
information, Figs. 2, 3, pars [0042, 0044, 0052, 0059]):

a processor (the PBA 10 with a CPU and processing steps 104, 106, 118 Figs. 1,2,5)
coupled with the memory and the biometric input device, the processor configured

to: receive a signal from a point of sale terminal via the short range radio frequency

circuit, the signal comprising a request to access the memory and retrieve the
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transaction information (the CPU processing a request to scan his/her biometric 104,
comparing, storing and to send the biometric data information to perform a transaction
at the point of sale POP via Bluetooth or IEEE 802.11, Figs. 2, 3, 5 steps 104, 106, 110,
pars [0031, 0036-0038, 0054-00561]);

receive the biometric information data from the biometric input device (Figs. 2, 5),
compare the received biometric information data with the biometric information stored
in the memory (the comparing of biometric data, Figs. 2, 3, 5 steps 104,106, pars
[0024, 0044, 0054]), and

transmit the transaction information to the point of sale terminal using the short range
radio frequency circuit when the received biometric information data matches the
stored biometric information (the portable biometric authentication PBA 10
communicates biometric data information with the point of sale POP via Bluetooth or
IEEE 812.11, Figs. 2, 3, 5 step 110, pars [0036-0038, 0054-0056]);

and a mobile device body housing the biometric input device, short range radio

frequency circuit, memory, and processor (the PBA 10 or PDA 129, Figs. 1,2, 6).

Claim 2, the mobile device of claim 1, wherein the mobile device is one of a cellphone,

smartphone, or tablet (the cellular mobile phones or notebook computers, pars

[0034, 0036]).

Claim 3, the mobile device of claim 1, wherein the biometric input device is a fingerprint

scanner (pars [0036, 0084]).
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Claim 4, the mobile device of claim 1, wherein the processor is further configured to
transmit the received biometric information data or the stored biometric information
with the transaction information (the biometric information with transactions, as cited

in respect to claim 1 above).

Claim 5, the mobile device of claim 1, wherein the transaction information is account
information (the variety transactions include monetary transaction, pars

[0011,0044, 0052]).

Claim 6, the mobile device of claim 1, wherein the transaction information is credit card

information (the smart credit card transaction, Fig. 4, par [0052]).

Claim 7, the mobile device of claim 1, further comprising memory configured to store the

transaction information (the storage 52, Fig. 2).

Claim 8, the mobile device of claims 7, wherein the memory configured to store the
biometric information and the memory configured to store the transaction
information are the same memory (the storage mechanism 52 such as RAOM, ROM

memories, as cited in respect to claim 1 above, Figs. 2-4, pars [0032,0033]).
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Claim 9, the claim a cellular telephone, comprising: a fingerprint scanner configured to
receive fingerprint information data: a short range radio frequency circuit;

memory configured to store fingerprint information for identifying an individual
associated with transaction information; a processor coupled with the memory and the
fingerprint scanner, the processor configured to:

receive a signal from a point of sale terminal via the short range radio frequency circuit,
the signal comprising a request to access the memory and retrieve the

transaction information, receive the fingerprint information data from the fingerprint
scanner, compare the received fingerprint information data with the fingerprint
information stored in the memory, and transmit the transaction information to the point
of sale terminal using the short range radio frequency circuit when the received
fingerprint information data matches the stored fingerprint information: and a mobile
device body housing the fingerprint scanner, short range radio frequency circuit,

memory, and processor (as cited in respect to claims 1,2 and 3 above).

Claim 10, the cellular telephone of claim 9, wherein the processor is further configured
to transmit the received fingerprint information data or the stored fingerprint
information with the transaction information (as cited in respect to claims 4 and 9

above).

Claim 11, the cellular telephone of claim 9, wherein the transaction information is

account information (as cited in respect to claims 5 and 9 above).
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Claim 12, the cellular telephone of claim 9, wherein the transaction information is credit

card information (as cited in respect to claims 6 and 9 above).

Claim 13, the cellular telephone of claim 9, further comprising memory configured to

store the transaction information (as cited in respect to claims 7 and 9 above).

Claim 14, the cellular telephone of claims 13, wherein the memory configured to store
the biometric information and the memory configured to store the
transaction information are the same memory (as cited in respect to claims 8 and 13

above).

Claim 15, the claimed a cellular telephone, comprising: cellular circuitry; a fingerprint
scanner configured to receive fingerprint information data: a short range radio
frequency circuit; a memory, the memory configured to store fingerprint information for
identifying an individual associated with transaction information; a processor coupled
with the memory and the fingerprint scanner, the processor configured to: receive a
signal from a point of sale terminal via the cellular circuitry, the signal comprising a
request to access the memory and retrieve the transaction information, receive the
fingerprint information data from the fingerprint scanner, compare the received
fingerprint information data with the fingerprint information stored in the memory, and

transmit the transaction information to a remote location using the cellular circuitry when
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the received fingerprint information data matches the stored fingerprint information:
and a cellular telephone body housing the fingerprint scanner, short range
radio frequency circuit, memory, and processor (as cited in respect to claims, 1, 2, 3,

9 above).

Claim 16, the cellular telephone of claim 15, wherein the processor is further configured
to transmit the received fingerprint information data or the stored fingerprint
information with the transaction information (as cited in respect to claims 4 and 15

above).

Claim 17, the cellular telephone of claim 15, wherein the transaction information is

account information (as cited in respect to claims 5 and 15 above).

Claim 18, the cellular telephone of claim 15, wherein the transaction information is credit

card information (as cited in respect to claims 6 and 15 above).

Claim 19, the cellular telephone of claim 15, further comprising memory configured to

store the transaction information (as cited in respect to claims 7 and 15 above).

Claim 20, the cellular telephone of claims 19, wherein the memory configured to store

the biometric information and the memory configured to store the
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transaction information are the same memory (as cited in respect to claims 8 and 19

above).

Claim 21, the mobile device of claim 1, wherein the processor is configured to compare
the received biometric data with the biometric information stored in the memory
in response to receiving the request to retrieve the transaction information (as cited in

respect to claims 1, 8 and 19 above, par [0084]).

Claim 22, the cellular telephone of claim 9, wherein the processor is configured to
compare the received fingerprint data with the fingerprint information stored in

the memory in response to receiving the request to retrieve the transaction information
(as cited in respect to claims 1, 9 and 19 above, the fingerprint scanner 172, see Figs.

7, 8).

Claim 23, the cellular telephone of claim 15, wherein the processor is configured to
compare the received fingerprint data with the fingerprint information stored in

the memory in response to receiving the request to retrieve the transaction information
(as cited in respect to claims 1, 9, 22 above and including the authentication for

accessing or retrieving monetary transaction, see Figs. 5, 7, 8).

Claim Rejections - 35 USC § 103
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The following is a quotation of 35 U.S.C. 103 which forms the basis for all obviousness

rejections set forth in this Office action:

A patent for a claimed invention may not be obtained, notwithstanding that the claimed
invention is not identically disclosed as set forth in section 102 of this title, if the differences
between the claimed invention and the prior art are such that the claimed invention as a whole
would have been obvious before the effective filing date of the claimed invention to a person
having ordinary skill in the art to which the claimed invention pertains. Patentability shall not
be negated by the manner in which the invention was made.

This application currently names joint inventors. In considering patentability of the
claims the examiner presumes that the subject matter of the various claims was
commonly owned as of the effective filing date of the claimed invention(s) absent any
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to
point out the inventor and effective filing dates of each claim that was not commonly
owned as of the effective filing date of the later invention in order for the examiner to
consider the applicability of 35 U.S.C. 102(b)(2)(C) for any potential 35 U.S.C. 102(a)(2)
prior art against the later invention.

2. Claims 24-26 are rejected under 35 U.S.C. 103 as being unpatentable over
Shamrao [US 2004/0059923] as applied to claim 1 above, and further in view of
Cannon [US 2003/0131247]

Claim 24, Shamrao fails to disclose the short range radio frequency circuit operates at
a frequency of approximately 13.56 MHz. However, Shamrao discloses the

portable PBA 10 includes a Bluetooth and/or IEEE 802.11 for communications, Figs. 2-
5, pars [0036-0038]).

Cannon suggests that the wireless transceiver biometric device 100 includes the step

of correlating the identity to the purchased media and storing rights relating to
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the correlation. The method also includes the step of receiving the purchased media in
a secure output device. The method also includes the steps of establishing the identity
in the secure output device using the biometric device and determining if the

identity matches the stored rights. If the identity matches the stored rights, the method
also includes the step of allowing the output of the purchased media from the secure
output device (Figs. 1,2, par [0009]). The biometric device 100 use Bluetooth 500 or
IEEE 802.11 wireless technology for communication over the frequency about 20 MHz,
see Figs. 1,4-6, pars [0031,0039, 0043, 0069]). Therefore, it would have been obvious
to one skill in the art before the effective file date of the invention to utilize the
frequency range about 20 MHz of Cannon for the portable PBA of Shamrao since both
systems using the short range Bluetooth and/or IEEE 82.11 wireless technology for
short range communications. Wherein the Bluetooth radio is built into a small microchip
and operates ina globally available frequency band ensuring communication compatibility
worldwide, see page 14 of [US 09/992,109].

Claim 25, the cellular telephone of claim 9, wherein the short range radio frequency
circuit operates at a frequency of approximately 13.56 MHz (as discussed

between Shamrao and Cannon in respect to claim 24 above).

Claim 26, the cellular telephone of claim 15, wherein the short range radio frequency

circuit operates at a frequency of approximately 13.56 MHz (as discussed

between Shamrao and Cannon in respect to claim 24 above).
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Response to the Arguments
3. In response to the arguments filed on 04/19/2018 as following:

Applicant's arguments:

(A)  Any possible filing data of ShamRao, ShamRao does not qualify as prior art
under 35 U.S.C. § 102(a)(2).

Furthermore, in the event that the publications of Application Numbers 09/992,207;
09/992,113; 09/992,115; and/or Ser. No. 09/992,109 (collectively “other applications”)
are asserted against the presently presented claims, Applicant respectfully submits that
these other applications do not teach or suggest all of the features of claim 1. For
example, Applicant respectfully submits that the other applications do not teach or
suggest at least a processor configured to “receive a signal from a point of sale terminal
via the short range radio frequency circuit, the signal comprising a request to access the

memory and retrieve the transaction information,” as recited in claim 1.

(B)  Cannon has not been argued in the Office Action to and do not cure the
deficiencies of ShamRao with respect to claims 1, 9, and 15. Applicant respectful
submits that Cannon fails to teach or suggest at least the features discussed above in
connection with claims 1, 9, and 15. Thus, Applicant respectfully submits that
independent Claims 1, 9, and 15 define patentable subject matter over ShamRao in

view of Cannon.

Response to the arguments:
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(A)  The copy of a Specification of one benefit prior US Application Number [US
09/992,109] is provided herewith, which includes a handheld wireless communication
device such a PDA, cellular phone, see page 20, with biometric reader/scanner 16, the
memory or PUM card 15 (see Fig. 1D, pages 3, 17) for storing of one or more
customer’s biometric data and a CPU 17, ROM 18, RAM 19 for processing and
determining an authorization to that customer for accessing a transaction and/or other
use. The handheld device also includes wireless communication module 23B such as

Bluetooth and/or 802.11, see Fig. 1, pages 14, 15.
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(B) Itis obviously to combine or utilize the frequency range about 20 MHz of Cannon

for the portable PBA of Shamrao since both systems using the short range Bluetooth

and/or IEEE 82.11 wireless technology for short range communications, without
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affecting or changing of data communications point-to-point therebetween. Wherein

The Bluetooth radio is builtinto a small microchip and operates in a globally available

=l frequency band ensuring communication compatibility worldwide. The Bluetooth specification

has two power levels defined, see page 14 of [US 09/992,109].

- Conclusion
4. The prior art made of record and not relied upon is considered pertinent to
applicant's disclosure.
Attached herewith the copy of a Specification of the Prior US Application Number

[US 09/992,109] filed on 11/06/2011, as below:

HANDHELD COMPUTER SYSTEMS AND METHODS

Inventor: Andrew Divaker ShamRao

This application is related to Serial No._09/992,109 entitled

5 "COMMUNICATION PROCESS FOR RETRIEVING

INFORMATION FOR A COMPUTER", SerialNo. entitled
"CONFIGURATION-

DEPENDENT DOWNLOAD PROCESS", and Serial No. entitled
"SYSTEMS AND METHODS FOR ENSURING SECURITY AND

CONVENIENCE",
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all of which share common inventorship and filed on the same date, the
contents of which

10 areherebyexpresslyincorporated-by-reference.

BACKGROUND

The present invention relates generally to handheld computer
systems. Handheld computing is a recent phenomenon and

these computing devices

= 15 include everything from pagers, to palm devices, to cell phones. The
features carried by these devices are converging and include
compactness, portability, expandability, data reception, transmission,
input, and display. The handheld computing and communications
industry is growing rapidly as users, particularly mobile professionals,
increasingly rely on electronic management of critical personal and
professional

20 information, interaction with Internet-based information resources and mobile
voice and

data communications. Handheld devices such as personal digital
assistants (PDAs) are small, handheld computers primarily used to write
notes, record names, addresses and phone numbers, to develop an
appointment calendar, and otherwise keep appointments in order. A

scheduling program running separately in each of the computer and the
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g 10

handheld computer maintains separate database information in data

files relating to scheduled appointments and contact information.

These handheld computers often rely on the use of a stylus for data
entry. The two

most common methods for data entry utilizing a stylus are 1) tapping on
an "on-screen software keyboard" and 2) hand writing on a pressure-
sensitive layer. In the first method the electronic device displays a
keyboard buttons, or other indicia on a pressure sensitive

screen, and the user selects the desired option by tapping an appropriate
location with the stylus. In the second method the user moves the stylus

across a pressure-sensitive surface

to form characters. In this latter method known as "handwriting recognition,”

thedevice

o
enable

15

recognizes the characters formed by the user on the pressure-
sensitive surface. Exemplary handheld devices include products from
Palm Computing, Handspring, and Windows-CE based hand held
computers.

One growth driver for hand held devices is wireless communications that

compelling applications. Digital wireless communications have become
widely adopted due to declining consumer costs, expanding network
coverage and the availability of extended service features such as voice

and text messaging. Digital wireless technologies, which are currently

63



Application/Control Number: 15/372,317
Art Unit: 2685

20

designed for voice transmission and allow only limited data
transmission capabilities, are evolving towards advanced technologies
enabling higher

data transmission rates at lower costs. Further, the development of
applicationsfor the digital delivery of consumer products and services,
such as photographs, music, video games, news, books, driving
directions, weather and stock quotes and trading, has accelerated as
physical products and services are increasingly being replaced with
bytes of data that are wirelessly transmitted.

These trends are accelerating toward the emergence of a
device that integrates handheld computing applications and a broad
range of communications functions. The recent push inthe industry
has been to create devices that can access the Internet wirelessly and
allow the user to interact in a meaningful way with the information
obtained from the Internet. Much of the effort has been directed at
enhancing and using cellular technology to allow for communication
with the Internet. This form of communication is still in its infancy,
primarily because of the absence of universal standards in the mobile
technology field, and the absence of bandwidth.

Current handheld products provide consumers with limited
choices, typically between a simple device without expandability or the

ability to be upgraded, and a complex, multi-function device that is

64

Page 17



Application/Control Number: 15/372,317 Page 18
Art Unit: 2685

trl 15
do not

20

expensive, awkward to handle with modular attachments and difficult
to use. Current devices are limited on a number of different

levels. (1) Components of a device cannot be upgraded. (2) Existing devices

possess an "open" architecture to facilitate standards in the industry and
mass application development. Current handheld mobile devices initially
are constructed to port proprietary software. (3) Owners of existing
devices are "slaves" to their devices because of their monetary value,
and because of security concerns. Much of their personal

information may be stored on the device and therefore, the device becomes

indispensable.

While the price of these devices is decreasing steadily, it is still beyond the
reach of most consumers. (4) Existing devices do not integrate functionality
of PDAs and cellular and Internet telephony. One device on the market,
which is not upgradeable, requires the user to purchase expensive modular
attachments to make use of enhanced features. The only other alternative
users have, to gain access to new features, is to purchase a new device that
ports them, or allows modular attachments to achieve that end. Also, current
devices and trends in the further development of them are slaves to cellular
technology for communication withthe Internet to conduct online wireless
transactions. At this point in the infancy of wireless communication, it is

inconclusive whether cellular technology or local-server technology isbetter.
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SUMMARY

A handheld computer includes removable, replaceable, and
upgradeable modules, one of which is a removable, replaceable,
upgradeable, and re-writeable Personal Universal Memory card capable
of receiving and storing information associated with a

user from a server. The handheld computer has a motherboard having
sockets to accept

the replaceable, and upgradeable modules. The handheld computer
also includes a card reader slot to accept the removable, replaceable,
re-writeable, and upgradeable Personal UniversalMemory card.

Implementations of the above aspect may include one or more of the
following.

The Personal Universal Memory card can be used as anidentification
card for interaction with a device that requires user information. The
Personal Universal Memory card can be used to customize a device to
the needs of the consumer. The Personal Universal Memory card is
credit-card-sized. The Personal Universal Memory card contains a

cryptographic key, which protects the user's privacy during use. The

Personal Universal % 15 Memory card can also be used as a credit card,

debit card, or ATMcard. The
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cryptographic key is used to securely store the user's biometric scan on the
Personal Universal Memory card for later comparison against user scans
conducted for activating a user-session or for conducting transactions.

The motherboard has a sound module socket, further comprising a
removable,

20 replaceable, and upgradeable sound module adapted to be plugged into
the sound module socket. The motherboard has a graphics module
socket, further comprising a removable, replaceable, and upgradeable

graphics module adapted to be plugged into the graphics module socket.
The motherboard has a wireless module socket, further comprising a
removable, replaceable, and upgradeable wireless module adaptedto be
pluggedintothe wireless module socket. Themotherboard has
socketstoaccepttheremovable, replaceable, and upgradeable central
processing unit, theremovable, replaceable, and upgradeable Random
Access Memory module, the removable, replaceable, and

5 upgradeable Read Only Memory module. The motherboardalsohasa

biometric scanner socket that receives a removable, replaceable, and

upgradeable biometric scanner.

In another aspect, a computer network that includes a server
wirelessly communicating with one or more wireless handheld devices
includes a method of permitting a particular userto accessthe computer

network fromany ofthe handheld
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10  devices. Themethodincludesrequiringthata Personal Universal
Memory card be inserted into a card-reader slot on the device, requiring
that the user's biometric scan matchesthe biometricinformation stored
onthe Personal Universal Memory card, and maintaining at the server

unique customer identifiers associated with users; and maintaining at

7 s the servers unique identifiers associated witha plurality of users of the
computer network establishing the user session withoutregardtoany

handhelddevice.

Implementation of the above method can include one or more of the
following.
The method includes, at the server, using codes for user preferences sent
by the device to the servertolocate configuration information with matching
codes;and downloading the configurationinformation with matching codes

fromtheservertothe selected handheld

20 devicebasedonthedevice hardware configuration.
Inanotheraspect,acomputer program productimplements, ina

handheld device wirelessly coupled with a server, a method of initiating a
user session with the server fromthe handheld device. Thecomputer
program productincludesacomputer-readable medium carrying
executable instructions that, when executed, are capable of performing
the acts of: identifying the presence of a Personal Universal Memory card
inthe handheld device; requesting initiation of a user session after the

user has been verified as being the owner of the Personal Universal
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Memory card in the device; and receiving and storing, at the handheld
device, configuration information that the device allows to be downloaded

toit.

Implementations of the computer program product can include
executable instructions, when executed, are further capable of
performing the act of initiating transmission of a requested service to
the server with a service request. The executable instructions, when
executed, are further capable of performing the act of receiving coded

preference information associated with the authorized user of the server,

the coded preference information having been generated in a process at
the handheld device that includes: the server using the coded preference
information to access a database maintained at the server system in
order to locate the configuration information with codes that match the
coded preference information associated with the user; and the
handheld device downloading the configuration information to the

handheld device.

The above compact, portable, wireless communication device

("device") allows the user to receive data from a local area server and
transmit data to a local area server wirelessly. The device also acts as an

audio and text input device to promote the user's interaction with content

that has been received from the server and to facilitate text and audio
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messaging. Input can occur using a keyboard on the device's touch-
sensitive screen, or by voice, using the built-in microphone and speech
recognition software. The display allows the user to see the received
information. A speaker and head phone jack allows the user to hear
information sent in audio form. The device is easily exchangeable and
upgradeable using affordable replaceable components. Further, the
device is adaptable to cellular technology. The user can gain access to
the Internet, gain information from a remote server, or information stored
on alocal server by communicating with a local server, or by accessing a

cellularnetwork.

With thisdevice, the user can set shopping list preferencestoreceive

preference- based advertisementsfromlocalareavendors (e.g.,inamall),

download games and other applications through communication withalocal
server (e.g.,foruseduringwait time... or as a child-sitting device), record
audio messages or convert audio input to a text file, access and surfthe
internet, email e-Cards, textfiles, audio files, download songs, access
profile and preference information fromaremote server, update their
personal profile and preference information ontheirdevice, oronaremote

server, create anew profileand preferencefileonthedevice, make

telephone calls, make online paymentsfor = products and services

S

atthe vendor site, upgrade various components asneeded to be ableto use
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applications oradvanced features of the device, personalize the look of the
device with different "faces," and share the device with others without
compromising security. The device's use of alocal area network allows for
vendor to have local storage andaccessto their dataand marketing

campaigns accessed by device users.

Advantages of the invention may include one or more of the following.
The

deviceisa wireless PDAthatissmall, elegant and easy to use, yet
flexible enough to support a wide variety of personal preferences and
professional requirements. The system providesa"generic," "open”
architecture tofacilitate a standard forwriting wireless applications.
The device is scalable, customizable, integrative, with disposable
components.

The device is scalable because its components can be upgraded to
handle more sophisticated web-based applications and features than the
most basic version of the device can support. It is customizable because

its components can be configured to suit the needs of the user. The device
components are disposable because by themselves, they will be relatively
inexpensive. The value of the device is determined by the sum of its

components. The components are salvageable, so if one part is

dysfunctional, it can be disposed of and replaced or upgraded.
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Another advantage of the device is that it is integrative because it
combines functions of a Personal Digital Assistant (e.g., The Palm; see
www.palm.com), with that of a messaging/email device (e.g., The
BlackBerry; see www.blackberry.net), with that of phones using Internet
Telephony (e.g., connect Here and Net2PhoneDirect; see
www. lconnecthere.com and www.Net2phonedirect.com). Telephony is
achieved by wirelessly communicating with the Internet through a local

area server. Thus, the device

provides independence from cellular telephone technology in that the device
can do everything a cell phone can do without using cellular technology.
However, because the device iS component driven, the components can be
changed and reconfigured to accommodate cellular technology when
necessary.

Currently owners are "slaves" to their mobile devices because of
the monetary value of the device, because all of their information is
stored on the device, and because of security issues. This device
berates the user because it is designed to be "slave" to the user.

As indicated above, because of its removable, replaceable, and
upgradeable component-based architecture, the cost of this device is
manageable and therefore, the device itselfis virtually disposable.

This device also does not permanently house critical user information,

and therefore is disposable for this reason as well, and is useable by
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5 multiple users in sequence. Critical user information is stored on a
removable, replaceable, and upgradeable Personal Universal Memory
Card (PUM Card), the size of a credit card that this device will accept.
1bird, three critical processes ensure the privacy and security of user
information while a user is operating the device.

Thus, the device is user-dependent and will be "slave" to the user
whose Personal

Jj 10 Universal Memory Card isinserted into it. Thethree processes that
ensure the privacy and security of user information are the Biometric

Identity Scanning Process for authenticating that the user is the owner

of the PUM Card inserted into the device, the Private Communication
Process for ensuring secure transactions with the servers and other
devices, and the Smart-Erase Shutdown Process for ensuring that the
contents of a PUM Card left in a device are erased so its contents are not

accessible by hackers.

Another advantage of the device is that it contains a
Configuration-Dependent Download Process that ensures efficient
operation of the device. An application will only be downloaded to a
device if the device's configuration matches those required by the
application for efficient operation on the device.

20 Various other features and advantages will appear from the description
to
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follow.

In the description, reference is made to the accompanying drawings that
form a part thereof: and in which is shown by way of illustration, a
specific embodiment for practicing the invention. This embodiment willbe

described in sufficient detail to enable those skilled in the art to practice

the invention, and it is to be understood that other embodiments may be

utilized and that structural changes may be made without departing from

the scope of the invention. The following detailed description istherefore,
not to be takenin a limiting sense, and the scope of the present invention

is best defined by the depended claims.

BRIEF DESCRIPTION OF THE ORAWINGS
In the drawings wherein like reference numerals represent like parts:
Figs. 1A, 1B, 1C and 1D show a front view, a side view, a bottom
view and a rear view of anexemplary handheld device, respectively.

5 Fig.2shows anexemplary process executedwhen

informationisbeing downloaded to the device of Figs. 1A-1D.

Fig. 3 shows a process to perform voice input.

Fig.4Ashowsanexemplary process executedwheninformationis

being"pulled" fromaserver.
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Fig.4Bshowsanexemplary process executedwhen

informationisbeing "pushed" to a server.

Fig. Sillustrates an exemplary process to update user profile and
preferences. Fig. 6 shows an exemplary process executed during

shut down of the device of Figs. 1A 1D.

e 15 Fig. 7 showafront view and arear view of an exemplary

Personal Universal Memory Card (PUM Card).

Fig. 8 shows an exemplary network supporting the wireless device of
Figs. 1A-D
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DESCRIPTION

Figs. 1A, 1B and 1C show a front view, a side view and a bottom
view, respectively, ofanexemplary compact, portable wireless, handheld
communication device ("device"). Figure IA showsthe plurality of buttons

onthedevice, including an

5 "ON/OFF" button1,a"DICTATE" button 3, a"KEYBOARD" button 5, a
"SEND" button 6, an "INTERNET" button 7, and an "UPDATE" button 8.
The device also provides adisplay screen 9. The device also includes a
microphone port 4 and a speaker port2. AsshowninFigs. 1A, astylus 10
is slidably stored ina recess along the right side of the device facing the
user. Figure 1B shows a card-reader slot 11 into which the Personal
Universal Memory Card (PUM Card) 15 (See Figure ID and Figure 7) slides.

Above the PUM Card slotis arelease mechanism 12 for releasing the card.

The PUM
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cardiscredit card sized andis usedfor storing user-produced information,
suchas profile information, preference information, e-mails, addresses,
lists, calendar information, and so on. Fig. 1C shows an earphone plug 13
and a microphone plug 14 to receive an external earphone and/or an

external microphone.

Thedevice's value as ameans of personalizing one's online and
offline shopping experienceisrealizedonlywhenaPersonalized Universal
Memory Card (PUM Card) 15 isinserted into the PUM Card slot 11 on the
side of the device. The user caninsert the PUM Card eitherinarented

device, a borrowed device, or one the user owns. Once the

cardisinserted, and the user presses the "ON/OFF" button 1, the device
powers up, and activatesthe antenna 24 (see Figure 1D), which facilitates
wireless communication witha local server. Atthis point, the device
prompts the user, for example, to place his index finger on the Biometric

Identity Scanner 16 (See Figure 1D. Also see www.keytronic.com for a

sample scanner embedded in a laptop), which matches the user's
digitalized fingerprint with one stored onthe PUM Card. Ifthereis match,
the userisinformed that he has beenidentified as the owner ofthe PUM
Card and, therefore, can use it. At this point, the device proceeds to

personalize the device based onthe user

preferences stored onthe PUM Card.
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In one implementation, the card reader in the slot 11 isaninternal unit
mountedin a recess in the handheld computer. The reader receives the
PUM card and electrical contacts onthe reader connects electrical fingers

that are accessible onthe PUM card.

The electrical fingers support address bus signals, data bus signals,
control bus signals, IO  ground and power signals. These signalsare
communicated overtheelectrical fingers so that the processor of the

handheld device can access memory or another processor mounted in

the handheld computer.

Alternatively,inanotherimplementation, anexternalreader can be

usedtoread the PUM cards. The external readerisa smalldevice that

communicates withthe

15 handheld computer overa communication port such asthe serial bus.
The userthen plugsthe cardinto thisanditisthen directly accessible

bythe handheld device.

In yet another implementation, the reader can also be a magnetic
stripe reader for reading data encoded onto a magnetic striponthe PUM
card. Inone embodiment, the technique usedforencoding magneticcards

isa"Two-Frequency, CoherentPhase

20 Recording" that allows for the representation of single-channe4 self-
clocking serial data (F/2F). The reader can be motorized to move

magnetic cards or can rely on manually moving the card, either through a
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slotted reader orinto aninsertion-typereader. One set of preferences
stored on the device is for applications the user likes to use on the

device. Figure 2 describes an exemplary process 200, called the
Configuration- Dependent Download Process, used by the device to
download user-preferred applications fromthe server, while

maintaining the efficiency ofthe device. An application will only be

downloaded to a device if its configuration matches those required by the
application, so as to ensure efficient operation of the device. Additional
items that are downloaded include any text or audio messages sent to

the user. The text messages can be viewed on the display screen 9, and
the audio messages can be heard either on the speaker located at the

speaker port 2, or using an earphone plugged into the earphone plug13.

The Configuration-Dependent Download Process 200 is
executed when the device is powered on. First, the user presses the
i on/off button (step 202). Next, the process 200 requests the users to
&= use the Biometric Identity Scanner to authenticate his ownership of
& the PUM Card in device (step 204). In step 2086, the Biometric Identity
15 Scanner checks for a match between the scanned image and the one
stored on the PUM Card. If the scan does not match what is on the
PUM Card, the user is asked to register (step 208). If a match is

found, and the user's preferences indicate that preferred applications

should be downloaded on startup, the device will send a "packet" of
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information to the local server including the device hardware
configuration 20 specifications, and the codes identifying user-
preferred applications (step 210). The local server will look for
applications whose codes match the codes for user-preferred
applications; It will then see if the hardware specification requirements
for these applications match the hardware configuration of the device.
When the codes and configuration requirements match, the server will
return only the codes for applications that the device's hardware
configuration will support (step 212). In step 214, the device informs the
user if some applications cannot be supported, and gives the user
options to abort the download or to select from among the applications
the device will support. If

5 the user opts to download applications, then the device commences the
download process (step 216). If the user chooses to abort the download
process, the user is given access to the main screen where he can
select other options (step 218).

The device also allows for one-touch data input through voice

transmission by means of pressing a button such as the "DICTATE"

i button 3. The process 300 for voice data input is shown in Figure 3.

Pressing the "DICTATE" button (step 302) causes the device to ask the

user whether he wants to create a text file or a sound file (step 304) and to
execute either the audio-capture software and microphone housed in

port 4 (step 306), or speech recognition software (step 308), depending
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on the user's choice. The audio or text file that was created is saved on
the PUM card (step 310). Next, the deviceasks whether the user wishes
to send the saved file (step 312). If "no" the user is returned to the main
screen where other options may be selected (step 314). If the user opts
to do so, the device prompts the him to complete an email form (step
316) and to press the "SEND" button 6 upon completion of the form to
send the requested file (step 318).
Pressing the "KEYBOARD" button 5, causes the device to launch
a mini keyboard at the bottom of the touch-sensitive display 9. The key
inputs can be activated with the stylus 10 used to push on the touch
sensitive display screen 9. The keyboard can be used to create email text
or to select preferences, create shopping lists, give feedback ona
feedback formand so on. After completing each ofthese activities, pressing
the "SEND"button 6initiates transmission of the information to the server.
One-touch Internet accessis supported through the local area server by
means of pressing a button such asthe "INTERNET' button 7. Pressing this
button causes the device to execute communication with the Internet through a
local area server. The home page loaded onto the user's device can be their
custom page if they have one, or adefault home page. The user willbe able to

surf elsewhere from that point.

Once onthe Internet, the user will be able to download games, songs and

other applications, sendeCards, checkstocks, findmaps, participates in
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auctions, reserve travel and entertainment tickets, and access personal profile

and preference information, among other activities.

The device can be used to "pull” information from a server or other
device or "push" information to a server or other device over the local
network or over the Internet. The process that governs information sharing
from the device is called The Private Communication Process. The Private
Communication Process For "Pulling” Information uses codestoidentify

specifickinds ofinformation. ThisprocessisdescribedinFigure 4A.

The Private Communication Process For "Pulling" Information is
applicable, for example, when the user wants to see advertisements
relevant to his shopping list. When 20 the user enters his shopping list (step
402A), eachitemis coded in a standardized manner, for example, shirts will
have a specific code. The codes are sentto the server when the user
pressesthe "SEND" button (step 404A). If abanner advertisement with a

matching code for shirts isfound onthe server, that banneris "pulled” by the

device and displayed for the user (step 406A). At this point, the user can
access more information by clicking on the banner ad (step 408A). By
using the matching-code process, the user's privacy is protected
because no personal information is shared about the user, and at the
same time, the user is allowed to customize his shopping experience.
The Private Communication Process For "Pushing” Information is
typically used when conducting a transaction to pay for a product or

service online, or when interacting with an ATM machine, or some other
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device. The Private Communication Process For Online Payments is
described in Figure 4B. The user accesses the Internet by pressing the
"INTERNET" button (step 402B). He navigates to a transaction site such

as www.paypal.com (step 404B) and follows the site's payment procedure

(step 406B).

After specifying how much is to be paid, to whom, and from what
account, the user is asked to authenticate that he is the owner of the
PUM Card in the device by using the Biometric Identity Scanner (step
408B). Once authenticated, the user is asked to provide his password as
permission to "push" personal information to a vendor from whom a

product or service is being purchased (step 410B).

Besides performing transactions, the device can also be used to
do Internet telephony. The sound capability supports the ability to
converse with others as in a telephone call by connecting to the internet
and accessing internet telephony vendors like www.net2phonedirect.com

or www.iconnecthere.com.

With respect to the"UPDATE" button 8, pressing this button

causes the device to execute communication with the remote servers
through the local server and to download the personal profile and

preference settings for the user to the PUM card on the wireless

device. This process is illustrated in Figure 5. First, the user requests the
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update by pressing an "UPDATE" button (step 502).

Next, the user is asked to authenticate that he is the owner of the PUM
Card in the device by using the Biometric Identity Scanner (step 504). In
step 3, the device checks for a connection with the local server, and in
response, the local server connects with the

5 remote server behind a firewall (step 506). If the user authentication
is successful, the PUM card is updated (step 508).

Pressing the "ON/OFF" button 1 at the end of a user session will initiate

the Smart-Erase Shutdown Process 600 shown in Figure 6. The

o purpose of this process is to eliminate all traces of a user session on
the device so that ifit is a rental device, it will be ready for another
user and the previous user's privacy will have been protected. The
device has some auto shutdown features as well. If the user does
not interact with it for longer than a user-specified or default amount
of time, then the device will go into sleep mode. To reactivate the
device from sleep mode, the user will have to go through a Biometric
Identity Scan. If the device is left unused for longer than the sleep
window, also specified by the user (or the default setting on the
device), then the device will execute the Smart-Erase Shutdown

Process.
IN step 602 of the Smart-Erase Shutdown Process 600 (Figure 6),

the user presses the "ON/OFF" button to terminate the user session and
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turn off the device. The device asks the user if he wants to update his

profile on the main server to reflect the changes made to the PUM Card
profile (step 604). A "No" response from the user (step 606) results inthe
device initiating step 618. A"Yes" response results in the device
requesting a Biometric Identity Scan to authenticate the user's ownership
of the PUM Card (step 608). If authentication fails (step 612), the device
skips to step 620. After authentication (step 610), the device gives the
user the options either of saving the PUM Card profile in a separate file for
later review (step 614), or of overwriting the server profile (step 616). If the
owner owns the device, heis asked if he wants keep the information on
the device memory, and is asked to remove the PUM Card (step 618). If
the device is a rental or if the owner-user opts to erase the device memory
in step 618, if he owns the device, then the device memory and PUM
Card, if left in the device, are erased (step 620). In step 622, the device
terminates connection with the server and shuts down.

Figure ID shows an exemplary back view of the device shown in
Figs. 1A-1C. Contained in the back of the device are removable and
upgradeable components, including a Central Process Unit (CPU) 17, a
hard drive with read-Only Memory (ROM) 18, Random-Access Memory

(RAM) and Cache 19, a a graphics component 20, an audio component

21, housing compartment for batteries 22, a retractable antenna 23A
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and wireless module 23B, a housing compartment for a PUM Card 15,
and the Biometric Identity Scanner 16.

15 The device accepts a removable, replaceable, and upgradeable
Central Processing Unit (CPU) 17 used for processing information
received from a local server and for processing the user s interaction
with the device. The variable characteristic of this wireless CPU is its
processing speed in Megahertz. One CPU can be replaced with another

that possesses the same or higher processing speed, thus allowing the

user greater 20 processing speed and power.

The device also accepts a removable, replaceable, and
upgradeable components such as a hard drive 18, used for storing
information received from a local server, such as application modules
that atlow the user to interact witha local area server. The variable
characteristicofthis wireless memory componentisits memory capacity,

such asRead.- Only Memory (ROM). One memory component can be

replaced with another that possesses the same or higher memory
capacity, thus allowing the user more storage space forinformation
downloaded fromalocalserver.

5 Anothercomponentthe device canacceptisaremovable,

replaceable, and upgradeable wireless memory component used for

storing information to speed up immediate access. The variable
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characteristic of thiswireless memory componentisits memory capacity,
such asRandom Access Memory (RAM) and Cache memory [9. One
memory component can be replaced with anotherthat possessesthe
same or higher memory capacity, thus allowing the user more storage
space forinformation that requires immediate access, andthereforefaster

accesstotheinformation.

The graphics adapter 20, used for displaying graphical
information received from a local server, is another removable,
replaceable, and upgradeable component. The variable characteristicof
thisremovable graphics adapterisits powerto handle complex graphics.
The removable, replaceable, and upgradeable audio driver 21 allows the
user to customize the driver's power to handle complex audio input,
including conversion of audio input into digital format for transmission as
audio ortext files, oras "packets” for internet telephony, or for transmission

over cellulartechnology.

A battery housing compartment 22 is also positioned on the back
of the device to receive abattery powering thedevice. The battery
compartment stores arechargeable or non-rechargeablebatteryor

batteries to powerthedevice.

The antenna 23A is retractable; When the deviceis powered up, the
antenna 23A extendstoitsfulllength. Conversely, whenthe deviceis shut down

by means of pressing a button such as the "ON/OFF' button, the antenna 23A
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retracts automatically. The wireless module 23B can be a Bluetooth module or

an802.11X module.

In Bluetooth wireless module embodiments, the Bluetooth wireless
technology allows users to make effortless, wireless and instant
connections between various communication devices, such as mobile

phones and desktop and notebook computers.

Since it usesradio transmission, transfer of both voice and dataisinreal-
time. The sophisticated mode oftransmission adopted in the Bluetooth
specification ensures protection frominterference and security of data
The Bluetooth radio is built into a small microchip and operates ina globally

available frequency band ensuring communication compatibility worldwide.

The Bluetooth specification has two power levels defined; a lower power
level that covers the shorter personal area within aroom, and a higher
power levelthat can cover a medium range, such as within a home.
Software controls andidentity coding builtinto each microchip ensure that
onlythose units preset bytheir owners cancommunicate. The Bluetooth
wirelesstechnology supports both point-to-pointand point-to-multipoint
connections. Withthe current specification,upto seven 'slave’ devices
can be set to communicate with a 'master' radio in one device. Several
ofthese 'piconets’ canbe established and linked together inad hoc

'scatters'to allow communication among continually flexible configurations.
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All devices in the same piconet have priority synchronization, but other

devices canbesettoenteratanytime.

20 Thetopology canbestbedescribed asaflexible, multiple piconet structure.

The Bluetooth module enables users to connect a wide range of
computing and telecommunicationsdevices easily and simply, withoutthe
needto buy, carry, or connect cables. Itdelivers opportunities for rapid ad
hocconnections, andthe possibility of automatic, unconscious,
connections between devices. It will virtually eliminate the need to
purchase additional or proprietary cabling to connect individual devices.
Because Bluetooth wireless technology can be used for a variety of
purposes, it will also potentially replace multiple cable connections via a
single radio link.

5 For 802.11 embodiments such as 802.11b embodiments, the 802.11
standard provides MAC and PHY functionality for wireless connectivity of

fixed, portable and moving stations moving at pedestrian and vehicular

speedswithinalocalarea. The IEEE 802.11 standard specifiesawireless
connectivity systemthat standardizes accesstoone ormorefrequency

bandsforlocalareacommunications. For customers, the benefitis

interoperability between multiple vendor products. The standard defines
three physical methods as wellastwo typesof networking. Thethree
different physical layer methods include two using radio frequency andone

usinginfrared. Thetworadio physicallayers operate in 2.4 GHz :frequency
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range, one using :frequency hopping spread spectrum (FHSS) andthe

other usingdirect sequence spread spectrum (DSSS). The oneinfrared

physical layer operates using baseband infrared. Over the air datarates of
1 Mbps and 2 Mbps are defined inthe standard. The IEEE 802.11
standard defines two of networking, one being ad hoc networking and the
other beinginfrastructure. An ad hoc networkisanetwork composed
sole]y of stations within mutual communication range of eachotherviathe
wireless medium. Withadhocnetworking, the wireless clients
communicate with t& each other without the need for a wired network or

access points.

Aninfrastructure contains one or more access points which provide
wireless clientswith accessto the wired network. Besidesthe wireless
module, the device also contains a housing compartment 15 fora
removable, replaceable, and upgradeable Personal Universal Memory
Card (PUM Card) (see Figure 7). Asdescribed before, the PUM card is
credit card sized and is used for storing user-produced information, such

as profile information, preference

information, e-mails, addresses, lists, calendarinformation, andsoon. The
variable characteristic of this wireless memory card is its memory capacity,
suchas Read-Only Memory (ROM). One memory card can be replaced
with another that possesses a higher memory capacity, thus allowing the
user more storage space for personal information which is used by the

local area server to customize what the user experiences on the device.
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The PUMcard can be removed and carried like a credit card and inserted

into any device capable of accepting andreading it;suchasan ATM

machine, parking meter, toll booth, wireless telephones, pay phones etc.
This is the "universal" feature of the card. Inone embodiment, the user
can slide the PUM card into the device and remove it immediately

thereafter. Some customers willnot wantto insert their card and leaveitin

15 thedeviceforfearofforgetting it. The "swipe" method allows for their
comfort. However, the device will alert them to slide it again if needed.
Because the PUM card can be removed from a device and ported
anywhere, Consumers do not have to carry the device withthem. The
device can be made available to the user at a vendor site, either for loan or
rent, and the user can slid his PUM Card into the PUM Card slot and
customize the device for his use. Consumers canalso purchase theirown

devices and upgrade themasneeded.

Figure 7 shows the front and back view of a PUM Card. The PUM Card can
be obtained at any vendor who carries them and is available for free at
its most basic level It comes with cryptographic information for transport
security. Personalization of the card starts with inserting itinto a device and
pressing the "ON/OFF" button. Whenthe device detects a"blank" PUM
card, itinitiates a registration process through which the usercan

personalize the card. During personalization, the useris askedto scan

their fingerprint using the built-in Biometric Identity Scanner 15, andisalso

askedto enter various personalidentification and preference information.
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The PUM cardcan contain datathat uniquely identifiestheuser. For
example, the personalizationdata caninclude personal profile information
including name, login id, password address, phone numbers, bank

information, credit level etc., and consumer preference information such

10 aspreferred websites, stores, brand names, size of clothing, music,
software, games, The data willalso include biometric data to
authenticate the user. The biometric data can include fingerprint scan,
retinascan, voice identification, or other biometric datathatthe processor
can compare againstinreal-time. A PUM Card can be shared by more

than one user. Theidentities and personal profile and preference

ks informationare kept 15 separate.

Three processes thatdepend onauser's personal preference
information stored on the PUM card are the Configuration Dependent
Download Process (see Figure 2), the Private Communication Processfor
"Pulling" Information (see Figure 4A),andthe Private Communication
Process for "Pushing" Information (see Figure 4B). These processes have

been described above.

As mentioned earlier, the Configuration-Dependent Download
Process ensures the efficient operation ofthe device. This feature
prompts application developersto programdifferentversionsofan
applicationfordifferently configured devices, or"turn off'featuresfor

efficientuseonadevice, orconfigure modulesfordownload thatwill work
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efficiently onthe device. Users canalso purchase and "snap-on" new
components suchasanupgraded Read-Only memorycomponent. Without
the PUM Card, The device is virtually disposable because its utility as
a toolfor personalizing the wireless experience, whether it be for
shopping, giving feedback, instantly receiving stock information,
making travelarrangements, andsoon, islimited without the PUM

card. The PUM Cardisthe user'stoolfor personalized convenience

inthe wireless world, and processes suchasthe Configuration-
Dependent Download Process (see Figure 2),the Private

Communication Process for "Pulling"

10 Information (see Figure 4A), and the Private Communication
Process for"Pushing" Information (see Figure 4B) aidthe user
personalizing their experience.
Figure 8 shows an exemplary network supporting the wireless
device of Figs. 1A- 1D. The networkincludesoneormorewireless

handheld devices 802thatwirelessly communicate with alocalarea

server810. Thelocalareaserver810in turn
15 communicates over a firewall with one or more remote servers 820. The
local area server 810 andtheremoteservers 820communicate overa

wide area network 850 such asthe Internet.
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Theserver810isprotectedbyafirewall. Whenthefirewall
receives anetwork packet fromthe remote servers 820, it determines
whether the transmissionis authorized.

20 Ifso,thefirewall examinesthe header withinthe packetto determine
whatencryption algorithmwas usedto encrypt the packet. Usingthis
algorithm and a secretkey, the firewall decrypts the dataand
addresses ofthe source and destination firewalls and sends the data to
the server 810. If both the source and destination are firewalls, the only
addressesvisible (i.e., unencrypted) onthe network are those of the
firewall. The addresses of computers ontheinternal networks, and,
hence, theinternal network topology, are hidden. Thisiscalled"virtual
private networking" (VPN).

The server 810 provides a single point of integration, access, and

navigation

5  through the multiple enterprise systems and information sources facing

knowledgeable users operating the clie t handheld devices 802. The

portal can additionally support services that are transaction driven.
Once such service isadvertising: eachtime the user accessestheportal,
the clienthandheld device 802downloadsinformationfromthe server
810. The information can contain commercial messages/linksor can
contain downloadable software that contains codes matching those on

the PUM Card. Based on user preference codes, banneradvertisements
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with matching codes canbedisplayedin the user'sdevice. Auser can
click on the image and berouted to an advertiser's Web-site orretrieve

moreinformation fromthe serverlinkedto the banner advertisement.

Advertisers pay forthe number of advertisements accessed by users, the
number oftimes users click onadvertisements, or based on other criteria.
Alternatively, the portal supports sponsorship programs, which involve
providing an advertiser the right to be displayed on the face of the port or
on adrop down menu for a specified period of time, usually one year or
less. The portal also supports performance-based arrangements
whose payments aredependentonthe successofanadvertising
campaign, which maybe measured by the number of times users visita
Web-site, purchase products orregister for services. The portal can refer
usersto advertisers' Web-sites when they log onto the portal. Other
services can be supported as well. For example, a vendor can rent
space on the server to host their applications or advertisements for

user access. Thus, applications will be stored on the server instead of

on the handheld device, and will be accessible by users. By off-
loading the storage on the server, the user minimizes the memory
required on the client handheld device 802, thus enabling complex
operations to run on minimal computers such as handheld computers
and yet still ensures that he/she can access the application and related

information anywhere anytime.
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Another service is On-line Software Distribution/Rental Service.

The portal can distribute its software and other software companies

M f from its server. Additionally, the portal can rent the software so that the
user pays only for the actual usage of the software. After each use, the
application is erased and will be reloaded when next needed, after
paying another transaction usage fee.

The device as described above is component based and its
value will be determined by the sum of its removable, replaceable, and
upgradeable parts, it will be a versatile instrument, the configuration of
which can be customized to meet the usability needs and price point of
the purchaser. The least expensive model will be virtually disposable,
but reusable. As a result, vendors who purchase these devices for their
customers can purchase the least expensive version with components
appropriate to their price level and function they want the device to
perform; vendors in malls can rent the equipment at different price
levels based on the component configuration chosen by customers and
the functionality they desire. The device can be used to "pull”" featured
sales to consumers based on their preference profile stored on their
PUM card. This can take place at malls, airports, train stations, grocery
stores, or at the location of any vendor. Thedevice canbe usedto
obtain feedback about a consumer's experience with a vendor. Further,

the device can be used to collect data on behaviors and tasks that
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employees must complete in-house. Moreover, users who obtain these
devices can purchase components separately for upgrading whatever part
they wantto ata price point their budget will allow to obtain the level of
functionality they choose to have access to. For example, to use the

telephony features of the device, the user may need to upgrade their

modem and RAM components to higher levels. The disposable shell,
consisting of just the screen, and buttons and other embedded
components, allows usersto purchase a shell of their choice at an
inexpensive price andretain the components that came with the original
device. Users maywantto purchase anew shellbecause they want a
differentlook, or because a new display technology has become
available. The device can be used to conduct transactions usingonline

transaction-vendors like www.PayPal.com. Thedevice canbe usedfor

Internet Telephony through vendors suchaswww.lconnecthere.comand

15  www.Net2phonedirect.com. Thedevice canbe usedto sendinstant
messages to others withthe device, viacompressed audiofiles, ortext

based messaging.

Application developers can design applications for different levels
of hardware configuration of the device and push their application for
that platform and inform the user that either the more sophisticated
version of their application is available, or that additional application

features will become available, if they upgrade their hardware.
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Portability of the device allows consumers to give feedback at the
pointof service provided a local serveris nearby. The ability to give
feedback at the point of service to anindependent agency will increase the
number of consumers actually giving feedback. Currently, statistics show
that 90+% of consumers do not give feedback. This amountsto many lost
opportunities for vendorsto addressissues, whichwhen addressed, can

rescue customer confidence andloyalty.

The device supports easy data collection while satisfying privacy
issues relating to personalinformation and preferences ofthe consumer.
The device protects this information by reading the PUM card for
preferences and then reading what advertisements are available on the
local server based on a predetermined code. If the code matches, the
device will"pull” the relevant ad to the device for the user to view. No
personal information is sentto the local server. This same method can be
used at all other electronic devicesthe cardisusedin. The device "pulls”
relevant information from adevice or activates a device basedon

synchronization of codes.

The compact, portable wireless communication device can be usedinawide
range of industries, government organizations, and functions, and include, but are not

limited to, thefollowing:

Transportation and Travel Industry. More and more people travel each

year, whether by rental car, plane, taxi, bus, boat, or train. The potential for

98



Application/Control Number: 15/372,317 Page 52
Art Unit: 2685

impacting the service inthatindustry is huge. Atthe most basiclevel, a customer
willbe ableto give a taxidriver feedback viathe device and be able to calculate the tip

they should give based ontheservicereceived.

Government. Again, the implications for consumer participation in improving
government services are phenomenal. Citizen participation in issues regarding
legislation is also possible with this device. The device can be used in the armed
forces for communication and verification of information; in the police department for
verifying drivers'license information orfinger prints without havingto call;in schools

for education.. .learning gamescan be run onthe device by children, and so on.

Global Commerce. Many US companies have global operations,
such as companies inthe fastfood industry. Understanding the preferences
of local customerisa must for being successful. Many companies help
large corporations establish a global Internet presence andtheir primary
concernis whether the website catersto the local population's tastes.
Consumers need accessto something thatis easy to use and takes very

little time to give feedback. This device can help.

Advertising over the Internet has gone through many changes. All
along, however, the challenge has beento target advertising to consumers
who willrespondto them. The core issue inthis challenge is that of
relevance to the consumer. Thisdevice will allow consumers to specify
their preferences at the point of service, therefore, providing the

informationnecessaryto make advertising relevanttotheindividual. This will
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be very useful at mallswhere aconsumer who enters the mall and specifies
the categories of items s/heislooking for, can"pull" relevant advertisements
frommall vendors to his or her device. The sameistrue offood itemsina
restaurant, or travel specials at airports, travel agencies, ridesattheme
parks, and soon. Thisdevice, combined with software, will revolutionize
targeted advertising and bring value to vendors where previously that value

was questionable with companies like www.DoubleClick.com.

Theinvention has beendescribed hereininconsiderable detailin
order to comply with the patent Statutes and to provide those skilled in
the art with the information neededto applythenovelprinciplesandto
construct anduse such specialized components as are required. However, it
isto be understood that the invention canbe carried out by specifically
different equipment and devices, and that various modifications, bothas
to the equipment details and operating procedures, canbe accomplished

without departing fromthe scope oftheinvention itself.
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5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time
policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
the advisory action. In no event, however, will the statutory period for reply expire later

than SIX MONTHS from the mailing date of this final action.

6. Any inquiry concerning this communication or earlier communications from
examiner should be directed to primary examiner Van Trieu whose telephone number
is (571) 272-2972. The examiner can normally be reached on Mon-Fri from 8:00 AM to
3:00 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, Mr. Hai Phan can be reached on (571) 272-6338

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for published
applications may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through Private PAIR only. For

more information about the PAIR system, see http:/pair-direct.uspto.gov. Should you
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have questions on access to the Private PAIR system, contact the Electronic Business
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO
Customer Service Representative or access to the automated information system, call

800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Nan T. Trieu/
Primary Examiner, Art Unit 2685

Date: 07/05/2018
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Attorney Docket No. 116546-613CT17 Application No. 15/372,317

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

APPLICATION NO. FILING DATE FIRST NAMED ATTORNEY DOCKET NO. | CONFIRMATION NO.
INVENTOR
15/372,317 12-07-2016 Francisco Martinez 116546-613CT17 6203

de Velasco Cortina

EXAMINER
TRIEU, VAN THANH

SYSTEM AND METHOD FOR PROVIDING SECURE | ART UNIT | PAPERNUMBER |
IDENTIFICATION SOLUTIONS 2685
| SUBMISSION DATE | DELIVERY MODE |
April 19, 2018 EFS WEB

AMENDMENT AND RESPONSE TO NON-FINAL OFFICE ACTION

Mail Stop AMENDMENT
Commissioner for Patents
P.O. Box 1450

Alexandria, VA 22313-1450

Dear Sir:
In response to the Non-Final Office Action mailed on February 9, 2018, (“Office Action”)

Applicant submits the present communication. Allowance of the above identified application is

respectfully requested in view of the following Amendment and Remarks, where:

Listing of the Claims begin on page 2 of this paper.
Remarks begin on page 7 of this paper.
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LISTING OF THE CLAIMS

1. (Previously Presented) A mobile device, comprising:
a biometric input device configured to receive biometric data;
a short range radio frequency circuit;

memory configured to store biometric information for identifying an individual

associated with transaction information;

a processor coupled with the memory and the biometric input device, the processor
configured to:

receive a signal from a point of sale terminal via the short range radio
frequency circuit, the signal comprising a request to access the memory and retrieve

the transaction information,
receive the biometric data from the biometric input device,

compare the received biometric data with the biometric information stored in

the memory, and

transmit the transaction information to the point of sale terminal using the
short range radio frequency circuit when the received biometric data matches the

stored biometric information; and

a mobile device body housing the biometric input device, short range radio frequency

circuit, memory, and processor.

2. (Original) The mobile device of claim 1, wherein the mobile device is one of a
cellphone, smartphone, or tablet.

3. (Original) The mobile device of claim 1, wherein the biometric input device is a

fingerprint scanner.

4. (Previously Presented) The mobile device of claim 1, wherein the processor is further
configured to transmit the received biometric data or the stored biometric information with the

transaction information.

DOCS 3215738.1
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5. (Original) The mobile device of claim 1, wherein the transaction information is

account information.

6. (Original) The mobile device of claim 1, wherein the transaction information is credit

card information.

7. (Original) The mobile device of claim 1, further comprising memory configured to

store the transaction information.

8. (Original) The mobile device of claims 7, wherein the memory configured to store the
biometric information and the memory configured to store the transaction information are the same

memory.

9. (Previously Presented) A cellular telephone, comprising:
a fingerprint scanner configured to receive fingerprint data;
a short range radio frequency circuit;

memory configured to store fingerprint information for identifying an individual

associated with transaction information;

a processor coupled with the memory and the fingerprint scanner, the processor
configured to:

receive a signal from a point of sale terminal via the short range radio
frequency circuit, the signal comprising a request to access the memory and retrieve

the transaction information,
receive the fingerprint data from the fingerprint scanner,

compare the received fingerprint data with the fingerprint information stored

in the memory, and

DOCS 3215738.1
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transmit the transaction information to the point of sale terminal using the
short range radio frequency circuit when the received fingerprint data matches the
stored fingerprint information; and

a mobile device body housing the fingerprint scanner, short range radio frequency

circuit, memory, and processor.

10. (Previously Presented) The cellular telephone of claim 9, wherein the processor is
further configured to transmit the received fingerprint data or the stored fingerprint information with

the transaction information.

11. (Original) The cellular telephone of claim 9, wherein the transaction information is

account information.

12. (Original) The cellular telephone of claim 9, wherein the transaction information is

credit card information.

13. (Original) The cellular telephone of claim 9, further comprising memory configured to

store the transaction information.

14. (Original) The cellular telephone of claims 13, wherein the memory configured to
store the biometric information and the memory configured to store the transaction information are

the same memory.

15. (Previously Presented) A cellular telephone, comprising:
cellular circuitry;
a fingerprint scanner configured to receive fingerprint data;
a short range radio frequency circuit;

a memory, the memory configured to store fingerprint information for identifying an

individual associated with transaction information;

4
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a processor coupled with the memory and the fingerprint scanner, the processor
configured to:

receive a signal from a point of sale terminal via the cellular circuitry, the
signal comprising a request to access the memory and retrieve the transaction

information,
receive the fingerprint data from the fingerprint scanner,

compare the received fingerprint data with the fingerprint information stored

in the memory, and

transmit the transaction information to a remote location using the cellular
circuitry when the received fingerprint data matches the stored fingerprint

information; and

a cellular telephone body housing the fingerprint scanner, short range radio

frequency circuit, memory, and processor.

16. (Previously Presented) The cellular telephone of claim 15, wherein the processor is
further configured to transmit the received fingerprint data or the stored fingerprint information with

the transaction information.

17. (Original) The cellular telephone of claim 15, wherein the transaction information is

account information.

18. (Original) The cellular telephone of claim 15, wherein the transaction information is

credit card information.

19. (Original) The cellular telephone of claim 15, further comprising memory configured

to store the transaction information.

DOCS 3215738.1

112



Attorney Docket No. 116546-613CT17 Application No. 15/372,317

20. (Original) The cellular telephone of claims 19, wherein the memory configured to
store the biometric information and the memory configured to store the transaction information are

the same memory.

21. (Previously Presented) The mobile device of claim 1, wherein the processor is
configured to compare the received biometric data with the biometric information stored in the

memory in response to receiving the request to retrieve the transaction information.

22. (Previously Presented) The cellular telephone of claim 9, wherein the processor is
configured to compare the received fingerprint data with the fingerprint information stored in the

memory in response to receiving the request to retrieve the transaction information.

23. (Previously Presented) The cellular telephone of claim 15, wherein the processor is
configured to compare the received fingerprint data with the fingerprint information stored in the

memory in response to receiving the request to retrieve the transaction information.

24, (Previously Presented) The mobile device of claim 1, wherein the short range radio
frequency circuit operates at a frequency of approximately 13.56 MHz.

25. (Previously Presented) The cellular telephone of claim 9, wherein the short range
radio frequency circuit operates at a frequency of approximately 13.56 MHz.

26. (Previously Presented) The cellular telephone of claim 15, wherein the short range
radio frequency circuit operates at a frequency of approximately 13.56 MHz.

DOCS 3215738.1
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REMARKS

The present amendment is in response to the Office Action dated February 9, 2018. In view
of the above listing of the claims and the following remarks, Applicant respectfully requests

reconsideration and allowance of all pending claims.

A Claim Status
With this Response, claims 1- 26 are pending in the application. Claims 1, 9, and 15 are the
independent claims.

B. Claim Rejections - 35 USC § 102

Claims 1-23 are rejected under 35 U.S.C. §102(a)(2) as being anticipated by U.S. Pat. Pub.
No. 2004/0059923 (“ShamRao”). Applicant respectfully traverses all of the rejections and submits
that, for at least the reasons set forth in this paper, the cited references do not render the claims
obvious because the cited references fail to teach or suggest each feature of at least Claims 1, 9,
and 15 as presented herein.

Applicant respectfully submits that ShamRao is not available as prior art to the present
application. Under 35 U.S.C. §102(a)(2), “[a] person shall be entitled to a patent unless . . . (2) the
claimed invention was described in . . . an application for patent published or deemed published
under section 122(b), in which the patent application, as the case may be, names another inventor
and was effectively filed before the effective filing date of the claimed invention.” See also, M.P.E.P.
§ 2152. Here, ShamRao was filed on September 25, 2002. Whereas, the present application
claims priority to provisional application No. 60/394,241 filed on July 9, 2002. Since the present
application was effectively filed before the filing data of ShamRao, ShamRao does not qualify as
prior art under 35 U.S.C. § 102(a) (2).

However, the Office Action argued that ShamRao claims priority to a priority application Serial
No. 09/992,109 filed on November 6, 2001 (“the ‘109 application”). Office Action, p. 2. Applicant
respectfully disagrees and submits that ShamRao does not claim priority to the ‘109 application, and
thus is not entitled to the effective filing date of November 6, 2001.

Applicant notes that 37 C.F.R. §1.78(d)(2) provides the requirements for claiming the benefit
of a prior filed nonprovisional application. Section 1.78(d)(2) requires, in part:

(2) any nonprovisional application, international application designating the
United States, or international design application designating the United
States that claims the benefit of one or more priorfiled nonprovisional
applications, international applications designating the United States, or
international design applications designating the United States must contain

DOCS 3215738.1
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or be amended to contain a reference to each such prior-filed application,
identifying it by application number (consisting of the series code and serial
number), international application number and international filing date, or
international regjstration number and filing date under § 1.1023. If the later-
filed application is a nonprovisional application, the reference required by this
paragraph must be included in an application data sheet (§ 1.76(b)(5)). The
reference also must identify the relationship of the applications, namely,
whether the Ilaterfiled application is a continuation, divisional, or
continuation-in-part of the prior-filed nonprovisional application, international
application, or international design application.

(emphasis added).

Furthermore, M.P.E.P. §211.02(]) explains that “[t]hat the Office may not recognize any
benefit claim where, for example, there is no indication of the relationship between the
nonprovisional applications, or no indication of an intermediate nonprovisional application that is
directly claiming the benefit of a provisional application.” (emphasis added). For applications filed
before September 16, 2012 (as is the case with ShamRao), M.P.E.P. §211.02(1l) provides that “an
example of a proper benefit claim is ‘this application is a continuation of prior Application No. —, filed
—.” A benefit claim that merely states that ‘this application claims the benefit of Application No. —,
filed —” does not comply with 35 U.S.C. 120 and 37 CFR 1.78, since the relationship between the
applications is not stated.” (emphasis added). Therefore, for a nonprovisional application to claim
benefit from, and thus an effective filing data of, a prior filed nonprovisional application, the
nonprovisional application must identify the relationship between the applications. Where a
relationship is not identified the Office will not recognize a benefit claim to the prior application.

In this case, paragraph [0001] of ShamRao states “[t]his application is related to Ser. No.
09/992,207 ..., Ser. No. 09/992,113 ..., Ser. No. 09/992,115...,, and Ser. No. 09/992,109. .
., all of which were filed on Nov. 6, 2001 and all share common inventorship, the contents of which
are hereby expressly incorporated-by-reference.” ShamRao merely states that it “is related to” the
earlier filed applications. As explained above, merely stating the application “claims the benefit of”
an earlier filed application is not sufficient to establish a priority claim. See, e.g., M.P.E.P.
§211.02(ll). Furthermore, there is no evidence that the Office has recognized that ShamRao is
entitled to the effective filing data of November 6, 2001, since, for example, the front page of the
ShamRao publication states only that it was “(22) Filed: [on] Sep. 25, 2002” and is silent as to any
other filing dates. Additionally, the PAIR also fails to identify any continuity data or relationships to
prior filed applications. See, fitps.//pertalusgte gov/naln/PubiicPair (searching for Application
Number 10/255,264). Therefore, the Office does not recognize that ShamRao is entitled to any

filing date other than September 25, 2002. Since the present application was effectively filed before
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any possible filing data of ShamRao, ShamRao does not qualify as prior art under 35 U.S.C. §
102(a)(2).

Furthermore, in the event that the publications of Application Numbers 09/992,207;
09/992,113; 09/992,115; and/or Ser. No. 09/992,109 (collectively “other applications”) are
asserted against the presently presented claims, Applicant respectfully submits that these other
applications do not teach or suggest all of the features of claim 1. For example, Applicant
respectfully submits that the other applications do not teach or suggest at least a processor
configured to “receive a signal from a point of sale terminal via the short range radio frequency
circuit, the signal comprising a request to access the memory and retrieve the transaction
information,” as recited in claim 1.

Accordingly, Applicant respectfully submits that the Office Action fails to establish each and
every feature of claim 1 is disclosed in the prior art. Therefore, claim 1 is patentable and Applicant
respectfully requests this rejection be withdrawn.

Independent claims 9 and 15 recite features similar to claim 1. Thus for at least the same
reasons, Applicant respectfully submits prior art also fails to disclose or suggest all of the features of
claims 9 and 15. Accordingly, Applicant requests the rejections be withdrawn.

Dependent claims 2-8, 10-14, and 16-23 depend directly or indirectly from one of
independent claims 1, 9, and 15. As dependent claims inherit their patentability from their
respective independent claim, the other dependent claims are allowable for at least their
dependence on an allowable claim and their respective additional novel features. Accordingly,

Applicant requests these rejections be withdrawn.

C. Claim Rejections - 35 U.S.C. § 103

Claims 24-26 stand rejected under 35 U.S.C. § 103 as being unpatentable over ShamRao as
applied to claim 1, and in further view of U.S. Pub. No. 2003/0131247 (“Cannon”). Applicant
respectfully traverses all of the rejections and submits that, for at least the reasons set forth in this
paper, the cited references do not render the claims as obvious because the cited reference fails to
disclose each feature of at least claims 1, 19, and 22 as presented herein.

Dependent claims 24-26 depend directly or indirectly from one of independent claims 1, 9,
and 15. As dependent claims inherit their patentability from their respective independent claim, the
other dependent claims are allowable for at least their dependence on an allowable claim and their
respective additional novel features.

Applicant respectfully submits that Cannon has not been argued in the Office Action to and

do not cure the deficiencies of ShamRao with respect to claims 1, 9, and 15. Applicant respectfully
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submits that Cannon fails to teach or suggest at least the features discussed above in connection
with claims 1, 9, and 15. Thus, Applicant respectfully submits that independent Claims 1, 9, and 15
define patentable subject matter over ShamRao in view of Cannon.

Accordingly, in view of the limitations as recited in independent claims 1, 9, and 15, and in
view of the additional limitations as recited in dependent claims 24-26, Applicant respectfully
submits that the dependent claims are allowable for at least the reasons discussed above and their
respective additional novel features. Although Applicant has not discussed specific features of all of
the dependent claims in this response, Applicant does not necessarily agree with the
characterizations and assessments made in the Office Action with respect to the dependent claims.
Thus, Applicant respectfully submits that dependent claims 24-26 are allowable.

10
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CONCLUSION
For all the foregoing reasons, allowance of all pending claims is respectfully requested. If the
Examiner believes that a telephone conversation may be useful in advancing prosecution, the
Examiner is invited to contact the undersigned at the number listed below. If necessary, applicant
requests to extend the period for filing this reply pursuant to 37 CFR 1.136(a) and authorizes the
Director to charge any additional fee(s) or any underpayment of fee(s) or credit any overpayment(s)
to Procopio Deposit Account No. 50-2075.

Respectfully submitted,
Procopio, CoRY, HARGREAVES & SAVITCH LLP

Date:  April 19, 2018 /Mark W. Catanese/

Mark W. Catanese
Reg. No. 64,279
Customer No. 27189

PROCOPIO CORY HARGREAVES & SAVITCH LLP
525 B Street

Suite 2200

San Diego, CA 92101

Tel 6192381900

Fax 6192350398

docketing@procopio.com
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DETAILED ACTION

Claim Rejections - 35 USC § 102
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(a)(2) the claimed invention was described in a patent issued under section 151, or in an
application for patent published or deemed published under section 122(b), in which the
patent or application, as the case may be, names another inventor and was effectively filed
before the effective filing date of the claimed invention.

1. Claims 1-23 are rejected under 35 U.S.C. 102(a)(2) as being anticipated by
Shamrao [US 2004/0059923] with a priority application Serial No. 09/992,109 filed on
11/06/2001.

Claim 1, the claimed a mobile device (the portable biometric authentication PBA 10, Fig.
1), comprising: a biometric input device configured to receive biometric data (the PBAS
to scan and store person biometrics data in a storage mechanism 52 such as RAM,
ROM memories, Figs. 2, 3, par [0024, 0025, 0032, 0033, 0039, 0040]); a short range
radio frequency circuit (the Bluetooth communications and/or IEEE 802.11, Figs. 1, pars
[0036-0038]);

memory (the storage 52 such as RAM, ROM memories, Fig. 2, pars [0032, 0033])
configured to store biometric information for identifying an individual associated with
transaction information (the biometric, authentication and transaction data information,

Figs. 2, 3, pars [0042, 0044, 0052]):
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a processor (the PBA 10 with a CPU and processing steps 104, 106, 118 Figs. 1, 2, 5)
coupled with the memory and the biometric input device, the processor configured to:
receive a signal from a point of sale terminal via the short range radio frequency circuit,
the signal comprising a request to access the memory and retrieve the transaction
information (the CPU processing a request to scan his/her biometric 104, comparing,
storing and to send the biometric data information to perform a transaction at the point
of sale POP via Bluetooth or IEEE 802.11, Figs. 2, 3, 5 steps 104, 106, 110, pars [0031,
0036-0038, 0054-0056]);

receive the biometric information data from the biometric input device (Figs. 2, 5),
compare the received biometric information data with the biometric information stored in
the memory (the comparing of biometric data, Figs. 2, 3, 5 steps 104,106, pars [0024,
0044, 0054]), and

transmit the transaction information to the point of sale terminal using the short range
radio frequency circuit when the received biometric information data matches the stored
biometric information (the portable biometric authentication PBA 10 communicates
biometric data information with the point of sale POP via Bluetooth or IEEE 812.11,
Figs. 2, 3, 5 step 110, pars [0036-0038, 0054-0056]);

and a mobile device body housing the biometric input device, short range radio

frequency circuit, memory, and processor (the PBA 10 or PDA 129, Figs. 1, 2, 6).
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Claim 2, the mobile device of claim 1, wherein the mobile device is one of a cellphone,
smartphone, or tablet (the cellular mobile phones or notebook computers, pars [0034,

0036]).

Claim 3, the mobile device of claim 1, wherein the biometric input device is a fingerprint

scanner (pars [0036, 0084]).

Claim 4, the mobile device of claim 1, wherein the processor is further configured to
transmit the received biometric information data or the stored biometric information with
the transaction information (the biometric information with transactions, as cited in

respect to claim 1 above).

Claim 5, the mobile device of claim 1, wherein the transaction information is account

information (the variety transactions include monetary transaction, pars [0011, 0044,

0052]).

Claim 6, the mobile device of claim 1, wherein the transaction information is credit card

information (the smart credit card transaction, Fig. 4, par [0052]).

Claim 7, the mobile device of claim 1, further comprising memory configured to store the

transaction information (the storage 52, Fig. 2).
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Claim 8, the mobile device of claims 7, wherein the memory configured to store the
biometric information and the memory configured to store the transaction information
are the same memory (the storage mechanism 52 such as RAOM, ROM memories, as

cited in respect to claim 1 above, Figs. 2-4, pars [0032,0033]).

Claim 9, the claim a cellular telephone, comprising: a fingerprint scanner configured to
receive fingerprint information data: a short range radio frequency circuit; memory
configured to store fingerprint information for identifying an individual associated with
transaction information; a processor coupled with the memory and the fingerprint
scanner, the processor configured to:

receive a signal from a point of sale terminal via the short range radio frequency circuit,
the signal comprising a request to access the memory and retrieve the transaction
information, receive the fingerprint information data from the fingerprint scanner,
compare the received fingerprint information data with the fingerprint information stored
in the memory, and transmit the transaction information to the point of sale terminal
using the short range radio frequency circuit when the received fingerprint information
data matches the stored fingerprint information: and a mobile device body housing the
fingerprint scanner, short range radio frequency circuit, memory, and processor (as

cited in respect to claims 1, 2 and 3 above).
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Claim 10, the cellular telephone of claim 9, wherein the processor is further configured
to transmit the received fingerprint information data or the stored fingerprint information

with the transaction information (as cited in respect to claims 4 and 9 above).

Claim 11, the cellular telephone of claim 9, wherein the transaction information is

account information (as cited in respect to claims 5 and 9 above).

Claim 12, the cellular telephone of claim 9, wherein the transaction information is credit

card information (as cited in respect to claims 6 and 9 above).

Claim 13, the cellular telephone of claim 9, further comprising memory configured to

store the transaction information (as cited in respect to claims 7 and 9 above).

Claim 14, the cellular telephone of claims 13, wherein the memory configured to store
the biometric information and the memory configured to store the transaction

information are the same memory (as cited in respect to claims 8 and 13 above).

Claim 15, the claimed a cellular telephone, comprising: cellular circuitry; a fingerprint
scanner configured to receive fingerprint information data: a short range radio frequency
circuit; a memory, the memory configured to store fingerprint information for identifying
an individual associated with transaction information; a processor coupled with the

memory and the fingerprint scanner, the processor configured to:
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receive a signal from a point of sale terminal via the cellular circuitry, the signal
comprising a request to access the memory and retrieve the transaction information,
receive the fingerprint information data from the fingerprint scanner,

compare the received fingerprint information data with the fingerprint information stored
in the memory, and

transmit the transaction information to a remote location using the cellular circuitry when
the received fingerprint information data matches the stored fingerprint information: and
a cellular telephone body housing the fingerprint scanner, short range radio

frequency circuit, memory, and processor (as cited in respect to claims, 1, 2, 3, 9

above).

Claim 16, the cellular telephone of claim 15, wherein the processor is further configured

to transmit the received fingerprint information data or the stored fingerprint information

with the transaction information (as cited in respect to claims 4 and 15 above).

Claim 17, the cellular telephone of claim 15, wherein the transaction information is

account information (as cited in respect to claims 5 and 15 above).

Claim 18, the cellular telephone of claim 15, wherein the transaction information is credit

card information (as cited in respect to claims 6 and 15 above).

129



Application/Control Number: 15/372,317 Page 8
Art Unit: 2685

Claim 19, the cellular telephone of claim 15, further comprising memory configured to

store the transaction information (as cited in respect to claims 7 and 15 above).

Claim 20, the cellular telephone of claims 19, wherein the memory configured to store
the biometric information and the memory configured to store the transaction

information are the same memory (as cited in respect to claims 8 and 19 above).

Claim 21, the mobile device of claim 1, wherein the processor is configured to compare
the received biometric data with the biometric information stored in the memory in

response to receiving the request to retrieve the transaction information.

22. (New) The cellular telephone of claim 9, wherein the processor is configured to
compare the received fingerprint data with the fingerprint information stored in the

memory in response to receiving the request to retrieve the transaction information.

Claim 23, the cellular telephone of claim 15, wherein the processor is configured to
compare the received fingerprint data with the fingerprint information stored in the
memory in response to receiving the request to retrieve the transaction information (as
cited in respect to claim 1 above and including the authentication for accessing or

retrieving monetary transaction, see Fig. 5).
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Claim Rejections - 35 USC § 103
The following is a quotation of 35 U.S.C. 103 which forms the basis for all obviousness

rejections set forth in this Office action:

A patent for a claimed invention may not be obtained, notwithstanding that the claimed
invention is not identically disclosed as set forth in section 102 of this title, if the differences
between the claimed invention and the prior art are such that the claimed invention as a whole
would have been obvious before the effective filing date of the claimed invention to a person
having ordinary skill in the art to which the claimed invention pertains. Patentability shall not
be negated by the manner in which the invention was made.

This application currently names joint inventors. In considering patentability of the
claims the examiner presumes that the subject matter of the various claims was
commonly owned as of the effective filing date of the claimed invention(s) absent any
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to
point out the inventor and effective filing dates of each claim that was not commonly
owned as of the effective filing date of the later invention in order for the examiner to
consider the applicability of 35 U.S.C. 102(b)(2)(C) for any potential 35 U.S.C. 102(a)(2)
prior art against the later invention.

2. Claims 24-26 are rejected under 35 U.S.C. 103 as being unpatentable over
Shamrao [US 2004/0059923] as applied to claim 1 above, and further in view of
Cannon [US 2003/0131247]

Claim 24, Shamrao fails to disclose the short range radio frequency circuit operates at
a frequency of approximately 13.56 MHz. However, Shamrao discloses the portable
PBA 10 includes a Bluetooth and/or IEEE 802.11 for communications, Figs. 2-5, pars

[0036-0038]).
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Cannon suggests that the wireless transceiver biometric device 100 includes the step
of correlating the identity to the purchased media and storing rights relating to the
correlation. The method also includes the step of receiving the purchased media in a
secure output device. The method also includes the steps of establishing the identity in
the secure output device using the biometric device and determining if the identity
matches the stored rights. If the identity matches the stored rights, the method also
includes the step of allowing the output of the purchased media from the secure output
device (Figs. 1, 2, par [0009]). The biometric device 100 use Bluetooth 500 or IEEE
802.11 wireless technology for communication over the frequency about 20 MHz, see
Figs. 1, 4-6, pars [0031, 0039, 0043, 0069]). Therefore, it would have been obvious to
one skill in the art before the effective file date of the invention to utilize the frequency
range about 20 MHz of Cannon for the portable PBA of Shamrao since both systems
using the Bluetooth and/or IEEE 82.11 wireless technology for short range

communications.

Claim 25, the cellular telephone of claim 9, wherein the short range radio frequency
circuit operates at a frequency of approximately 13.56 MHz (as discussed between

Shamrao and Cannon in respect to claim 24 above).

Claim 26, the cellular telephone of claim 15, wherein the short range radio frequency

circuit operates at a frequency of approximately 13.56 MHz (as discussed between

Shamrao and Cannon in respect to claim 24 above).
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Conclusion
3. The prior art made of record and not relied upon is considered pertinent to
applicant's disclosure.
Ritter discloses the system and method for authenticating persons, video information of
certain body features associated with a user or a user group is recorded in a point of
presence (POP) or point of sale (POS). Such recorded video information is processed
to derive biometric keys, which are stored in tables of a biometric server and in a SIM-
card of the user. Each biometric key in the tables is assigned to a respective user.
When the user inserts the SIM-card containing a personal biometric key into a
communication terminal device, video information describing current body feature of the
user is recorded via a video sensor that is not in the communication terminal device.
The recorded current video information is then transmitted from the video sensor to the
communication terminal device. To authenticate the user, the recorded current video
information is processed to derive current biometric keys and compared with pre-stored
biometric keys. The authenticity of the user is ensured if the comparison yield a positive

result. [US 6,657,538]

4. Any inquiry concerning this communication or earlier communications from
examiner should be directed to primary examiner Van Trieu whose telephone number
is (571) 272-2972. The examiner can normally be reached on Mon-Fri from 8:00 AM to

3:00 PM.
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Art Unit: 2685

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, Mr. Hai Phan can be reached on (571) 272-6338

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for published
applications may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through Private PAIR only. For
more information about the PAIR system, see http:/pair-direct.uspto.gov. Should you
have questions on access to the Private PAIR system, contact the Electronic Business
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO
Customer Service Representative or access to the automated information system, call

800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Nan T. Trieu/
Primary Examiner, Art Unit 2685

Date: 02/01/2018
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Applicant-Initiated Interview Summary

Application No.

Applicant(s)

15/372,317 MARTINEZ DE VELASCO
CORTINA ET AL.

Examiner Art Unit

VAN TRIEU 2685

All participants (applicant, applicant’s representative, PTO personnel):

(1) VAN TRIEU.

(2) MABK CATANES, Req. No. 64.279.

Date of Interview: 19 December 2017.

Type: [X Telephonic [] Video Conference
[] Personal [copy given to: [] applicant

Exhibit shown or demonstration conducted: [] Yes
If Yes, brief description:

Issues Discussed [J101 [J112 [J102 [X103 [JOthers

(For each of the checked box(es) above, please describe below the issue and detailed description of the discussion)

Claim(s) discussed: 1.

[ applicant’s representative]

X

No.

Identification of prior art discussed: Hoffman [US 2004/0128249].

Substance of Interview

(For each issue discussed, provide a detailed description and indicate if agreement was reached. Some topics may include: identification or clarification of a

reference or a portion thereof, claim interpretation, proposed amendments, arguments of any applied references etc...)

Applicant clarifies of the invention and to propose an amendment lanquage to present of a single portable biometric

monitoring device having a plurality functions which overcomes the separated PDA and PDC units in the rejected

reference. Examiner will update the search upon receiving the amendment.

Applicant recordation instructions: The formal written reply to the last Office action must include the substance of the interview. (See MPEP
section 713.04). If a reply to the last Office action has already been filed, applicant is given a non-extendable period of the longer of one month or
thirty days from this interview date, or the mailing date of this interview summary form, whichever is later, to file a statement of the substance of the

interview

Examiner recordation instructions: Examiners must summarize the substance of any interview of record. A complete and proper recordation of the
substance of an interview should include the items listed in MPEP 713.04 for complete and proper recordation including the identification of the
general thrust of each argument or issue discussed, a general indication of any other pertinent matters discussed regarding patentability and the
general results or outcome of the interview, to include an indication as to whether or not agreement was reached on the issues raised.

] Attachment

/VAN TRIEU/
Primary Examiner, Art Unit 2685

U.S. Patent and Trademark Office

PTOL-413 (Rev. 8/11/2010) Interview Summary
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Summary of Record of Interview Requirements

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record
A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the
application whether or not an agreement with the examiner was reached at the interview.

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews
Paragraph (b)

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 132)

37 CFR §1.2 Business to be transacted in writing.
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt.

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself
incomplete through the failure to record the substance of interviews.

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless
the examiner indicates he or she will do so. It is the examiner’s responsibility to see that such a record is made and to correct material inaccuracies
which bear directly on the question of patentability.

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required.

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the
“Contents” section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant’s correspondence address
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication.

The Form provides for recordation of the following information:

— Application Number (Series Code and Serial Number)

—Name of applicant

—Name of examiner

—Date of interview

—Type of interview (telephonic, video-conference, or personal)

—Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.)

—An indication whether or not an exhibit was shown or a demonstration conducted

— An identification of the specific prior art discussed

— Anindication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does
not restrict further action by the examiner to the contrary.

—The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action)

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the
substance of the interview.

A complete and proper recordation of the substance of any interview should include at least the following applicable items:

1) A brief description of the nature of any exhibit shown or any demonstration conducted,

2) an identification of the claims discussed,

3) an identification of the specific prior art discussed,

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the

Interview Summary Form completed by the Examiner,

5) a brief identification of the general thrust of the principal arguments presented to the examiner,

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully
describe those arguments which he or she feels were or might be persuasive to the examiner.)

6) a general indication of any other pertinent matters discussed, and

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by

the examiner.

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and
accurate, the examiner will give the applicant an extendable one month time period to correct the record.

Examiner to Check for Accuracy

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner’s version of the
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, “Interview Record OK” on the
paper recording the substance of the interview along with the date and the examiner’s initials.
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Doc code: RCEX PTO/SB/30EFS (07-14)

Doc description: Request for Continued Examination (RCE) Approved for use through 07/31/2016. OMB 0851-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

REQUEST FOR CONTINUED EXAMINATION(RCE)TRANSMITTAL
(Submitted Only via EFS-Web)

Application | k279417 Filing | b446.12-07 Docket Number | |, 1016 613cT17 At 1 begs
Number Date (if applicable) Unit

First Named Francisco Martinez De Velasco Cortina Examiner TRIEU, Van Thanh

Inventor Name

This is a Request for Continued Examination (RCE) under 37 CFR 1.114 of the above-identified application.

Request for Continued Examination (RCE) practice under 37 CFR 1.114 does not apply to any utility or plant application filed prior to June 8,
1995, to any intemational application that does not comply with the requirements of 35 U.S.C. 371, or to any design application. The
Instruction Sheet for this form is located at WWW . USPTO.GOV.

SUBMISSION REQUIRED UNDER 37 CFR 1.114

Note: If the RCE is proper, any previcusly filed unentered amendments and amendments enclosed with the RCE will be entered in the order
in which they were filed unless applicant instructs otherwise. If applicant does not wish to have any previously filed unentered amendment(s)
entered, applicant must request non-entry of such amendment(s).

|:| Previously submitted. If a final Office action is outstanding, any amendments filed after the final Office action may be considered as a
submission even if this box is not checked.

|:| Consider the arguments in the Appeal Brief or Reply Brief previously filed on

[ ] Other

X Enclosed

X| Amendment/Reply
|:| Information Disclosure Statement (IDS)

|:| Affidavit(s)/ Declaration{s)

[] Other

MISCELLANEOUS

|:| Suspension of action on the above-identified application is requested under 37 CFR 1.103(c) for a period of months
{Period of suspension shall not exceed 3 months; Fee under 37 CFR 1.17(i) required)

[] Other

FEES

The RCE fee under 37 CFR 1.17(e) is required by 37 CFR 1.114 when the RCE is filed.
|Z| The Director is hereby authorized to charge any underpayment of fees, or credit any overpayments, to
Deposit Account No |502075

SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT REQUIRED

> Patent Practitioner Signature

Applicant Signature

EFS - Web 2.1.15
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Doc code: RCEX
Doc description: Request for Continued Examination (RCE)

PTO/SB/30EFS {07-14)

Approved for use through 07/31/2016. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Signature of Registered U.S. Patent Practitioner

Signature

Mark W. Catanese/

Date (YYYY-MM-DD)

E01 7-12-19 I

Name

Mark W. Catanese

Registration Number

279

This collection of information is required by 37 CFR 1.114. The informaticn is required to obtain or retain a benefit by the public which is to
file (and by the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is
estimated to take 12 minutes to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time
will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or suggestions for
reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce,
P.O. Box 1450, Alexandria, VA 22313-1450.

If vou need assistance in completing the form, call 1-800-PT0O-9199 and select option 2.

EFS - Web 2.

1.15
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Privacy Act Statement

The Privacy Act of 1974 {(P.L. 93-579) requires that you be given certain information in connection with your submission of the
attached form related to a patent application or patent. Accordingly, pursuant to the requirements of the Act, please be
advised that: (1) the general authority for the collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information
solicited is voluntary; and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark Office
is to process and/or examine your submission related to a patent application or patent. If you do not furnish the requested
information, the U.S. Patent and Trademark Office may not be able to process and/or examine your submission, which may
result in termination of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of Information
Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C. 552a). Records from this system of records may be disclosed to the
Department of Justice to determine whether the Freedom of Information Act requires disclosure of these records.

A record from this system of records may be disclosed, as a routine use, in the course of presenting evidence to a
court, magistrate, or administrative tribunal, including disclosures to opposing counsel in the course of settlement
negotiations.

A record in this system of records may be disclosed, as a routine use, tc a Member of Congress submitting a
request involving an individual, to whom the record pertains, when the individual has requested assistance from the
Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency having need
for the information in order to perform a contract. Recipients of information shall be required to comply with the
requirements of the Privacy Act of 1974, as amended, pursuant to 5 U.S.C. 552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this system of records
may be disclosed, as a routine use, to the International Bureau of the World Intellectual Property Organization,
pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for purposes of
National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General Services,
or his/her designee, during an inspection of records conducted by GSA as part of that agency's responsibility to
recommend improvements in records management practices and programs, under authority of 44 U.S.C. 2904 and
2906. Such disclosure shall be made in accordance with the GSA regulations governing inspection of records for this
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not be used to make
determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either publication of
the application pursuant to 35 U.S.C. 122(b) or issuance of a patent pursuant to 35 U.S.C. 151. Further, a record may
be disclosed, subject to the limitations of 37 CFR 1.14, as a routine use, to the public if the record was filed in an
application which became abandoned or in which the proceedings were terminated and which application is
referenced by either a published application, an application cpen to public inspections or an issued patent.
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

APPLICATION NO. FILING DATE FIRST NAMED ATTORNEY DOCKET NO. | CONFIRMATION NO.
INVENTOR
15/372,317 12-07-2016 Francisco Martinez 116546-613CT17 6203

de Velasco Cortina

EXAMINER
TRIEU, VAN THANH

SYSTEM AND METHOD FOR PROVIDING SECURE | ART UNIT | PAPERNUMBER |
IDENTIFICATION SOLUTIONS 2685
| SUBMISSION DATE | DELIVERY MODE |
19 December 2017 EFS WEB

AMENDMENT AND RESPONSE TO FINAL OFFICE ACTION WITH AMENDMENT AND REQUEST

FOR CONTINUING EXAMINATION UNDER 37 C.F.R. §1.114

Mail Stop AF

Commissioner for Patents
P.0. Box 1450

Alexandria, VA 22313-1450

Dear Sir:
In response to the Final Office Action mailed on June 23, 2017, (“Office Action”)

Applicant submits the present communication. Allowance of the above identified application

is respectfully requested in view of the following Amendment and Remarks, where:
Amendments to the Claims begin on page 2 of this paper; and

Interview Summary begins on page 8 of this paper.
Remarks begin on page 9 of this paper.
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AMENDMENTS TO THE CLAIMS

1. (Currently Amended) A mobile device, comprising:
a biometric input device configured to receive biometric data;
a short range radio frequency circuit;

memory configured to store biometric information for identifying an individual

associated with transaction information[[, and]];

a processor coupled with the memory and the biometric input device, the

processor configured to:

receive a signal from a point of sale terminal via the short range radio

frequency circuit, the signal comprising a request to access the memory and

retrieve the transaction information,
receive the biometric irfermationdata from the biometric input device,

compare the received biometric infermationdata with the biometric

information stored in the memory, and

transmit the transaction information to [[a]]the point of sale terminal
using the short range radio frequency circuit when the received biometric

fermationdata matches the stored biometric information_and

a mobile device body housing the biometric input device, short range radio

frequency circuit, memory, and processor.

2. (Original) The mobile device of claim 1, wherein the mobile device is one of
a cellphone, smartphone, or tablet.

3. (Original) The mobile device of claim 1, wherein the biometric input device

is a fingerprint scanner.

DOCS 30163983

149



Attorney Docket No. 116546-613CT17 Application No. 15/372,317

4. (Currently Amended) The mobile device of claim 1, wherein the processor
is further configured to transmit the received biometric irfermationdata or the stored

biometric information with the transaction information.

5. (Original) The mobile device of claim 1, wherein the transaction

information is account information.

6. (Original) The mobile device of claim 1, wherein the transaction

information is credit card information.

7. (Original) The mobile device of claim 1, further comprising memory

configured to store the transaction information.

8. (Original) The mobile device of claims 7, wherein the memory configured to
store the biometric information and the memory configured to store the transaction

information are the same memory.

9. (Currently Amended) A cellular telephone, comprising:
a fingerprint scanner configured to receive fingerprint informationdata;
a short range radio frequency circuit;

memory configured to store fingerprint information for identifying an individual
associated with transaction information[[, and]];

a processor coupled with the memory and the fingerprint scanner, the

processor configured to:

receive a signal from a point of sale terminal via the short range radio

frequency circuit, the signal comprising a request to access the memory and

retrieve the transaction information,
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receive the fingerprint infermationdata from the fingerprint scanner,

compare the received fingerprint fermationdata with the fingerprint

information stored in the memory, and

transmit the transaction information to [[a]]the point of sale terminal
using the short range radio frequency circuit when the received fingerprint

fermationdata matches the stored fingerprint information;_and

a_mobile device body housing the fingerprint scanner, short range radio

frequency circuit, memory, and processor.

10. (Currently Amended) The cellular telephone of claim 9, wherein the
processor is further configured to transmit the received fingerprint infermationdata or

the stored fingerprint information with the transaction information.

11. (Original) The cellular telephone of claim 9, wherein the transaction

information is account information.

12. (Original) The cellular telephone of claim 9, wherein the transaction

information is credit card information.

13. (Original) The cellular telephone of claim 9, further comprising memory

configured to store the transaction information.

14. (Original) The cellular telephone of claims 13, wherein the memory
configured to store the biometric information and the memory configured to store the

transaction information are the same memory.

15. (Currently Amended) A cellular telephone, comprising:
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cellular circuitry;
a fingerprint scanner configured to receive fingerprint irfeormationdata;
a short range radio frequency circuit;

a memory, the memory configured to store fingerprint information for

identifying an individual associated with transaction information; [[and]]

a processor coupled with the memory and the fingerprint scanner, the

processor configured to:

receive a signal_from a point of sale terminal via the cellular circuitry,

the signal comprising a request to access the memory and retrieve the

transaction information,
receive the fingerprint infermationdata from the fingerprint scanner,

compare the received fingerprint informationdata with the fingerprint

information stored in the memory, and

transmit the transaction information to a remote location using the
cellular circuitry when the received fingerprint irformationdata matches the

stored fingerprint information;_and

a cellular telephone body housing the fingerprint scanner, short range radio

frequency circuit, memory, and processor.

16. (Currently Amended) The cellular telephone of claim 15, wherein the
processor is further configured to transmit the received fingerprint infermationdata or

the stored fingerprint information with the transaction information.

17. (Original) The cellular telephone of claim 15, wherein the transaction

information is account information.
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18. (Original) The cellular telephone of claim 15, wherein the transaction

information is credit card information.

19. (Original) The cellular telephone of claim 15, further comprising memory

configured to store the transaction information.

20. (Original) The cellular telephone of claims 19, wherein the memory
configured to store the biometric information and the memory configured to store the

transaction information are the same memory.

21. (New) The mobile device of claim 1, wherein the processor is configured
to compare the received biometric data with the biometric information stored in the

memory in response to receiving the request to retrieve the transaction information.

22. (New) The cellular telephone of claim 9, wherein the processor is
configured to compare the received fingerprint data with the fingerprint information
stored in the memory in response to receiving the request to retrieve the transaction

information.

23. (New) The cellular telephone of claim 15, wherein the processor is
configured to compare the received fingerprint data with the fingerprint information
stored in the memory in response to receiving the request to retrieve the transaction

information.

24. (New) The mobile device of claim 1, wherein the short range radio

frequency circuit operates at a frequency of approximately 13.56 MHz.
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25. (New) The cellular telephone of claim 9, wherein the short range radio

frequency circuit operates at a frequency of approximately 13.56 MHz.

26. (New) The cellular telephone of claim 15, wherein the short range radio

frequency circuit operates at a frequency of approximately 13.56 MHz.
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INTERVIEW SUMMARY

Applicant would like to thank Examiner Trieu for the courtesy extended during the
telephonic interview conducted with the undersigned on December 19, 2017 (“Interview”).
During the interview the nature of the rejections under §103 were discussed. Certain
amendments were discussed, some of which are recited in the “Amendments to the Claims”
section above. Examiner Trieu agreed that such amendments would overcome the current

rejections. Further substance of the interview is captured in the following remarks.
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REMARKS

The present communication is in response to the Office Action dated June 23, 2017.
In the Office Action, the Examiner rejected Claims 1-20. See Office Action, p. 1. By this
paper, Applicant has amended Claims 1, 4, 9, 10, 15, and 16 and added new Claims 21-26.
Support for the amendments and new claims can be found in the specification as originally
filed. For example, support can be found in at least paragraphs [0125]-[0133] and [0153]-
[0162] and FIGs. 12-14 and 17 of the application as published. Applicant has not added
new matter. Reconsideration and allowance are respectfully requested for all pending
Claims 1-26.

A. Claim Rejections Under 35 U.S.C. §103

Claims 1-20 are rejected under 35 U.S.C. §103(a) as being anticipated by U.S. Pat.
Pub. No. 2004/0128249 (“Hoffman”) in view of U.S. Pat. Pub. No. 2003/0001459
(“Scott”). See Office Action, p. 2. Applicant respectfully traverses all of the rejections and
submits that, for at least the reasons set forth in this paper, the cited references do not
render the claims obvious because the cited references fail to teach or suggest each feature
of at least Claims 1, 9, and 15 as presented herein.

Standard of Prima Facie Qbviousness
The U.S. Patent and Trademark Office has the burden under §103 to establish a

prima facie case of obviousness. The rationale to support a conclusion that the claim would
have been obvious is that all the claimed elements were known in the prior art and one
skilled in the art could have combined the elements as claimed by known methods with no
change in their respective functions, and the combination yielded nothing more than
predictable results to one of ordinary skill in the art. It can be important to identify a reason
that would have prompted a person of ordinary skill in the relevant field to combine the
elements in the way the claimed new invention does. If any of these findings cannot be
made, then this rationale cannot be used to support a conclusion that the claim would have
been obvious to one of ordinary skill in the art. M.P.E.P. § 2143.
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Discussion of Patentability of Claim 1

Without acquiescing to the merits of the grounds of the Examiner’s rejection, and in
the interest of advancing prosecution, Applicant has amended Claim 1 to recite “a mobile
device body housing the biometric input device, short range radio frequency circuit, memory,
and processor.”

In rejecting Claim 1, the Examiner appears to have characterized the PDA 1 and the
DPC 22 of Hoffman as the claimed mobile device and point of sale terminal. See Office
Action, p. 2. However, the Examiner also appears to have characterized the combination of
the PDA 1 and DPC 22 of Hoffman as the claimed mobile device. See Office Action, pp. 3, 9,
and 10. Applicant respectfully submits that the DPC 22 cannot be both the claimed point of
sale terminal and part of the claimed mobile device.

However, even under the Examiner’s characterization (a point that is not conceded),
as discussed during the interview, Applicant submits that the cited references fail to teach
or suggest a mobile device comprising “a mobile device body housing the biometric input,
short range radio frequency circuit, memory, and processor,” as recited in amended Claim 1.
Hoffman describes that biometric samples are obtained from a person and transmitted to
the DPC 22 (including the Indicator 12) via a PDA 1 “over a network 18 such as an intranet,
extranet or the Internet, whether using a local area network (LAN) or a wide area network
(WAN).” Hoffman, para. [0067]; see also, e.g., id. at paras. [0116]{0124]. Thus, as was
agreed during the Interview, Hoffman fails to teach or suggest that the DCP 22 (including the
Indicator 12) and PDA 1 are housed in the same device body. Accordingly, Applicant
respectfully submits that Hoffman does not teach or suggest the above-identified features of
amended Claim 1.

Furthermore, amended Claim 1 recites “a mobile device, comprising . . . memory
configured to store biometric information for identifying an individual associated with
transaction information.” In rejecting this limitation, the Examiner argues “Hoffman
discloses each PDA conducts one or more of the operations includes store and retrieve a
unique scrip from the biometric and merchant, PIN code, see Pars [0077-0082].” See
Office Action, p. 9. Applicant respectfully disagrees.

Paragraphs [0077]-[0087] of Hoffman are reproduced below.

10
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Thus, at best Hoffman describes the PDA 1 gathers biometric input from a Scrip
Supporter and stores “secret encryption keys”; “hardware identification code”; “digital
identification code”, etc.  However, nowhere does Hoffman describe that the PDA 1
comprises memory that stores biometric information used to identify the Scrip Supporter,
which is subsequently compared to and matched with the gathered biometric input recited
in paragraph [0097] of Hoffman. In contrast, Claim 1 recites “memory configured to store
biometric information for identifying an individual,” that is compared to and matched with
biometric data received from the biometric input device as claimed.

Applicant respectfully submits that Scott does not cure the deficiencies of Hoffman
with respect to amended Claim 1. Scott was cited merely to supposedly show certain
features which are unrelated to the above-indicated features of amended Claim 1, and does
not appear to remedy the deficiencies of Hoffman. Therefore, the combination of prior art
references does not teach or suggest all of the features of amended Claim 1. Accordingly,
not all of the claim limitations were known or taught by the prior art. Furthermore, the
Examiner did not identify a reason, with respect to at least the above-identified limitation,
that would have prompted a person of ordinary skill in the relevant field to combine or
modify the elements in the way the claimed new invention does. In view of the above,

Applicant respectfully submits that no prima facie case of obviousness has been established
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with respect to amended Claim 1, and thus for at least these reasons the independent claim
is patentable over the prior art of record.

Accordingly, for at least the reasons set forth above, Applicant respectfully submits
that the cited references fail to teach or suggest all of the features of amended Claim 1.
Therefore, amended Claim 1 is patentable over Hoffman and/or Scott, in combination or

individually, and Applicant respectfully requests this rejection be withdrawn.

Discussion of Patentability of Remaining Independent Claims

Applicant submits that amended Claims 9 and 15 recite at least some of the
patentable limitations discussed in connection with amended Claim 1 above. Thus,
Applicant respectfully submits that amended Claims 9 and 15 also define patentable
subject matter over the cited references. Accordingly, for at least this reason, Applicant
respectfully submits that amended independent Claims 9 and 15 are allowable under 35
U.S.C. §103.

Discussion of Patentability of Dependent Claims
Applicant submits that each of the dependent Claims 2-8, 10-14, and 16-20 depends

directly or indirectly on at least one of amended Claims 1, 9, and 15. Thus, dependent
Claims 2-8, 10-14, and 16-20 incorporate by reference all the limitations of their respective
independent claims, pursuant to 35 U.S.C. § 112(d). In view of the limitations as recited in
the independent claims, and in view of the additional limitations as recited in the dependent
claims, Applicant respectfully submits that the dependent claims are allowable for at least
the reasons discussed above and their respective additional novel features. Although
Applicant has not discussed specific features of all of the dependent claims in this
response, Applicant does not necessarily agree with the characterizations and assessments
made by the Examiner with respect to the dependent claims. Thus, Applicant respectfully
submits that dependent Claims 2-8, 10-14, and 16-20 are allowable.

B. New Dependent Claims

New dependent Claims 21-26 have been added. Applicant submits that new

dependent Claims 21-26 depend directly or indirectly on one of independent Claims 1, 9,

12
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and 15. Thus, dependent Claims 21-26 incorporate by reference all the limitations of the
independent claims from which they depend, pursuant to 35 U.S.C. § 112(d). In view of the
limitations as recited in the independent claims, and in view of the additional limitations as
recited in the new dependent claims, Applicant respectfully submits that the new dependent
claims are allowable for at least the reasons discussed above and their respective additional
novel limitations. Thus, Applicant respectfully submits that new dependent Claims 21-26

are allowable.

C. No Disclaimers or Disavowals

Although the present communication may include alterations to the application or
claims, or characterizations of claim scope or referenced art, Applicant is not conceding in
this application that previously pending claims are not patentable over the cited references.
Rather, any alterations or characterizations are being made to facilitate expeditious
prosecution of this application. Applicant reserves the right to pursue at a later date any
previously pending or other broader or narrower claims that capture any subject matter
supported by the present disclosure, including subject matter found to be specifically
disclaimed herein or by any prior prosecution. Accordingly, reviewers of this or any parent,
child or related prosecution history shall not reasonably infer that Applicant has made any

disclaimers or disavowals of any subject matter supported by the present application.
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CONCLUSION

For all the foregoing reasons, allowance of all pending claims is respectfully
requested. If the Examiner believes that a telephone conversation may be useful in
advancing prosecution, the Examiner is invited to contact the undersigned at the number
listed below. If necessary, applicant requests to extend the period for filing this reply
pursuant to 37 CFR 1.136(a) and authorizes the Director to charge any additional fee(s) or
any underpayment of fee(s) or credit any overpayment(s) to Procopio Deposit Account No.
50-2075.

Respectfully submitted,
Procorio, CORY, HARGREAVES & SAVITCH LLP

Date: December 19, 2017 /Mark W. Catanese/

Mark W. Catanese
Reg. No. 64,279
Customer No. 27189

PROCOPIO CORY HARGREAVES & SAVITCH LLP
525 B Street

Suite 2200

San Diego, CA 92101

Tel 6192381900

Fax 6192350398

docketing@procopio.com

14

DOCS 30163983

161



Electronic Patent Application Fee Transmittal

Application Number:

15372317

Filing Date:

07-Dec-2016

Title of Invention:

SYSTEM AND METHOD FOR PROVIDING SECURE IDENTIFICATION SOLUTIONS

First Named Inventor/Applicant Name:

Francisco Martinez de Velasco Cortina

Filer:

Mark William Catanese/Helen Glenister

Attorney Docket Number:

116546-613CT17

Filed as Large Entity

Filing Fees for Utility under 35 USC 111(a)

Description Fee Code Quantity Amount SUB—JS:;)I in
Basic Filing:
Pages:
Claims:
CLAIMS IN EXCESS OF 20 1202 6 80 480

Miscellaneous-Filing:

Petition:

Patent-Appeals-and-Interference:

Post-Allowance-and-Post-Issuance:

162




Description Fee Code Quantity Amount SuB—;’g(t;)l in
Extension-of-Time:
Extension - 3 months with $0 paid 1253 1 1400 1400
Miscellaneous:
RCE- 1st Request 1801 1 1200 1200
Total in USD ($) 3080

163




Electronic Acknowledgement Receipt

EFS ID: 31279935
Application Number: 15372317
International Application Number:
Confirmation Number: 6203
Title of Invention: SYSTEM AND METHOD FOR PROVIDING SECURE IDENTIFICATION SOLUTIONS
First Named Inventor/Applicant Name: Francisco Martinez de Velasco Cortina
Customer Number: 27189
Filer: Mark William Catanese/Helen Glenister
Filer Authorized By: Mark William Catanese
Attorney Docket Number: 116546-613CT17
Receipt Date: 19-DEC-2017
Filing Date: 07-DEC-2016
Time Stamp: 20:19:15
Application Type: Utility under 35 USC 111(a)

Payment information:
Submitted with Payment yes
Payment Type CARD
Payment was successfully received in RAM $3080
RAM confirmation Number 122017INTEFSW20212900
Deposit Account 502075
Authorized User Helen Glenister

The Director of the USPTO is hereby authorized to charge indicated fees and credit any overpayment as follows:
37 CFR 1.16 (National application filing, search, and examination fees)

37 CFR 1.17 (Patent application and reexamination processing fees)

164




37 CFR 1.19 (Document supply fees)

37 CFR 1.20 (Post Issuance fees)

37 CFR 1.21 (Miscellaneous fees and charges)

File Listing:
.. . File Si Iti
Document Document Description File Name es ze(B){tes)l Mu tl. _Pages
Number Message Digest | Part/.zip| (if appl.)
1349890
1 Request for Continued Examination 12_19_2017_RCE_as_filed_116 no 3
(RCE) 546-613CT17.PDF
€250c68f37947834945c33598ch 56184769
offc
Warnings:
Information:
106466
12_19_2017_Response_for_FO
2 A_as_filed_116546-613CT17. yes 14
PDF cbf6920564afcd9ee6512d536bd 15682980
Multipart Description/PDF files in .zip description
Document Description Start End
Amendment Submitted/Entered with Filing of CPA/RCE 1 1
Claims 2 7
Applicant summary of interview with examiner 8 8
Applicant Arguments/Remarks Made in an Amendment 9 14
Warnings:
Information:
34266
3 Fee Worksheet (SB06) fee-info.pdf no 2
48576c4cf1ec27fcbe40dca2289d35a7ee9)
Warnings:
Information:
Total Files Size (in bytes)1 1490622

165




This Acknowledgement Receipt evidences receipt on the noted date by the USPTO of the indicated documents,
characterized by the applicant, and including page counts, where applicable. It serves as evidence of receipt similar to a
Post Card, as described in MPEP 503.

New Applications Under 35 U.S.C. 111

If a new application is being filed and the application includes the necessary components for a filing date (see 37 CFR
1.53(b)-(d) and MPEP 506), a Filing Receipt (37 CFR 1.54) will be issued in due course and the date shown on this
Acknowledgement Receipt will establish the filing date of the application.

National Stage of an International Application under 35 U.S.C. 371

If a timely submission to enter the national stage of an international application is compliant with the conditions of 35
U.S.C. 371 and other applicable requirements a Form PCT/DO/EO/903 indicating acceptance of the application as a
national stage submission under 35 U.S.C. 371 will be issued in addition to the Filing Receipt, in due course.

New International Application Filed with the USPTO as a Receiving Office

If a new international application is being filed and the international application includes the necessary components for
an international filing date (see PCT Article 11 and MPEP 1810), a Notification of the International Application Number
and of the International Filing Date (Form PCT/RO/105) will be issued in due course, subject to prescriptions concerning
national security, and the date shown on this Acknowledgement Receipt will establish the international filing date of
the application.

166




PTO/SB/06 (09-11)

Approved for use through 1/31/2014. OMB 0651-0032
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number.

PATENT APPLICATION FEE DETERMINATION RECORD | Application or Docket Number

Filing Date

Substitute for Form PTO-875 1 5/372,31 7 12/07/2016

I:l To be Mailed

APPLICATION AS FILED — PART |

eNTITY: [X] LARGE [] smALL []MICRO

*** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 3, enter “3”.

(Column 1) (Column 2)
FOR NUMBER FILED NUMBER EXTRA RATE ($) FEE ($)
L1 asic Fee N/A N/A N/A
(37 CFR 1.16(a), (b), o (c))
|:] SEARCH FEE N/A N/A N/A
(37 CFR 1.16(K), (i), or (m))
|
EXAMINATION FEE
(37 GFR 1.16(0), (p), or (q)) N/A N/A A
TOTAL CLAIMS . N
(37 CFR 1.16(i)) minus 20 = X $ =
INDEPENDENT CLAIMS : N
(37 CFR 1.16(h)) minus 3 = X $ =
If the specification and drawings exceed 100 sheets
0 of paper, the application size fee due is $310 ($155
A;%,_lgﬁﬂ'g';‘ SIZE FEE for small entity) for each additional 50 sheets or
( 16(5)) fraction thereof. See 35 U.S.C. 41(a)(1)(G) and 37
CFR 1.16(s).
] MULTIPLE DEPENDENT CLAIM PRESENT (37 CFR 1.16()
* If the difference in column 1 is less than zero, enter “0” in column 2. TOTAL
APPLICATION AS AMENDED - PART Il
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER
= 12/19/2017 AFTER PREVIOUSLY PRESENT EXTRA RATE ($) ADDITIONAL FEE ($)
E AMENDMENT PAID FOR
s ;I'?g(%\) (37 CFR « 26 Minus | = 20 -6 x $80 = 480
5 5
Independ: .
z ndependent = 3 Minus | =3 -0 x $420 = 0
<§( [] Application Size Fee (37 CFR 1.16(s))
D FIRST PRESENTATION OF MULTIPLE DEPENDENT GLAIM (37 CFR 1.16(j))
TOTAL ADD'L FEE 480
(Column 1) (Column 2) (Column 3)
CLAIMS HIGHEST
REMAINING NUMBER
AFTER PREVIOUSLY PRESENT EXTRA RATE ($) ADDITIONAL FEE ($)
— AMENDMENT PAID FOR
Z | Total (37 cFR . *x
& me(\))( Minus - X $ =
Independent “ i ek
% $37C€R1.16@ Minus = X $ =
& [T reptcancrs
] pplication Size Fee (37 CFR 1.16(s))
=
<C D FIRST PRESENTATION OF MULTIPLE DEPENDENT GLAIM (37 CFR 1.16(j))
TOTAL ADD’L FEE
* |f the entry in column 1 is less than the entry in column 2, write “0” in column 3. LIE
** If the “Highest Number Previously Paid For” IN THIS SPACE is less than 20, enter “20”. ANTHONY TYSON

The “Highest Number Previously Paid For” (Total or Independent) is the highest number found in the appropriate box in column 1.

This collection of information is required by 37 CFR 1.16. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, including gathering,
preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you
require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S.
Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS

ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.
If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2.

167



UNITED STATES PATENT AND TRADEMARK OFFICE

UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.0.Box 1450

Alexandria, Virginia 22313-1450

WWW.uspto.gov

APPLICATION NO. FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. |  CONFIRMATION NO. |
15/372,317 12/07/2016 Francisco Martinez de Velasco Cortina 116546-1108C8 6203
27189 7590 06/23/2017 | EOANINER |
PROCOPIO, CORY, HARGREAVES & SAVITCH LLP
525 B STREET TRIEU, VAN THANH
SUITE 2200
SAN DIEGO, CA 92101 | ART UNIT | PAPER NUMBER |
2685
| NOTIFICATION DATE | DELIVERY MODE |
06/23/2017 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.
The time period for reply, if any, is set in the attached communication.
Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

docketing @procopio.com
PTONotifications @procopio.com

PTOL-90A (Rev. 04/07)

168



Application No. Applicant(s)
15/372,317 MARTINEZ DE VELASCO
- : CORTINA ET AL.
Off'ce ACtlon Summary Examiner Art Unit AlA (First Inventor to File)
VAN TRIEU 2685 f\l‘g‘”s

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING DATE OF
THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status
1)X] Responsive to communication(s) filed on 05/02/2017.
[ A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filedon .
2a)X] This action is FINAL. 2b)[] This action is non-final.
3)[] An election was made by the applicant in response to a restriction requirement set forth during the interview on
; the restriction requirement and election have been incorporated into this action.
4)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 2183.

Disposition of Claims*
5 Claim(s) 1-20 is/are pending in the application.

5a) Of the above claim(s) is/are withdrawn from consideration.
6)[1 Claim(s) is/are allowed.
7)X Claim(s) 1-20 is/are rejected.
8)[] Claim(s) is/are objected to.
9)[] Claim(s) are subject to restriction and/or election requirement.

* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
http//www.uspto.gov/patents/init events/pph/index.fsp or send an inquiry to PPHfeedback@uspto.gov.

Application Papers
10)] The specification is objected to by the Examiner.
11)[] The drawing(s) filed on is/are: a)[] accepted or b)[T] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119
12)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:
a)J Al b)[J Some** c)[] None of the:
1.[] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3. Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)
1) & Notice of References Cited (PTO-892) 3) |:| Interview Summary (PTO-413)
. . Paper No(s)/Mail Date. ______ .
2) x Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b) D Other:
Paper No(s)/Mail Date 5/2/17 & 5/2/17. 4) ther: .
U.S. Patent and Trademark Office
PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper No./Mail Date 20170619

169



Application/Control Number: 15/372,317 Page 2
Art Unit: 2685

DETAILED ACTION

Claim Rejections - 35 USC § 103
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

This application currently names joint inventors. In considering patentability of
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of
the various claims was commonly owned at the time any inventions covered therein
were made absent any evidence to the contrary. Applicant is advised of the obligation
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was
not commonly owned at the time a later invention was made in order for the examiner to
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g)
prior art under 35 U.S.C. 103(a).

1. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over
Hoffman [US 2004/0128249] in view of Scott [US 2003/0001459]

Claim 1, the claimed a mobile device, comprising: a biometric input device configured to
receive biometric data; a short range radio frequency circuit (the portable

electronic script transaction authorization device PDA 1 with PDC 22 at the point of sale
receives at least one wireless biometric samples/signals 62 from the biometric

sensors/scanners 2, Figs. 1, 6, pars [0039, 0054, 0089, 0113, 0129-0131]);
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memory configured to store biometric information for identifying an individual associated
with transaction information (the PDA 1 with DPC 22 store biometric sample/signal

62 and to retrieve the script transactions from the scrip supporter, Figs. 3, 4, pars

[0040, 0041,0057, 0077, 0095, 0109, 0113]); and

a processor coupled with the memory and the biometric input device, the processor
configured to: receive a signal via the short range radio frequency circuit, the

signal comprising a request to access the memory and retrieve the transaction
information, receive biometric information from the biometric input device the memory,
(the DPC 22 comprised of an identicator 12 with internal execution modules 38 to
wirelessly receive the biometric sample/signal 62 from the wireless biometric sensors 2
and the requested script transaction data information and then to compare a script
supporter's bid biometric sample/signal 62 with previous stored biometric sample/signal
from registered scrip supporters for determining whether it is matching for authentication
or not, Figs. 1 -6, pars [0102, 0106, 0109, 0111, 0113, 0117, 0122, 0127]).

But Hoffman fails to disclose transmit the transaction information to a point of sale
terminal using the short range radio frequency circuit when the received biometric
information matches the stored biometric information. However, Hoffman discloses the
PDA 1 is connected via the Internet, as is at least one Identicator 12 of the DPC 22
located at the register or point of sale, see Figs. 1, pars [0113, 0118]. TCP/IP is used to
transmit messages from PDA 1 to Identicator 12. There are many different ways to
connect PDA 1 to the identicator 12 of DPC 22 12 for identify the merchants and

transactions, both tethered and wireless that are well understood in the industry,

171



Application/Control Number: 15/372,317 Page 4
Art Unit: 2685

including but not limited to: the Internet; an intranet; an extranet; a local area network
("LAN"); and a wide area network ("WAN"), see Fig. 1, pars [0116-0118, 0122].

Scott suggests that the wireless transceiver 1112 is used to conduct a secure electronic
sales transaction comprising receiving biometric data from a wireless transceiver
biometric device 3400, see Fig. 36, par [0174], and verifying the identity of an individual
by the identification device 3604, see Fig. 36, par [0174]. The identification device 3604
is a wireless communicate to the casher register 3602 and/or other personal engaged in
a transaction via the Bluetooth wireless network such as controller, processor,
computer, PDA and/or cellular, see Fig. 36, 37, pars [0174, 0175, 0178]). Wherein the
integrated circuit or small chip 1112 is a wireless transceiver, see Fig. 11, par [0108,
lines 6-9]. Therefore, it would have been obvious to one skill in the art before the
effective of the filed date to substitute the Bluetooth wireless transceiver of Scott for the
RF communication of Hoffman for optimizing space and saving energy by the small/tiny
IC chip wireless transceiver as one or more of the many different communication

methods (Hoffman, pars [0116, 0118]).

Claim 2, wherein the mobile device is one of a cellphone, smartphone, or tablet (the

PDA 1 connected via a cellular digital packet data modem, Figs. 1, 6, pars [0113,

0117)).

Claim 3, wherein the biometric input device is a fingerprint scanner (the scanner 2, Figs.

1, ).
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Claim 4, wherein the processor is further configured to provide the received biometric
information or the stored biometric information with the transaction information (as

discussed between Hoffman and Scott in respect to claim 1 above, as the DPC 22).

Claim 5, wherein the transaction information is account information (the account

transactions or script accounts, Fig. 6, pars [0112, 0113]).

Claim 6, wherein the transaction information is credit card information (the debit or

credit card transactions/scripts, par [0112]).

Claim 7, further comprising memory configured to store the transaction information (as
discussed between Hoffman and Scott in respect to claim 1 above, as the DPC 22,

Figs. 1, 6).

Claim 8, wherein the memory configured to store the biometric information and the

memory configured to store the transaction information are the same memory (as

discussed between Hoffman and Scott in claim 1 above as the DPC 22, Figs. 1, 6).

Claim 9, all the claimed subject matters are discussed between Hoffman and Scott in

respect to the method claim 1 above.
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Claim 10, herein the processor is further configured to provide the received fingerprint
information or the stored fingerprint information with the transaction information (as

discussed between Hoffman and Scott in respect to claim 3 above).

Claim 11, wherein the transaction information is account information (as discussed

between Hoffman and Scott in respect to claim 5 above).

Claim 12, wherein the transaction information is credit card information (as discussed

between Hoffman and Scott in respect to claim 6 above).

Claim 13, further comprising memory configured to store the transaction information (as

discussed between Hoffman and Scott in respect to claim 7 above).

Claim 14, wherein the memory configured to store the biometric information and the

memory configured to store the transaction information are the same memory (as

discussed between Hoffman and Scott in respect to claim 8 above).

Claim 15, all the claimed subject matters are discussed between Hoffman and Scott in

respect to the method claims 1 and 2 above.
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Claim 16, wherein the processor is further configured to provide the received fingerprint
information or the stored fingerprint information with the transaction information (as

discussed between Hoffman and Scott in respect to claim 3 above).

Claim 17, wherein the transaction information is account information (as discussed

between Hoffman and Scott in respect to claim 5 above).

Claim 18, wherein the transaction information is credit card information (as discussed

between Hoffman and Scott in respect to claim 6 above).

Claim 19, further comprising memory configured to store the transaction information (as

discussed between Hoffman and Scott in respect to claim 7 above).

Claim 20, wherein the memory configured to store the biometric information and the
memory configured to store the transaction information are the same memory (as

discussed between Hoffman and Scott in respect to claim 8 above).

Response to Arguments
2. Applicant’s arguments with respect to claims 1 and 10 have been considered but
are moot because the arguments do not apply to any of the references being used in
the current rejection.

Applicant’'s arguments:
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(A) The portable, or mobile device of Hoffman is clearly the PDA, but the PDA
of Hoffman does not include memory configured to store the biometric: Thus, the need
to combine the PDA with the DPC, which is not portable and which does store the

biometric.

(B)  Butthe claim also requires that the mobile device receive a request to access the
memory and retrieve transaction information. If the PDA/DPC combo is the mobile
device, then this request must come from somewhere other than the PDA/DPC. Yet the
portion of Hoffman cited in the Action refers to communications between an identicator
12 included in the DPC and the PDA as satisfying this limitation. This is simply
inconsistent: The DPC cannot be the mobile device and also generate the request that

is sent to the mobile device.

(C)  Hoffman, as noted in the Action, the transaction information is transmitted to the
DPC. Also, in Hoffman, the transaction information is transmitted to the DPC before a
determination is made as to whether the received biometric information matches the

stored biometric information.

(D)  The amended to indicate that mobile device, or cellular telephone, transmits the

transaction information to a POS or remote location.

(E) Hoffman does not describe such a short range radio frequency circuit.
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Response to the arguments:

(A)  Hoffman discloses each of the PDA conducts one or more of the operations
includes store and retrieve a unique scrip form the biometric and merchant, PIN code,

see Pars [0077-0082]

(B)  Hoffman discloses that the Identicator 12 of the PDC 22 determines randomly
which BID processor will be used for a given electronic scrip transaction, and delegates
the identification request to that BID processor. That BID processor performs a search
of its biometric sample database in order to find a matching registered biometric
sample, see par [0143]. The electronic Clearinghouse 14 receives or takes the 1D

codes, data and scrip transaction request, see par [0166]).

(C)  Hoffman discloses once a BPID processor receives a bid biometric sample 62
and PIC for identification, the processor searches through its database, retrieving all
registered biometric samples that match or correspond to that particular bid PIC. Once
all corresponding registered biometric samples are retrieved, the Identicator 12
compares the bid biometric samples obtained from the electronic scrip transaction to all
retrieved registered biometric samples. If a match occurs, the Identicator 12 transmits
the identity of the Scrip Supporter or the Supporter ID Code to the electronic

Clearinghouse 14. If no match is found, the Identicator 12 transmits a "not identified"
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message back to gateway machine 26 and to the logging facility 36, see Fig. 5, par

[0150].

(D)  The amended claim limits are obvious met by the combination of transmitting the
transactions to the register or point of sale between Hoffman and Scott as discussed

above.

(E) Itis obvious to combine the Bluetooth or short range communication as
discussed between Hoffman and Scott for constraint space and saving energy as one

of different communication methods.

Conclusion
3. Applicant's amendment necessitated the new ground(s) of rejection presented in
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37
CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any

extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
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the advisory action. In no event, however, will the statutory period for reply expire later

than SIX MONTHS from the date of this final action.

4. The prior art made of record and not relied upon is considered pertinent to
applicant's disclosure.

Seigel et al discloses the cashless and clerkless transaction system can comprise four
main functional components: a point of sale terminal, identification devices, databases
and a network to connect the components. A cashless and clerkless transaction can be
implemented by gathering product information, gathering personal information and
capturing biometric information from the individual seeking to purchase a product
through wired or wireless Bluetooth or short range communication. The captured
biometric information can be compared with stored biometric information to confirm a

consumer's identity. [US 2003/0139984]

5. Any inquiry concerning this communication or earlier communications from
examiner should be directed to primary examiner Van Trieu whose telephone number
is (571) 272-2972. The examiner can normally be reached on Mon-Fri from 8:00 AM to
3:00 PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, Mr. Hai Phan can be reached on (571) 272-6338

Information regarding the status of an application may be obtained from the

Patent Application Information Retrieval (PAIR) system. Status information for published
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applications may be obtained from either Private PAIR or Public PAIR. Status
information for unpublished applications is available through Private PAIR only. For
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you
have questions on access to the Private PAIR system, contact the Electronic Business
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO
Customer Service Representative or access to the automated information system, call

800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/VNan T. Trieu/
Primary Examiner, Art Unit 2685

Date: 06/19/2017
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