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1 PROCEEDI NGS
2 * k%
3 STEPHEN MCCARTHY, PH. D.
4 was called as a witness, and after having been first
5 duly sworn, testified as follows:
6 EXAMI NATI ON
7 BY MR OGEN.
8 Q Good norning. Thank you for being here.
9 Have you ever had your deposition taken
10 Dbefore?
11 A Yes.
12 Q So you probably know generally kind of sone
13 guidelines, but 1'"'mgoing to provide a few It wll
14 help make this easier and get us through it a little
15 nore quickly.
16 So the first thing is, the court reporter
17 needs verbal answers, not head nods or shakes. And
18 if it's a yes or a no, she needs a yes or a no
19 rather than uh-huh or huh-uh, just to nmake sure that
20 the record is clear.
21 Is that fair?
22 A Yes.
www.huseby.com Huseby Global Litigation 800-333-2082
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1 Q And then I'mgoing to try not to tal k over
2 you. | do it sometinmes, and | apol ogi ze i n advance.
3 I'mgoing to ask that you try to wait until | finish
4 nmy question. Sonetinmes | do -- as |'mthinking,
5 you'll think I'mdone, and then there's a little bit
6 nmore. So we'll just correct that on the record.
7 But as best we can, if you can just give a pause
8 before | finish mne, then that way we can avoid
9 talking over each ot her.
10 Is that fair?
11 A Yes.
12 Q And then this isn't a race. If you want a
13 Dbreak, just let nme know anytinme. |'m happy to take
14 the break. The only thing I'll ask is that you
15 answer the question pending before we take the
16 break.
17 |'s that okay with you?
18 A Yes.
19 Q | s there any reason that you can't give ne
20 conplete, accurate, and truthful answers today?
21 A | don't think so.
22 ( Mar ked Exhibit 2014.)
www.huseby.com Huseby Global Litigation 800-333-2082

8/249


http://www.huseby.com

HUHTAMAKI FLEXIBLE PACKAGING vsADAPA FLEXIBLE
Stephen McCarthy, Ph. D. on 11/20/2023 Page 9

1 BY MR OGDEN
2 Q So I"'mgoing to hand you what's been narked
as Exhibit 2014. If you could take a | ook at that

3
4 and confirmfor ne that that is your declaration in
5 PGR2023-00008.

6

A Yes.
7 Q Thank you.
8 And is there anything that you need to

9 correct in Exhibit 2014 before we get started today?
10 A Yes.

11 Q And what is that? And you're welcome to

12 take the clip off if you need to. W're going to be
13 working with this docunent a lot. But we'll need to

14 try to keep it in order to hand it back to her at

15 the end.
16 What woul d you like to correct, sir?
17 A Paragraph 99, the third listing of PEl has

18 been mstyped, and it says PET.

19 Q PET?
20 A Yeah. It should be PEI
21 Q So just for the record, that's paragraph 99

22 but on page 41, the last sentence of that paragraph

www.huseby.com Huseby Global Litigation 800-333-2082
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1 where it says PET, it should say PEl?

2 A Yes.

3 Q Anyt hi ng el se?

4 A Yeah, on paragraph 138, in the fifth |line
5 down where it says 15 percent, it should have been
6 115 percent.

7 Q Anyt hi ng el se?

8 A Yes. On page 91 where it says 15A, it

9 should be the nethod according to Caim14.
10 Q | wondered about that when | was | ooking at

11 that yesterday. Perfect.

12 | s that everything?
13 A That's everything as of right now
14 Q That's pretty good, only three typos in

15 sonething this |ong.

16 Al right. Geat. Let's nove forward a

17 little bit.

18 So is a multilayer filmstructure obvious if
19 it's one of a finite nunber of predictable

20 solutions?

21 MR GETZOFF: (njection to form
22 THE WTNESS: | guess | don't
www.huseby.com Huseby Global Litigation 800-333-2082
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1 understand your questi on.
2 BY MR OGDEN.
Q Wl |, have you ever used the phrase a finite

3
4 nunber of predictable solutions?
5
6

A It's not something | use regularly.
Q Have you ever used that phrase in a PR
7 before?
8 A Possi bl y.
9 Q Do you know what the phrase -- what does the

10 phrase a finite nunber of predictable solutions nean
11 to you?

12 A It means there is a finite nunber of

13 predictable solutions.

14 Q Vll, is amultilayer filmstructure obvious
15 if it is one of a finite nunber of predictable

16 sol utions?

17 MR CGETZOFF: (njection to form

18 THE W TNESS: By obvious do nean that
19 it's not inventive?

20 BY MR OGDEN:

21 Q Yes.
22 A | believe that there are structures that are
www.huseby.com Huseby Global Litigation 800-333-2082
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1 inventive that would not be obvious.

2 Q That's not ny question.

3 My questionis, is amltilayer film

4 structure obvious if it is one of a finite nunber of
5 predictable solutions?

6 MR CETZOFF: (Objection to form

7 THE WTNESS: Can | refer to ny report?
8 BY MR OGDEN.

9 Q Ch, yes. Yeah, ask for anything you need.
10 A | guess ny answer would be | don't know.
11 Q Let's take a | ook at paragraph 49 in

12 Exhibit 2014, and here you provide an opinion of the

13 level of skill in the art, correct?

14 A That is correct.

15 Q And I"'mgoing to need to refer to a person
16 of ordinary skill in the art a bunch during the

17 deposition, and so | wanted to see if you have a
18 preference for a shorter term |[|'ve seen POSA,

19 POSITA, and skilled arti san.

20 |s there one of those that you tend to use?

21 A PCSI TA.

22 Q POSI TA.

www.huseby.com Huseby Global Litigation 800-333-2082
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1 So if | say POSITA, you'll know that |'m
2 referring to a person of ordinary skill in the art
3 according to your definition in paragraph 49,
4 correct?
5 A Yes.
6 Q And if you ever want to -- if | ask a
7 question about a POSITA and you're tal king about a
8 different definition, will you let me know?
9 A "1l try to.
10 Q Wul d a POSI TA have been notivated to nodify
11 a filmas needed to fall wthin an appropriate
12 thickness range to create a usable filmfor a
13 desired purpose?
14 MR CGETZOFF: (njection to form
15 THE WTNESS: Can you repeat that?
16 BY MR OGDEN
17 Q Yes, sir.
18 Wul d a POSI TA have been notivated to nodify
19 a filmas needed to fall wthin an appropriate
20 thickness range to create a usable filmfor a
21 desired purpose?
22 MR CGETZOFF: Sane objection.
www.huseby.com Huseby Global Litigation 800-333-2082

13/249


http://www.huseby.com

HUHTAMAKI FLEXIBLE PACKAGING vsADAPA FLEXIBLE
Stephen McCarthy, Ph. D. on 11/20/2023 Page 14

1 THE WTNESS: Can | have that one nore

2 time maybe sl ower?

3 BY MR OGDEN:

4 Q Sur e.

5 Wul d a PCSI TA have been notivated to nodify
6 a filmas needed to fall within an appropriate

7 thickness range to create a usable filmfor a
8 desired purpose?

9 MR CGETZOFF: (Objection to form
10 THE WTNESS: |'mnot sure.

11 BY MR OGDEN:

12 Q You don't know? COkay. Let ne ask it a

13 little nore specifically, and this is long, so stay
14 with ne, and I'll repeat it if | need to.

15 Wul d a PCSI TA have been notivated to nodify

16 Ris' filns as needed to fall wthin an appropriate
17 thickness range to create a usable filmfor Riis

18 particular purpose of creating packagi ng suitable
19 for packaging an article for collecting or

20 adm nistering a physiologically active substance

21 such as transdermal drug delivery patches?

22 MR CGETZOFF: (njection to form

www.huseby.com Huseby Global Litigation 800-333-2082
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1 THE WTNESS: | don't know.
2 ( Mar ked Exhibit 1001.)
3 BY MR QOGDEN
4 Q ' mgoing to hand you Exhibit 1001, which is
5 US Patent 11,260,624, and if | call that the
6 '624 patent, will you understand what |'mtalking
7 about ?
8 A Yes.
9 Q Does the '624 patent identify that the
10 thickness of any |ayer of the clainmed filmor
11 lamnate is critical?
12 MR CETZOFF: (Objection to form
13 THE WTNESS: So it's any thickness of
14 any lamnate is critical?
15 BY MR OGDEN.
16 Q Does the '624 patent identify that the
17 thickness of any |ayer of the clainmed filmor
18 lamnate is critical?
19 MR CGETZOFF: (njection to form
20 THE W TNESS: The thickness of any
21 layer of the clainmed filnf
22
www.huseby.com Huseby Global Litigation 800-333-2082
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1 BY MR OGDEN:
2 Q Yes.
3 A s critical?
4 Q Yes. Any of the filns or |am nates of
5 clainms 1 through 13.
6 MR CETZOFF. Sane objection.

7 THE WTNESS: There is a claim

8 regarding | oading.

9 BY MR OGDEN:

10 Q So how does the '624 patent identify that
11 the thickness of a layer of the claimthat discusses
12 loading is critical?

13 MR GETZOFF: (njection to form

14 THE W TNESS: What do you nean by
15 critical?

16 BY MR OGDEN:

17 Q Have you ever used that phrase critical

18 before in a patent case?

19 A | don't believe |I have.
20 Q You don't think so?
21 Does the '624 patent tie thickness to the

22 functionality of any layer of the filnms or |am nates

www.huseby.com Huseby Global Litigation 800-333-2082
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1 of Cainms 1 to 13?

2 MR CGETZOFF: (njection to form

3 MR OGEN And just to clarify, | want
4 to know if anywhere in the disclosure of the '624
5 patent. I'mreferring to the clains, right, and

6 I'll ask ny question again in a second.

7 BY MR OGEN.

8 Q But what | want to knowis, is there any

9 teaching or disclosure in the specification, the
10 figures, any part of the '624 patent that ties the
11 thickness to the functionality of any layer that is
12 clainmed in Cains 1 through 13?

13 A So specifically the word thickness?

14 Q VWll, is there any portion of the '624

15 patent that a POSA woul d understand to tie the

16 thickness of any particular |ayer of any of the

17 clainmed |amnates or filnms to the functionality of
18 that |ayer?

19 A It mght be the way you're asking it, but |
20 don't know.
21 Q What do you not understand about ny

22 question? And that is a good thing. Let's go back.

www.huseby.com Huseby Global Litigation 800-333-2082
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1 | mssed one earlier.
2 If you don't understand, please clarify with
3 me, because if you answer the question, |'mgoing to
4 assune that you understood it.
5 So what do you not understand about the
6 question?
7 A You were asking nme whether there's a

8 thickness -- the POSA woul d understand whet her

9 there's a thickness that's critical?

10 Q That was an earlier question. W can go

11 wth that. That's fine, yes.

12 A Ckay.

13 Q So you tal k about thickness a bunch in

14 Exhibit 2014 in your declaration, right?

15 A Let me check and see.

16 Q So, for exanple, if you | ook at paragraph 93

17 of your report.

18 A Yes.
19 Q Let ne know when you're there.
20 You used the word thickness one, two, three,

21 four, five, six, seven tinmes in that paragraph.

22 Do you agree with that?

www.huseby.com Huseby Global Litigation 800-333-2082
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1 A You said five?
2 Q | think it's seven tines.
3 A Seven tines? Let ne see.
4 Q Yes.
5 A Yes.
6 Q And what did you nean when you used the word

7 thickness there in paragraph 93 of Exhibit 20147

8 A So inthe first part, the .17 ml|s EAA

9 layer, the thickness is the .17 ml.

10 Q And what does .17 ml| represent? Wat kind
11 of unit is ml?

12 A Thousandt hs of an i nch.

13 Q Thousandt hs of an inch, so .17 mls is .17
14 thousandths of an inch thick, correct?

15 A Yes.

16 Q And here that's referencing the thickness of
17 the EAA |ayer disclosed in Riis; is that correct?
18 A Yes.

19 Q So now that we've oriented ourselves to what
20 the word thickness neans as you've used it in your
21 report, as you used it in paragraph 93, what | want

22 to know is, does the '624 patent tie thickness to

www.huseby.com Huseby Global Litigation 800-333-2082
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1 the functionality of any of the layers that are

2 claimed in any of Clains 1 to 137

3 MR CETZOFF: (Objection to form

4 THE WTNESS:. |t appears they used

5 loading instead of thickness.

6 BY MR OGDEN:

7 Q So back to ny question, as you used the term

8 thickness in paragraph 93, does the '624 patent tie
9 thickness to the functionality of any of the |ayers
10 that are clainmed in any of Clains 1 to 13?

11 MR CGETZOFF: (njection to form

12 THE WTNESS:. Again, |'mkind of

13 confused as to what you're asking, but there is a
14 |oading, for exanple, range given for a tie |ayer of
15 functionality.

16 I's that what you're | ooking for?

17 BY MR OGDEN:

18 Q Let's back up.

19 You introduced this termthickness in your

20 report, and we just |ooked at paragraph 93, correct?

21 A Yes.
22 MR CGETZOFF: (njection to form
www.huseby.com Huseby Global Litigation 800-333-2082
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1 BY MR OGEN
2 Q And then ny understanding -- and correct me
3 if I"'mwong -- is that your opinion is that a POSA
4 would not have found the clains obvious because the
5 thickness of Riis' LDPE |ayer would indicate to a
6 POSA that it does not function as a tie |ayer.
7 I's that right?
8 MR CGETZOFF: (nject to form
9 THE W TNESS: Can you repeat that?
10 BY MR OGDEN:
11 Q Sur e.
12 I's it your opinion that a POSA woul d not
13 have found the clains obvious because the thickness
14 of Riis' LDPE |ayer would indicate to a POSA that it
15 does not function as a tie layer in Riis' filn®
16 MR GETZOFF: (njection to form
17 THE WTNESS: | believe that the LDPE
18 layer in Riis is a bulk layer, a polyolefin bulk
19 layer. It is called that within the patent. And
20 one of the identifications of a bulk |ayer is that
21 it is thicker, has a higher thickness than that of a
22 tie layer.
www.huseby.com Huseby Global Litigation 800-333-2082
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1 And the .65-m | LDPE layer in Ris |
2 believe to be a bulk layer like it's disclosed, and
3 | do not believe it to be a tie |ayer.
4 BY MR OGDEN:
5 Q And one of the reasons that you' ve given is
6 that because it's .65 mls thick, the LDPE | ayer
7 would not function as a tie |layer, correct?
8 A That woul d be one of the reasons in addition
9 toits purpose being a bulk layer in that it serves
10 for heat sealability, structural integrity,
11 reduction of cost, and it's not multifunctional |ike
12 atie layer would be in Riis, and it's |ocated next
13 to a tie layer.
14 Q Wien you just used the word nultifunctional,
15 what did you nean?
16 A | guess | would explain multifunctional in
17 that it has sort of two personalities, simlar to
18 soap or detergent. There's a hydrophobic side and a
19 hydrophilic side to soap, and they are used to
20 disperse, you know, a hydrophobic oil wth
21 hydrophilic water, for exanple.
22 And | think simlarly, the multifunctional
www.huseby.com Huseby Global Litigation 800-333-2082
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1 nature of the tie layers disclosed in Ris wuld be

2 simlar in that you' d have a copolyner, for exanple,
3 that mght have a nonpol ar functionality and a pol ar
4 functionality whereby it could adhere on one side a

5 polar layer to a nonpolar |ayer on the other side as
6 inthe EAA tie layer, for exanple.

7 Q Does the LDPE | ayer of Riis not adhere on

8 one side to a polar layer and on the other side to a
9 nonpol ar |ayer?

10 A The LDPE | ayer of Riis adheres to the

11 nonpol ar side of the EAA and the nonpol ar CCC

12 Q As of Decenber 29, 2015, did -- was it known
13 to use LDPE to bind polar materials?

14 A |''mnot sure what was known. | know t hat

15 wthin the specification of Riis that the tie

16 layer -- the nmultifunctional tie layers do bond --

17 are used to bond nonpol ar and pol ar.

18 Q Doctor, how | ong have you been in the field?
19 A Over 30 years.
20 Q And you're not aware whet her LDPE was known

21 in 2015 for use in binding to polar materials? |Is

22 that your testinony?

www.huseby.com Huseby Global Litigation 800-333-2082
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1 A My testinony is that LDPE does not typically
2 bind to polar materials.
3 Q Wasn't it well known in the art as of
4 Decenber 29, 2015, to use LDPE to bind to al um nunf
5 A | don't think so.
6 Q Now, anot her reason you gave earlier was --
7 that you believe that a POSA woul d not have
8 wunderstood Riis' LDPE |ayer to be a tie layer is
9 Dbecause it's located next to another tie |ayer,
10 correct?
11 A That is a reason | gave, again, along with
12 the fact that it wasn't nultifunctional and that it
13 was a bulk l|ayer.
14 Q Sur e.
15 But it's one of the reasons, right? | want
16 to talk about that reason.
17 It's one of the reasons?
18 A That was a reason that | gave.
19 Q Wien you say that it's next to another tie
20 layer, you're saying that the LDPE layer in Riis
21 filmis next to an EAA |ayer, correct?
22 A Yeah. Yes, it's located between the EAA
www.huseby.com Huseby Global Litigation 800-333-2082
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1 layer and the COC.

2 Q So if an LDPE layer is next to an EAA | ayer

3 inafilm can it ever serve -- can the LDPE | ayer

4 ever serve as a tie layer?

5 MR CGETZOFF: (njection to form

6 THE WTNESS: [It's ny opinion that the

7 LDPE | ayer can ever serve as a tie |layer as defined

8 by Riis.

9 BY MR OGDEN.:

10 Q Sir, that wasn't ny question. |'mgoing to
11 ask it again.

12 MR GETZOFF: | didn't hear his answer.
13 Did you say can ever serve or can never
14 serve?

15 MR OGDEN. | thought he said never,

16 but | see here she's got ever.

17 MR, GETZOFF.  Yeah.

18 THE W TNESS: Never.

19 MR OGDEN. (Qbviously, if you want to
20 do a read and sign, we can nmake sure we get that one
21 right, because that -- | think that one could be

22 inportant.
www.huseby.com Huseby Global Litigation 800-333-2082
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1 BY MR OGDEN
2 Q So what nmy question is --
MR GETZOFF: Do you mnd if we just

3

4 ask himwhat he said?
5 MR. OGDEN:  Yeah.
6

BY MR OGDEN:
7 Q Do you want ne to repeat the question, and
8 then you can -- so | said, so if an LDPE | ayer --
9 MR CGETZOFF: So you're saying he

10 didn't answer your question, so maybe your question
11 won't help him

12 All I want to knowis, can you repeat
13 your answer so we're clear on --

14 MR. OGDEN. You can read back what she
15 recorded if you want.

16 MR GETZOFF: 1'mgoing to read what
17 the reporter -- it's ny opinion that the LDPE | ayer

18 can ever serve.

19 Did you nmean to say ever serve or never
20 serve?

21 THE W TNESS: Never. Never.

22 MR OGDEN. Are we confortable with the
www.huseby.com Huseby Global Litigation 800-333-2082
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1 record now?
2 MR GETZOFF: Yes, yes. Thank you,
3 Counsel.
4 MR OGDEN | just want a clean record.
5 Feel free, if we need to clean sonething up, let me
6 know.
7 MR GETZOFF:. Appreciate that.
8 BY MR OGDEN.
9 Q So back to ny question. You gave ne an
10 answer about Riis.
11 | want to know generally can an LDPE | ayer
12 that is next to an EAA | ayer serve as a tie |ayer?
13 A Do you nmean ever?
14 Q Yes.
15 A |'d say that's possible.
16 Q Taking a | ook at the '624 patent, Caim 10,
17 in fact, says, The nmethod according to Claiml
18 wherein at |east one of the one or nore |ayers of
19 the tie layer conprises an acrylic acid |layer or a
20 pol yethyl ene | ayer.
21 Do you see that?
22 A Yes.
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1 Q So there LDPE stands for | oad density

2 polyethylene, correct?

3 A Yes.

4 Q And so LDPE would be a type of polyethylene
5 that could be the polyethylene |layer of O aim1l0,

6 right?

7 A | believe it could be.

8 Q And so putting that all together, LDPE could

9 serve as a tie |ayer according to an enbodi nent of

10 daim10, right?

11 A According to the '624 patent, not according
12 to Riis.
13 Q And then if we |look at Claim1l, correct --

14 not correct. Sorry.

15 Let's ook at daim1l. It says, The nethod
16 according to Caim1 wherein one or nore |ayers of
17 the tie layer conprises an acrylic acid |layer and a

18 pol yet hyl ene | ayer.

19 Do you see that?
20 A Yes.
21 Q So in one enbodi nent of Caimll, the

22 acrylic acid layer could be ethylene acrylic acid,
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1 correct?

2 A It could be possible.

3 Q And when | say ethylene acrylic acid, would
4 you agree with nme that you can refer to that as EAA?
5 A You coul d.

6 Q Al right. So Caim1ll is saying that the

7 one or nore layers of the tie layer could have both
8 an acrylic acid layer and a pol yet hyl ene | ayer,

9 correct?

10 A That's what the '624 patent says.
11 Q Sur e.
12 And a skilled artisan woul d under stand t hose

13 woul d be adjacent to one another in the tie |ayer,
14 right?

15 A That's what the '624 patent discloses, not
16 what Riis discloses.

17 Q But Riis discloses an LDPE | ayer adjacent to
18 an EAA | ayer, doesn't it?

19 A Riis discloses an LDPE bul k | ayer adjacent
20 to an EAA tie layer.

21 Q Does the LDPE bul k | ayer have anyt hi ng

22 special init to nmake it a bulk |ayer?
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1 A What do you nean by special ?
2 Q |s there anything in the LDPE bul k | ayer of
3 Riis that's not LDPE?
4 A | don't know.
5 Q So you're using semantics to call it a bulk
6 layer. | want to ask you a question. Just answer
7 the question. It's not hard.
8 Is there an LDPE | ayer next to an EAA | ayer
9 inRis?
10 MR GETZOFF: (njection to form
11 THE WTNESS: |'mnot using semantics
12 tocall it a bulk layer; I'mreferring to what the

13 Riis patent calls it and the inportance of its

14 function as a bulk |ayer.

15 BY MR OGDEN.

16 Q Can you answer this question yes or no

17 wthout qualifying it?

18 Do you agree that R is teaches an LDPE | ayer
19 adjacent to an EAA | ayer?

20 MR CGETZOFF. (njection to form

21 THE WTNESS: Again, it teaches the

22 LDPE bul k | ayer adjacent to the EAA tie |ayer.
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1 BY MR OCGDEN:
2 Q Sir, are you unwlling to answer the
3 question the way that |'ve asked it?
4 MR CETZOFF: (Objection to form
5 THE WTNESS: | believe |I've answered
6 it.
7 BY MR OGDEN:
8 Q That's not the question |'ve asked.
9 | asked whet her you were able to answer the
10 question, do you agree that Riis teaches an LDPE
11 |layer adjacent to an EAA | ayer?
12 MR GETZOFF: (bjection, asked and
13 answered; and objection, form
14 THE WTNESS: | think |I've answered
15 that because the LDPE bul k layer is next to the EAA
16 tie layer.
17 BY MR OGDEN:
18 Q But you're unwilling to answer it in the
19 formthat | put it to you?
20 MR. GETZOFF: (bjection to form asked
21 and answer ed.
22 THE WTNESS: It seens |like |I've
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1 answered your question.
2 BY MR OGDEN:
3 Q | don't see how that's controversial, but
4 'l nove on. We'll cone back to that.
5 A You don't see howit's controversial?
6 Q How it's controversial -- you know what,
7 don't want to get -- | will show you a diagram and
8 we can talk about it |ater.
9 MR CETZOFF: That wasn't a question.
10 THE WTNESS: (kay.
11 MR GETZOFF: That was counsel's
12 gratuitous comrents.
13 MR OGDEN. He is right, it is ny
14 gratuitous coments on the record. He's exactly
15 right.
16 BY MR OGDEN:
17 Q Let's go back to -- we tal ked about
18 thickness a little bit, and you referenced | oadi ng.
19 Do you renenber that?
20 A | renmenber tal king about thickness, and |
21 renmenber tal king about | oading.
22 Q So does the '624 patent tie |loading to the
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1 functionality of any layer that is clained in
2 Cainms 1 through 13?
3 MR CETZOFF: (Objection to form
4 THE WTNESS:. So, for exanple, in
5 Cdaiml, the tie layer, the layer that has the
6 functionality of the tie layer has a loading in the
7 range of 7 to 20 grans per neter squared.
8 BY MR OGDEN.
9 Q So is there anywhere in the full disclosure
10 of the '624 patent that indicates that that
11 particular loading is tied to the functionality of
12 the tie |layer?
13 MR GETZOFF: (njection to form
14 THE W TNESS:. Anywhere in the
15 specification?
16 BY MR OGDEN
17 Q Sure, or the figures.
18 A The question is whether there's
19 functionality.
20 Q So is there anywhere in the '624 patent that
21 indicates that the |oading you identified of 7 to
22 20 grams per neter squared is tied to the
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1 functionality of the tie layer?
2 MR CGETZOFF: (njection to form
3 THE WTNESS: There is sone infornation
4 where the tie layer is selected to provide
5 sufficient adhesi on between the base | ayer and the
6 coextrusion |ayer.
7 BY MR OGEN.
8 Q Can you tell me where you're reading fromin
9 the patent?
10 A It's on page 7.
11 Q Can you give nme a colum and a |ine nunber,
12 pl ease?
13 MR GETZOFF: Those are the col um
14 nunbers, and then there's |ines down.
15 THE WTNESS. OCh, okay. It would be
16 Colum 4. | believe it's line 20.
17 BY MR OGDEN:
18 Q And | don't see anywhere in that passage any
19 nention of 7 to 20 grans per neter squared.
20 So is there somewhere in the '624 patent
21 that links a loading of 7 to 20 per neters squared

22 to functioning as a tie |layer?
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1 MR GETZOFF: (njection to form
2 THE W TNESS: That woul d be O aimb5.
3 BY MR QOGDEN
4 Q Al right. | think we're two ships in the
5 night. I'mgoing to ask a couple nore questions,
6 and then maybe we can take a break.

7 Wiat |'mtrying to understand is, what in
8 the '624 patent tells me that if I'mat 7 to

9 20 grans per neter squared | will function as atie

10 layer?
11 A Did you say 7 to 20 nmeters squared?
12 Q 7 to 20 granms per neter squared, the nunber

13 you pointed out in the claimthat you said rel ates
14 to --
15 A Was it neter squared or grams per neter

16 squared?

17 Q Grans per meter squared, yes, sir.

18 A | believe you said neter squared. [|I'm

19 just...

20 Q | would Iike to not be here for seven hours,

21 but we can do that if we need to.

22 But if I"'mreferring to a loading, let's
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1 just say that |'m always neani ng grans per neter
2 squared unless | say otherwi se. How about that.
3 A "1 try.
4 Q So let's step back.
5 You pointed to sone claimlanguage that
6 referred to the tie layer as being in the range of 7
7 to 20 granms per neter squared, correct?
8 A | ndi cating the | oading that you asked nme to
9 find.
10 Q Yes.
11 And so now | want to know, where in the '624
12 patent, if anywhere, does it tell a skilled artisan
13 that if alayer is at 7 to 20 grans per neter
14 squared that would be one indication that it's a tie
15 layer?
16 MR GETZOFF: (njection to form
17 THE WTNESS: So, for exanple, it says,
18 It has surprisingly been found that when coextruding
19 the tie layer and the contact |ayer according to the
20 disclosure, the respective layers can be thinner
21 while maintaining the overall mechanical and
22 chem cal robustness of the final filmand | am nates
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1 and wappings made with the film

2 It's on page 6, Colum 2, line 63.

3 BY MR QOGDEN

4 Q And where does that passage nention 7 to

5 20 grans per neter squared?

6 A It says tie layer, and then the tie layer in

7 the clai mmatch.

8 Q And do you understand the clainms in the

9 issued patent are not the same clainms that were

10 filed in the application when this application was
11 filed?

12 A | guess | don't understand. You're asking
13 me for the functionality of the tie [ayer and the
14 thickness of the tie |ayer.

15 Q All right. Your opinionis that if it's too
16 thick, it can't be atie layer, right?

17 A My opinionis, the LDPE that is .65 mls,
18 that that being a bulk layer defined by Riis and

19 going by the definition of Riis is a bulk Iayer and
20 not a tie |ayer.

21 Q So it's not your opinion that the thickness

22 1s one of the reasons that a POSA woul d not
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1 wunderstand Ris' LDPE |ayer to be a tie layer?
2 MR CGETZOFF: (njection to form
3 THE WTNESS: Did you say the thickness
4 is a part of it or the thickness is...
5 BY MR OGDEN.
6 Q | read your report, and it seens very clear
7 that you say over and over again that Riis' .65-ml
8 layer is too thick to serve as a tie |ayer.
9 Do you disagree with that?
10 A | agree with that. | wote it in ny report.
11 It's a bulk layer.
12 Q And that's ny point.
13 Wiere in the '624 patent does it tell nme
14 that | should |ook to | oading to know whet her
15 sonething functions as a tie |ayer?
16 A The '624 patent is a different patent, and |
17 didn't use the definitions of the '624 patent to
18 define the function of the .65-m| LDPE bul k | ayer
19 that was listed in Riis. | used the definition of
20 Riis for the bulk layer defined in Riis.
21 Q | do understand that. Thank you.
22 MR. OGDEN. Let's take a break.
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1 (Recess: 10:09 a.m to 10:22 a.m)
2 MR. OGDEN. Back on the record.
3 BY MR QOGDEN
4 Q Does the '624 patent disclose any worKking
5 exanples of the claimed filns or |am nates?
6 MR CETZOFF: (Objection to form

7 BY MR OGEN.

8 Q Vell, let's back up.

9 Do you know what a working exanple is? Do
10 you know what a working exanple is?

11 A | think it's an exanple of howto re-create
12 the invention.

13 Q Sure. That's a great definition, so let's
14 go with that definition.

15 So does the '624 patent disclose any working
16 exanples of the clainmed filns or | am nates?

17 MR CGETZOFF: (njection to form

18 THE WTNESS: | see a summary of the
19 invention and then a nunber of enbodi nents.
20 BY MR OGDEN.:
21 Q Whi ch enbodi nents that you're referencing

22 right now are working exanples of any of the clains
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1 of the '624 patent?
2 MR CGETZOFF: (njection to form
3 THE WTNESS. So one that | guess ||
4 start with is the enbodinent, the base |ayer, which
5 is water and/or oxygen resistant, is selected froma
6 group consisting of netal foil, preferably al um num
7 foil, polynmers, polyam de, polyvinylidene chloride,
8 silicium oxide coated polyesters, and/or
9 fluropolyners.

10 In a further enbodi nent, the tie |ayer
11 is constituted of one |layer and wherein the |ayer is
12 a copolynmer nade of a material selected froma

13 copol ymer of ethylene and acrylic acid, ethylene and
14 methacrylic acid and a terpolymer conprising

15 ethylene, acrylic ester and a third pol ynmer, which
16 third polyner is preferably a glycidyl nethacryl ate,
17 and nore preferably a mal ei ¢ anhydri de.

18 In a particul ar enbodi ment, the contact
19 layer conprises or is a polyner selected froma

20 group consisting of a cyclic olefin polymer, a

21 polyam de, or an ethylene vinyl alcohol.

22
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1 BY MR OGEN

2 Q Coul d you tell the court reporter where

3 you're reading in the patent because she's going to
4 have to go back and check all those chem cal nanes?
5 A So it's on page 9, Colum 7, starting at

6 |ine 20.

7 Q And why do you consi der the disclosure that
8 you just read into the record to be a working

9 exanple?

10 A So you mght need to conbine it with the

11 steps where, A, providing a base |ayer;

12 B, coextruding a |l ayer conprising a tie

13 layer and a contact |ayer to provide a coextrusion

14 | ayer;

15 C, coating the coextrusion |layer to the base
16 |ayer;

17 D, allow ng the coextrusion |ayer coated to

18 the base layer to adhere to the base |ayer to

19 provide a chemcal-resistant filmconprising the tie
20 layer and the contact |ayer fornmed as a coextrusion
21 |ayer coated to the base |ayer;

22 E, providing a highly aggressive substance
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1 to the contact |ayer side of the film and

2 F, sealing the chemcal-resistant film

3 preferably with heat sealing, in a way to provide a
4 hollowinterior space for -- sealing the

5 chemcal-resistant filmpreferably by heat sealing
6 in away to provide a hollow interior space for

7 sealing the highly aggressive substance, said holl ow
8 space having an interior side and an exterior side,
9 wherein the interior side of the filmis the contact
10 layer of the coextrusion |layer and the exterior side
11 of the filmis the base |ayer.

12 Q Returning to the passage that you read from
13 in Colum 7, where does that tell you which --

14 MR CGETZOFF: |1'msorry, do you just

15 want to get that citation in the record?

16 MR OGEN  Sorry, that was Col um 8.
17 THE W TNESS: Yeah, Columm 8 starting
18 at line 42.

19 BY MR OGDEN:

20 Q Returning to Colum 7, so let's start with
21 the first passage you read, and it says, |In one

22 enbodi ment, the base | ayer, which is water and/or
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1 oxygen resistant, is selected fromthe group

2 consisting of, and it then it lists several

3 possibilities.

4 Do you see that?

5 A Yes.

6 Q Wiere does this passage tell you which one

7 of those to choose?

8 MR CGETZOFF: (njection to form

9 THE WTNESS: | believe it would be the
10 termis selected fromthe group, so you woul d sel ect
11 fromthat group.

12 BY MR OGDEN.

13 Q So when we tal ked about worki ng exanpl es

14 earlier, you said that would be sonething that would

15 allowyou to re-create the invention, right? Do you

16 agree with that? | don't want to m scharacterize.
17 A | believe, yes.
18 Q So if I ama POSA and |'mreading this

19 disclosure and | choose froma base | ayer, one
20 that's easy for her to say, a fluropolynmer, am!|
21 practicing the invention that's claimed in Cains 1

22 to 137
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1 MR GETZOFF: (njection to form
2 THE WTNESS: So in Colum 13, it

chooses al um num from that group.

3

4 BY MR OGDEN:
5 Q Ckay. Let's take a |ook at that.
6

And about what |ine nunber are you | ooking

7 at there?

8 A 10.
9 Q So that's one exanpl e choosing al um num
10 And then where is there an exanple that says

11 you need to choose al um numand also a COC as the
12 contact |ayer and put themtogether?

13 MR GETZOFF: (njection to form

14 THE WTNESS: Colum 16, Lami nate 5.
15 BY MR OGDEN.

16 Q Lam nate 5, so that is around line 55 there?
17 A Yes.
18 Q Al right. So there the tie layer is a

19 single layer, correct?
20 A | believe so.
21 Q And that single layer tie layer is a

22 terpolynmer of ethylene, acrylic ester, and maleic
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1 anhydride, correct?

2 A That is correct.

3 Q And then tell me -- | don't know this.

4 But is L-OT-A-D-E-R 3410, is that a trade

5 nane for the terpolynmer that's described there?

6 A | believe so.

7 Q And then the contact |ayer is COC, correct?

8 A That is correct.

9 Q So does Lamnate 5 neet the limtations of
10 daim1?

11 MR CGETZOFF: (njection to form

12 THE WTNESS: | believe it would be for
13 the ones that had the | oading range between 7 and
14 18 grans per neter squared.

15 BY MR OGDEN.

16 Q Now, does Lam nate 5 in Table 3 neet the

17 limtations of Caim?7?

18 MR GETZOFF: (njection to form

19 THE WTNESS: It would be for those

20 l|am nates that have | oadings between 7 and 18 grans
21 per meter squared.

22
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1 BY MR OGEN

2 Q So it's your opinion that the | am nate of

3 Caimb5 conprises -- includes one or nore |ayers of

4 the tie layer that conprised a plurality of |ayers?
5 MR CGETZOFF: (njection to form

6 THE WTNESS:. | guess it would be -- or
7 in the one layer conprises the plurality of |ayers.

8 BY MR OGDEN:

9 Q So --

10 A You said Claim?7, right?

11 Q Yes.

12 So what | want to knowis, earlier we tal ked

13 about the tie |layer as the terpol yner.

14 Does that tie |layer conprise a plurality of
15 |ayers?

16 MR GETZOFF: (njection to form

17 THE WTNESS: It says, \Werein one or
18 nore |layers, so it would be the exanple, which is
19 just one of the |ayers.

20 BY MR OGDEN:

21 Q Sur e.
22 So in Lamnate 5, there's one tie |ayer,
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1 correct?
2 A | believe so.
3 Q And does that tie |layer conprise a plurality
4 of layers?
5 MR CGETZOFF: (njection to form
6 THE WTNESS: It depends onif -- a
7 plurality could just be one layer, it seens like in
8 this definition of 7, Werein the one or nore
9 layers.
10 BY MR OGDEN:
11 Q Wien you applied the plain and ordinary
12 nmeaning of the clains in your analysis, what is the
13 plain and ordinary nmeaning that you gave to the term
14 plurality?
15 MR CETZOFF: (Objection to form
16 THE WTNESS: Mrre than one.
17 BY MR OGDEN:
18 Q So using that definition, does Lamnate 5 --
19 does the tie layer of Lam nate 5 conprise nore than
20 one | ayer?
21 A | don't believe so.
22 Q Looking to Claim8, does the tie |ayer of
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1 Lamnate 5 consist of two |ayers?

2 A | don't believe so.

3 Q Then | ooking at Claim 10, does the tie |ayer

4 of Lamnate 5 conprise an acrylic acid |ayer or a

5 polyethylene |ayer?

6 A Possibly. It's an acrylic ester.

7 Q Readi ng the specification, do you know one

8 way or the other?

9 A | said possibly.

10 Q Does the tie |layer of Lam nate 5 conprise an
11 acrylic acid layer and a pol yet hyl ene | ayer?

12 MR CETZOFF: (Objection to form

13 THE W TNESS: Possi bly, because it

14 would then conprise -- it would be, you know,

15 ethylene and acrylic ester.

16 BY MR OGDEN

17 Q Do you agree with nme that Claim 11 requires
18 two | ayers, one being an acrylic acid |ayer and one
19 being a pol yethylene | ayer?

20 MR CGETZOFF: (njection, form

21 THE WTNESS. So your question is

22 whether it's -- Caim1ll has two | ayers?
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1 BY MR OGEN

2 Q Yes.

3 My question is, do you agree with ne that
4 Caim1ll requires two |ayers, one being an acrylic
5 acid layer and one being a pol yethyl ene | ayer?

6 A | believe so.

7 Q So returning back to Lam nate 5, does

8 Lamnate 5 have two |ayers, one being an acrylic

9 acid layer and one being a pol yethyl ene | ayer?

10 A | don't believe so.

11 Q Do you agree that nodifying | ayer properties
12 of films and | am nates, |ike thickness and

13 conposition, were well within the skill of a POSA as

14 of Decenber 29, 20157

15 MR CETZOFF: (Objection to form
16 THE WTNESS: You like these |ong
17 questions, huh?

18 Do | believe -- what was the rest?

19 BY MR OGDEN:

20 Q Do you agree --

21 A Do | agree.

22 Q -- that nodifying | ayer properties of filns
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1 and |amnates, |ike thickness and conposition, were
2 well within the skill of a POSA as of Decenber 29,
3 2015, or a POCSI TA?
4 MR GETZOFF: (njection to form
5 THE WTNESS: So the question is that a
6 POSITA would actually nodify these filns?
7 BY MR OGEN.
8 Q The question is, do you agree that nodifying
9 layer properties of films and | am nates, |ike
10 thickness and conposition, were well within the
11 skill of a PCSITA as of Decenber 29, 2015?
12 MR CGETZOFF: Sane objection.
13 THE WTNESS: | don't know.
14 BY MR OGDEN:
15 Q Do you agree that nodifying |ayer properties
16 of films and |lam nates, |ike thickness and
17 conposition, were well within the skill of a POSITA
18 as of May 6, 20197
19 MR CGETZOFF: (njection to form
20 THE WTNESS:. |s that the sane question
21 but you changed the date?
22
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1 BY MR OCGDEN:

2 Q Yes, sir.

3 A | don't know.

4 Q Are your graduate students able to nodify

5 the layer properties of filnms and |am nates, |ike

6 thickness and conposition, in order to achieve a

7 desired result?

8 A Are they able to nodify?

9 Q Yeah.

10 Are they able to nodify the properties of
11 different layers in filnms and | am nates, properties
12 like thickness and conposition, in order to achieve
13 a desired result?

14 MR CETZOFF: (ojection to form

15 THE WTNESS: |[|t's a very strange

16 question. M graduate students would be able to

17 choose a different resin, which has different

18 properties, but | don't think they could just

19 nodify, you know, sonehow the properties that are
20 given -- | guess I'mnot -- I'm-- 1 don't

21 understand how you expect -- it's not clear. Your
22 question is not clear.
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1 BY MR OGEN

2 Q We'll cone back to it.

3 As of Decenber 29, 2015, was it known in the

4 art that adding additional layers to a filmor

5 lamnate could provide advant ages?

6 MR CETZOFF: (Objection to form

7 THE WTNESS: | woul d say possibly.

8 There would be sone cases where it mght be an

9 advant age.

10 BY MR OGDEN:

11 Q As of Decenber 29, 2015, was it known in the
12 art that adding additional layers to a filmor

13 lamnate can inprove physical attributes of the film
14 or |am nate?

15 MR CETZOFF: (Objection to form

16 THE WTNESS: | nean, it's possible.

17 1t could go either way. It's not clear just adding
18 sonething whether it would be a good thing or not.

19 BY MR OGDEN:

20 Q As of Decenber 29, 2015, was it known in the
21 art that adding additional layers to a filmor

22 |lam nate coul d enhance process performance of the
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1 filmor |am nate?
2 MR CGETZOFF: (njection to form
3 THE WTNESS: Again, it's unknown
4 whether it would inprove or not inprove it.
5 BY MR OGDEN.
6 Q As of Decenber 29, 2015, was it desirable to
7 a POSITA to decrease the thickness of nultilayer
8 filnms to nake them cheaper to manufacture?
9 MR CGETZOFF: (Objection to form
10 THE WTNESS: | don't know.
11 BY MR OGDEN:
12 Q Do you agree that where a prior art
13 reference discloses a |loading range that is within
14 5 percent of a clained | oading range the cl ai med
15 range is obvious absent any criticality or
16 patentable association of the clained | oadi ng range?
17 MR CGETZOFF: (njection to form
18 THE WTNESS: Again, | don't know
19 BY MR OGDEN:
20 Q Let's take a | ook at page 38 of
21 Exhibit 2014, which is your declaration, and there's

22 a footnote at the bottom And I'mgoing to read the
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1 footnote into the record --

2 A What page?

3 Q -- but | want you to get there first.

4 Page 38.

5 A 38, yeah.

6 Q Footnote 1, so here it says, Even taking the

7 0.65-m| LDPE |ayer alone, it accounts for
8 21.38 percent of the thickness of the 3.04-m |
9 multilayer filmin Exanple 5, thus falling outside

10 of Ris' disclosure.

11 Do you see that?
12 A | do see that.
13 Q What did you nmean when you said that this

14 falls outside of Ris' disclosure?

15 A So the disclosure in Riis is the preference
16 for the tie |ayer being between 2 percent and

17 10 percent of the nmultilayer films total thickness.
18 Q So when you wote, Thus falling outside of
19 Riis' disclosure, you nean that it falls outside of

20 Riis' disclosure of a preference, correct?

21 MR GETZOFF: (njection to form
22 THE WTNESS: Yeah, | believe that is
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1 what Ris teaches to be the preferred thickness of

2 the tie |ayer.

3 BY MR QOGDEN

4 Q Ckay.

5 A Because if it's nuch larger than that, it
6 would not be considered to be a tie |ayer.

7 Q | was just confused, because we agree that

8 Riis does disclose a .65-m| LDPE |ayer, correct?

9 A As a bul k | ayer.

10 Q Sure. If you want to characterize it that
11 way, that's fine.

12 Soit's within Riis' disclosure to have a

13 .65-m| LDPE |ayer, correct?

14 MR CGETZOFF: (njection to form

15 BY MR OGDEN.

16 Q It's wwthin the four corners of Riis that he
17 has an exanple with a .65-m | LDPE | ayer, correct?
18 A Yes. The bulk layer is .65 mls, and it

19 would fall outside the interpretation of it being a
20 tie layer. It would definitely be a bulk layer. |
21 nmean, | agree it's a bulk layer, and it falls wthin

22 the definition of bulk layer. And Riis agrees that
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1 it's a bulk layer, and it definitely is a bulk

| ayer .

Q It's just when | read the words that
sonething falls outside the disclosure, to ne that

neans it's not there.

o 01~ WD

But here when you said that, you're

7 referencing it's not within his preferred range for
8 atie layer, correct?

9 A That's correct. |It's definitely a bulk

10 layer, and it's within the range of bulk |ayers

11 within Ris.

12 Q Cot it.

13 Let's take a | ook at paragraph 121 of

14 Exhibit 2014,

15 VR CGETZOFF: 20147

16 MR OGDEN: Yeah, Exhibit 2014.

17 | think I have the wong paragraph.
18 Gve ne just a second. 49. | thought | was way
19 off.

20 BY MR OCDEN:

21 Q Sorry, let's go to paragraph 49. 1It's on
22 page 17. | apol ogi ze.
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1 Are you there?
2 So in paragraph 49, you provide your opinion
3 as to the definition of a POSITA, correct?
4 A That is correct.
5 Q And who cane up with the definition of a
6 POSITA that appears in paragraph 49 of your

7 declaration?

8 A It would be me with consultation fromthe
9 |awyers.
10 Q And | don't want -- anytine today, | don't

11 want to know anything that you tal ked with your

12 |awyers about.

13 So if we go back up to paragraph 48, and

14 feel free to read the whole paragraph, I'mgoing to
15 focus in on the sentence that reads, Instead the

16 '624 patent discloses and clains narrow coextrusion

17 processing techni ques.

18 You | et nme know when you're ready.
19 A Yeah, |'mready.
20 Q As of Decenber 29, 2015, were different

21 types of coextrusion techniques known in the art?

22 A As of ?
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1 Q Decenber 29, 2015.
2 A 29, 2015 --
3 Q Do you understand why |'musing that date
4 over and over again, Decenber 29, 2015? Do you
5 wunderstand the inportance of that date?
6 A You sai d Decenber 29, 20157
7 Q Yes, sir. That's correct.
8 Do you understand the inportance of that
9 date --
10 Yes.
11 Q -- to this matter?
12 A Yes.
13 Q And what is the inportance of that date?
14 A It's the date that the EP Application

15 Nunber 15202962.5 was filed on.

16 Q And wth respect to your analysis in this
17 matter and your declaration, how did the date that
18 the EP application was filed on affect your

19 anal ysis?

20 A So | would have considered that the prior
21 art was before that date.

22 Q And when you were determning the |evel of
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1 skill inthe art, did you utilize the Decenber 29,
2 2015, date for your analysis and opinion?
3 A | believe so.
4 Q Now, back to where | was on ny question, as
5 of Decenber 29, 2015, were different types of
6 coextrusion techniques known in the art?
7 A VWi ch paragraph are we on agai n?
8 Q |''mnot on a paragraph; |I'm asking a
9 question.
10 And you with your 30-plus years of
11 experience, and | believe you said that you were a
12 PCSITA at the tinme of the -- as of Decenber 29,
13 2015, correct?
14 A (Nonverbal response.)
15 Q Is that right?
16 A Yes.
17 Q You were probably one of extraordinary skil
18 in the art as of Decenber 29, 2015, correct?
19 A Yes.
20 Q So as of Decenber 29, 2015, were different
21 types of coextrusion techniques known in the art?
22 A Yes.
www.huseby.com Huseby Global Litigation 800-333-2082

59/249


http://www.huseby.com

HUHTAMAKI FLEXIBLE PACKAGING vsADAPA FLEXIBLE
Stephen McCarthy, Ph. D. on 11/20/2023 Page 60

1 Q And what are all the types of coextrusion

2 techniques of which a POSITA woul d have been aware
3 as of Decenber 29, 20157

4 MR GETZOFF: (njection to form

5 THE WTNESS: Well, they could have

6 been know edgeabl e of anything that existed at that
7 tinme.

8 BY MR OGDEN:

9 Q | understand that.
10 ' masking you to identify all of the known
11 coextrusion techniques as of Decenber 29, 2015.
12 Li ke blown film coextrusion, was that known
13 as of Decenber 29, 2015?
14 A | believe so.
15 Q What ot her types of coextrusion techniques

16 were known in the art as of Decenber 29, 2015?

17 A Mul til ayer sheet coextrusion.
18 Q What el se?
19 A One of the coextrusion techniques that | was

20 involved init with was a surface conpression
21 ol di ng coextrusion techni que.

22 Q Wien were you involved with surface
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1 conpression nolding coextrusion?

2 A It's probably in my CV.

3 Q VWhat was your involvenent with surface

4 conpression nol di ng coextrusion?

5 A So at one point in tine, I was the machine
6 operator for a machine in Austria where we

7 manufactured hoods for the Jeep Wangler by the

8 surface finishing conpression nolding coextrusion
9 technique.

10 Q So --

11 A They were full-scale Jeep Wangl er hoods
12 that had a Cass A paint finish, filmfinish.

13 Q So so far as of Decenber 29, 2015, we have
14 known techniques, a blown film coextrusion and

15 surface conpression nol ding coextrusion.

16 What ot her coextrusion techni qgues were known

17 at that time?

18 A Wll, there would be two-|ayer coextrusion.
19 Q Ckay.
20 A Three-| ayer coextrusion, four-|ayer,

21 five-layer.

22 There was a technique that | utilized
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1 through nelt splitting where we woul d produce
2 thousands of |ayers.
3 Q And this techni que where you used nelt
4 splitting to produce thousands of |ayers, does it
5 have some kind of nanme that you refer to it as?
6 A It was patented by Dow, | know that. They
7 probably had a nane for it.
8 Q Now, you referenced two-|ayer, three-I|ayer,
9 four-layer, and five-layer coextrusion.
10 Is there a particular type of apparatus
11 that's used to do any of those multilayer
12 coextrusions?
13 A So for the two-layer coextrusion, which |I'm
14 probably the nost famliar with, you would have --
15 or | had two separate extruders that fed into a feed
16 bl ock, which produced a two-layer filmthat was
17 about six inches wide that you could coat onto paper
18 or foil or...
19 Q So do you have any experience with
20 three-layer coextrusion?
21 A Yes.
22 Q And what type of apparatus woul d have been
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1 wused for three-layer coextrusion?
2 A So for three-layer coextrusion, you would
3 need a third extruder and a third port in the feed
4 Dblock. So the feed block | had could fit up to five
5 extruders init. 1 only had two extruders, but
6 there were other feed blocks that | used that had
7 three extruders on them
8 Q And did you physically operate those -- that
9 extruder apparatus yourself?
10 A So the two-| ayer coextrusion apparatus that
11 | owned, | operated and trained students on and
12 learned howto fly with that piece of equipnent.
13 Q And did you ever use that apparatus for
14 three-layer coextrusion?
15 A | did not.
16 Q Did you ever use that apparatus for
17 four-layer coextrusion?
18 A | did not.
19 Q And did you ever use that apparatus for
20 five-layer coextrusion?
21 A | did not.
22 Q And when you said earlier that you | earned
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1 to fly on that with respect to two-I|ayer
2 coextrusion, did you physically operate the machi ne?
3 A Yes. | set it up -- | bought it. | set it
4 up nyself.
5 Q Ckay.
6 A | ripped it apart, fixed it, yeah.
7 Q Now, is that -- I'ma nol ecul ar biol ogist.
8 | knowa little bit about extrusion from sone
9 battery stuff.
10 Is that a roll-type extrusion, or is there a
11 termfor that, or is it just --
12 A Sheet extrusion.
13 Q Sheet extrusion? Ckay.
14 Was there sonething known as cast film
15 extrusion that woul d have been known in the art as
16 of Decenber 29, 20157
17 A So this could be called cast film | nean,
18 it's arbitrary. You know, filmto sheet is
19 arbitrary at 10 mls --
20 Q Oh, | see.
21 A -- you know.
22 Q So what you're tal king about is considered
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1 cast, and then it would be filmor sheet depending

2 on thickness?

3 A Yeah, thickness.

4 Q So we tal ked about blown film extrusion,

5 surface conpression nol ding coextrusion, and then

6 what |'mgoing to call cast sheet or film extrusion,

7 and then a nelt splitting process.

8 What ot her types of coextrusion techni ques

9 were known in the art as of Decenber 29, 20157

10 A | can't renenber themall.

11 Q Wi ch type of coextrusion is required by the
12 clains of the '624 patent?

13 MR GETZOFF: (njection to form

14 THE WTNESS: Well, at |east the

15 two-layer coextrusion onto al um num

16 BY MR OGDEN

17 Q And so you're saying that the '624 patent

18 requires at least a cast filmor cast sheet

19 extrusion?

20 A That is correct.

21 Q And what portions of the '624 patent would a
22 POSITA view as requiring a cast filmor cast sheet
www.huseby.com Huseby Global Litigation 800-333-2082

65/249


http://www.huseby.com

HUHTAMAKI FLEXIBLE PACKAGING vsADAPA FLEXIBLE

Stephen McCarthy, Ph. D. on 11/20/2023 Page 66

1 extrusion?

2 A So the tie layer and contact |ayer

3 coextruded wth a base |ayer such as netal foil

4 would be one.

5 Q And with reference to that, so is it because

6 you're coating onto an alumnumfoil, that's why a

7 POSI TA woul d know that you're doing a cast sheet or

8 <cast filmcoextrusion?

9 A | nean, it's a nmelt coextrusion onto a sheet
10 of alum num | nean --

11 Q You may be telling nme it's conpletely

12 obvious. It just says --

13 (Cel lul ar phone interruption.)

14 MR. OGDEN:  Sorry.

15 THE W TNESS. Sorry.

16 MR OGDEN: Do you need to take it?

17 Because mne wll ring through if it's, like, ny

18 wife, and | have to take it. | also have it set if
19 | get three calls in arowit rings through.

20 BY MR OGDEN.:

21 Q So this is probably ne because | don't know
22 this field that well.
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1 What |'mtrying to understand is, it just
2 says coextrusion all the way through the patent; |
3 don't see where it specifies. But | just want to
4 under st and.

5 It's your opinion that a POSI TA woul d know
6 that it's this cast sheet or cast filmextrusion

7 just by the way it's disclosed?

8 A Yes.
9 Q That nmakes sense to nme.
10 ' m al nost done with this |ine of questions,

11 and then we can take a break, or we can take one

12 now. It's up to you.

13 What do you want to do?

14 MR CGETZOFF: | say we finish the |ine.
15 BY MR OGDEN:

16 Q Take a | ook back at laim8 for ne. W'l
17 wuse that one as an exanpl e.

18 And with reference to Caim1l fromwhich it
19 depends, Caim8 would require coextruding three

20 layers, correct?

21 A Yes, it appears so.
22 Q And you don't have any hands-on experience
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1 wth three-layer cast sheet or cast filmextrusion,

2 do you?

3 A Yes.

4 Q What is your experience with three-I|ayer

5 cast sheet or cast filmextrusion?

6 A W had a three-layer coextrusion |ine at the

7 university that was not mne. It was owned by the

8 departnent.

9 Q Do you have any hands-on experience --

10 A Yes.

11 Q -- operating the three-layer coextrusion?

12 A Yes.

13 Q And what did that experience consist of?

14 A It consisted of trials for, you know,

15 experinents that we were doing nainly to | ook at,

16 you know, different polynmers and the extrusion of

17 them

18 Q Ckay.

19 A Sonetines they were conpanies that wanted to
20 conme into try out the extrusion to see were they

21 polyners.

22 Q And when you're doing -- when you were doing
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1 this three-layer coextrusion, what are the various

2 paranmeters that you have to set for the coextrusion

3 apparatus? So, for exanple, you' d have to choose a

4 feed block, right?

5 A Yes.

6 Q And you' d actually have to choose three feed

7 blocks; is that right?

8 A No.

9 Q Because -- you're going to have to help ne
10 through this because | don't know how it works, and
11 you've done it before.

12 So you choose a feed block; that's one

13 paraneter.

14 Kind of what are the differences in the feed
15 blocks? Is it wdth, height? How does that work?

16 Vol une?

17 A So at the uni- -- I'"mjust tal king about

18 the line --

19 Q Yeah, let's stick with that one.

20 A We had one feed bl ock.

21 Q Ckay.

22 A So it produced three |ayers, that one feed
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1 block. And so you would then choose the -- well,

2 very simlar to nmy report where it goes through --

3 can | --

4 Q Yeah, you can always refer to your report.
5 That will help ne. Then | can read it again |ater.
6 A So you have --

7 Q Sorry, can you tell ne where you're reading
8 fronf

9 A Par agraph 58.

10 Q Perfect. Thank you.

11 So here | see tenperatures m ght be one

12 paraneter; is that right?

13 A R ght.

14 So you have tenperatures in each zone in the
15 extruder.

16 Q Ckay.

17 A And then you have a tenperature for that

18 channel in the feed bl ock.

19 Q So in a three-layer coextrusion, would there

20 be three channel s?

21 A There woul d be three channels.
22 Q And woul d you need to set a different
www.huseby.com Huseby Global Litigation 800-333-2082

70/249


http://www.huseby.com

HUHTAMAKI FLEXIBLE PACKAGING vsADAPA FLEXIBLE

Stephen McCarthy, Ph. D. on 11/20/2023 Page 71
1 tenperature for each zone of the three channel s?
2 A Typically, you' d set one tenperature.
3 Q And how woul d you determ ne what tenperature
4 to set?
5 A Trial and error.
6 Q I s that what you neant when you said, These
7 tenperatures are used as a baseline guide, though
8 adjustnents are nade to optim ze the process?
9 A Yes.
10 Q So tenperature is one paraneter.
11 Are there any ot her paraneters?
12 A The screw speed.
13 Q And woul d that be set differently for each
14 of the channels or the sane?
15 A It would be set depending on whether the
16 channels were the sane thickness.
17 Q So you woul d need to choose a thickness for
18 the channel first?
19 A You need to choose what thickness you' d want
20 to cone out and then adjust the screw speed to
21 match.
22 Q So the screw speed ultimately dictates --
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1 A How much - -

2 Q -- the thickness at which it exits the

3 channel ?

4 A Vll, it -- yes, it's related -- it's

5 proportional.

6 Q Sure. GCkay. That makes sense.

7 A Yeah.

8 Q So we've got screw speed and tenperature.

9 What el se?

10 A Then there's the takeoff.

11 Q What is that?

12 A So, for exanple -- so you -- for this

13 process, you'd have alum numfilmthat would cone

14 up, and the nelt would be deposited onto the

15 alum numfilm

16 Q So the takeoff, is that how fast the filmis
17 rolling out to take the coextrusion?

18 A So that's how fast the alumnumfoil is

19 going up.

20 Q So we've got screw speed, tenperature, and
21 takeoff.

22 Any ot her paranmeters that you need to input?
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1 A Then you'd have -- typically, we went
2 through a roll stack
3 Q Ckay.
4 A And the roll stack would be the tenperature
5 of the roll stack and the speed of the roll stack.
6 Q And what is the roll stack?
7 A The roll stack is cylinders of polished

8 steel that have water going in one end and water

9 comng out the other. And the water then goes

10 through a heat exchanger, and that heat exchanger
11 determ nes the tenperature that you send to each of
12 those rolls.

13 Q And how many rolls are in the stack?

14 A You can have as many as you want.

15 Typically, we had three.

16 Q And do you have to individually adjust the

17 tenperature for each of the three?

18 A And speed.
19 Q And speed.
20 So we have screw speed, tenperature,

21 takeoff, and roll stack tenperature and speed.

22 Any ot her paraneters you need to input?
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1 A So you woul d nonitor pressure at the end of
2 the extruder.
3 Q And why is that inportant?
4 A So that -- you could add -- and typically,
5 we did add screen packs to -- so in a single screw
6 extruder when you have nolten pol yners, you have

7 very little mxing, so there's not good uniformty.
8 So you have the screen pack to provide back pressure
9 so that you get mxing occurring to create nore

10 wuniformty.

11 An alternative is you could go into a gear
12 punp.
13 Q So you woul d need to use sonet hing, whether

14 it be a gear punp or a screen pack, to provide the
15 desired pressure; is that correct?

16 A Correct.

17 Q W have screw speed, tenperature, takeoff,
18 roll stack tenperature and speed, and desired

19 pressure.

20 |s there any other input or paraneter of
21 concern when operating this apparatus?

22 A There may be ot hers.
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1 MR OGDEN Let's stop there, because
2 1'mnot going to get to the end of this, and I would

li ke a break as well, but we're alnpost to the end of

3

4 that question. Thank you.

5 Let's go off the record.

6 (Recess: 11:34 a.m to 11:46 a.m)

7 MR OGDEN: Back on the record.

8 BY MR OGDEN.

9 Q So when we |eft off, we were tal king about
10 sone of the paraneters that would be used in a cast
11 sheet or cast filmextrusion of a three layer. And
12 we had screw speed, tenperature, takeoff, roll stack
13 tenperature and speed, and desired pressure.

14 And woul d all of those paraneters also apply
15 to a single-layer extrusion?

16 A So the -- each ex- -- so the tenperature of
17 each extruder.

18 Q R ght.

19 But, say, | just wanted to coat -- and

20 don't know if this is sonmething you would really do.

21 But if | wanted to just coat EAA onto
22 alumnum | would still need to designate a screw
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1 speed, a tenperature, a takeoff, a roll stack

2 tenperature and speed, and achieve a desired

3 pressure, right?

4 A You' d have the sanme process. The difference

5 in coextrusion is the interaction between the two

6 layers, and that's the part that is really hard

7 because you don't have that in single screw

8 Q And of those parameters we di scussed, which

9 of those would affect your ability to execute a

10 coextrusion?

11 A Al of them

12 Q Al'l of then? Ckay.

13 And the ' 624 patent doesn't provide any

14 guidance as to screw speed, tenperature, takeoff,

15 roll stack tenperature and speed, or desired

16 pressure, does it?

17 A Do you want nme to check?

18 Q | just want to know if you agree that it

19 does not disclose any of those.

20 A "1l check.

21 So was the question that it does have that?
22 Q No. The question is -- and why don't we go
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1 to Colum 13, line 19.

2 A Yeah, that's what | just found.

3 Q Let me ask it this way.

4 The only guidance as to the paranmeters we

5 just discussed, which are screw speed, tenperature,

6 takeoff, roll stack tenperature and speed, and

7 desired pressure, are discussed at Col umm 13,

8 lines 11 to 18, correct -- sorry, lines 19 to 24,

9 correct?

10 A Wll, there's -- that information there is
11 specific about, you know, the coextrusion. And |
12 was going to say, there's also the | anguage of the
13 glass transition and nelting points.

14 Q And why is the |anguage of the glass

15 transition and nelting points significant?

16 A It would give you a range that you have to
17 be higher than.

18 Q And so within the range of -- at Colum 13,
19 line 20, within a nore preferred range of 270 to
20 300 degrees Celsius, it would be up to a skilled
21 artisan to perform sone experinents in trial and
22 error to land on the correct tenperature, right?
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1 MR, GETZOFF: (Objection to form
2 THE WTNESS: A |lot of know how and
3 trial and error and adjustnents of the other things
4 we mentioned.
5 BY MR OGDEN:
6 Q And then there's this range of the speed of

7 the application of coating of 150 to 600 neters a

8 mnute.

9 Do you see that?

10 A Yes.

11 Q Whi ch speed is that with reference to these

12 different paraneters that we tal ked about?

13 A In that case there, it was the al um num
14 speed.

15 Q That's the takeoff?

16 A Yeah.

17 Q And so, | mean, that seens like a pretty

18 w de range to ne.

19 Have you used ranges before in your

20 experience of a takeoff as |low as 150 neters a
21 mnute?

22 A Much | ower .
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1 Q Much | owner.
2 Have you ever used sonething as high as
3 600 neters a mnute?
4 A No.
5 Q So it would be up to the skilled artisan
6 where in the range would be optimal?

7 A Yeah. Again, the reason that -- | nean, one
8 of the reasons that we went much slower than that

9 was it was experinental that we were doing. It

10 was -- nost of it was spent in trial and error and
11 the anount of waste.

12 Q Sure.

13 A The anpbunt of waste, it's better for us to
14 go slow

15 Q | nmean, what |'mjust trying to understand
16 is, one of skill in the art as of Decenber 29, 2015,
17 reading this patent would have known how to take

18 this disclosure and then optim ze these various

19 paraneters to achieve the clai ned coextrusions,

20 right?

21 A | think the inportant thing is that one of

22 skill in the art of coextrusion would appreciate the
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1 difficulty of inventions like this.
2 Q Ckay.
3 A | think that people who think, oh, just a
4 push and it goes, they don't appreciate how hard it
5 is to get sonething to work and that there is a | ot
6 of effort that goes into this.
7 Q So a POSI TA reading this disclosure as of
8 Decenber 29, 2015, they would have been able to take
9 this disclosure and practice the clainmed invention
10 wi thout any unreasonabl e experinentation, right?
11 A Possibly. If they had experience in
12 coextrusion, if they had the right equipnment. And a
13 lot of tinmes it's luck. A lot of tinmes it's just
14 luck, you know, as to how nuch tinme it takes you.
15 Q If they had this B-O-B-S T, Bobst equipnent
16 suitable for extruding and lamnating filnms, would
17 they need at |east a year of hands-on coextrusion
18 experience to be able to practice the clains of the
19 invention wthout unreasonabl e experinentation?
20 MR CGETZOFF. (njection to form
21 THE WTNESS: You're saying that they
22 would need -- that if they had no experience, they
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1 would need at |east a year before --

2 BY MR OGDEN.

3 Q Vll, I'"'masking if they have this

4 equipnent, so they told you what equi pnment to get.
5 1 could even go out and talk to Bobst and say, What
6 do | need, but I don't have a year of hands-on

7 coextrusion experience.

8 So woul d soneone who had one year of

9 hands-on coextrusion experience be able to practice
10 the clained invention w thout unreasonable

11 experinentation?

12 A Ch, if they had the one year?

13 Q Yes.

14 A Possi bl y.

15 Q You don't know one way or the other?

16 A It depends on the person, depends on what

17 kinds of experience they had.

18 Q Let's take a | ook at paragraph 171 of your
19 declaration, which is Exhibit 2014, and I'mgoing to
20 read it into the record slowy hopefully.

21 Petitioner's assertion that one of skill in

22 the art would sinply apply Riis to cone to the
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1 invention of the '624 patent as set forth in the

2 challenged clains also ignores Riis' express

3 teachings away fromusing nultiple adjacent adhesive
4 Jlayers. In light of this teaching away, it is ny

5 opinion that a person of ordinary skill in the art

6 would not be notivated to nodify Riis to cone to the
7 invention of the '624 patent as set forth in the

8 chall enged cl ai ns.

9 Do you see that?
10 A | see that.
11 Q What i s your understanding of the concept of

12 teaching away as that concept applies to patent |aw?
13 A My idea is that Riis discloses, you know,
14 discl oses adhesive |layers that should be within a

15 preferabl e range.

16 Q The 2 to 10 percent range?
17 A The 2 to 10 percent range.
18 And that if you were going away fromthat,

19 that would be teaching away.

20 Q Ckay.

21 A So if you were going thicker.

22 Q And going back to nmy first question nore
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1 generally, what's your understanding of the concept

2 of teaching away as that concept applies to patent

3 law?

4 MR GETZOFF: (njection to form

5 THE WTNESS: Sonething that -- you
6 know, the patent will teach you how to succeed in

7 getting, you know, what they invented, and they give
8 you information on how to head in the opposite

9 direction. And that's teaching towards; in the

10 opposite direction is teaching away.

11 BY MR OGDEN:

12 Q Does Riis disparage using a .65-m| LDPE

13 layer between the COC | ayer and the EAA | ayer?

14 A Riis teaches that using a .65-m | LDPE | ayer
15 as a bulk layer for the purpose of a bulk |ayer, and
16 that's what | believe -- that's ny opinion of what

17 it teaches.

18 MR OGDEN: Do we have Riis?
19 THE WTNESS: W have to go through al
20 of that?

21 BY MR OGDEN

22 Q Possibly. It depends on what you have to
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1 say.

2 ( Mar ked Exhibit 1004.)

3 BY MR QOGDEN

4 Q This is Exhibit 1004. 1t's already nmarked.

5 And let's go to paragraph 173. So in Riis, he has

6 these brackets, and then there's usually two zeros

7 and then a nunber. And those are the paragraph

8 nunbers. So this is page 45, paragraph 173.

9 Are you there? Yeah?

10 A Yeah.

11 Q Sorry, I'min nmy own world.

12 This is Exanple 5, which has been the

13 subject of a lot of our discussion.

14 Here it says in paragraph 173 that Example 5
15 is an exanple of the invention, correct?

16 A That is correct.

17 Q O Riis' invention, right, alleged

18 invention?

19 A Yeah.

20 Q So you agree with ne that Riis is teaching
21 one of skill in the art to make Exanple 5, correct?
22 A | guess | -- | believe that if you follow
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1 the -- that the purpose of this is to teach the

2 invention.

3 Q Sure.

4 A | s that what your question was?

5 Q Yeah.

6 He's teaching you that Exanple 5 is an

7 exanple of the invention that one of skill in the

8 art would want to nake according to him right?

9 A | don't knowif it's a nale or a fenale.

10 Q Sorry. You're right. | don't either.

11 A | think it's a fenale.

12 Q It very much well be, and that's not a good

13 assunption.

14 It is Ms. Riis, so, yes.

15 So returning to my question.

16 Ms. Riis is teaching you or the other

17 inventors -- let ne say the inventors are teaching

18 vyou that Exanple 5 is an exanple of the invention
19 that one of skill in the art would want to nake,

20 correct?

21 A | believe so.
22 Q So you're not providing an opinion that Riis
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1 is teaching away from maki ng Exanple 5, correct?

2 A Are you tal king about when | --

3 Q Yeah, here is what |'mtrying to get at, and
4 then I'lIl ask a full question.

5 | just want to understand if you're saying

6 that the teaching away is fromcreating Exanple 5 at

7 all or if the teaching away is just using an LDPE

8 layer as atie layer. So here is my question.

9 You are not providing an opinion that Riis
10 is teaching away from nmaki ng Exanple 5, correct?

11 A That is correct.

12 Q It's your opinion that Riis teaches away

13 fromusing LDPE as a tie layer; is that right?

14 A It's my opinion that |abeling or calling the
15 LDPE -- the .65 LDPE bulk layer a tie layer is

16 teaching away.

17 Q So let me -- | may be saying the exact sane
18 thing.
19 So it's your opinion that Riis teaches away

20 fromlabeling the .65-m | LDPE bulk |ayer of
21 Exanple 5 as a tie |ayer?
22 A Correct.
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1 Q And then if we | ook at your declaration at
2 paragraph 205, so, again, Exhibit 2014, wthin that
3 paragraph, it's at the end of the page, it starts,
4 As also noted above, the disclosure of Riis teaches
5 away fromand suggests that the .65-m | LDPE | ayer
6 of the eight-layer filmis serving its primry
7 purpose as a bulk |ayer based on Riis' desired
8 thickness of atie layer with respect to the overal
9 filmand the relative thickness of the .17-m | EAA
10 layer and the .65-m | LDPE | ayer.
11 Do you see that?
12 A | do see that.
13 Q And so is this the sane opinion that Riis
14 teaches away fromlabeling the .65-m | LDPE bul k
15 layer of Exanple 5 as a tie |ayer?
16 A This is sort of witten funky, huh?
17 Q That's why |'m aski ng.
18 A Yeah. | agree.
19 | believe that Riis teaches that the .65-ml
20 LDPE | ayer of the eight-layer filmis serving its
21 primary purpose as a bulk |ayer and teaches away
22 fromcalling it a tie |ayer
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1 Q So do you agree, then, that the teaching
2 away you're referencing in paragraph 205 is the sane
3 teaching away that you're referencing in
4 paragraph 1717
5 A So you're saying 205 and 1717
6 Q Yeah, I'"mjust trying to nake sure that
7 there's not sone teaching away that |'m unaware of
8 that you're tal king about.
9 Earlier | think what we agreed on with
10 paragraph 171 was the teaching away there is a
11 teaching away of |abeling the .65-m| LDPE bul k
12 layer as a tie |ayer.
13 So I"'mtrying to make sure that in
14 paragraph 205 when you reference teaching away, it's
15 this teaching away fromlabeling the .65-m| LDPE
16 bulk layer as a tie |ayer?
17 A VWl l, not just |abeling but accepting the
18 fact that it is a bulk layer and not a tie |ayer.
19 Q But it's not sone different teaching --
20 don't want to find out that you were tal king about a
21 different teaching away in these two paragraphs.
22 That's what I'mtrying to confirm
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1 A | don't believe that -- | believe that the
2 primary purpose is that the LDPE in Riis is a bulk
3 layer and not a tie |ayer.
4 Q Got it. Al right.
5 Do you agree that as of Decenber 29, 2015, a
6 POSI TA woul d have known that, where a coextrusion
7 process is used, it is inportant that the polyners
8 wused to forma nultilayer filmbe conpatible within
9 arelatively close tenperature range so they may be
10 extruded through a common die?
11 MR GETZOFF: Can you read that one
12 nore tine?
13 BY MR OGDEN:
14 Q Sur e.
15 Do you agree that as of Decenber 29, 2015, a
16 PCSI TA woul d have known that where a coextrusion
17 process is used, it is inportant that the polyners
18 wused to forma nultilayer filmbe conpatible within
19 arelatively close tenperature range so they may be
20 extruded through a conmon die?
21 A What do you nean by conpati bl e?
22 Q Conpati bl e.
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1 Don't polyners need to be conpatible so they

2 don't delam nate from each other?

3 A No.

4 Q No?

5 A | mean, there's a lot of different things of

6 conpatibility. You know, there's a lot of different

7 nmeasures of conpatibility. And, you know, you like

8 to have sufficient adhesion between the |ayers.

9 Q How about this.

10 Do you agree that as of Decenber 29, 2015, a
11 POSI TA woul d have known that where a coextrusion

12 process is used, it is inportant that the polyners
13 wused to forma multilayer filmbe wthin a

14 relatively close tenperature range so they may be

15 extruded through a comobn die?

16 A Do you nean that the tenperature of the

17 nmelts -- are you tal king about -- | guess I'm

18 wondering whether we're tal ki ng about, you know,

19 transition tenperatures or if you're tal king about
20 just tenperature.

21 Q So what | want to know is, before the '624
22 patent, was it known in the art that the nelt
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1 tenperatures, | guess as you're using it, needed to

2 be relatively close so they may be extruded through

3 a comon di e when perform ng coextrusion?

4 A So just so | don't answer it wong, |

5 believe that the '624 patent brings up a matching of
6 nelting profiles where polyners go froma solid

7 state to a viscus liquid state and that they were

8 matching those characteristics.

9 Q I's it your opinion that the inventors of the
10 '624 patent were the first ones to realize that?

11 A Possi bl y.

12 (Marked Exhibit 1025.)

13 BY MR OGDEN:

14 Q So I"'mgoing to hand you Exhibit 1025.

15 And before | do -- and | don't have your CV
16 in front of me -- did you work at Dow? | can pul

17 it out and | ook, but -- or did you ever work for

18 Dow Chem cal ?

19 A So when | worked for the university, | did

20 receive funding from Dow.

21 Q Do you know a M. Jeffrey Bonekanp?
22 A | don't think so.
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1 Q Do you know a Stephen Skapi k?
2 A | don't believe so.
3 Q Vell, here is Exhibit 1025, and if you could
4 turn to page 31. This oneis alittle weird because
5 it does not have paragraphi ng nunbers. | guess
6 that's howthey are internationally.
7 So page 31 and lines 7 through 9, it reads,
8 |If a coextrusion process is used, it is inportant
9 that the constituents used to forma nultilayer film
10 be conpatible within a relatively close tenmperature
11 range so they may be extruded through a conmon die.
12 Do you see that?
13 A | see that.
14 Q Do you disagree with that statenent?
15 A | don't disagree with that statenent.
16 Q @Quess what, you can put that one away. |'m
17 not going to take you through any nore of that one.
18 That was a qui ck one.
19 Wiat is a base |ayer?
20 A | n whi ch?
21 Q What woul d a POSI TA consider a base | ayer to
22 Dbe with respect to the '624 patent?
www.huseby.com Huseby Global Litigation 800-333-2082

92/249


http://www.huseby.com

HUHTAMAKI FLEXIBLE PACKAGING vsADAPA FLEXIBLE

Stephen McCarthy, Ph. D. on 11/20/2023 Page 93
1 A So it would be sonething simlar to the
alumnumfoil or the other -- the group, you know,

pol yners, polyam de, polyvinyl chloride, silicon --
siliciumoxide coated pol yesters, and/or

fl uropol yners.

o 01~ WD

Q Let's take a |l ook in your declaration at

7 paragraph 121. And the first sentence there says,
8 Except as discussed bel ow regarding the terns

9 aggressive chemcal-resistant filmand | oadi ng, |

10 applied the plain and ordi nary neaning for the

11 remaining terns of the '624 patent as a person of
12 ordinary skill in the art would understand them at

13 the tine of the invention.

14 Do you see that?
15 A Yes.
16 Q And it may help if you pull up the patent

17 and take a | ook at Columm 11, lines 64 to 67.
18 But ny question is, what is the plain and
19 ordinary neaning that you applied to the termfilm

20 as that termis used in the clains of the '624

21 patent?
22 And | can ask it again in a mnute, so
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1 Colum 11, lines 64 to 67.

2 Do you want nme to ask it again?

3 A No. | nean, you want to know what --

4 Q Is that the plain and ordi nary meani ng that
5 you applied to the termfilmin your analysis of the
6 patent, what appears at Colum 11, lines 64 to 67?

7 A Wll, that's what the patent defines film

8 as, which is what | would use based on the patent,

9 what they use.

10 Q And that is the definition of filmthat you
11 wused when you were analyzing the '624 patent?

12 A |"mnot sure if | used the word filmin that
13 way, but that's what they define as film

14 Q So what definition did you apply to the word

15 filmwhen you were performng your anal ysis here?

16 A "' mnot sure.

17 Do you have an exanple that you want ne

18 to --

19 Q Vell, you said that you used the plain and
20 ordinary neaning. | want to know what plain and

21 ordinary neaning you applied to the termfilm

22 A So the plain and ordi nary nmeaning of the
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1 word filmis just, you know, a sheet of plastic that
2 is less than 10 mls in thickness. That's typically
3 the plain and ordinary.

4 But this is a different -- where it has a

5 base |layer coated with a coextrusion |ayer

6 conprising a tie |layer and a contact |ayer or a base
7 layer lamnated with a tie |ayer and a contact

8 layer.

9 Q So is it your opinion that a POSITA readi ng
10 the clains of the '624 patent woul d have applied a
11 definition to filmthat required that it be 10 m|l

12 thick or |ess?

13 A No, that's not --

14 Q Okay.

15 A No, no, no, that's not what | said.

16 That the '624 patent defines it in this way.
17 Q Okay.

18 A And so this should be used for the '624

19 patent.

20 Q So when you just gave ne this other

21 definition that you said was the plain and ordi nary

22 meaning that related to the thickness, what
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1 significance does that have to your opinion?
2 A That woul d be outside of the '624 patent.
Q So that's not the plain and ordi nary nmeani ng

3
4 that you applied in your analysis? |'mjust trying
5
6

to figure out. So this claim-- let's go back to
Caiml.

7 It has the word film right?

8 So if you want to analyze if the claimis

9 obvious or not, then you need to know what the word
10 filmneans, don't you?

11 A Yes.

12 Q And so what is the definition that you

13 applied in your analysis to the termfilmas it

14 appears in Caiml of the '624 patent?

15 A The filmin CAaim1 for the '624 patent

16 woul d be a base |ayer coated with a coextrusion

17 layer conprising a tie |layer and a contact |ayer.
18 Q So sticking with that page there, ny next
19 question is, is the neaning that you applied to the
20 termlamnate as that termis used in the clains of
21 the '624 patent, is it what we see at Colum 12,

22 lines 6 to 8, the filmto which a further layer is
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1 lamnated such as a first outer |ayer?
2 A Yeah, | see what you nean. Like, in 12, it
3 says, Using an EVOH film and there's a contact film
4 that may be lam nated to the base | ayer.
5 Q So go with me to Colum 12 and | ook at
6 lines 6 to 7, and there it says, The term|am nate,
7 according to the disclosure, contenplates the film
8 to which a further layer is |amnated such as a
9 first outer |ayer.
10 Do you see that?
11 A | do see that.
12 Q And is that the definition that a POSI TA
13 would have applied to the termlam nate in the
14 clains of the '624 patent?
15 MR CETZOFF: (Objection to form
16 THE WTNESS: It would be sonething
17 particular to the '624 patent -- | nean, the '624
18 patent is defining it this way.
19 BY MR OGDEN:
20 Q So is that what you understand the term
21 lamnate as used in the clains of the '624 patent to
22 nean?
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1 A "' mnot sure whether there's -- | just saw
2 an incidence of filmthat's not the filmthat they
3 defined. So I'mnot sure if there's other instances
4 of lamnate that's not this definition of |am nate.
5 Q So they describe a filmin the specification
6 that's not consistent with the definition of film
7 that is provided at Colum 11, lines 64 to 677
8 A | think it [ooks like nmost of the filmis
9 defined that way.
10 Q So | need to understand, what is your
11 opinion as to the neaning that a POSI TA woul d apply
12 to the clains of the '624 patent with respect to the
13 termfilnf
14 A So regarding the '624 patent, they would
15 look to the definition, yeah
16 Q All right. And then with respect to the
17 termlamnate, would a POSITA al so ook to the
18 definition that appears in Colum 12, lines 6 to
19 7 -- 6 to 8?
20 A | believe so.
21 Q And if we take a ook at Colum 6, |ines 36

22 to 37, it states, The |loading of the |am nate is not
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1 nore than 40 grans per neter squared.

2 Do you see that?

3 A | do see that.

4 Q Do you know what |amnate is being referred
5 to there?

6 A It appears as though they nmay be using a

7 different -- it appears that they are using a

8 lamnate to nean the conbination of the tie |ayer

9 and the contact |ayer.

10 Q That was mnmy understanding as wel | .

11 |'s that consistent with the definition that
12 we just went through for lamnate in Colum 127

13 A No.

14 Q If you ook at the '624 -- well, what is the
15 plain and ordinary neaning that you applied to the
16 termtie layer as that termis used in the '624

17 patent? It's helpful -- | found it hel pful to | ook

18 at Colum 4, lines 34 to 37.

19 A Thank you.

20 Q 35 to 37.

21 A Yes, | agree.

22 Q Wll, so, | nmean, that's not an express
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1 definition there, so | want to know -- | nean, to ne
2 it seens the plain and ordinary neaning would be a

3 tie layer is sonmething that provides sufficient

4 adhesion between the base |ayer and the coextrusion
5 layer.

6 Do you agree with that definition of plain

7 and ordi nary meani ng?

8 A That's what it appears.

9 Q So the purpose of the clained tie layer is
10 to provide sufficient adhesion between the base

11 layer and the contact |ayer, correct -- sorry, the
12 base layer -- let nme say that again.

13 So the purpose of the tie layer is to

14 provide sufficient adhesion between the base |ayer
15 and the coextrusion |layer, correct?

16 A Yeah, | think the tie layer would give

17 sufficient adhesion between the base |ayer and the
18 contact |ayer.

19 Q Ckay.
20 A Yeah.
21 Q And just to round sone things out, we tal ked
22 a little bit about polyethylene.
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1 That's considered a broad cl ass of polyner,
2 correct?
3 A VWhat do you nean by broad?
4 Q There are many different types of
5 polyethylene, correct?
6 A There are many different Kkinds.
7 Q And pol yethylene is a type of polyolefin,
8 correct?
9 A Pol yethylene is within the polyol efin
10 famly.
11 Q And then we m ght have tal ked about this
12 before, but just to get sone ternmns.
13 So | ow density pol yethylene is a type of
14 pol yethylene, correct?
15 A That is correct.
16 Q And then high density polyethyl ene woul d be
17 a type of polyethylene, correct?
18 A That is correct.
19 Q And then linear |ow density polyethyl ene
20 woul d be yet another type of polyethylene, correct?
21 A That is correct.
22 Q And then what is the plain and ordinary
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1 neaning that you applied to the termcontact |ayer

2 as that's used in the clainms of the '624 patent?

3 Let ne ask it this way.

4 |s the plain and ordi nary neani ng of contact
5 layer as used in the clains of the '624 patent a

6 |layer that contacts an aggressive substance?

7 A | believe so.

8 Q And what's the purpose of the clained

9 contact |layer of the '624 patent?

10 A Do you nean the chemical famlies?

11 Q VWll, what's the purpose of it, right? |

12 would say it's to keep the aggressive chem cal from

13 mgrating through the packagi ng.

14 |s that the purpose of the contact |ayer?
15 A The purpose of the contact layer is to
16 not -- | nean, the contact layer is -- okay. The

17 contact layer is the layer that touches the drug or
18 the chem cal.
19 And so a goal would be to have -- to

20 mnimze the anount of drug that absorbs into that

21 | ayer.
22 Q Ckay.
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1 A That woul d be a good thing.
2 Q Are there any other goals or purposes, even
3 1if secondary, of the contact |ayer, as that termis
4 used in the '624 patent?
5 A So on Colum 4, 64, Contact |ayer nust be
6 chemcally resistant to the aggressive substance and
7 the excipient if present ultimately to be packed.
8 Further, it nust show an extrene | ow absorption of
9 the aggressive substances mgrating through the film
10 or |amnate.
11 Q Ckay.
12 A The degree of absorption for a given
13 substance is typically dictated by the manufacturer
14 of the substance.
15 So | would think a second -- | nean, | would
16 think a secondary requirenment would be it be robust.
17 Q And I'mgoing to ask what robust neans to
18 you. And |I'm asking because we have had sone very
19 expensive argunents in other cases about what the
20 word robust neans.
21 A Real | y?
22 Q So what does that nean to you?
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1 A It neans that it is sufficiently -- of a
2 sufficient nmechanical integrity.
3 Q | s there any other purpose or goal of the
4 contact |layer, as that termis used in the '624
5 patent?
6 A Possi bl y.
7 Q And | would take you there if | thought
8 there was. But you're the expert here, and |'m not
9 sure what all a contact |ayer does.
10 A Ckay. |'Il keep looking. | found
11 robustness.
12 Q Ch, good.
13 A | mean, one, you know, obvious requirenment
14 woul d be needs to be a thernoplastic that can go
15 through a coextrusion process.
16 Q "1l look during the break and take you
17 anywhere el se.
18 Just generally, is there any other purpose
19 that you're aware of for a contact |ayer, other than
20 what we tal ked about, which I think was reducing,
21 mnimzing mgration of a substance and al so

22 robustness, so it needs to -- | understand that to
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1 mean, you know, not break down?

2 A Yeah.

3 Q |s there anything el se you can think of?

4 A The thernopl astic.

5 Q And the thernopl astic.

6 Anyt hi ng el se?

7 A | mean, another obvious one is it needs to

8 be obtainable at a reasonable price, hence, the
9 desire to have an alternative to Barex.
10 Q Barex is -- ny understanding is it's

11 relatively expensive?

12 A And hard to get.

13 Q Wiy is it hard to get?

14 A Its manufacturing has been limted.

15 Q Is it currently being manufactured?

16 A | don't know.

17 Q All right. W're alnost to lunch, and |

18 think this one will be easier because we can | ook

19 sonewhere for base |ayer

20 So if you'll go with me to Colum 4 starting
21 with line 20, and I'll read it.

22 According to the disclosure, the base |ayer
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1 of the filmis selected to provide a nunber of

2 properties to the filmand a | am nate and packagi ng
3 conprising the film The base | ayer may give

4 desired barrier and support properties to the final
5 lamnate. Furthernore, the base layer may in one

6 enbodi nent be a gas and water inperneabl e base

7 layer, nore preferably a water and/or oxygen

8 resistant base |ayer.

9 Do you see that?
10 A Yes.
11 Q So do you agree with ne that one purpose of

12 the base layer, as described in the '624 patent, is
13 that it gives desired barrier properties to the

14 final |am nate?

15 A Yes.

16 Q Wul d you agree with ne that one purpose of
17 the base layer of the '624 patent is to give desired
18 support properties to the final |am nate?

19 A Yes.

20 Q And this is related to the barrier

21 properties.

22 But would you agree with ne that one purpose
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1 of the base layer is to be a gas inperneable |ayer?
2 A That woul d be desired too, yeah.

3 Q And woul d you agree with ne that one purpose
4 of the base layer would be to be a water inperneable
5 base |ayer?

6 A That woul d al so be desired.

7 Q And then just generally, are there any ot her
8 purposes for the base |layer that you can think of

9 sitting here today?

10 A The one that's next is when the contact

11 layer is hygroscopic, it's nade of netal foil,

12 preferably al um num

13 Q That woul d confer water resistance, correct?
14 A Correct.
15 Q Anyt hing el se you can think of? For

16 exanple, down below, nmentions that it can have good

17 dead-fold properties.

18 Do you see that?

19 A Yes.

20 Q What's a dead-fold property?

21 A | believe that's -- it does not unfold once

22 1t's fol ded.
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1 Q And anot her purpose of the barrier |ayer

2 specific to alumnumis that it reflects radi ant

3 heat?

4 A That's what it says.

5 Q And then another purpose at |least with
6 respect to an alum num enbodinent is it gives a

7 decorative appeal to | am nates and packages; is that

8 correct?

9 A That is correct.

10 MR, OGDEN: Let's take | unch.

11 (Recess: 12:50 p.m to 1:32 p.m)

12 MR OGDEN. This will be Exhibit 1026.
13 (Marked Exhibit 1026.)

14 BY MR OGDEN:

15 Q "Il represent to you that this is a

16 reproduction of Figure 2 fromthe '624 patent.

17 Are you famliar with Figure 2 fromthe '624
18 patent? And in the specification, if you | ook at

19 Columm 13, that's where it really gets into the

20 description,

21 Are you ready?
22 A Yes.
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1 Q Are you famliar with Figure 2 of the '624
2 patent?
3 A Yes.
4 Q And in Colum 12, it states, Figure 2 is a
5 cross-section of another enbodi nent of a
6 chemcal-resistant filmaccording to the disclosure.
7 Do you see that?
8 A You said Colum 12?
9 Q Colum 11 about |ine 39, 40.
10 A Colum 11. Ckay.
11 Q | just want to know if you see there the

12 '624 patent is describing Figure 2 as a

13 cross-section of another enbodinent of a

14 chem cal -resistant filmaccording to the disclosure.
15 A | do see that.

16 Q And you may want to reference where you were
17 in Colum 13, but | just want to confirmthat

18 according to Colum 13 in Figure 2, that the top

19 layer identified as Nunber 2 is the base |ayer.

20 Do you agree with that?

21 A Yes.

22 Q And then the layer identified as 3Ais a
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1 first tie layer, correct?

2 A Yes.

3 Q And then Layer 3B is a second tie |ayer,

4 correct?

5 A Yes.

6 Q And then the bottom | ayer identified as

7 Layer 4 is the contact |ayer, correct?

8 A Yes.

9 Q And then do you understand that in Figure 2
10 that Label 5 on the right-hand side of the diagram
11 enconpasses the bottomthree | ayers together, which
12 is Layers 3A, 3B, and 4?

13 A Yes.

14 Q And do you agree that those bottomthree
15 Jlayers together are referred to as the coextrusion
16 |ayer?

17 A Yes.

18 MR. OGDEN. This is going to be

19 Exhibit 1027.

20 (Marked Exhibit 1027.)

21 BY MR OCGDEN:

22 Q And this is a sheet of paper where | put a
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1 diagramof a four-layer film and | filled in the
2 conponents for each |ayer.
3 Do you see that?
4 A | see a -- | see a box with words init.
5 | s that what you nean?
6 Q So we just |ooked at Figure 2, right?
7 1026, yeah.
8 Q It's got a box with four |ayers.
9 Do you see that?
10 A Yes.
11 Q Now |'ve drawn ny own box with four |ayers
12 that represents a film and that's Exhibit 1027.
13 And |'ve gone ahead and put in the different
14 polyners and/or foil for each |ayer.
15 Do you see that on Exhibit 1027? | want to
16 look at Exhibit 1027. |1'mgoing to ask you
17 questions about it.
18 So do you see the top layer is alum num
19 foil? Doctor, just in the schematic on
20 Exhibit 1027, not in the patent.
21 A Not in the patent?
22 Q Yeah, just |ooking at the exhibit.
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1 A CGot it.

2 Q Do you see we have | abeled a top |ayer

3 that's alumnumfoil?

4 A | see that.

5 Q And then a | ayer below that is EAA?

6 A | see that.

7 Q And a | ayer below that is polyethyl ene?

8 A | see that.

9 Q And a | ayer below that is COC

10 Do you see that?

11 A | see that.

12 Q | f you were given this schematic that's in

13 Exhibit 1027, in your opinion, what would a POSI TA

14 have considered the primary purpose of the al um num

15 foil layer to be?
16 MR CETZOFF: (ojection to form
17 THE WTNESS: The question is if |

18 just -- a POSITA for the '624 patent?

19 BY MR OGDEN:

20 Q Every question that | use PCSITA for, we're
21 going with the '624 patent definition.

22 A Got it.

www.huseby.com Huseby Global Litigation 800-333-2082
112/249


http://www.huseby.com

HUHTAMAKI FLEXIBLE PACKAGING vsADAPA FLEXIBLE
Stephen McCarthy, Ph. D. on 11/20/2023 Page 113

1 Q | just want to know, if they were just

2 looking at Exhibit 1027 and understood this to be a

3 schematic of a four-layer film what they would

4 think the primary purpose of the alumnumfoil [ayer
5 is.

6 MR CGETZOFF: Can | inquire? Do you

7 nmean in the context of the '624 patent or just this

8 piece of paper?

9 MR OGDEN. Just using the definition
10 of a POSITA that he's given for the '624 patent, if
11 a POSITA was provided this piece of paper --

12 MR GETZOFF: And nothing el se?

13 MR OGDEN. -- and nothing else, with

14 the know edge that they woul d have, what woul d they
15 believe the primary purpose of the al um numfoil

16 layer would be.

17 THE WTNESS: So this is not Figure 2?
18 BY MR OGDEN:

19 Q It's not Figure 2. It's just, I've come up
20 to a PCSITA under your definition for the '624

21 patent and said, Here's a schematic of a four-I|ayer

22 film what's the primary purpose of this alum num
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1 foil?
2 A And no reference to what it's used for?
3 Q Ri ght .
4 |f they just had this, would they know what
5 the primary purpose of the alum numfoil was?
6 A Just any POSI TA?
7 Q W' re al ways appl ying your definition.
8 A Yeah.
9 Q kay?
10 A Yeah.
11 Q So | don't renmenber all of it, but | think
12 it was like a degree in a relevant area, two to
13 three years of experience, no |less than a year of
14 experience with coextrusion. W're always applying
15 that definition every tine | say POSI TA.
16 | f you just handed themthis schemati c,
17 would they be able to tell you what the primary --
18 MR. GETZOFF: And not hing el se?
19 MR. OGDEN. And not hing el se.
20 BY MR OCGDEN:
21 Q Wth the know edge that's in their head,
22 would they be able to tell you what the primary
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1 purpose of the alumnumfoil is?
2 A | don't think they could definitely tell you
3 what it was.
4 Q Could they indefinitely tell nme what the
5 primary purpose of the alumnumfoil is?
6 A Wth reference to, say, sonmething |ike
7 Figure 2 or, you know, a connection to the purpose
8 of it.
9 Q Wth reference to, then, Figure 2 of the
10 '624 patent, what would they believe the primary
11 purpose of the alumnumfoil to be?
12 MR CETZOFF. So to be clear, you've
13 now given this hypothetical POSI TA the new exhi bit
14 and the patent?
15 MR. OGDEN:  Sure.
16 THE WTNESS: |If it's Figure 2, then it
17 is a base |ayer.
18 BY MR OGDEN.
19 Q Wth reference to Riis, if they were hol ding
20 this piece of paper, what would they believe the
21 primary purpose of the alum numfoil is?
22 So how about take a | ook at paragraph 63 of
www.huseby.com Huseby Global Litigation 800-333-2082

115/249


http://www.huseby.com

HUHTAMAKI FLEXIBLE PACKAGING vsADAPA FLEXIBLE

Stephen McCarthy, Ph. D. on 11/20/2023 Page 116
1 Riis.
2 A 637?
3 Q Wul d a PCSI TA | ooking at 1027 and Riis
4 consider the alumnumfoil layer to be an oxygen
5 barrier |ayer?
6 MR CETZOFF: (Objection to form

7 THE W TNESS: Possi bly.
8 BY MR OGDEN.
9 Q Wul d they consider it to be sone other type

10 of layer?

11 A |'d have to go through other things besides
12 63.

13 Q Go through it.

14 A Okay.

15 Q |'mgoing to have this question for every

16 layer. So if you want to | ook at the others while
17 you're looking, that's fine.

18 Sir, are you unable to determ ne whether a
19 PCSITA looking at Riis would be able to identify the
20 primary function of the alumnumfoil layer in

21 Exhibit 1027?

22 MR GETZOFF: Well, to be fair, he's
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1 | ooking.

2 MR. OGDEN. Yeah, | know. 1've been
3 waiting for, like, seven m nutes.

4 BY MR OGDEN:

5 Q "' m kind of curious since this is the

6 primary reference and the biggest issue in the case,
7 does this reference whether you're unable to do that
8 or not? Because | don't want to spend 30 mnutes if
9 vyour answer is going to be | don't know.

10 MR CETZOFF. To be clear, if you're
11 going to make gratuitous comments, so aml. You

12 asked himto search for a needle in the haystack in
13 a long reference. |f you want to wthdraw the

14 question and nove on, that's perfectly fine, but

15 that's a difficult, time-consum ng thing that you
16 asked this witness to do.

17 MR OGDEN. | 100 percent disagree if
18 he had been prepared to be here. But at your

19 request, I'll withdraw the question.

20 BY MR OGDEN:

21 Q Pl ease | ook at paragraph 62.
22 A Ckay.
www.huseby.com Huseby Global Litigation 800-333-2082

117/249


http://www.huseby.com

HUHTAMAKI FLEXIBLE PACKAGING vsADAPA FLEXIBLE
Stephen McCarthy, Ph. D. on 11/20/2023 Page 118

1 Q Here does Riis say that alum numfoil

2 functions as a barrier |ayer?

3 A It says it can function as an oxygen barrier
4 layer, along with EVOH, polyvinylidene chloride,

5 pol yam de, polyester, polyal kyl ene carbonat e,

6 polyacrylonitrile, and a nmetallized filmsuch as

7 alum num vapor deposited on a pol yol efin.

8 Q So do you agree that a POSITA in view of

9 Ris would ook at Exhibit 1027 and agree that the
10 primary function of the alumnumfoil layer is an

11 oxygen barrier |ayer?

12 A Possi bl y.
13 Q That's not an answer.
14 MR GETZOFF: It's an answer. You just

15 don't like the answer.

16 THE WTNESS: Do you want ne to

17 conclude that that's the only thing it can be?

18 BY MR OGDEN.

19 Q Vell, inviewof Riis, can the alum numfoi

20 layer be a base |ayer?

21 A Let ne | ook.
22 Q I'I'l represent to you that the term base
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1 layer does not appear anywhere in Riis.

2 A So it was a trick question?

3 Q No, it's not a trick question.

4 | want to know if one of skill in the art,
5 inviewof Ris, would understand the al um num f oi
6 layer to be a base |ayer.

7 MR GETZOFF: (njection to form

8 THE WTNESS: And you're telling me

9 that base | ayer doesn't --

10 BY MR OGDEN:

11 Q Yes.

12 You asked ne if it was a trick question, and
13 | did respond, although | don't like to engage in

14 too much col | oquy.

15 Here is the thing, alittle while ago, you
16 told ne that if you're |ooking at the '624 patent,
17 that a POSI TA woul d consider this alum numfoil

18 layer to be a base |ayer.

19 So | want to know if, when you look at it in

20 view of Riis, does it now becone an oxygen barrier

21 layer?
22 A | don't know. | mean, you just gave ne this
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1 piece of paper.

2 Q Ri ght.

3 So is your determination as to what a POSI TA
4 would understand an alum numfoil |ayer to be solely
5 dependent on the words that are used in a particular
6 reference to | abel that |ayer?

7 A For the definitions in that patent,
8 absolutely, yes.
9 Q So if Riis |abels the alumnumlayer an

10 oxygen barrier layer, then that is the primry

11 function of Riis' alumnumfoil |ayer?

12 A No.

13 Q Why not ?

14 A Because it can also be a noisture barrier.
15 Q So it can have two functions?

16 A (Nonver bal response.)

17 Q So which function --

18 MR GETZOFF: Sorry, he didn't answer.
19 MR, OGDEN:.  Sorry.

20 MR GETZOFF. You have to verbali ze.
21 MR OGDEN  Sorry, | saw himnod.

22
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1 BY MR OGEN
2 Q Let ne ask it, and you can answer it however
3 you want.
4 So a POSITA viewing Riis would think that an
5 alumnumfoil layer could provide one function of
6 being an oxygen barrier |ayer and another function

7 of being a noisture barrier layer; is that correct?

8 A Possi bl y.

9 Q And in that situation, which is the primary

10 function, being a noisture barrier or being an

11 oxygen barrier?

12 MR CETZOFF: (Objection to form

13 THE WTNESS: It's not clear to ne

14 which is nore inportant.

15 BY MR OGDEN:

16 Q And then wth respect to the EAA | ayer, what
17 would a POSITA believe is the primary purpose of the
18 EAA layer of Exhibit 1027 in view of Riis?

19 And | think you can conpare paragraph 162

20 with paragraph 174 to help you with that.

21 MR GETZOFF: O his report?
22 MR OGDEN. Sorry, no, of Riis.
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1 MR, CETZOFF: 1627
2 MR, OGDEN. 162.
3 MR GETZOFF:. Thank you.
4 MR. OGDEN. And 174.
5 THE WTNESS: So you said 162 and 1647?
6 BY MR OGDEN
7 Q Yeah. So Exanple 5 at 174.
8 A 1747
9 Q That shows you, I'lIl read it, The seal ant

10 filmwas a three-layer coextrusion of EAA LDPE, and
11 ethyl ene norbornene copol yner (COC), which was

12 extrusion coated onto the alum numfoil surface.

13 That's described in the EAA | ayer.

14 So what | want to knowis -- so all the

15 exanples are described from 159 through 174. So

16 what | want to knowis, a POSITA | ooking at the

17 disclosure of Riis, what woul d they consider the

18 primary purpose of the EAA | ayer there to be?

19 A So you want ne to elimnate all of the

20 material that's above the alumnumfoil ?

21 Q Do you see that this corresponds to what's
22 described -- sorry, | didn't nean to talk over you.
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1 A The OPET, the priner, the LDPE, and the EAA
2 Q Does that matter to your opinion whether
3 that's lamnated together or not?
4 A | want to know what -- you want nme to tell
5 you the purpose of these things, so | want to know
6 exactly what exanple it's from
7 Q Let's start with your first -- what you just
8 said. Imgine this is the full filmstructure of

9 Exanple 5 where it says, There's a base film

10 produced in the same manner as for conparative

11 Exanple 2 and then a sealant filmthat is a

12 three-layer coextrusion of EAA, LDPE, and COC

13 extrusion coated on the alum numfoil surface of the

14 base film

15 A Where is that?

16 Q ' mreading right out of paragraph 174.
17 A 174.

18 Q So if you take a | ook at the end of

19 paragraph 168, it tells you the structure of a base
20 layer. So the base layer is .92-m|

21 OPET/primer/0.42-m| LDPE/ .1-m| EAA/.35-m| foil.
22 A So this next EAAis the .17-m | EAA?
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10
11
12
13
14
15
16
17
18
19
20
21
22

Q

say they take that base layer and then -- that it
the same as the one from conparative Exanple 2, and
then they coextrude a three-|layer coextrusion of

EAA, LDPE, and COC onto that alum num and then they

t el

A
Q

primary purpose of that to be?

A So | believe that Riis defines that as the
tie |ayer.
Q Now, if you just coextruded the EAA,

pol yet hyl ene, and COC directly onto al um num foil

wi t hout the other layers being there, would the

primary purpose still be a tie layer?

A Again, you're defining it again by Riis.

Q Sure, yes.

A The .17-m | EAA

Q But now it's just coextruded directly on
alumnumfoil, and that's the entire -- it's four
| ayers.

you the resulting eight-layer film

So if you | ook over at paragraph 174, they

S

So this is the .17-m | EAA?
That's correct.

What woul d a POSI TA have understood t he
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1 Is the EAA still functioning as a tie |ayer

2 there, primary purpose?

3 A | woul d say possibly.

4 Q Ckay.

5 A It's not something that was done in Ris

6 Q R ght.

7 But |'m asking the hypothetical -- so let ne

8 ask it this way.

9 If you elimnate those other four |ayers,

10 which are the OPET, the prinmer, the LDPE, and here
11 they have witten EAN, and | think they nmeant EAA,
12 does that change the primary purpose of the EAA

13 layer?

14 A What did you just read?

15 Q Take a ook with ne at the end of

16 paragraph 174.

17 A 174, yeah.

18 Q Do you see it's describing an eight-I|ayer

19 filn? And on one side of the alumnumfoil, there's
20 OPET, primer, LDPE, and it says EAN, but | think

21 that m ght be a typo.

22 Then on the other side of the foil, there's
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1 EAA, LDPE, and COC
2 Do you see that?
3 A | see that.
4 Q So if we elimnate -- if we only retain the
5 alumnumfoil, the .17-m | EAA, the .65-m| LDPE
6 and the .43-m| COC, does the EAA |layer still have a
7 primary purpose as a tie layer?
8 A |'mnot sure. 1'd have to see the context
9 of -- like it would if you didn't elimnate that.
10 Q So you can only answer the primary purpose
11 when you know the full eight |ayers of the filn®
12 A | can only answer wth respect to Riis'
13 intended use.
14 Q So the entire definition of primary purpose
15 depends on the person who made the films intention
16 for that layer? |Is that what you're saying?
17 MR CGETZOFF: (njection to form
18 THE W TNESS: Not the person who nade
19 the filmbut the inventor who designed the film
20 MR OGDEN. Do you have the next one?
21 This is going to be Exhibit 1028.
22 (Mar ked Exhibit 1028.)
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1 BY MR OGEN
2 Q Now, let's take a look at Claim1 of the
3 '624 patent.
4 And do you see here in what |'ve handed you
5 that's Exhibit 1028, we've got a layer that
6 conprises alumnumfoil in what | handed you?
7 A Are you tal king about Caim1?
8 Q This figure that | just handed you, it says

9 Exhibit 1028 on it.

10 A Yes.

11 Q Do you see that there's a layer there that's
12 | abel ed Al um num Foi |l ?

13 A | see al um num foil

14 Q And then | want you to assune that in

15 Exhibit 1028, the EAA | ayer, the pol yethyl ene |ayer,
16 and the COC | ayer were coextruded onto that al um num
17 foil in Exhibit 1028.

18 A (Nonver bal response.)

19 Q Now, in view of the '624 patent, what woul d
20 a POSITA -- first, let me start with this.
21 You agree when we add together the |oadings

22 listed here for the EAA and the pol yethyl ene | ayer
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1 that adds to 19 grans per neter squared in
2 Exhibit 1028, correct? Do you agree that 15 grans
3 per neter squared plus 4 grans per neter squared is
4 19 grans per neter squared?
5 A Yeah, | agree with that.
6 Q And you agree that 19 grans per neter
7 squared falls within the range of 7 to 20 grans per
8 neter squared?
9 A Yeah.
10 Q So just without labeling the layers, if we
11 assune that here EAA and pol yethyl ene are
12 functioning as tie layers, that neets the clai ned
13 range of the tie layer of 7 to 20 grans per neter
14 squared, right?
15 MR GETZOFF: (bjection to form
16 THE WTNESS: So this is for '624?
17 BY MR OGDEN:
18 Q Yes.
19 A Claim1?
20 Q Yes.
21 A So the question is whether 19 is |less than
22 207
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1 Q So |'msaying, if you assune that the EAA

2 layer and the polyethylene |ayer are both -- both

3 have a prinmary purpose of a tie |ayer, does that

4 nmeet the limtation of Claiml wherein the tie |ayer
5 conprises one or nore |layers and wherein the tie

6 layer or the one or nore layers of the tie |ayer has
7 a loading range in the range of 7 to 20 grams per

8 neter squared?

9 A | mean, that's a hypothetical.

10 Q That's what you're here to answer.

11 A Yeah, yeah.

12 Q So hypothetically --

13 A So |'mnot sure whether this would be a tie
14 | ayer.

15 Q What woul d you need to know to determ ne

16 whether it's atie |layer?

17 A Sonme patent that has the, you know,

18 specification.

19 Q So would it depend on whether we're | ooking
20 at Riis or whether we're |ooking at the '624 patent?
21 A Soin Ris, for sure, the .65 of the PEis

22 not a tie |ayer.
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1 Q But it could be if we're looking at it from

2 the perspective of the '624 patent?

3 A | don't know.

4 Q You don't know? Ckay.

5 In daim1l, would you consider a tie |ayer
6 that conprises one or nore |ayers and wherein the

7 tie layer or the one or nore layers of the tie |ayer
8 has a loading range -- sorry, has a loading in the

9 range of 7 to 20 grans per neter squared to be thin?
10 MR CETZOFF. (bjection, form

11 THE W TNESS: Possi bly.

12 BY MR OGDEN:

13 Q What woul d you need to know to nake that
14 determnation -- sorry, let me withdraw that.
15 What woul d a POSI TA need to know to make

16 that determ nation?

17 A Just what it's relative to.

18 Q So woul d they need to know -- when you say
19 relative to, would they need to know the overall

20 thickness of the final film product?

21 A Possi bl y.
22 Q And why woul d they possibly need to know the
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o 01~ WD

10
11
12
13
14
15
16
17
18
19
20
21
22

over al |

determ ne whether a tie layer of 7 to 20 grans per

meter squared is thin?

A

it's arelative term

Q

sonething is thin, you' ve got to know relative to

what; is that right?

A

Q

know to
t hi n?

A
density.
Q

A
density.
Q
density

suggests using in the tie layer, does it?

A

t hi ckness of the final film product to

| mean, thin is just relative. You know,

| agree.

So if you need to nmake a determnation if

Yeah.
And in this case, what would you need to
determne if the tie layer of Caimlis

So one thing you need to know is the

And why woul d you need to know the density?

Because the thickness woul d depend on

And the '624 patent doesn't indicate the

of any of the nolecules or polyners it

Let ne check.
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1 Q | don't believe it appears in the spec, but

2 you're welcone to check.

3 A "1l check.

4 MR OGEN For tinme's sake, |I'm--
5 wthdraw the question.

6 BY MR OGDEN.:

7 Q So let's assunme for the purposes of this

8 question that the '624 patent does not disclose the
9 density of any of the polyners that it suggests

10 wusing in the tie |layer; however, it does disclose
11 the different types of polyners, doesn't it, |ike
12 EAA and LDPE?

13 MR OGDEN ['Il withdraw the question.
14 BY MR OGDEN:

15 Q Does the '624 patent disclose that EAA can

16 be used as a tie |layer?

17 A Let ne check.
18 Q Sir, you can |look at Claim1l2.
19 And you'd agree with nme that Claim12

20 actually requires that one of the tie |layers be EAA
21 correct?

22 A Claim 12 says the acrylic acid layer is
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1 ethylene acrylic acid.
2 Q And that's a tie layer, right?
3 Take a look at Claim1l. It says, The
4 nmethod according to Caim1l wherein the one or nore
5 layers of the tie layer conprises an acrylic acid
6 layer and a pol yethylene |ayer, right?
7 So do you understand that Claim 11l states
8 that one or nore |ayers of the tie |ayer conprises
9 an acrylic acid |ayer?
10 A Yes.
11 Q And then if we look at Claim 12, do you see
12 there it depends fromdaim11l?
13 A Yes.
14 Q Do you understand that nmeans it includes all
15 the limtations of aim11?
16 A Yeah, it appears that way.
17 Q And so do you understand that Claim12 is
18 reciting that the acrylic acid layer recited in
19 Cdaim11l nust conprise an ethylene acrylic acid?
20 A For laim12, that's what it says.
21 Q So woul d you agree with ne that the Caim 12
22 requires that EAA be part of the tie |ayer?
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1 A It says that EAA can be a tie layer. |

2 don't know, what do you nmean by requires it to be?
3 Q Do you understand what a claimlimtation
4 is?

5 A Yeah.

6 Q Wiat is a claimlimtation?

7 A So it's what is witten in the claim

8 That's --

9 Q Ri ght .

10 And if there's a claimlimtation, then to
11 neet that claim it nust be there, right?

12 A Ri ght .

13 Q And this one says, if you read through the

14 dependencies, that the tie |layer nust conprise an
15 EAA | ayer.

16 Do you see that?

17 A It says -- you're saying the acrylic acid
18 | ayer conprises ethylene acrylic acid?

19 Q Yes.

20 A So it neans it could be nore than ethyl ene
21 acrylic acid, right.

22 Q Sur e.
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1 But you woul d agree with ne that one of the

2 things that has to be in the tie layer of Caim 12

3 is EAA right?

4 A One of the conponents.

5 Q That's all | -- yes.

6 A One of the conponents.

7 Q Yes.

8 A Yeah.

9 Q And since no densities are disclosed in the
10 '624 patent, wouldn't a skilled artisan need to go
11 |ook elsewhere to determne the density of EAA in
12 order to know the thickness of the tie layer?

13 A That woul d be one way to do it, yeah

14 Q What woul d be anot her way?

15 A To have it listed in the specification.

16 Q | s there any other way?

17 A To have the inventor tell you.

18 Q That woul d be anot her way.

19 Let's take a | ook in your declaration at

20 paragraph 56, and then we'll take a break.

21 And starting at the bottom of page 19,

22 there's a sentence that begins, The '624 patent also
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1 discloses that, and then it quotes, it has
2 surprisingly been found that when coextruding the

tie layer and the contact |ayer, the respective

3

4 layers can be thinner while maintaining the overall

5 mechanical and chem cal robustness of the final film
6

and lam nates nade with the film closed quotes.

7 And ny question is, thinner relative to
8 what?
9 A | believe what it's probably saying is

10 thinner conpared to other chem cal-resistant filns

11 or other -- no, not -- let ne take that back.
12 Thi nner than ot her coextrusions of COC
13 Q So when they stated, It has surprisingly

14 been found that when coextruding the tie |ayer and
15 the contact |ayer, the respective |ayers can be

16 thinner, it's your opinion that they nmeant thinner
17 relative to other prior art coextrusions with COCs?
18 A O maybe thinner than -- than they had been

19 able to do in the past.

20 Q So you don't know which it is?

21 A | don't know which it is.

22 Q Wll, if you | ook at paragraph 57, you wote
www.huseby.com Huseby Global Litigation 800-333-2082

136/249


http://www.huseby.com

HUHTAMAKI FLEXIBLE PACKAGING vsADAPA FLEXIBLE

Stephen McCarthy, Ph. D. on 11/20/2023 Page 137

1 that you agreed with the assertion that the '624

2 patent's success in providing a coextrusion |ayer

3 consisting of a tie |layer and a contact |ayer having

4 the |low loadings (and thus thin [ayers) as well as a

5 contact layer that is both aesthetically appealing

6 and has robust barrier properties disclosed in the

7 '624 patent is very surprising.

8 Do you see that?

9 A Yes.

10 Q So if you don't know what they neant by

11 thinner, how can you agree with the statenent?

12 A Vell, | was referring to TatarKka.

13 Q What does Tatarka say about the thickness or
14 thinness of COCs?

15 A Do you have --

16 Q Let me ask this, the citation you put to

17 Tatarka here says nothing about the thickness or

18 thinness, does it?

19 A |'d have to | ook at Tat arka.

20 Q The citation that you wote here, you quoted
21 Tatarka, says nothing about thickness or thinness.
22 A The thickness is addressed in 65.
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1 Q Par agraph 65 of your declaration?
2 A Yes.
3 Q | see that.
4 But that goes back to nmy question is, when
5 they said it was surprising and you agreed that it
6 was thinner, what was it thinner relative to?

7 A So, again, what | would -- ny opinion would
8 be that they were referring to what they and ot her

9 people could achieve.

10 Q So it's just thinner relative to the prior
11 art?

12 A Possi bl y.

13 Q Is it thinner relative to anything else?

14 A | don't know. It says thinner.

15 Q | nmean, you agreed with the statenent.

16 A Yeah.

17 Q But you don't know what you agreed w th?

18 A No. It says thinner, so that's why | wote

19 the statement that thinner would then nake brittle
20 nmaterial nore ductile.
21 Q That still doesn't answer, thinner relative

22 to what? You agreed with that statement that it was
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1 thinner. You've been using that phrase throughout

2 your declaration and throughout our discussion

3 today.

4 So what is this surprising result thinner
5 than? And | don't understand the answer right now,
6 and maybe you've given it and |'mjust not

7 under st andi ng.

8 So please clarify, what is it thinner than?

9 A Thi nner than what they were able to achi eve

10 prior to this invention.

11 Q That | can follow. Thank you very nuch for

12 that answer. And we're going to take a break.

13 Let ne just ask this, so with respect to the
14 filmof Caiml, is atie layer of 7 to 20 grans per
15 nmeter squared thin?

16 A " m not sure.

17 Q Is that thinner relative to prior art filns

18 that use COCs?

19 A Ckay. So what -- which one are you

20 referring to?

21 Q Take a |l ook at Claim1l.
22 A Caim1l, okay.
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1 Q And Claim1l recites atie layer that's 7 to

2 20 grans per neter squared, correct?

3 A Yes.

4 Q So inthe filmof Caiml, is a loading of 7

5 to 20 grans per neter squared thinner than what was

6 known in the prior art?

7 A It appears that way.

8 MR. OGDEN. Let's take a break.

9 (Recess: 2:50 p.m to 3:01 p.m)

10 BY MR OGDEN:

11 Q Let's pick up Riis, which is Exhibit 1004,
12 and go to paragraph 135.

13 So the | ast sentence of paragraph 135 of

14 Riis reads, In sone enbodi nents, a polyolefin bulk
15 layer can serve as an adhesive or tie |ayer.

16 Do you see that?

17 A Yes.

18 Q And do you agree that a PCSI TA woul d have

19 wunderstood fromRiis' disclosure that a polyolefin
20 Dbulk layer can serve as an adhesive or tie |ayer?

21 A My opinion of that is that it would be -- a
22 polyolefin -- within a polyolefin famly, which
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1 would be the material that had nore than 50 percent
2 polyethylene, and the other would be like acrylic
3 acid or maleic anhydride, which would be a
4 polyolefin tie |ayer.
5 So within the famly of polyolefins, there
6 are nmenbers that have nultifunctional -- either
7 multifunctional in that they have the pol yethyl ene
8 nonpol ar, but they also have polar, a polar part and
9 a nonpolar part, so they could be a nultifunctional
10 tie layer. And it would be wthin the famly of
11 pol yol efin.
12 And | think it's also described in Ris that
13 the polyolefin famly includes them
14 Q Wiere in Riis does it say that for a
15 polyolefin bulk layer to serve as an adhesive or tie
16 layer it has to be this mxture of a polyethyl ene
17 wth sonme other polyner?
18 A So in 69.
19 Q That's paragraph 69?
20 A Par agr aph 69.
21 Q Got you.
22 A It says, Ethylene copolyners having a
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1 mjority amount by wei ght of ethylene polynerized

2 wth a lesser anbunt of a conononmer such as vinyl

3 acetate and other polynmer resins falling in the

4 olefin famly classification.

5 In the tie |l ayer section, it says, A

6 nmultifunctional -- so that is a polyolefin that's

7 multifunctional.

8 And it says in the tie layer section, A

9 nmultifunctional layer is preferably fornulated to
10 aid in the adherence of one |ayer to another |ayer
11 wthout the need of using separate adhesives by

12 virtue of the conpatibility of the materials in that
13 layer to the first and second | ayers.

14 Q Wien you read the lists at the end of

15 paragraph 69, is it your opinion that when it

16 describes resins falling in the olefin famly

17 classification, LDPE, HDPE, LLDPE, that all of those
18 are being referred to as mxtures wth sone other

19 nol ecul e?

20 A No, those are not multifunctional.

21 And at the bottomof 71, it says,

22 Pol yol efins such as EVA may also -- may al so --
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1 polyolefins such as ethyl ene copol yners such as EVA
2 Q It says pol yethyl enes or ethyl ene
3 copolyners, correct?
4 A R ght. Polyethylene or ethylene copol yners.
5 So a polyethylene copolynmer woul d be EVA
6 Q | s EVA an et hyl ene copol yner?
7 A It could be called an ethyl ene copol yner
8 too. Typically, it is a polyethylene copolyner.
9 Q Are all tie layers nultifunctional?
10 A | believe in Riis they are.
11 Q Are all the tie layers in the '624 patent
12 nmultifunctional ?
13 A In the '624?
14 Q Yes.
15 A "' m not sure.
16 MR OGDEN [|'Il withdraw the question.
17 BY MR OGDEN:
18 Q Let me ask you this, are COCs
19 multifunctional?
20 A | don't believe so.
21 Q Are pol yam des mul tifunctional ?
22 A You're tal king about -- well, COCs are
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1 copolyners, so, | nean, there m ght be sone

2 multifunctionality with CCCs.

3 Q What about pol yam des?

4 A Pol yam des?

5 | mean, perhaps with the aromatic pol yam des

6 |ike Nomex and Kevl ar.

7 Q And what about ethylene vinyl alcohol, is

8 that nultifunctional?

9 A Yes.

10 Q Do you agree with the statenent that a

11 reference may be relied upon for all that it

12 discloses, including uses beyond its prinmary

13 purpose?

14 MR CGETZOFF: (njection to form

15 THE WTNESS: Can you repeat that? A
16 reference?

17 BY MR OGDEN:

18 Q Yes.

19 Do you agree with the statenent that a

20 reference may be relied upon for all that it

21 discloses, including uses beyond its primary

22 purpose?
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1 MR GETZOFF: (njection to form

2 THE WTNESS: So a reference can be

3 relied upon for uses that it doesn't have?

4 BY MR OGDEN:

5 Q That's a very specific question.

6 Do you agree that a reference may be relied

7 upon for all that it discloses, including uses

8 beyond its primary purpose?

9 MR CETZOFF. Sane objection.

10 THE WTNESS: | would have to say |

11 don't know.

12 BY MR OGDEN.

13 Q Wuld it surprise you that you' ve witten

14 that before in sworn testinony?

15 A It would surprise ne.

16 Q COCs are nonpol ar, correct?

17 A | don't know of all the copolynmers of CCCs.
18 Q Ckay.

19 A | know the ones that are here, that are used
20 here, they are not multifunctional, but there may be
21 sone --

22 Q So when you say here, the COCs of the '624
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1 patent are not multifunctional?

2 A They're not nultifunctional.

3 Q And do you equate nultifunctional wth

4 polarity in sone way?

5 A Wth polarity, yes.

6 Q So if you're polar, you're nmultifunctional;

7 is that right?
8 A No.
9 Q So how does that rel ationship between

10 polarity and nmultifunctionality exist?

11 A So you have to have a conbi nation of

12 polarity.

13 Q Ckay.

14 A So it could be nonpolar with polar, ionic

15 wth nonpolar, ionic with polar.

16 Q And this is like that -- oh, sorry, go
17 ahead.

18 A No, go ahead.

19 Q That is to say this is |ike when you

20 described, | think, surfactants, |ike them being

21 antipathic or sonething? Is it simlar to that

22 | dea?
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1 A Simlar.
2 Q | knowit's not the same, but --
3 A R ght.
4 Q So let nme -- | want to ask about a series of
5 nolecules first about whether they're polar and then
6 about whether they're nultifunctional. So |
7 think -- let's nake sure |I'mcharacterizing this

8 «correctly.

9 The COCs taught in the '624 patent are not
10 multifunctional?

11 A | don't believe so.

12 Q And the COCs taught in the '624 patent are

13 nonpol ar, correct?

14 A | believe so.

15 Q And then LDPE is nonpolar, correct?

16 A | believe so.

17 Q And LDPE is not multifunctional, correct?
18 A | believe so.

19 Q And then EAA is polar, correct?

20 A Vell, so EAA -- the ethylene part of EAA is

21 nonpolar; the AA part of EAA is polar.
22 Q Ckay.
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1 A So it would have the nonpolar and the polar

2 which would make it multifunctional.

3 Q Cot it.

4 And then alum num is al um num pol ar?

5 A So alum numtypically has al um num oxi de on
6 the surface, which nakes it polar.

7 Q Now, is alum numnultifunctional?

8 A | don't know.

9 Q Now, does it nmake a difference if it's

10 alumnumfoil?

11 A Make a difference for what?

12 Q Wiet her it's polar or not.

13 | don't know if making it into a foil...

14 A It mght be that making it into a foil makes
15 it polar.

16 Q | s ethylene vinyl al cohol polar?

17 A So et hyl ene vinyl alcohol, the ethylene

18 portion of it would be nonpolar. The vinyl alcohol
19 part of it would be polar. So it would be

20 multifunctional.

21 Q Got it.
22 And then high density polyethylene is
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1 nonpolar, correct?
2 A That is correct.
3 Q And high density pol yethylene is not
4 multifunctional?
5 A That is correct.
6 Q Now, as of Decenmber 29, 2015, was LDPE a
7 known tie layer for ethylene vinyl alcohol and HDPE?
8 A | guess it woul d depend on the definition of
9 tie layer and the circunstances.
10 Q And | think you answered this before, but I
11 want to cone back to it.
12 Do you agree that as of Decenber 29, 2015, a
13 PCSA woul d have understood that LDPE is a suitable
14 thernoplastic for a tie layer?
15 A Again, it would depend on the definition of
16 tie layer. It would not be a nultifunctional tie
17 layer, so it wouldn't be suitable for Riis'
18 definition of it.
19 Q Wuld it be suitable for the '624 patent's
20 definition?
21 A Possi bl y.
22 Q Let's take a | ook at paragraph 56 of your
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1 declaration. And in the first sentence there, it
2 says, Wth respect to a COC contact |ayer, the '624
3 patent discloses that COC has not previously been
4 recogni zed as being suitable for extrusion coating
5 and for the production of heat seal abl e | am nates,
6 including froma visual point of view, and it is
7 very surprising that the inventors have succeeded in
8 providing a coextrusion |ayer conprising COC as a
9 contact |ayer for sealing aggressive substances.
10 Do you see that?
11 A | see that.
12 Q And do you agree that as of Decenber 29,
13 2015, COC had not been recogni zed as being suitable
14 for extrusion coating and for the production of heat
15 seal abl e | am nates?
16 A You' re asking ne whether | think -- | nean,
17 | wote that it's disclosed fromthe '624 patent.
18 Q Yes.
19 A So you're asking nme if that statenent is
20 true?
21 Q O if you agree with that statenment, however
22 you want to answer it.
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1 A | have no reason not to agree with it.
2 Q Now, if you take a | ook at your declaration

at paragraph 12, you have a list of references, and

3

4 you say, Belowis a list of docunents | have

5 reviewed and anal yzed as part of conducting ny
6

analysis and formng nmy opinions in this PGR

7 proceedi ng.

8 It's paragraph 12.
9 A Ckay.
10 Q And then do you see on page 5 there that one

11 of those materials is Exhibit 1017, Topas Advanced

12 Polynmers: Topas COC is Commercial Alternative to

13 Barex?

14 A | do see that.

15 Q |*'mgoing to give you Exhibit 1017.
16 (Marked Exhibit 1017.)

17 BY MR OGDEN.

18 Q And do you see that this is a press rel ease
19 dated Novenmber 18, 20157

20 A Yes, it appears that way.

21 Q And Novenber 18, 2015, is before

22 Decenber 29, 2015, correct?
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1 A Yes, | believe so.
2 Q And so in this press rel ease, before
3 Decenber 29, 2015, Topas identifies COC as an
4 alternative to Barex in view of the discontinuance
5 of manufacturing by Ineos; is that correct?
6 A |'mnot sure. Let nme read it.
7 Q The first sentence should help with that.
8 A That's what it clains.
9 Q And then the second sentence of the press
10 release states that COC can be used in
11 pharmaceuti cal packaging that requires strong
12 chem cal resistance, correct?
13 A Can you repeat that question?
14 Q Sur e.
15 The second sentence of the press rel ease
16 states that COC can be used in pharnaceuti cal
17 packaging that requires strong chem cal resistance,
18 correct?
19 A It doesn't exactly say that.
20 Q Do you agree that it's saying here that COC
21 and Barex offer simlar properties when it cones to
22 barrier perneation performance and strong chenica
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1 resistance?
2 A Where? This is the second sentence?
3 Q The second sentence of -- well, yeah --
4 sorry, | went down too far. Let's read the second
5 sentence together.
6 Wrking closely with top packagi ng
7 suppliers, Topas has specified COCin a w de range
8 of pharmaceutical packages such as nedici nal pouches
9 and patches and ot her applications that require
10 strong chem cal resistance.
11 Do you see that?
12 A | see that.
13 Q Do you have any reason to disagree with this
14 statenent from Topas?
15 A All it's saying is they specify COC for them
16 totry it out. It doesn't say that it's been
17 successful .
18 Q Do you see in the next paragraph they say,
19 W're pleased to announce that our industry-|eading
20 COCis filling the needs of many heal t hcare
21 suppliers who seek a replacenent for Barex
22 materials?
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1 A | see that they're claimng that.

2 Q Do you have any reason to disagree with

3 that?

4 A | have no reason one way or the other to

5 agree or disagree. |It's just soneone saying it.

6 Q Let's take a | ook at the third paragraph,

7 last sentence.

8 Topas convertor custoners have devel oped

9 innovated nicotine patch packagi ng sol utions

10 wutilizing COC for the transdermal industry.

11 Do you see that?

12 A | see that.

13 Q Do you have any reason to disagree with

14 that?

15 A Again, | don't know exactly what -- whether
16 they were successful or not. They're just

17 devel opi ng t hem

18 Q So you don't know if when a conpany refers
19 to sonething as a solution, whether it's been

20 successful or not?

21 A Truth in advertising.

22 Q So does that apply to the '624 patent, truth
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1 in advertising?

2 A No, no. This is advertising. The '624

3 patent is not adverti sing.

4 Q So we take the inventor at their word that
5 sonmething is surprising when they're describing the
6 background in the patent? 1Is that a yes?

7 MR CETZOFF: (Onject to formto that.
8 You can answer.

9 THE WTNESS: | think that we accept

10 the fact that that's his opinion.

11 BY MR OGDEN:

12 Q So are you willing to accept the fact that
13 it was Topas' opinion that the COCs it was offering
14 before the priority date were useful in nicotine

15 patch packagi ng sol utions?

16 A It doesn't say that they were useful.
17 Q What's a sol ution?
18 MR CETZOFF: (ojection to form

19 BY MR OCDEN:
20 Q Wul d you describe sonething that doesn't
21 work as a solution?

22 A | woul dn't.
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1 Q Sois it fair to say you just don't believe
2 what's in this precisely?
3 A Wth regard to what exactly?
4 Q That COCs are a replacenent for Barex in
5 pharmaceuti cal packagi ng applications.
6 MR GETZOFF: (bjection to form
7 THE WTNESS: | agree that it's his
8 opinion, that it's filling the needs of the

9 healthcare suppliers who are seeking a replacenent.
10 So there's healthcare suppliers that
11 are seeking a replacenent for Barex, and they're
12 ordering Barex material.

13 It doesn't say that it works.

14 BY MR OGDEN:

15 Q Soif we look in --

16 A And |I'm not being skeptical or anything.

17 |I'mjust saying what it says.

18 Q Ckay.

19 A It could be that they work, but it doesn't
20 say that.

21 Q So in the fourth paragraph there, it says,

22 Topas COC can be nelt processed by all common
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1 thernoplastic processing nethods, including nono and

2 nmultilayer film sheet, and extrusion coating, along

3 with injection and extrusion bl ow nol ding.

4 So you disagree with that statenent?

5 A | don't disagree with that statenent.

6 Q So if a POSITAread this, would they really

7 Dbe surprised that COC worked in color extrusion

8 nethods to create an aggressive chem cal -resi stant
9 packagi ng?

10 A Again, it doesn't say that they work, so

11 they mght -- they would know they're being tested.
12 Q Vell, has it turned out that the use of

13 Topas COCs in pharmaceutical packaging that require

14 strong chem cal resistance has been successful ?

15 A Say -- are you reading it from somewhere?
16 Q No.
17 ' masking you if you with your 30-plus

18 vyears' experience and working with these different
19 polyners, do you know if since they were introduced
20 at |east as of Novenber 18, 2015, for this purpose,
21 have they been successful ?

22 A | believe they have.
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1 Q Wul d a POSI TA recogni ze rivastigmne as an
2 aggressive chem cal ?
3 A | don't know what a POSITA would -- | nmean,
4 it is listed as an aggressive chemcal in the '624
5 patent.
6 Q Wul d a POSI TA have recogni zed ni cotine as
7 an aggressive chemcal ?
8 A | believe so.
9 Q Wul d a PCSI TA have recogni zed |i docai ne as
10 an aggressive chem cal ?
11 A Possi bl y.
12 Q And woul d a POSI TA have recogni zed fentanyl
13 as an aggressive chem cal ?
14 A Possi bl y.
15 Q And what is the neaning that you applied to
16 the term aggressive chem cal resistant during your
17 anal ysis?
18 And | believe that it's in your declaration
19 here.
20 A Ckay.
21 Q |'mgoing to try and find where.
22 MR. OGDEN. Mark, do you have a
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1 citation that can help us nove this along? Thanks.

2 BY MR OGDEN.

3 Q Par agraph 53.

4 So ny question is, what is the nmeaning that

5 you apply to the term-- let nme get it exactly

6 right -- aggressive chemcal-resistant filmas that

7 termis used in the '624 patent -- sorry, there's a

8 better paragraph, 129.

9 A Yeah.

10 Q Let's go to that one.

11 A That's what | was | ooking for.

12 Q It was taking me a while too. | should have
13 wused the table of contents because you had it nicely
14 laid out there.

15 So | guess | could ask it this way, when you
16 applied a definition of aggressive

17 chemcal-resistant filmas that termis used in

18 Caiml of the '624 patent, is that any filmthat

19 passes these kind of tests that you' ve identified as
20 one and two in paragraph 129?

21 A Yes.

22 Q Just to be clear on the record, does it need
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1 to pass both tests to be an aggressive
2 chemcal-resistant filnf
3 A No, just one.
4 Q Just one? Ckay. Al right.
5 Now, applying that definition, would a POSA
6 have expect -- would a POSI TA have expected that a
7 filmthat would be resistant to nicotine would be
8 resistant to fentanyl?
9 A May | | ook through Riis?
10 Q Sure. That's fine. |1'mtalking about the
11 definition of the '624 patent. But if that hel ps
12 you to look at Riis, you' re welcone to.
13 A You' re aski ng whet her --
14 Q Whet her a POSI TA woul d have expected a film
15 that is resistant to nicotine to be resistant to
16 fentanyl based on your definition of an aggressive
17 chemcal-resistant film
18 A So nicotine and fentanyl ?
19 Q Yes.
20 So the question is, would a POSI TA have
21 expected a filmthat is resistant to nicotine to be
22 resistant to fentanyl as the definition that you
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1 applied to aggressive chemcal-resistant filmfor

2 the '624 patent?

3 A Soin Ris, there is a difference between

4 nicotine and fentanyl.

5 Q And what is that difference?

6 A This is in the RED values. For Barex, it's
7 1.04; and for nicotine, it's .86.

8 Q And how does that relate to your need -- why
9 are you using these values fromRis to answer the
10 question of whether a POSI TA woul d have expected a
11 film-- would a POSI TA have expected a filmthat is
12 resistant to nicotine to be resistant to fentanyl?
13 A Riis has a table that conpares fentanyl and

14 nicoti ne.

15 Q VWhat table are you |ooking at? That wll
16 hel p ne.

17 A Table 1.

18 Q Do you know about what paragraph or page

19 that is?

20 A 32.

21 Q Ch, | seeit.

22 MR CGETZOFF:. 31.
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1 THE W TNESS: 317

2 MR CGETZOFF: It starts on 31.

3 MR OGDEN. There's different ones on

4 the bottomand the top. They're off because of the

S5 cover.

6 BY MR OGDEN.:

7 Q Par agraph 116, how about that?

8 A Yeah.

9 Q That's why | |ike paragraph nunbers better.
10 So a POSI TA woul d have relied on this table
11 wth respect to their expectation of whether a film
12 that is resistant to nicotine would al so be
13 resistant to fentanyl ?

14 A So Hansen's claim-- | mean, not Hansen.

15 Ris' claimis that the -- Hansen's

16 solubility parameter is useful in determning the

17 absorption.

18 Q Let's | ook at the '624 patent. Let's take a
19 specific exanple. Let's go to Table 3. That's at

20 Colum 16.

21 | want to stick with Lam nate 5.

22 A Col um 16, yeah.
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1 Q And do you see there that Lam nate 5 has a

2 base |ayer of alumnum correct?

3 A Base | ayer of al um num yes.

4 Q And then you see that it has a tie |ayer

5 that's a terpolymer of ethylene acrylic ester and
6 mal eic anhydri de.

7 Do you see that?

8 A | see that.

9 Q And then it has a contact |ayer that is a
10 COCC.

11 A Yes.

12 Q And then in addition, there's also a first

13 outer layer that's nade of polyethyl ene.

14 Do you see that?

15 A Yes.

16 Q And a second outer |ayer that's made of PET,
17 P-E-T?

18 A Yes.

19 Q Then do you see down bel ow for the

20 coextrusion layers, so let's see, It says,
21 Lamnates 1 to 5 were obtained according to the

22 nmethod of the disclosure. For Lamnates 1, 2, 4,
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1 and 5, a coextrusion |layer was coated to the base
2 layer.
3 Do you see that?
4 A Yes.
5 Q So you understand that in Lamnate 5, a tie
6 polynmer -- | nean, sorry, a tie layer of terpolyner
7 of ethylene acrylic ester and nal ei c anhydri de was
8 coextruded with a contact |ayer of COC onto
9 alumnum correct?
10 A That is correct.
11 Q And the | oading of that tie |ayer was
12 between 4 and 18 grans per neter squared.
13 Do you see that?
14 A | see that.
15 Q And the | oading of the contact |ayer was
16 8 to 12 granms per neter squared.
17 Do you see that?
18 A | see that.
19 Q Now, there are sone experinental results of
20 Lamnate 5 shown in Figure 4. And Lamnate 5 1is
21 represented in Figure 4 as coex CCC
22 Pl ease | et ne know if you agree with that.
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1 If you ook in Table 3, the only |am nate

2 that has COC as the contact layer is Lam nate 5.

3 Do you see that?

4 A | see that. | was looking for the text of
5 Figure 4.

6 Q That corresponds to the far right bars of

7 Figure 4. Take a look at Figure 4 with ne.

8 A Yeah, | was | ooking for the text of
9 Figure 4.

10 Q Ch, okay. Oh, please do. Sorry.
11 A Yeah.

12 Q I f you |l ook at Col umm 17.

13 A 177

14 Q Yeah.

15 A Ckay.

16 Q And do you agree that based on the

17 experinmental results in Figure 4 that Lam nate 5

18 woul d be considered an aggressive chem cal -resi st ant
19 filmbased on the definition that you applied?

20 A You were tal king about, |ike, nicotine and
21 fentanyl, right?

22 Q You have a definition.
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1 A Ckay.
2 Q Your definition that we just went through,
there's a one and a two. One of themrelates to

3
4 conparison to Barex --
5
6

A W' ve past nicotine and fentanyl.

Q Yeah, | said we're noving on to a new
7 exanple. It's not a trick question because | think
8 it does neet the Barex thing. | want to nmake sure
9 I'mreading the graph correctly.
10 So with respect to that |ast set of bars

11 that is the COC contact |ayer, does that neet the
12 definition of being an aggressive chem cal -resi stant
13 filmbased on these experinental results?

14 A It appears so.

15 Q And that's with respect specifically --

16 these experinments were specifically done with the

17 APl rivastigmne, correct?

18 A That is correct.
19 Q Now, here's nmy question. So then if you go
20 to -- if we keep reading on through, then they do

21 another experinment with |idocaine, and | think

22 there's a Figure 5. There is a Figure 5. And this,
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1 | believe, is the other test.
2 So you see that mddle bar there is the one
3 that corresponds to the Lamnate 5 that has the COC
4 contact layer in Figure 5, and the text is still in
5 Colum 17 if you need to use that.
6 A 17? Ckay.
7 Q And all | want to knowis, is Lamnate 5
8 here, based on these experinental results in
9 Figure 5, does that appear to neet your definition
10 of an aggressive chemcal-resistant filmat | east
11 with respect to |lidocaine?
12 A Yes.
13 Q So we've established now that Lamnate 5 in
14 these experinmental results provided in the '624
15 patent appears to neet your definition wth respect
16 to rivastigmne and |idocaine, correct?
17 A That is correct.
18 Q So woul d a POSI TA have expected that
19 Lamnate 5 would also neet the definition of an
20 aggressive chemcal-resistant filmwth respect to
21 nicotine?
22 | s there sonething you need to know to be
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1 ableto --

2 A ' m | ooking for the results.

3 Q There are no results for anything else in
4 this patent except for rivastigmne and |idocai ne.
5 So what | want to know is, having those

6 results, would a POSITA | ooking at Lam nate 5 expect
7 that that same [am nate would be resistant to

8 nicotine?

9 A And you're saying you're trying to predict
10 that wi thout seeing any results?

11 Q R ght.

12 So the only results that are given in the
13 '624 patent relate to rivastigm ne and to |idocai ne.
14 And the only COC contact |layer of filmthat's used
15 in those experinents is that Lam nate 5.

16 So woul d a POSI TA who has this in front of
17 them would they expect that Lamnate 5 would al so
18 be resistant to nicotine under the definition that
19 vyou provided for an aggressive chem cal -resi stant
20 filnP
21 A | believe that they would want the results

22 wth the test.
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1 Q | understand that.
2 A Yeah.
Q | wsh that the results of the test were

3
4 here, but we don't have results for fentanyl, and we
5 don't have results for nicotine,.

6

A Ckay.
7 Q W're going to start with nicotine.
8 Wth all the information that a POSI TA woul d

9 have known plus the teachings of the '624 patent,

10 woul d they have expected that Lam nate 5 would al so
11 be resistant to nicotine under the definition that
12 you applied?

13 A Can | conpare the Hansen solubility

14 paraneters fromRis?

15 Q | f the Hansen solubility parameters natched
16 in the way that you're going to | ook for, would that
17 be sufficient for a POSITA to have an expectation
18 that Lam nate 5 would al so be chem cal resistant to

19 nicotine?

20 A | think the proof is the test.

21 Q So they woul d not have an expectation --

22 A They m ght have the expectati on.
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1 Q They m ght have it?
2 A They m ght have it, but the proof would be
3 the test.
4 Q Do you think that they would have to nake
5 nodifications to Lamnate 5 -- or how about this, do
6 you think that they could successfully nodify

7 Lamnate 5 to be chemcal resistant to nicotine if

8 it was not when they got their first results?

9 A | mean, it's possible.

10 Q Do you think it would take undue or

11 unreasonable experinmentation to nodify Lamnate 5 to
12 be resistant to nicotine if it did not neet the

13 definition when they got the results?

14 A |'d have to see the results.

15 Q The only way you'd know is if you saw the

16 results?

17 A Yeah.
18 MR OGDEN: Let's take a break.
19 (Recess: 4:05 p.m to 4:16 p.m)

20 BY MR OGDEN.
21 Q Let's go take a | ook at paragraph 214 of

22 your declaration. This relates to the substitute
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1 clains in the notion to anend. And if you take a

2 look inthat -- the part where it says Substitute

3 CaimLimtation, you see 14A, and it recites, A

4 nmethod for providing an aggressive

5 chemcal-resistant film wherein the aggressive

6 chemcal-resistant filmis resistant to a chem cal

7 selected fromnicotine, fentanyl, rivastigm ne, and

8 |I|idocaine, said nmethod conprising.

9 Do you see that?

10 A Yes.

11 Q And are you famliar with the term preanble
12 wth respect to a patent clain?

13 A Yes.

14 Q And do you understand that Limtation 14A is
15 the preanble of the substitute anended cl ai nf

16 A So what's the question?

17 Q Do you understand that that is the

18 preanble --

19 A Yeah.

20 Q -- of the clainf

21 And is the preanble recited there in 14A 1is
22 that limting?
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1 MR GETZOFF: (njection to form
2 BY MR OGDEN.
3 Q So | et me back up.
4 Do you understand that a preanble may or may
5 not be limting; in other words, it may or may not
6 limt a clain?
7 A | really don't know.
8 Q That's fine.
9 So you didn't provide an opinion as to

10 whether the preanble is Iimting?

11 A No.
12 Q That's fine.
13 So now | don't have it, but if you'll put --

14 the easiest way to do this is if you'll put daiml
15 next to that 14A

16 If you take a | ook at the preanble of

17 Caiml, you'll see that in the series there, it

18 says, Nicotine, fentanyl, rivastigmne, or

19 i docai ne.

20 Do you see that?

21 A Yes.

22 Q So it uses "or" in the preanble of Claiml.
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1 Do you see that?
2 A | do see that.

Q One of the changes in substitute Claiml4 is

3
4 that "or" is being anended to recite the word "and."
5 Do you understand that?

6

If you | ook at 14A over there, it recites,

7 N cotine, fentanyl, rivastigmne, and |idocai ne.

8 Do you see that?
9 A Yes, | do see that.
10 Q Do you have any opinion as to whet her

11 anending the "or" to the word "and" changes the

12 scope of the clain?

13 A s it possible | could read the drug part of
14 this?

15 Q The drug part?

16 A You know, where it goes through these drugs.
17 Q Vell, how woul d that assist you in answering

18 the question of answering --

19 A ' m hoping it does.
20 Q You' re hoping it does?
21 Vell, et nme ask it this way, | didn't see

22 anywhere in your declaration where you provi ded an
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1 opinion as to whether the change from"and" -- from

2 "or" to "and" changes the scope of the claim
Do you think there's anywhere in your

3
4 declaration that speaks on that?
5
6

A No.

Q Then we don't need to |l ook into the patent.
7 And you prepared the declaration, correct?
8 A That is correct.
9 Q Did you wite everything in the declaration?
10 A | wote a lot of it.
11 Q Let's take a | ook back at Exhibit 1028, and

12 that was four layers that had | oadi ng ranges on

13 them one of those single sheets that | handed you.

14 It looks |ike that.

15 A Ckay. 1028.

16 Q And I'Il represent to you, again, that this
17 schematic represents a portion of Exanple 5 in Riis,
18 so if you need to | ook at Example 5, please do. But
19 it's only the portion that is the coextrusion of

20 EAA, polyethylene, and COC onto the alum numfoil.

21 A Do you have a page nunber?
22 Q Sure. Just a second. | think it was
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1 paragraph 174. Yes.

2 MR GETZOFF:. Paragraph 1747

3 MR OGDEN. Paragraph 174, and the

4 Dbottomof the page is 45 of 64.

5 BY MR OGDEN:

6 Q So this schematic represents where it says,
7 In this exanple, the sealant filmwas a three-I|ayer
8 coextrusion of EAA LDPE, and ethyl ene norbornene

9 copolyner (COC), which was extrusion coated onto the
10 alum num foil surface.

11 And here is ny question, in Exhibit 28 right
12 here, is it correct that EAA is adhered to the

13 alum numfoil ?

14 A | didn't --

15 Q We'll go wth Exanple 5 if that makes you
16 nore confortable.

17 In Exanple 5, is the EAA [ayer that's

18 referenced as .17-m | EAA, is that adhered to the

19 alumnumfoil ?

20 A Yes.

21 Q And in --

22 A It appears so.
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1 Q Is the .17-m | EAA adhered to the .65-m|
2 LDPE | ayer?
3 A Yes, | believe so.
4 Q And then in turn, is the .65-m| LDPE | ayer
5 adhered to the .17-m | EAA | ayer?
6 A Did you just ask ne that? You said the .17
7 EAA | ayer?
8 Q So I"'masking it tw ways.
9 First | want to understand, the EAA | ayer
10 that is .17 m| is adhered on one side to the
11 alumnumfoil and on the other side to the .65-m!l
12 LDPE | ayer, correct?
13 A That is correct.
14 Q And then | want to | ook at this polyethylene
15 |ayer.
16 So this .65-m| LDPE | ayer is adhered on one
17 side to the .17-m| EAA | ayer and on the other side
18 to the .43-m | COC | ayer, correct?
19 A That is correct.
20 Q You can put that away.
21 MR OGDEN: Let's take a | ook at that
22 other declaration, please.
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1 And for this, we're going to call this
2 1029.
3 (Marked Exhibit 1029.)
4 BY MR OGDEN:
5 Q Have you seen this document before?
6 A Yes.
7 Q And what is this docunent?
8 A This is ny declaration in support of a
9 petition for postgrant review of U. S. Patent
10 Nunber 10, 889, 093.
11 Q And if you |l ook at the | ast page, 85, is
12 that your signature at the botton?
13 A Yes.
14 Q Let's take a | ook at paragraph 67; it's on
15 page 41.
16 And here you rendered an opinion that a POSA
17 woul d have been notivated to nodify the nmultilayer
18 structure discussed in Claim1 as needed to fall
19 within the appropriate thickness range to create a
20 wusable filmfor a particular purpose |ike neat
21 packi ng.
22 Do you see that?
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1 A | see that.
2 Q Now, with respect to Ris that we tal ked

about, do you agree that a POSA woul d have been

3

4 notivated to nodify the nmultilayer structure of

5 Ris'" Exanple 5 as needed to fall within the

6 appropriate thickness range to create a usable film
7 for a particular purpose?

8 A No.

9 Q And why is it different for Riis than it was
10 in this PCGR?

11 A Because in Riis, the LDPE | ayer is a bulk

12 layer. And it is ny opinion that the bulk |ayer

13 needs to remain thick to serve as the bulk |ayer.

14 Q So in your opinion, if you reduce the

15 thickness of the bulk layer of Riis' Exanple 5,

16 would that affect the ability for Riis' Exanple 5 to
17 be a usable filmfor the desired purpose of Riis?

18 A Wll, it teaches away fromRis, and | don't
19 Dbelieve that it should be done. | don't believe

20 that that should be done.

21 Q It teaches away from one disclosure of a

22 preference in Riis, correct?
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1 A Let ne check.
2 So | believe it is the purpose of the bul k

| ayer to provide the stiffness and heat sealability.

3
4 That's the main purpose. That's what it says the
5 purpose of the bulk |ayer is.

6 Q So would a skilled artisan have been -- so
7 Exanple 5 of Riis, we agree it has a point -- say
8 .65-ml| LDPE bulk Iayer, correct?

9 A Let me check.

10 Q It's what we were | ooking at at

11 paragraph 174.

12 A 1747
13 . 65, yes.
14 Q Then if you'll take a | ook at paragraph 65,

15 please, of Riis.

16 A Yeah.

17 Q There he said, The bulk |layer may be of any
18 suitable thickness from.1 to 7 mls or may even be

19 omtted for use in certain applications.

20 Do you see that?

21 A | see that.

22 Q So Riis is teaching that the bulk |ayer may
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1 be of any suitable thickness from.1 mls to 7 mls,
2 correct?
3 A Yes, | see that.
4 Q Ckay.
5 A But in this case, the bulk layer is
6 .65 mls. And as such, it should not be reduced.
7 Q So are we just ignoring the disclosure that
8 Riis says that the bulk [ayer may be of any suitable
9 thickness from.1 to 7 mls?
10 A | think that refers to if you're creating a
11 new bulk layer. This bulk [ayer is already serving
12 a purpose, and, therefore, that's why it shoul d not
13 be reduced.
14 Q Can you pick up -- what did we nake that
15 declaration? Set Ris aside for a mnute. Let's
16 take a |look, again, at Exhibit 1029, your
17 declaration fromthe first PGR of the year,
18 PGR2022-00001.
19 A Yeah.
20 MR OGDEN. Sterne Kessler was on it.
21 BY MR OGDEN:
22 Q And | want to | ook at paragraph 68. And you
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1 state, This claimwuld al so have been obvious as a
2 matter of design choice. | understand that absent

any criticality, specific dinensions or dinensional

3

4 ranges are obvious as a matter of design choice,

5 especially when these ranges were known in the art,
6

as is the case with the clained thickness range.

7 Do you stand by that statenent?
8 A | would have to revisit this. It's been a
9 while since |'ve seen this. | don't think it

10 overrules Riis.

11 Q Ckay.

12 A Riis should not be reduced. The thickness
13 should not be changed in Riis.

14 Q | want to start with this.

15 Wien you provided your sworn testinony to
16 the board on Cctober 12, 2021, it was your testinony
17 wth respect to this other patent that absent any
18 criticality, specific dinmensions or dinensional

19 ranges are obvious as a matter of design choice,

20 especially when these ranges were known in the art,
21 as is the case with the clained thickness range.

22 That was your sworn testinmony, correct?
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1 A Can you say that again?
2 Q |'mreading it directly fromthere, and you
3 wote -- well, you signed your sworn testinony as
4 being, | understand that absent any criticality,
5 specific dinensions or dinensional ranges are
6 obvious as a matter of design choice, especially
7 when these ranges were known in the art (as is the
8 <case with the clained thickness range).
9 That was your sworn testinony, correct?
10 A Again, that's a different case, and that's
11 not what | believe to be the case here. | believe
12 that the dinensions in Ris should remain.
13 Q So let me ask you this -- good point.
14 First, that was your sworn testinony,
15 correct? You don't disagree that what |I'mreadi ng
16 right now was your sworn testinony to the board,
17 right?
18 A Again, this is taken out of context. 1'd
19 have to read this to understand what this sentence
20 was related to.
21 Q So you don't know if this is your sworn
22 testinmony in this docunment that you signed? That's
www.huseby.com Huseby Global Litigation 800-333-2082

182/249


http://www.huseby.com

HUHTAMAKI FLEXIBLE PACKAGING vsADAPA FLEXIBLE

Stephen McCarthy, Ph. D. on 11/20/2023 Page 183
1 all I"'masking. It's a yes-or-no question. |It's
2 not hard. |If | wite sonething and | swear at the
3 endof it, then | think it's ny sworn testinony.
4 And |'m asking, is this your sworn
5 testinmony?
6 A It appears to be taken out of context of ny

7 sworn testinony.

8 Q Now, it was your representation to the board
9 that this theory applied with respect to U S. Patent
10 Nunber 10, 889,093, correct?

11 MR OGEN ['Il wthdraw the question.
12 BY MR OGDEN.

13 Q So it's your opinion that this testinony you
14 gave in PGR2022-00001 doesn't apply in the current
15 PGR you're here to testify about today because Riis
16 indicates that the thickness is critical? |s that
17 your testinony?

18 A My testinony is that, in Riis, the thickness

19 of the bulk layer should not be changed.

20 Q I's that thickness critical according to

21 Rii1s?

22 A It is for the bulk |ayer.
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1 Q Now, sitting here today, are you aware of
2 anything in the '624 patent that indicates that the
3 thickness of the tie layer and/or the |oading --
4 well, let's stick with -- et nme ask that again.
5 Sitting here today, are you aware of
6 anything in the '624 patent that indicates that the
7 thickness of the tie layer is critical to practicing
8 the clainmed inventions?
9 A In the '624 patent?
10 Q Yeah.
11 Wt hout |ooking, are you aware of anything?
12 A Wt hout | ooking?
13 Q Yeah. | want to know that first because |
14 don't have another 45 mnutes for you to | ook. So |
15 just want to know if you know of anything w thout
16 | ooki ng.
17 A Say it again.
18 Q Do you know sitting here today w thout
19 looking through the patent, is there anything in the
20 '624 patent that indicates that the thickness of the
21 tie layer is critical to practicing the clained
22 inventions?
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1 A | know the thickness of the tie |layer should

2 be mnimzed.

3 Q And then sitting here today, |I'm not

4 aware -- and you can tell nme if I"'mwong -- of

5 anywhere in your declaration that you indicate that

6 loading is critical to practicing the clained

7 inventions of the '624 patent; is that correct?

8 A Can | check?

9 Q Sure. |'ll represent to you that the word
10 critical doesn't appear anywhere in your

11 declaration.

12 Doctor, do you intend to read every

13 paragraph of your report to answer this question?

14 A | don't think | need to read every one.

15 Q Doctor, could you |let ne know what page

16 you're on so | could followalong a little bit?

17 A ' mon 67.

18 So you asked about the | oading?

19 Q My question was -- and |I'll represent to you
20 the word critical or criticality is nowhere in your
21 expert report -- your declaration.

22 | s there anywhere in your declaration that
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1 you indicate that loading is critical to practicing
2 the clainmed inventions of the '624 patent?
3 MR GETZOFF: |s your question just
4 strictly whether he used the word critical in
5 relation to --
6 MR OGEN No, I'mtrying to find out,
7 is there anything that he thinks goes to the
8 criticality expressed by the '624 patent to the
9 claimed ranges, not Riis but the '624 patent.
10 BY MR OGDEN:
11 Q The pages you're looking at only have
12 citations to Riis, the pages that you were just on.
13 MR OGEN | think I'll withdraw the
14 question and note for the record that we' ve been
15 going for over 15 m nutes, and you haven't been able
16 to identify to me a portion of your declaration
17 where you indicated that loading is critical to
18 practicing the clained inventions of the '624
19 patent. 1'd ask to nove on.
20 THE WTNESS:. | found a place where
21 loading is used.
22
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1 BY MR OGEN
2 Q What do you nean by loading is used?
3 A Loading -- it says, Accordingly the |oading
4 of the .65-m| LDPE | ayer cannot be included in the
5 <calculation of the |loading of the tie |ayer.
6 Q And what does that have to do with the '624
7 patent's indication that the clained | oading ranges
8 are critical?
9 A The 6 --
10 MR OGDEN ['Il wthdraw the question.
11 THE WTNESS: Ckay.
12 BY MR OGDEN.
13 Q Go to paragraph 83 of your expert report,
14 please, Exhibit 2014.
15 And here in paragraph 83, you wote,
16 Moreover, one skilled in the art would refer to a
17 layer in afilmin accordance with that |ayer's
18 ©primary purpose.
19 Do you see that?
20 A It starts off that, As acknow edged by
21 Dr. Spontak regarding his discussion of the
22 multilayer filns, each |ayer of the |lam nate or
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1 nmultilayer filmserves a particular purpose that is
2 relevant to the target application.

3 Q Can | ask my question again? Do you see in
4 paragraph 83 where you wote, Mreover, one skilled
5 inthe art would refer to a layer ina filmin

6 accordance with that layer's primary purpose?

7 A | do see that, and | was referring back to
8 how | got the primary purpose.

9 Q But the answer is, you see what |'m

10 referring to, this line, Mreover, one skilled in
11 the art would refer to a layer in a filmin

12 accordance with that layer's primary purpose? Do
13 you see that?

14 A Yes, | see that.

15 Q And do you cite to any docunentary evi dence
16 to support that statenent?

17 A | believe it's cited in Dr. Spontak's report
18 and deposition.

19 Q Sir, did Dr. Spontak -- you didn't cite

20 Dr. Spontak's deposition here, did you?

21 A | did not.
22 Q Al right.
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1 A You asked for all of the evidence.
2 Q No, | didn't.
3 A No, you didn't?
4 Q | didn't. But that's fine.
5 So you believe there is a portion of
6 Dr. Spontak's declaration where he testified that

7 one skilled inthe art would refer to a layer in a
8 filmin accordance with that |layer's primary

9 purpose?

10 A | believe so.

11 Q Now, this quote you have up above from

12 Dr. Spontak, does that say that one skilled in the
13 art would refer to a layer in a filmin accordance
14 wth that layer's primary purpose?

15 A Vell, it says, Each layer of the |am nate or
16 multilayer filmserves a particular purpose that is
17 relevant to the target application.

18 Q But he didn't testify that one skilled in
19 the art would refer to a layer ina filmin

20 accordance with that primary purpose, did he?

21 MR GETZOFF: (njection to form
22 THE W TNESS: He m ght have.
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1 BY MR OGEN
2 Q And you didn't cite that if he did in this
3 paragraph, did you?
4 A It doesn't appear so.
5 Q So your only evidence that one skilled in
6 the art would refer to a layer ina filmin
7 accordance with that layer's primary purpose is what
8 you've quoted here fromDr. Spontak, what you think
9 he said during a deposition, and your years of
10 experience, correct?
11 A And ny opi ni on.
12 Q Let's pick up the '624 patent. It's
13 Exhibit 1001, go to Colum 9, and | want to | ook at
14 lines 28 to 32. And I'lIl read into the record,
15 Specific filnms according to the disclosure conprise
16 but are not limted to base |ayer/tie |ayer/contact
17 layer (the latter two coextruded) EAA/ PE/ COC, conma.
18 Do you see that?
19 A | see that.
20 Q And so there, that statenent, the '624 is
21 indicating that polyethylene is a tie layer,
22 correct?
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1 A It's stating that the '624 patent is calling
2 polyethylene a tie layer, but it doesn't nean
3 that -- it's not ny opinion -- it's ny opinion that
4 the polyethylene is not a tie layer back to Riis
5 because it's not a nultifunctional material, and
6 it's particularly used as a bulk layer --
7 Q So you disagree -- sorry, | didn't nmean to
8 cut you off.
9 A -- in Ris.
10 Q So you disagree with this statenment here at
11 Columm 9 that according to the '624 patent
12 pol yethylene can be a tie |ayer?
13 A | believe that the '624 patent is able to
14 define polyethylene as a tie layer, and it doesn't
15 nmean that it's atie layer in Riis. | believe that
16 Riis defines the tie layer as a nultifunctional
17 layer. And the LDPE layer in Riisis not atie
18 layer; it is a bulk |ayer.
19 MR OGDEN. | think |I need one nore
20 short break, and I'll clean up. Maybe | won't have
21 anything el se.
22 (Recess: 5:08 p.m to 5:16 p.m)
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1 (Marked Exhibit 1030.)

2 BY MR OGDEN:

3 Q |'ve put in front of you Exhibit 1030. |It's

4 Patent Nunber 10,889,093. This is the patent that

5 was the subject of your other PGR declaration that

6 was Exhibit 1029. |If you could take a | ook at

7 Colum --

8 MR GETZOFF: |1'msorry, Counsel, did

9 you give us a copy?

10 MR OGEN |'msorry.

11 MR, CGETZOFF: This is Exhibit --

12 MR. OGDEN: 1030.

13 MR GETZOFF: Thank you.

14 BY MR OGDEN:

15 Q | f you could take a | ook at Colum 23, and
16 there's a section at Colum 23 called Manufacture.
17 1'mgoing to read this first paragraph here, starts
18 at line 2.

19 It says, Referring nowto Figures 2, 12, 13,
20 and 14, Sheet 10, according to sone enbodi nents of
21 the present invention, may be formed according to a
22 multistep manufacturing process (herein referred to
www.huseby.com Huseby Global Litigation 800-333-2082
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1 process). The process may conprise a blown film

2 processing step conprising a blown film extrusion

3 machine 900. The process may alternatively conprise
4 a cast filmprocessing step conprising a cast film
5 apparat us.

6 Do you see that?

7 A Yeah. Can | just look and see what this is

8 in reference to?

9 Ckay. Yeah, | see it.
10 Q Al I want to knowis if you see that.
11 So you see in this patent it's describing

12 two processes that can be used to produce a sheet of

13 the clained invention.

14 Do you see that?

15 A So this invention is hocus-pocus.

16 Q Ckay.

17 A It's just totally made up. And | was on the

18 opposing side.

19 Q | under st and.

20 A | woul dn't believe anything in this. |
21 don't believe anything in this.

22 Q That's fine. 1'mnot going to ask you about
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1 whether you believe anything in this.
2 Let's pick up Exhibit 1029 again, which is
3 your declaration fromthe PGR related to this
4 patent, and go to paragraph 31, please. So
5 Exhibit 1029.
6 A My decl aration?
7 Q Yes, the one fromthe PGR that ends in
8 00001. It's Exhibit 1029. You may be holding it.
9 I'mnot sure.
10 A Ckay.
11 Q And let's go to paragraph 31.
12 In this paragraph, it's a one-sentence
13 paragraph, after the comma, you wote, In ny
14 opinion, it is clear that the alleged invention of
15 the '093 patent includes even a sinple three-|ayer
16 sheet made using conventional blown and cast film
17 techniques.
18 Do you see that?
19 A | do see that.
20 Q So you agree that you wote here that this
21 particular patent related to conventional blown and
22 cast filmtechniques, correct?
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1 A | don't know what the context of this is.

2 Q Ckay.

3 A If you want ne to read it, | can try and

4 figure it out.

5 Q No. | just want to go now to paragraph 27.
6 |In paragraph 27, you provided your definition of the
7 level of skill in the art with respect to the '093

8 patent. And here it is a Bachelor of Science degree
9 in chem cal engineering, material science, or
10 nechani cal engineering (or equivalent), as well as
11 at least two to four years of academ c or industry
12 experience with nultilayer polynmer materi al
13 production or research. Less work experience may be
14 conpensated by a higher |evel of relevant education,

15 such as a Master of Science degree and vice versa.

16 Do you see that in paragraph 277

17 A Yeah.

18 Q And here wth respect to the '093 patent,

19 vyour definition of the level of skill in the art did

20 not include any requirenent that a PCSI TA have any
21 particular experience with a coextrusion -- sorry,

22 wth any type of extrusion technique, correct?
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1 A That was an om ssion on ny part.
2 Q So when you provided your sworn testinony
3 here, it's your opinion that you should have added
4 nore limtations to the level of ordinary skill in
5 the art?
6 A Absol utely.
7 Q And what woul d those |imtations have been?
8 A One year.
9 Q One year with blowmn -- sorry, | forgot what
10 it said.
11 A Coext rusi on.
12 Q Vell, would it be conventional blown and
13 cast filmtechni ques?
14 A Yes.
15 Q And so who cane up with, if you know, the
16 definition of the level of skill in the art that you
17 signed as Exhibit 10297
18 A | believe it was a conbination of nyself and
19 the | awyers.
20 Q And is it possible that you omtted a
21 requirenment for experience with actual materials
22 processing because in that case you were
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1 representing the petitioner?
2 A No.

3 MR OGDEN. |'ll pass the wtness.

4 Thank you for your tine.

5 MR GETZOFF: Of the record.

6 (Di scussion off the record.)

7 (Recess: 5:24 p.m to 5:29 p.m)

8 MR GETZOFF: No questions. W'Ill read
9 and sign.

10 THE STENOGRAPHER: Do you want a rough
11 draft enailed out tonight?

12 MR GETZOFF:  Yes.

13 (Time noted: 5:29 p.m M.)

14

15

16

17

18

19
20
21
22
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1 CERTI FI CATE OF SHORTHAND REPORTER
2
3 |, ELI SABETH A. LORENZ, Registered
4 Merit Reporter and Certified Realtine Reporter, the
5 officer before whomthe foregoing deposition was
6 taken, do hereby certify that the foregoing
7 transcript is a true and correct record of the
8 testinmony given; that said testinmony was taken by ne
9 stenographically and thereafter reduced to
10 typewiting under ny direction; that reading and
11 signing was requested; and that | am neither counsel
12 for, related to, nor enployed by any of the parties
13 to this case and have no interest, financial or
14 otherwise, in its outcone.
15 I N WTNESS WHEREOF, | have hereunto set
16 ny hand this 30th day of Novenber, 2023.
o Qiratocts f. Mot sursy-
18
19 ELI SABETH A. LORENZ
20 NCRA Regi stered Merit Reporter
21 NCRA Certified Realtinme Reporter
22
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1
2 ACKNOALEDGVENT OF DEPONENT
3
4 |, STEPHEN MCCARTHY, PH.D., do hereby
5 certify that I have read and exam ned the foregoing
6 testinony, and that the sanme is a true, correct, and

7 conplete transcription of the testinony given by ne,
8 and any corrections appear on the attached

9 Deposition Errata Sheet signed by ne.

10

11

12

13

14 STEPHEN MCCARTHY, PH. D. DATE
15

16

17

18 Subscribed and sworn to on the day of

19 . 2023, before ne,

20

21 Notary Public, in and for the State of

22
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