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I. The ’286 Patent Is Entitled to Its Provisional Filing Date1 

 Claim 15: Petitioner argues that Patent Owner took a position concerning 

provisional support for the term “card issuing authority” that is inconsistent with a 

position it took in IPR2023-00314 (“the -314 IPR”). Paper 12 (Cor. Rpl.), 1. Not so.  

In the -314 IPR, Petitioner asserted that Smith disclosed the limitation of claim 

15 of U.S. Patent No. 10,628,820, requiring “wherein card issuer provided payment 

card information is wirelessly downloaded into the computing device.” Specifically, 

Petitioner asserted that this limitation was met by the “mobile could account data” 

of Smith. EX1111, 43-44. Patent Owner explained that this is wrong, by Smith’s own 

terms. Id. Smith discloses the following Figure (EX1004):  

As the Figure makes clear, Smith 

distinguishes between an “issuer” and a 

“service provider.” The -314 POPR 

explained that “Smith never once states 

that the ‘mobile cloud account data’ is 

provided by a card issuer as required by claim 15. To the contrary, Smith is consistent 

that the mobile cloud account data is generated and provided to a mobile device by 

a mobile cloud service provider, not the card issuer.” EX1111, 43.  

This context should end any question about whether Patent Owner was 

 
1 This Sur-Reply responds only to Petitioner’s revised Reply. See EX2035, 1.  
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inconsistent; Patent Owner said nothing about a “card processing facility” 

whatsoever, and was simply pointing out what was obvious from Smith: the “service 

provider” in that reference is specifically differentiated from the “issuer.”   

Petitioner seems to recognize this problem and tries to triangulate some 

separate statements that Dr. Easttom made in this PGR about the word “facility.” 

But, these statements have nothing to do with anything in Smith, the “service 

provider” disclosed therein, or any issue in the -314 IPR. In the paragraphs that 

Petitioner cites (¶¶41-44), Dr. Easttom addressed ’286 patent claim 6, and not claim 

15. In response to Petitioner’s expert, Dr. Easttom simply explained that the dynamic 

part of a number in the provisional can be based on the “facility” information, such 

as the “facility” reading the card. He said absolutely nothing about a “card 

processing facility,” and drew no comparisons between Smith, its “service provider” 

and/or whether a “service provider” constitutes a “card processing facility,” as in the 

provisional. There is simply no inconsistency, or anything otherwise to suggest that 

’286 patent claim 15 is not supported by the provisional. 

Claim 3: Petitioner argues there is an inconsistency because “the provisional 

repeatedly and consistently treats the ‘display’ separately from the TSA [touch 

sensor array]” and that the touch-sensor functions are “not associated with any 

disclosed functions of the ‘display.’” Cor. Rpl., 2. Patent Owner and Dr. Easttom 

expressly noted and considered that in the analysis. POPR, 14-16 (explaining 
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interaction between touch sensor array and display “coupled to a microprocessor and 

memory”); EX2007, ¶¶13-22; EX1012, 12-13 ([0013], [0016]), 16 (prov. cl. 4), 19 

[Figure]. Dr. Easttom explained, for example, a POSA’s understanding of a touch 

screen and touch sensor, including that a POSA would have understood that they 

were “used interchangeably” and that “a touch screen is a specific implementation 

of a touch sensor.” EX2007, ¶¶15-21.  

 Petitioner’s argument that the functions of the touch sensor “are not associated 

with any disclosed functions of the ‘display’” is incorrect and misses the point. First, 

as explained above and in the POPR, it rests on the faulty premise of a POSA’s 

understanding of a touch sensor itself. Second, provisional claim 4 expressly 

discloses that the touch sensor “allow[s] user input of information,” and to “operate 

… with a gesture across said sensor,” which reflects a typical operation across a 

touch screen. Further, Paragraph 13 discloses that various inputs (such as touch 

sensors) can be used for operations including inputting specific user information 

(passwords, etc.), and Paragraph 16 describes the “multiple uses” of the display 

including passwords, etc. EX1012, 12-13 ([0013], [0016]), 16 (prov. cl. 4). Petitioner 

suggests that a disclosure of “keys” and “input buttons,” indicates that the functions 

are performed separately from a touch sensor, but ignores both that the provisional 

describes that the touch sensors are “press[ed]” just like such a key or button and 

provisional claim 4’s express disclosure. Id.; see also EX2007, ¶¶13-22. 
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II. Denial Under Fintiv is Appropriate 

The only new facts that allegedly support Petitioner are Petitioner’s proffer of 

an updated stipulation and that Patent Owner has reduced the number of asserted 

claims in district court.2 Although Petitioner had not filed the stipulation, Patent 

Owner preemptively addressed the stipulation in its POPR and explained why that 

stipulation remains problematic. POPR, 48-51. Petitioner ignores all of this in reply, 

arguing only—without any support or explanation—that its “updated stipulation 

leaves only meaningfully different prior art for use in E.D. Tex. (e.g., Hathaway, 

 
2 Petitioner now concedes that the median time-to-trial has decreased (Cor. Rpl., 4-

5)—a fact that Patent Owner raised in its Preliminary Response (POPR, 47)—which 

further favors denial. Notably, Petitioner has changed course: Petitioner now asserts 

that the actual trial date should be used, (Cor. Rpl., 5), when it previously relied 

exclusively on median time-to-trial statistics, (Pet., 88-89). As explained in the 

POPR, both the actual trial date and time-to-trial statistics demonstrate trial will 

occur several months before any final written decision, (see EX2004, 35; EX2001, 

1; EX2002, 1) and thus weigh heavily in favor of denial. See, e.g., Roku, Inc. v. 

IOENGINE, LLC, IPR2022-01553, Paper 11, 12-13 (PTAB May 5, 2023); Samsung 

Elecs. Co., Ltd. v. Cal. Institute of Tech., IPR2023-00137, Paper 10, 11-12 (PTAB 

May 4, 2023). 
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Google Wallet, Royyuru-545).” Cor. Rpl., 6.  

As to Patent Owner reducing the number of claims in district court, Petitioner 

omits that the parties in district court agreed to “narrow the scope of the case as it 

approaches trial” including reducing the number of asserted claims. EX2036, 1 (Jt. 

Mot.); EX2037 (Order entering same). If anything, Patent Owner respectfully 

submits that this counsels against institution—or at least has no meaningful 

impact—because (i) the Board will be considering claims that are not at issue in 

district court and (ii) Petitioner’s analysis for the remaining asserted claims in district 

court (claims 20-27) largely refers back to its analysis for other challenged claims 

(which confirms there remains significant overlap). See Pet., 80-88 (Petitioner’s 

analysis for claims 20-27 largely referencing back to prior claims); see also Cisco 

Sys., Inc. v. Oyster Optics, LLC, IPR2021-00238, Paper 10, 16 (PTAB June 1, 2021). 

Accordingly, for the reasons set forth above and in Patent Owner’s 

Preliminary Response, Factors 2-6 favor denial and Factor 1 is neutral. And, even if 

the Board finds that Petitioner’s new stipulation and Patent Owner’s district-court 

claim reduction tips Factor 4 against discretionary denial, Patent Owner respectfully 

submits that it has no impact on the outcome, as the situation here is then, at worst, 

analogous to prior Board decisions denying institution. See, e.g., Roku, IPR2022-

01553, Paper 11, 17 (denying institution where “only factor 4 weighs against 

discretionary denial, and factors 2 and 3 weigh heavily in favor. Moreover, Roku has 
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not submitted a Sotera-type stipulation that would make discretionary denial 

inappropriate under the Fintiv Memo, and likewise, the Petition does not show 

compelling evidence of unpatentability under factor 6”);3 Samsung, IPR2023-00137, 

Paper 10, 15 (denying institution where “factors 1-3 and 5 weigh in favor of 

exercising our discretion to deny institution and factor 4 weighs somewhat against 

exercising our discretion to deny institution. Considering these factors as a whole, 

we determine that these factors weigh in favor of exercising our discretion to deny 

institution.”); Ericsson Inc. v. Collision Commc’ns, Inc., IPR2022-01233, Paper 12, 

18 (PTAB Jan. 19, 2023) (denying institution where “only factor 4 weighs against 

discretionary denial, factor 1 is neutral, and factors 2, 3, 5, and 6 weigh in favor 

discretionary denial”). 

 

Dated: June 23, 2023        Respectfully submitted, 

REICHMAN JORGENSEN LEHMAN 
& FELDBERG LLP  
 
/s/ Patrick Colsher    

Patrick Colsher (Reg. No. 74,955) 

 
3 In Roku, similar to here, trial was set to occur at least six months before a final 

written decision and the parties had engaged in contentions, significant discovery 

and claim construction. See Roku, IPR2022-01553, Paper 11, 10-12.  
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