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EXHIBITS 

SAMSUNG-1001 U.S. Patent No. 11,328,286 to Wyatt (“the ’286 patent”) 

SAMSUNG-1002 Excerpts from the Prosecution History of the ’286 patent 
(“the Prosecution History”) 

SAMSUNG-1003 Declaration and Curriculum Vitae of Dr. Shamos 
 
SAMSUNG-1004 U.S. Pub. No. 2013/0232083 (“Smith”) 
 
SAMSUNG-1005 U.S. Pub. No. 2013/0166441 (“Kobylkin”) 
 
SAMSUNG-1006 U.S. Pub. No. 2005/0043997 (“Sahota”) 
 
SAMSUNG-1007 PCT Pub. No. 2012/154915 (“Mullen”) 
 
SAMSUNG-1008—1011 [RESERVED] 
 
SAMSUNG-1012 U.S. Prov. No. 61/794,891 (“the ’286 provisional”) 
 
SAMSUNG-1013—1014 [RESERVED] 
 
SAMSUNG-1015 U.S. Pub. No. 2005/0144082 (“Coolman”) 
 
SAMSUNG-1016 U.S. Patent No. 7,263,495 (“Rodriguez”) 
 
SAMSUNG-1017 A. Rubin & R. Wright, Off-Line Generation of Limited-Use 

Credit Card Numbers, Financial Cryptography, 5th Int’l 
Conf., February 2001 

 
SAMSUNG-1018 U.S. Pub. No. 2003/0226041 (“Palmer”) 
 
SAMSUNG-1019 EMV Contactless Specifications for Payment Systems, Book 

C-2, Kernel 2 Specification, Version 2.1 (March 2011) 
 
SAMSUNG-1020 EMV Contactless Specifications for Payment Systems, Book 

C-4, Kernel 4 Specification, Version 2.1 (March 2011) 
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SAMSUNG-1021 [RESERVED] 
SAMSUNG-1022 PCI Data Security Standard (PCI DSS), Information 

Supplement: PCI DSS E-commerce Guidelines (January 2013) 

SAMSUNG-1023-1024 [RESERVED] 
 
SAMSUNG-1025 Kadambi et al., Near-Field Communication-Based Secure 

Mobile Payment Service, ACM 11th International Conference 
on Electronic Commerce 2009 

SAMSUNG-1026 PCI Data Security Standard, Navigating PCI DSS: 
Understanding the Intent of the Requirements, Version 2.0 
(October 2010) 

SAMSUNG-1027-1028 [RESERVED] 

SAMSUNG-1029 Todd Wasserman, New Credit Card has LCD Screen, Touch-
Sensitive Buttons, The Sydney Morning Herald (Nov. 9, 2012) 

SAMSUNG-1030 PCI Data Security Standard (PCI DSS), Information 
Supplement: PCI DSS Tokenization Guidelines, Version 2.0 
(August 2011) 

SAMSUNG-1031—1099 [RESERVED] 
 
SAMSUNG-1100 Complaint for Patent Infringement, Cardware Inc. v. 

Samsung Electronics Co., Ltd. et al., Case No. 2:22-cv-
00141 (E.D. Tex. May 11, 2022) 

SAMSUNG-1101 Interim Procedure for Discretionary Denials in AIA Post-
Grant Proceedings with Parallel District Court Litigation 
(June 21, 2022) 

SAMSUNG-1102 Exhibit E to CardWare Inc.’s P.R. 3-1 Disclosure of 
Asserted Claims and Infringement Contentions, Cardware 
Inc. v. Samsung Electronics Co., Ltd. et al., Case No. 2:22-
cv-00141 (E.D. Tex. (Sept. 8, 2022) 
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SAMSUNG-1103 United States District Courts National Judicial Caseload 
Profile, available at 
https://www.uscourts.gov/sites/default/files/fcms_na_distpro
file0630.2022_0.pdf (retrieved November 11, 2022) 

SAMSUNG-1104 Sample Docket Control Order for Patent Cases, Cardware 
Inc. v. Samsung Electronics Co., Ltd. et al., Case No. 2:22-
cv-00141 (E.D. Tex.) 

SAMSUNG-1105 Plaintiff CardWare Inc’s Disclosure of Asserted Claims and 
Infringement Contentions, Cardware Inc. v. Samsung 
Electronics Co., Ltd. et al., Case No. 2:22-cv-00141 (E.D. 
Tex. (Sept. 8, 2022) 

SAMSUNG-1106 Board Email Authorizing Petitioner’s Reply to Preliminary 
Response and Patent Owner’s Sur-Reply to Petitioner’s 
Reply to Preliminary Response (June 2, 2023) 

SAMSUNG-1107 Patent Owner’s Preliminary Response (IPR2023-00314) 
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I. PO’s Alleged Provisional Support for Claims 3 and 15 is Deficient 

The Petition identified multiple features in claims 3, 5-6, 12, 15, and 20 of 

the ’286 Patent that lack written description support in the pre-AIA provisional 

application (EX1012).  Pet., 1-6.  It is undisputed that the ’286 Patent is eligible for 

PGR if any one of these claim features is missing from the provisional.  The POPR 

attempts to counter the Petition’s showing in this regard, but to no avail. Petitioner 

highlights deficiencies in support for claims 3 and 15 below.  EX1106. 

Starting with claim 15, the POPR was unable to identify a single mention of 

a “card issuing authority” in the provisional.  Nor could it.  PO instead relies on 

disclosure of a “processing facility” and contends that “a card issuing authority 

would also qualify as a card processing facility.”  POPR, 14-15.  But this is 

entirely inconsistent with PO’s attempt to distinguish the Smith prior art in 

IPR2023-00314, where it argued that Smith’s service provider—which is also a 

“processing facility” under the rubric offered by PO’s declarant (Dr. Easttom) (see 

EX2007, ¶¶41-44)—is not a card issuer.  EX1107, 43-44.  The evidence in 

IPR2023-00314 shows that Smith’s service provider can be an issuer in certain 

embodiments and circumstances unique to Smith, but it does not follow that the 

“processing facility” conveys possession of a “card issuing authority” here. 

Regarding claim 3, PO’s contention that the provisional supports a “touch-

screen” user interface is inconsistent with express disclosures in the provisional 
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itself.  PO identifies no actual “touch-screen” in the provisional; it instead points to 

a “touch sensor array” (TSA) and an entirely separate “display” of the credit card 

device.  Indeed, the provisional repeatedly and consistently treats the “display” 

separately from the TSA.  EX1012, ¶¶0013, 0016; EX1003, ¶34.  Provisional 

claim 4 refers to touch sensors “along the surface” of the device rather than part of 

the display.  The POPR (p. 15) splices a quote from ¶0016 that the “display can be 

used to ask a user a security question if an improper password is entered.”  

EX1012, ¶0016.  But neither PO nor Dr. Easttom acknowledge that the very next 

sentence explains how “the user would need to respond correctly using the input 

buttons on the card”—i.e., not using any “touch-screen.” Id. This is confirmed by 

provisional ¶0013, which describes “touch sensors” that a user can “press” to 

perform functions such as “wake up” or “put the card to sleep” that are not 

associated with any disclosed functions of the “display.”   

Dr. Easttom contends that “a touch screen is a specific implementation of a 

touch sensor” such that disclosure of a “touch sensor” supports disclosure of a 

“touch screen.”  EX2007, ¶21.  But the provisional is devoid of any “blaze marks” 

indicating that disclosure of a “touch sensor” in the context of this provisional 

conveys possession of a more specific “touch screen” embodiment.  Novozymes 

A/S v. Dupont Nutrition Biosciences APS, 723 F.3d 1336, 1346 (Fed. Cir. 2013).  

To the contrary, the provisional specifically distinguishes the display from the 
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touch sensors.  PO turns a blind eye to this fact in advancing arguments that are 

self-evidently and improperly rooted in obviousness.  Lockwood v. Am. Airlines, 

Inc., 107 F.3d 1565, 1571-72 (Fed. Cir. 1997) (“Entitlement to a filing date does 

not extend to subject matter which is not disclosed, but would be obvious …”). 
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Respectfully submitted, 

 
Dated  06/22/2023    /Nicholas W. Stephens/    

Nicholas Stephens, Reg. No. 74,320 
Fish & Richardson P.C. 

      60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402 

      T: 202-783-5070 
      F: 877-769-7945 
 
   
 Attorney for Petitioner 
  



Proceeding No.:  PGR2023-00013 
Attorney Docket: 39843-0147PS2 

5 

 

CERTIFICATE OF SERVICE 

Pursuant to 37 CFR §§ 42.6(e)(4) and 42.205(b), the undersigned certifies 

that on June 22, 2023, a complete and entire copy of this Petitioner’s Corrected 

Reply to Patent Owner’s Preliminary Response was provided by email to the 

Patent Owner by serving the correspondence address of record as follows: 

 
Matt Berkowitz 
Patrick Colsher 
Yue (Joy) Wang 

REICHMAN JORGENSEN LEHMAN & FELDBERG LLP 
100 Marine Parkway, Suite 300 

Redwood Shores, CA 94065 
 

Email: mberkowitz@reichmanjorgensen.com 
pcolsher@reichmanjorgensen.com 
ywang@reichmanjorgensen.com  

 
 

 /Kristyn Waldhauser/   
       Kristyn Waldhauser 

Fish & Richardson P.C. 
60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402 
Tel: 612-638-5731 


