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Instituted Grounds

See Paper 8 (D.I.), 13-14, 86.
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The Board Should Rule Consistently with PGR2022-00009

PGR eligibility for common specification and priority chain

Common claim term “forward voltage”

Common issue regarding direct/indirect selection of switch 

Common Section 112 invalidity issue 

Paper 20 (Reply), 1, 8, 24-25; Exhibit 1032 (PGR2022-00009 FWD).

Paper 20 (Reply), 1, 8, 24-25.
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The ’705 Patent’s “Unconnected” Embodiment

Exhibit 1001, Fig. 3; Pet., 6-7.

Exhibit 1001, 7:28-33; Pet., 6-7; see also Paper 20 (Reply), 1; Exhibit 1001, Figs. 1-
3, 11-12, 4:3-15, 4:32-36, 4:58-61, 7:13-15, 9:61-10:54, 11:56-12:13.

Pet., 6-7.
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The ’705 Patent’s “Serial or Parallel” Embodiment

Exhibit 1001, 4:29-31, 4:55-57 (same), 5:16-18 (same); Paper 20 (Reply), 1; Pet., 7-8; 
see also Exhibit 1001, Figs. 4-5, 4:16-31, 4:37-57, 4:62-67, 10:55-11:3. 

Exhibit 1001, Figs. 4-5; Pet., 7-8.

Pet., 7-8.
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The ’705 Patent’s “Additional Circuit” Embodiment

Exhibit 1001, 7:39-49; Pet., 8; Paper 20 (Reply), 1; see also 
Exhibit 1001, Figs. 6-9, 7:1-12, 7:34-49, 8:16-45, 11:4-49.

Exhibit 1001, Fig. 7; Paper 20 
(Reply), 1; Pet., 8.

Pet., 8.
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The ’705 Patent’s “Dimmer” Embodiment

Exhibit 1001, 9:22-30; Pet., 9; Paper 20 (Reply), 1.

Pet., 9.
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Claim Construction

PO does not dispute the construction of “switch”
See Paper 20 (Reply), 8; Paper 13 (POR), 26-27; Paper 21 (Sur-reply), 14; Pet., 26-28.

Paper 13 (POR), 26-27.

Paper 21 (Sur-reply), 14.

Pet., 26-28; Paper 20 (Reply), 8.
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Claim Construction Disputes 

• “forward voltage”

• “selectable by a user switching the switch”

See Pet., 24-26; Paper 13 (POR), 8-26; Paper 20 (Reply), 2-8; Paper 21 (Sur-reply), 2-13 .

See Pet., 26-28; Paper 13 (POR), 27; Paper 20 (Reply), 8-9; Paper 21 (Sur-reply), 14-15.

Pet., 24-28; Paper 20 (Reply), 2-9.
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Representative “Forward Voltage” Claim Language

See e.g., Exhibit 1001, claim 3; see also Exhibit 1001, claims 10, 17. 

Exhibit 1001, claim 1. 

. . .

. . .
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“Forward Voltage” 

Paper 13 (POR), 8-26; Paper 21 (Sur-reply), 13.

Patent Owner’s ConstructionPetitioner’s Constructions

“the operating voltage for the claimed 
LED circuit”

“the minimum voltage difference required 
between the anode and cathode of the LEDs 
in the claimed circuit to allow current to flow 
through the LEDs”

Alternatively, “a voltage in a diode’s forward 
direction”

Pet., 24-26; Paper 20 (Reply), 2-8.
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PO Defined “Forward Voltage” and Disclaimed any Other Interpretation

Exhibit 1023 (’001 Patent Pros. History), 9; Pet., 24-25; Paper 20 (Reply), 2-3, 6-8. 

Pet., 24-25; Paper 20 (Reply), 2-3, 6-8.
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The Board’s Construction of “Forward Voltage” in PGR2022-0009

Exhibit 1032 (PGR2022-00009 FWD), 23; Paper 20 (Reply), 1-2. 

Paper 20 (Reply), 1-2; see also Pet., 26. 
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PO’s Definition Was Necessary to Distinguish Colby

Exhibit 1023 (’001 Patent Pros. History, 6/13/2019 Amendment ), 9; Pet., 24-25; Paper 20 (Reply), 3, 6-7 . 

Exhibit 1037 (Colby), 4:22-33; Exhibit 2016 (Rejection over Colby), 4-5; Pet., 24-25. 

Pet., 24-25; Paper 20 (Reply), 3, 6-7. 
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The Board’s Finding of Disclaimer in PGR2022-0009 

Exhibit 1032 (PGR2022-00009 FWD), 25; Paper 20 (Reply), 1-2. 

Paper 20 (Reply), 1-2. 
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The Definition and Disclaimer Apply Here 

Paper 8 (D.I.), 54; Paper 20 (Reply), 7; Pet., 24-25. 

Paper 8 (D.I.), 54; Pet., 24-25; Paper 20 (Reply), 7. 
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The Board Correctly Analyzed the Specification in PGR2022-0009 

Exhibit 1032 (PGR2022-00009 FWD), 26; Paper 20 (Reply), 3; Paper 8 (D.I.), 55-56; Pet., 25.

Paper 20 (Reply), 3; Pet., 25.
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The Disclaimer and Definition is Consistent with the Specification

Exhibit 1001, 5:38-47; Pet., 25; Paper 20 (Reply), 3. 

Pet., 25; Paper 20 (Reply), 3. 
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Forward Voltage May Differ Based on the Connection Type (i.e., Series 
or Parallel) Between at least Two Circuits

Exhibit 1001, 4:16-31; Pet., 25; see also Paper 20 (Reply), 4. 

Pet., 25; Paper 20 (Reply), 4. 
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“Multi-voltage” Refers to the Parallel/Serial Embodiment

Exhibit 1001, 3:15-20; Paper 20 (Reply), 4.

Paper 20 (Reply), 4. 
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PO’s Extrinsic Evidence Supports Petitioner’s Construction

Exhibit 2051, 5; Paper 20 (Reply), 5; Paper 21 (Sur-reply), 7-8, 13. 

Exhibit 2038, 2; Paper 20 (Reply), 7-8; Paper 13 (POR), 23-24; Paper 21 (Sur-reply), 13. 

Exhibit 2038, 2; Paper 20 (Reply), 7-8; Paper 13 (POR), 23-24; Paper 21 (Sur-reply), 13. 

Paper 20 (Reply), 5, 7-8. 
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The Parallel/Serial Embodiment’s Configuration is Determined During 
Manufacture 

Exhibit 1038, 57:20-58:2, 58:4-11; Paper 20 (Reply), 4.

Pet., 7-8; Paper 20 (Reply), 4; Exhibit 1001, 3:15-20.
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Dr. Ducharme Confirms a Single Forward Voltage

Exhibit 1038 (Ducharme Depo.), 67:16-68:2; Paper 20 (Reply), 5.

Exhibit 1038 (Ducharme Depo.), 66:11-19; Paper 20 (Reply), 5.

Exhibit 1038 (Ducharme Depo.), 63:7-18; Paper 20 (Reply), 5.

Paper 20 (Reply), 5.
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Dr. Bretschneider Confirms a Single Forward Voltage 

Exhibit 1036 (Bretschneider Depo.) 61:21-62:3; Paper 20 (Reply), 5.

Paper 20 (Reply), 5.
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Dr. Neikirk Confirms a Single Forward Voltage

Exhibit 2047 (Neikirk Depo.), 80:25-81:8; Paper 20 (Reply), 5.

Exhibit 2047 (Neikirk Depo.) 84:6-16; Paper 20 (Reply), 5.

Paper 20 (Reply), 5.

Home Depot - PGR2023-00016
Ex. 1042 - Page 25



26PGR2023-00016 – U.S. Patent No. 11,297,705 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

PO Improperly Reads “Operating” Into “Forward Voltage”

PO’s Response

Paper 13 (POR), 9; Paper 20 (Reply), 2.

See e.g., Exhibit 1001, claim 3; see also Exhibit 1001, claims 10, 17; Paper 20 (Reply), 2. 

Claim 3

Paper 20 (Reply), 2.
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Selectable by A User Switching a Switch 

Exhibit 1001, 12:39-41,.  

Pet., 13-15; Paper 20 (Reply), 10-15, 
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“Selectable by a User Switching the Switch” 

PO argues that the switch must be “physically selectable by a 
user” based on the limitation with the location of the switch.

Paper 13 (POR), 27; Paper 20 (Reply), 8-9. 

Pet., 26-28; Paper 20 (Reply), 8-9.

Paper 13 (POR), 27. 
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The Board Rejected PO’s “Direct” Selection Argument in 
PGR2022-00009

Exhibit 1032 (PGR2022-00009 FWD), 62; Paper 20 (Reply), 8. 

Exhibit 1032 (PGR2022-00009 FWD), 61-63; Paper 20 (Reply), 8. 
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Dr. Neikirk’s Testimony Regarding a POSITA’s Understanding

Exhibit 1034, ¶ 22; Paper 20 (Reply), 9. 

Exhibit 1034, ¶ 22; Paper 20 (Reply), 9. 
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Dr. Neikirk’s Testimony Regarding a POSITA’s Understanding

Exhibit 1034, ¶ 24; Paper 20 (Reply), 9. 

Exhibit 1034, ¶ 24; Paper 20 (Reply), 9. 
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Dr. Neikirk’s Testimony Regarding a POSITA’s Understanding

Exhibit 1034, ¶ 25; Paper 20 (Reply), 9. 

Exhibit 1034, ¶ 25; Paper 20 (Reply), 9. 
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Dr. Neikirk’s Testimony Regarding a POSITA’s Understanding

Exhibit 1034, ¶ 26; Paper 20 (Reply), 9. 

Exhibit 1034, ¶ 26; Paper 20 (Reply), 9. 
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The ’705 Patent is Eligible for PGR 
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Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Pet., 11-23; Paper 20 (Reply), 9-21; Exhibit 1032 (PGR2022-00009 FWD), 52. 

Pet., 11-23; Paper 20 (Reply), 9-21. 
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Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Same subject matter 

Pet., 11-23; Paper 20 (Reply), 9-21; Exhibit 1032 (PGR2022-00009 FWD), 52. 

Paper 20 (Reply), 15; Pet., 
29-30; Paper 8 (D.I.), 63. 
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Claims 3, 10, and 17 of the ’705 and ’341 Patents – “Forward Voltages”

Exhibit 1006, claim 1. 

See e.g., Exhibit 1001, claim 3; see also Exhibit 1001, claims 10, 17. 

Exhibit 1001, claim 1. 

. . .

. . .

. . .

. . .

See e.g., Exhibit 1006, claim 3; see also Exhibit 1006, claims 10, 17. 

’705 Patent ’341 Patent 
Paper 20 (Reply), 15; Pet., 29-30; Paper 8 (D.I.), 63. 
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The Board’s Ruling in PGR2022-00009

Exhibit 1032 (PGR2022-00009 FWD), 51; Paper 20 (Reply), 15. 

Exhibit 1032 (PGR2022-00009 FWD), 51; Paper 20 (Reply), 15. 

Exhibit 1032 (PGR2022-00009 FWD), 51-52; Paper 20 (Reply), 15. 
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No Pre-AIA Support for a “Switch Providing … Two Forward Voltages” 

Exhibit 1018 (’597 PCT), [28], [30] (same); Paper 13 (POR), 45-47; Paper 20 (Reply), 16. 

Pet., 16-19; Paper 20 (Reply), 15-18. 
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No Pre-AIA Support for a “Switch Providing … Two Forward Voltages” 

Exhibit 1018 (’597 PCT), [15]; Paper 13 (POR), 46; Paper 20 (Reply), 16-17. 

Pet., 16-19; Paper 20 (Reply), 15-18. 
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No Disclosure of a Switch for Switching between Parallel and Series 
Configuration

Exhibit 1001, 6:25-34; Paper 20 (Reply), 17. 

Paper 20 (Reply), 17; see also Pet., 7-8. 
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The Dimmer Switch Does Not Switch Between Parallel and Series 
Configurations

Paper 20 (Reply), 17-18; see also Pet., 9. 

Exhibit 1014 (’215 application), [22]; Paper 20 (Reply), 17-18; Pet., 9.  
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The Dimmer Switch Does Not Provide Two DC Forward Voltages

EX1038 (Ducharme Depo.), 83:14-21; Paper 20 (Reply), 17-18. 

Paper 20 (Reply), 17-18; see also Pet., 9. 
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The Two-/Three- Way Switch Does Not Provide Two DC Forward 
Voltages

Exhibit 1018 (’597 PCT), Figs. 7, 9; Paper 20 (Reply), 17.
.

Exhibit 1038 (Ducharme Depo.), 44:13-19; Paper 20 (Reply), 17.
.

Exhibit 1038 (Ducharme Depo.), 42:20-24; Paper 20 (Reply), 17.
.

Paper 20 (Reply), 17.
.
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Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Same subject matter 

Pet., 11-23; Paper 20 (Reply), 9-21. 

Pet., 11-23; Paper 20 (Reply), 9-21. 

Paper 20 (Reply), 15; Pet., 
29-30; Paper 8 (D.I.), 63. 
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Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Pet., 11-23; Paper 20 (Reply), 9-21. 

Pet., 11-23; Paper 20 (Reply), 9-21. 
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Claims 1-20 of the ’705 Patent’s Effective Filing Date is No Earlier than 
February 22, 2021 

Exhibit 1001, 12:39-41, 13:17-19 (same), 14:20-22 (same); Pet., 13; Paper 20 (Reply), 10.  

Pet., 13-15; Paper 20 (Reply), 10-15, 
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The ’215 Application Does Not Support the Claimed Switch 

Exhibit 1014 (’215 application), [22]; Paper 20 (Reply), 10; Pet., 13-15; Paper 13 (POR), 34-35, 39.  

Pet., 13-15; Paper 20 (Reply), 10. 
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PO Admission Regarding Paragraph 22

Paper 13 (POR), 60-61.  

Paper 13 (POR), 60-61.  
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Dr. Neikirk’s Testimony

Exhibit 1034, ¶ 29; Paper 20 (Reply), 10.

Exhibit 1034, ¶ 29; Paper 20 (Reply), 10.
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The ’215 Application, ’597 PCT, or ’705 Patent Figures Do Not Show the 
Claimed Switch

» Undisputed that no figure shows:

‒ A switch connected between a DC voltage and an LED circuit or

‒ A switch connected after a bridge rectifier 

Paper 20 (Reply), 11; Exhibit 1038, 52:2-53:5, 53:13-54:1, 58:12-60:10, 84:5-85:24; Paper 8 (D.I.), 22-23; Exhibit 1034, ¶ 32.
.

Paper 20 (Reply), 11; Pet., 13-15.
.
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The ’215 Application Figures Do Not Show the Claimed Switch

Exhibit 1014 (’215 application), Figs. 12, 15, 19; Paper 20 (Reply), 11.
.

Only figures with a switch:
Paper 20 (Reply), 11; Pet., 13-15.

.
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The ’597 PCT Figures Do Not Show the Claimed Switch

Exhibit 1018 (’597 PCT), Figs. 7, 9; Paper 20 (Reply), 11.
.

Only figures with a switch:
Paper 20 (Reply), 11; Pet., 13-15.

.
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The ’705 Patent Figures Do Not Show the Claimed Switch

Exhibit 1001, Figs. 7, 9; Paper 20 (Reply), 11.
.

Only figures with a switch:
Paper 20 (Reply), 11; Pet., 13-15.

.
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The ’215 Application Figures Do Not Show the Claimed Switch

Exhibit 1014 (’215 application), Figs. 16-19; Paper 20 (Reply), 11.
.

Only figures with a bridge rectifer:
Paper 20 (Reply), 11; Pet., 13-15.

.
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The ’597 PCT Figures Do Not Show the Claimed Switch

Exhibit 1018 (’597 PCT), Figs. 8, 9; Paper 20 (Reply), 11.
.

Only figures with a bridge rectifer:
Paper 20 (Reply), 11; Pet., 13-15.

.
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The ’705 Patent Figures Do Not Show the Claimed Switch

Exhibit 1001, Figs. 8, 9; Paper 20 (Reply), 11.
.

Only figures with a bridge rectifer:
Paper 20 (Reply), 11; Pet., 13-15.

.
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Options for Placement of Dimmer Switch

» Option 1

» Option 2

Exhibit 1034, ¶ 30; Paper 20 (Reply), 10.

Exhibit 1034, ¶ 31; Paper 20 (Reply), 10.

Exhibit 1034, ¶¶ 30-31; Paper 20 (Reply), 10.
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Dr. Ducharme’s Opinion Regarding Where the Switch “Can Be” 
Located Is Entitled to Little Weight 

Exhibit 1038 (Ducharme Depo.), 79:4-80:7, 
Paper 20 (Reply), 11.

.

Paper 20 (Reply), 11.
.

Exhibit 1038 (Ducharme Depo.), 77:16-78:10; 
Paper 20 (Reply), 11.

.

Exhibit 1038 (Ducharme Depo.), 82:16-21, 
Paper 20 (Reply), 11.

.
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PO Incorrectly Argues that “Relatively Fixed Voltage” Implies DC Output

PO’s Response

Exhibit 1039 (Merriam-Webster definition), 1; Paper 20 (Reply), 12-13.
.

Paper 13 (POR), 36.
.

Paper 20 (Reply), 12-13.
.
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The ’215 Application’s LED Circuit Driver Outputs AC

Paper 20 (Reply), 11-12.
.

» “Relatively fixed” voltage does NOT imply DC voltage  

Exhibit 1014 (’215 application), [17]; Paper 20 (Reply), 11-12.
.

Pet., 14-15; Paper 20 (Reply), 11-12.
.
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The ’215 Application’s LED Circuit Driver Outputs AC

» “Relatively fixed” voltage does NOT imply DC voltage  
Paper 20 (Reply), 11-12.

.

Exhibit 1014 (’215 application), [18]-[20]; Paper 20 (Reply), 11-12.
.

Pet., 14-15; Paper 20 (Reply), 11-12.
.
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The ’215 Application’s LED Circuit Driver Outputs AC, not DC 

» “Relatively fixed” voltage does NOT imply DC voltage  

Exhibit 1014 (’215 application), [21]; Paper 20 (Reply), 11-12.
.

Paper 20 (Reply), 11-12.
.

Pet., 14-15; Paper 20 (Reply), 11-12.
.
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The  ’215 Application and ’597 PCT Teach Away from the Claims

Exhibit 1018 (’597 PCT), Fig. 9; Paper 20 (Reply), 13-14.
.

Paper 20 (Reply), 13-14.
.
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Applicant Distinguished Lefebvre Based on this New Matter

Exhibit 1003, 182; Pet., 13-14; Paper 20 (Reply), 14.
.

Exhibit 2007 (Lefebvre), Figs. 4-5; Paper 20 (Reply), 14-15.
.

Pet., 13-14; Paper 20 (Reply), 14; Exhibit 1003, 182-184, 188.
.
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PO’s Argument that the Switches Disclosed in the Applications “Can Be” 
Moved to the Claimed Location is Inconsistent with the Prosecution History

Exhibit 1003, 183; Paper 20 (Reply), 14.
.

Exhibit 2007 (Lefebvre), Figs. 4-5; Paper 20 (Reply), 14-15.
.

Pet., 13-14; Paper 20 
(Reply), 14; Exhibit 1003, 

182-184.
.

Home Depot - PGR2023-00016
Ex. 1042 - Page 66



67PGR2023-00016 – U.S. Patent No. 11,297,705 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

The Board’s Preliminary Finding is Correct 

Paper 8 (D.I.), 24; Paper 20 (Reply), 10.

Paper 8 (D.I.), 19-25; Paper 20 (Reply), 10.
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Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Pet., 11-23; Paper 20 (Reply), 9-21. 

Pet., 11-23; Paper 20 (Reply), 9-21. 

Home Depot - PGR2023-00016
Ex. 1042 - Page 68



69PGR2023-00016 – U.S. Patent No. 11,297,705 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Pet., 11-23; Paper 20 (Reply), 9-21. 

Pet., 11-23; Paper 20 (Reply), 9-21. 

Found to have an effective 
filing date after 3/16/2013 in 
PGR2022-00009
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Claims 4, 11, and 18 of the ’341 Patent:
“Switch” and “LED Lighting Device”

Exhibit 1006, claim 1. 

. . .

See e.g., Exhibit 1006, claim 4; see also Exhibit 1006, claims 11 , 18. 

Pet., 20; Paper 20 (Reply), 18-19. 
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The ’597 Application Does Not Disclose the Claimed Structure

Exhibit 1018 (’597 PCT), Figs. 7, 9; Paper 13 (POR), 55-57; Paper 20 (Reply), 18-19.

Pet., 20; Paper 20 (Reply), 18-19.
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PO’s Manufactured Embodiment

Exhibit 1006, 11:18-22.

Paper 13 (POR), 55. 

Paper 13 (POR), 55; Paper 20 (Reply), 19. 
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The Board Rejected PO’s Alternative “Interface” Argument in PGR2022-00009

Exhibit 1032 (PGR2022-00009 FWD), 46-47; Paper 20 (Reply),19. 

Paper 20 (Reply),19; Paper 13 (POR), 55-57; Exhibit 1032, 46-47. 
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The Board’s Ruling in PGR2022-00009

Exhibit 1032 (PGR2022-00009 FWD), 47; Paper 20 (Reply),18. 

Exhibit 1032 (PGR2022-00009 FWD), 47; Paper 20 (Reply),18. 
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Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Pet., 11-23; Paper 20 (Reply), 9-21. 

Pet., 11-23; Paper 20 (Reply), 9-21. 
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Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Pet., 11-23; Paper 20 (Reply), 9-21. 

Pet., 11-23; Paper 20 (Reply), 9-21. 
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Claims 1-15 of the ’001 Patent – “Independently” Switch

Exhibit 1020 (’001 Patent), claim 11; 
see also id., claims 1 and 6.

Pet., 21, Paper 20 (Reply), 19-20.
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The ’597 PCT Does Not Disclose “Independently” Switch

Exhibit 1018 (’597 PCT), [18]; Pet., 21; Paper 20 (Reply), 19-20.

Pet., 21, Paper 20 (Reply), 19-20.
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The ’597 PCT Does Not Disclose “Independently” Switch

Exhibit 1018 (’597 PCT), [56]; Paper 13 (POR), 58-59; Paper 20 (Reply), 19-20.

Pet., 21, Paper 20 (Reply), 19-20.
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Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Pet., 11-23; Paper 20 (Reply), 9-21. 

Pet., 11-23; Paper 20 (Reply), 9-21. 
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Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Pet., 11-23; Paper 20 (Reply), 9-21. 

Pet., 11-23; Paper 20 (Reply), 9-21. 
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Claim 15 of the ’001 Patent – A Second, Dimmer Switch

Exhibit 1020 (’001 Patent), claim 15.

Exhibit 1020 (’001 Patent), claim 11.

Pet., 21-23; Paper 20 (Reply), 20.
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The ’215 Application Does Not Support Claim 15 

Exhibit 1014 (’215 application), [22]; Paper 13 (POR), 60-61.

Exhibit 1020 (’001 Patent), claim 15.

Pet., 21-23; Paper 20 (Reply), 20.
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Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Pet., 11-23; Paper 20 (Reply), 9-21. 

Pet., 11-23; Paper 20 (Reply), 9-21. 
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Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Pet., 11-23; Paper 20 (Reply), 9-21. 

Pet., 11-23; Paper 20 (Reply), 9-21. 

Home Depot - PGR2023-00016
Ex. 1042 - Page 85



86PGR2023-00016 – U.S. Patent No. 11,297,705 DEMONSTRATIVE EXHIBIT – NOT EVIDENCE

Claim 9 of the ’001 Patent – “Driver” and “LED Lighting Device” 

Exhibit 1020 (’001 Patent), claim 6.

Exhibit 1020 (’001 Patent), claim 9.

. . .

Pet., 23; Paper 20 (Reply), 20-21.
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Overview of the ’705 Patent’s PGR-Eligibility 

’001 Patent

’341 Patent

’705 Patent

Continuation

Continuation  

» Claims 1-15
» Claim 15 
» Claim 9

» Claims 3, 10, 17
» Claims 4, 11, 18

» Claims 1-20
» Claims 3, 10, 17

Pet., 11-23; Paper 20 (Reply), 9-21. 

Pet., 11-23; Paper 20 (Reply), 9-21. 
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Ground 1: Invalid under Section 112
Claims 3, 10 and 17
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Claims 3, 10, and 17 are Impossible

See e.g., Exhibit 1001, claim 3; see also Exhibit 1001, claims 10, 17. 

Exhibit 1001, claim 1. 

. . .

. . .

Pet., 28-30; Paper 20 (Reply), 21-24. 
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The Board’s Ruling in PGR2022-00009

Exhibit 1032 (PGR2022-00009 FWD), 40-41; Paper 20 (Reply), 21. 

Exhibit 1032 (PGR2022-00009 FWD), 26-43; Paper 20 (Reply), 21. 
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The Board’s Ruling in PGR2022-00009

Exhibit 1032 (PGR2022-00009 FWD), 42; Paper 20 (Reply), 21. 

Exhibit 1032 (PGR2022-00009 FWD), 26-43; Paper 20 (Reply), 21. 
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Ground 2: Bruning
Claims 15, 17, and 19 
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PO Has Waived any Arguments with Respect to Ground 2

» PO does not dispute that claims 15, 17, and 19 are anticipated by Bruning

Paper 20 (Reply), 24.

Paper 20 (Reply), 24; D.I., 2-3.
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Ground 3: Bruning in view of Evanicky
Claims 1-3, 5, 7-10, 12, 14, and 16
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Ground 3 – Overview of Disputes

• “Wherein the switch is electrically connected between the DC voltage output and at 
least one of the first operating LED circuit or the at least one additional LED circuit” 
(claims 1-3, 5, 7-10, 12, 14, and 16)

• “Wherein the switch has at least two positions” (only claims 2, 9, 16)
Paper 20 (Reply), 25; Paper 13 (POR), 71. 

Paper 20 (Reply), 24-25; Paper 13 (POR), 70-71.  

Petition 

Pet., 53-54; Paper 20 (Reply), 24-25. 

Pet., 54; see also Pet., 57, 59; Paper 20 (Reply), 24-25. 
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Bruning’s Transistors are Electrically Connected between the Driver 
and LED Circuits

Exhibit 1004, Fig. 4; Paper 20 (Reply), 24-25; Pet., 43.  

Paper 20 (Reply), 24-25; Pet., 33-43.  
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PO’s Argument Fails to Address Proposed Combination

Petition 

Pet., 53-54; Paper 20 (Reply), 24-25. 

PO’s Argument

Paper 21 (Sur-Reply), 27. 

Pet., 53-54; Paper 20 
(Reply), 24-25. 
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The Board Found Bruning’s Transistors to be Selectable by a User 

Exhibit 1032 (PGR2022-00009 FWD), 62; Paper 20 (Reply), 8, 24-25 . 

Exhibit 1032 (PGR2022-00009 FWD), 62; Paper 20 (Reply), 8, 24-25 . 
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Ground 4: Doheny
Claims 1-2, 5, 7-9, 12, 14-16, and 19
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Ground 4: Overview of Dispute  

» PO’s only response is an attempt to antedate Doheny based on ’597 PCT and the ’215 
application 

Paper 13 (POR), 71-97; Paper 20 (Reply), 26. 

Exhibit 1011, 1; Pet., 59. 
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The Board’s Preliminary Ruling was Correct 

Paper 8 (D.I.), 24-25; Paper 20 (Reply), 26. 

Paper 8 (D.I.), 24-25; Pet., 13-18; Paper 20 (Reply), 26. 
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Ground 5: Van Winkle
Claims 1-2, 5, 7-9, 12, 14-16, and 19
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Ground 5: Overview of Dispute

» PO’s only response to Ground 5 is an attempt to antedate Van Winkle.
Paper 13 (POR), 97; Paper 20 (Reply), 26. 

Exhibit 1012, 1; Pet., 76. 
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Ground 6: Bruning in view of Lee
Claims1-3, 5, 7-10, 12, 14-17, and 19
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PO’s Argument Does Not Address the Proposed Combination

» PO argues that Bruning’s transistor is not “selectable by a user switching the switch” 
and the “slider of Lee” is not electrically connected between the LED driver and the LED 
circuit.

Paper 13 (POR), 98; Paper 20 (Reply), 33. 

Petition 

Pet., 102-103; Paper 20 (Reply), 33. 
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