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The arguments presented in the Petition addressed the two-part Advanced
Bionics framework.

First, the non-enablement ground is not the same or substantially the same as
what the Patent Office addressed during prosecution of a parent application (“the
’460 Application™). Paper 6 at 26-30. The non-enablement ground (Ground 1) is
presented in tension with Patent Owner’s new non-obviousness arguments in later
PTAB and district court proceedings—and the decisions in those proceedings—all
after the 460 Application prosecution closed . See, e.g., Paper 1 at 12-13, 27-37,
40, 44-45. Patentee made contradictory arguments in different fora. The Examiner
did not and could not have considered the arguments in the Petition.

Second, the Petition also explains how the Examiner erred in considering the
patentability of those 460 Application claims. Specifically, the Petition explains
that the Examiner failed to apply the appropriate standard for enablement later
defined in Amgen Inc. v. Sanofi, 598 U.S. 594 (2023). Paper 1 at 24-26, 40. Again,
the Examiner did not have and could not have considered the standard the Supreme
Court set only after prosecution of the 460 Application closed. The Petition
therefore raises new grounds for review.

For at least these reasons, Petitioner respectfully suggests that the Board

does not have the basis to exercise discretion under § 325(d).
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