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I. INTRODUCTION

Petitioner MPL Brands NV, Inc. (“Petitioner”) has filed two petitions for
review of claims 1-20 of U.S. Patent No. 11,932,441 (‘*’441 patent”): (1) a petition
for post-grant review (PGR2024-00035, the “PGR Petition”), and (2) a petition for
inter partes review (IPR2024-01000, the “IPR Petition”) should the Board find
the *441 patent is not an AIA patent. Petitioner respectfully submits this paper to
identify (A) a “ranking of the petitions in the order in which [the petitioner] wishes
the Board to consider the merits” and (B) “a succinct explanation of the differences
between the petitions” and why they are “material.” See Consolidated Trial
Practice Guide (Nov. 2019) at 59-61, available at

https://www.uspto.gov/sites/default/files/documents/tpgnov.pdf.

II. BACKGROUND

The ’441 patent issued on March 19, 2024, less than 9 months before these
petitions are filed. As a result, whether Petitioner may respectively challenge the
patentability of the 441 patent in post-grant review or infer partes review
depends on whether the *441 patent is an AIA patent. See 35 U.S.C. §§ 311(c),
321(c) (AIA); Pub. L. 112-274, § 1(d)(2).

As discussed in Section IV of the PGR petition, Petitioner believes the

’441 patent 1s an AIA patent because (1) it claims priority to an AIA patent



U.S. Pat. No. 11,932,441
PTAB Case No. PGR2024-00035

application and (2) at least one original claim that was at issue during prosecution
is an AIA claim.

As discussed in the Section IV of the IPR petition, Patent Owner did not
identify the *441 patent as an AIA patent at the time of its filing, and the
examiner indicated that the 441 patent was examined under the pre-AIA
provisions. In view of the possibility that Patent Owner disputes that the 441
patent is an AIA patent, and the Board concludes that the *441 patent is a pre-
AIA patent, Petitioner has filed concurrent PGR and IPR Petitions. The two
petitions challenge the same claims based on the same two obviousness grounds.
The PGR Petition advances additional obviousness arguments based on a prior
art product. As explained below, Petitioner submits that the Board should grant
one of the two petitions depending on its determination of whether the *441

patent is an AIA patent or not.

III. NECESSITY OF MULTIPLE PETITIONS

Two petitions are necessary to ensure that Petitioner’s patentability
challenges are heard by the Board in a timely manner regardless of whether the
’441 patent is or is not an AIA patent. Because the two petitions have substantial

overlap in their invalidity arguments, and only one would need to be instituted
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depending upon the Board’s AIA-status determination,' they create no
“substantial and unnecessary burden on the Board and the patent owner” or
create any “fairness, timing, and efficiency concerns.” See Consolidated Trial
Practice Guide (Nov. 2019) at 59. Indeed, the Practice Guide expressly
contemplates the need for multiple petitions “when there is a dispute about

priority date.” Id. That is precisely the case here.

A. Ranking

(1) The Board should institute trial in PGR2024-00035 if it determines that
the ’441 patent is an AIA patent. Because Petitioner believes the 441
patent is an AIA patent, Petitioner requests that the Board institute
post-grant review in PGR2024-00035, and accordingly moot inter
partes review in IPR2024-01000.

(2) Alternatively, if the Board determines that the *441 patent is not an

AIA patent and thus denies the petition in PGR2024-00035 on the

' Because the ’441 patent would not be eligible for simultaneous post-grant review
and inter partes review proceedings, the Board need not institute review in both
proceedings. See Philip Morris Products, S.A. v. Rai Strategic Holdings, Inc.,
IPR2020-01188, Paper 12 at 10-12 (PTAB Jan. 13, 2021) (denying an IPR when a

corresponding PGR was instituted).
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ground that the *441 patent is ineligible for post-grant review,
Petitioner requests that the Board institute inter partes review in

IPR2024-01000.

B. Differences Between Petitions

The two petitions advance the same 35 U.S.C. § 103 invalidity grounds
against the same challenged claims of the *441 patent based on prior art patents.
The PGR Petition additionally challenges the patentability of all claims as

obvious over a prior art product.

IV. CONCLUSION

For these reasons, the Board should institute post-grant review in

PGR2024-00035 if it determines the *441 patent is an AIA patent. Otherwise, the

Board should institute inter partes review in IPR2024-01000.
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