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Patent Owner files this brief pursuant to the authorization granted in Paper 48
to file relevant materials (Exs. 2122-2133) from the U.S. International Trade
Commission (ITC) investigation on the related U.S. Patent No. 11,868,178 (“’178
patent”) that shares similar claims to the U.S. Patent No. 11,874,702 (**702 patent”).
See Paper 48 (Order) at 3, n4. In addition, pursuant to the Board’s Order “that the
parties shall submit in each proceeding subject to this Order any additional exhibits
or materials from the Presidential Review or U.S. Trade Representative in the ITC
proceeding,” (id. at 5), Patent Owner also submits a letter submitted from multiple
members of the U.S. Congress to the Office of the United States Trade
Representative (USTR) related to the Presidential Review of the ITC’s finding on
the *178 patent. See Ex. 2134.

l. The ITC adjudicated substantially similar claims based on the same or

substantially the same evidence and arguments presented here and the
Board should come to the same conclusions.

The *178 patent that is related to the *702 patent was recently the subject of
an ITC Investigation where the presiding Administrative Law Judge (ALJ) and the
Commission issued a Final Determination finding that the claims of the 178 patent
were infringed and not invalid. See Ex. 2122 at 81-116; Ex. 2123 at 1-3, Ex. 2124 at
29. For example, claim 1 of the 702 patent—Iike the *178 patent—is directed to
“finger-worn wearable ring device” and requires an external and internal housing

components. Compare Ex. 1001 (702 patent) at 45:64-45:29 with Ex. 1001 in
1
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PGR2024-00030 (’178 patent) at 44:45-45:8. Both require a printed circuit board

positioned within the two housing components. Id. And both also include dependent

claims that require a curved battery. Id. (’702 patent at Cls. 16-17 and *178 patent at
Cl. 12).

Here, the Petition relies on substantially the same evidence that was presented
at the ITC with respect to the *178 patent and the Board should find similarly to the
ITC. Indeed, the Petition relies largely on Schrdder, Niwa, Mestas, and LeBoeuf for
various grounds of challenge. See Paper 3 (Petition) at 4. Respondents at the ITC
relied on substantially the same evidence, including Schroder, Niwa, Mestas, Yuen,
Asada, Webster, Babashan, Wissmar, Armstrong, and Yang. See Ex. 2126
(Respondents Pre-hearing Br.) at 168-400; Ex. 2129 (Respondents Initial Post-
Hearing Br.) at 1-61.1

And while the Petitioner was not party to the ITC Investigation, the ALJ and
the Commission made number of findings of fact and conclusion of laws that are

directly relevant here. For example, with respect to dependent claims 12-13 (power

management and battery limitations) and claims 16-17 (curved battery limitations),

t LeBoeuf was not presented before the ITC by the respondents but substantially
similar references and disclosures were presented through other references.

2
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the Petitioner relies on Schroder alone (Ground 1), Schroder in view of Mestas

(Ground 4), LeBoeuf in view of Schrdoder (Ground 5), and LeBoeuf in view of
Schroder and further in view of Mestas (Ground 7). Paper 3 (Petition) at 4.

But the ALJ concluded that “Schrdder’s design, while disclosing separate
housing components, only contemplates the inclusion of an inlay between them” and
“Dr. Rosing credibly testified that one of skill would understand that the thickness
of Schroder’s inlay is on the order of 100 microns.” Ex. 2122 at 101. Dr. Mercier
offered similar evidence here and Dr. Anthony does not dispute. Ex. 1081 at 96:1-9.
Critically, the ALJ held that Schrdder does not disclose a battery within the inlay:

Schréder, however, does not in fact disclose that the battery would be
in the cavity of Fig. 4. Schroder discusses the possibility of a battery
(although it does not show it) when addressing Fig. 3 but not when
addressing the embodiment shown in Fig. 4. In Fig. 3, the chip module
10 is disposed above and outside of the inlay 12. While Schrdder
explains that the battery is ‘connected to the chip module 10’ . . . there
IS no disclosure in Schroder that the battery is disposed in the inlay
embodiment of Fig. 4. While respondents contend that ‘Schroder also
discloses that the battery can reside within the curved recess shown in
Figures 4-10 and would be connected to the chip module 10 that resides
within the recess between components 16 and 18,” . . . there is, simply
no such disclosure in Schroder.

Ex. 2122 at 104-105. Thus, the ALJ concluded that “Read in context, the evidence
supports that one of skill would understand that Schroder’s battery would be placed

adjacent to the chip module 10 of Fig. 3.” Id. at 106. And suggestion that a POSITA
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would understand the inlay to occupy the inlay is “improperly guided by hindsight.”

Id. at 104-106. Petitioner offers no evidence that is different than that offered by
respondent’s expert at the ITC.

As for Petitioner and respondents’ arguments that a POSITA would look to
curved batteries from larger wearable devices such as wrist wearables to implement
in finger-worn wearables, the ALJ made a number of factual findings that also
rejected such premise. See Ex. 2122 at 92-97 (rejecting that the GMBPow battery
art and Henderson that are both configured for wrist wearable similar to Mestas
could be adapted for finger worn rings). Here, Petitioner argues that “[a] POSITA
would have been motivated to implement Mestas’s curved battery in Schroder’s
finger ring because having a curved battery would allow for a larger battery that
conforms to the circular shape of the ring without stressing the battery or ring
housing.” Paper 3 at 59. Respondents’ expert made similar argument at the ITC that
was rejected by the ALJ:

Respondents rely on the testimony of Mr. Alarcon, who testified that, based
on Schroder’s description of the inlay, one of skill would understand that
‘there is a cavity formed all the way around by the internal housing
component and the external housing component, and that is where, within
the annular cavity, that is where the PCB would reside, as well as the battery
to power the electrical components mounted to the printed circuit board.
Alarcon further testified that this also discloses a ‘curved battery’ so ‘they

could get more capacity than if they had just used a flat battery,” and that
this curved battery would be located in the cavity ‘where the inlay resides.’

4
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Mr. Alarcon’s testimony . . . conflicts with Dr. Rosing’s credible testimony
that ‘batteries that are flat actually have higher energy density than batteries
that are curved.”

Ex. 2122 at 105. Thus, same arguments presented here were considered and rejected
for similar claims in the ITC Investigation.

Finally, the ALJ concluded that the non-obviousness of the claims was so
apparent that even “[i]f Oura had submitted no evidence of objective indicia, | would
still find that the asserted claims were not proved obvious.” Ex. 2122 at 107.
Nonetheless, the ALJ held that Oura was entitled to presumption of nexus because
Oura Ring Gens. 3 and 4 were commercial embodiments and coextensive with the
claims of the *178 patent (id. at 108-110), Oura Ring was a commercial success (id.
at 110-112), received industry praise (id. at 114), there was failure of others (id. at
114-116), and there was a long-felt but unmet need (id. at 115-16) with each of the
factors weighing in favor of a determination of non-obviousness of the asserted
claims.

The Board should come to the same conclusions as the ITC. There is no
evidence presented here that supports findings that are different than those found by

the ITC.
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