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I. “OPENING” HAS WRITTENT DESCRIPTION SUPPORT

FIG. 9
The 339 Patent reasonably conveys to

the person of skill in the art (POSA) possession

of an “opening” in the fire-retardant sheathing.

EX2198: q97-11. For example, the POSA 3

H—30
understands Fig. 9 shows an opening (72) in : %ﬁ/ﬂs
the sheathing (34). EX2198: 912. While the 72
specification uses the term “slot,” controlling

authority is clear claim terms need not match 32

“word-for-word” or “ipsis verbis” with the 34

specification. Kaneka Corp. v. Xiamen Kingdomway Group Co., 790 F.3d

1298,

1305 (Fed. Cir. 2015); Fujikawa v. Wattanasin, 93 F.3d 1559, 1571 (Fed. Cir. 1996);

EX2198: 913.

Further, the specification is not limited to only a “narrow slot” as asserted by

Simpson (Opp. 1), but describes the slot (72) more generally, explaining:

1. “cutting the slot 72 in the sheathing 34 to a size configured to receive
the extension flanges 60 of the truss hanger 26.” EX1001: 6:15-17;

2. “the slot has an area less than or equal to 6 square inches, and the gap
between the extension flanges 60 and the edge of the slot 72 is less than
or equal to &".” EX1001: 5:37-39;

3. “cutting the slot 72 to receive the truss hanger 26.” EX1001: 5:54-55;

4. “a drywall cutout tool with a 4" or /4" spiral bit is used to cut the slot
72, although other cutting tools are within the scope of the present
invention.” EX1001: 6:34-37;
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5. “The slot can be any suitable length.” EX1001: 7:33; and

6. “gypsum board included a slot to accommodate the hanger.” EX1001:
11:54-55; and

7. “all matter contained in the [*339 Patent’s] description and shown in
the accompanying drawings shall be interpreted as illustrative and not
in a limiting sense.” EX1001: 12:17-19; EX2198: q914-15.

As the Board noted in the Preliminary Guidance, the POSA would recognize
the terms “slot” and “opening” can be used interchangeably. Paper 51: 6. For
example, Simpson has interchangeably used the terms “slot” and “opening” in their
own patent. EX2190: 1:11 (“opening or slot”). And other references in the same
general CPC Classification Field (E04B) as the ‘339 Patent use the terms “slot” and
“opening” interchangeably. EX2191: 4:68 (“opening or slot”); EX2192 (entitled:
Fireproof Wall or Partition Construction): 1:90 (“slot or opening”); EX2193: 3:35-
36 (“opening or slot”); EX2194: 6:28-29 (“opening or slot™); EX2198: q16. For these
reasons, Columbia was in possession of “opening.” EX2198: 17.

II. CLAIMS 44 AND 48: USE OF STANDARDS IN CLAIMS IS DEFINITE

The Preliminary Guidance’s determination claims 44 and 48 are indefinite for
reciting “ASTM E814 and ASTM E119” standards because such standards “are
subject to revision” (Paper 51: 8) incorrectly applies the law of indefiniteness. As
stated by the Supreme Court, “definiteness is measured from the viewpoint of [the
POSA] at the time the patent was filed.” Nautilus, Inc. v. Biosig Instruments, Inc.,
572 U.S. 898, 908 (2014) (emphasis in original); EX2198: 918-21.

Because definiteness is evaluated as of the effective filing date, the use of
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standards in claims is definite—even if the standards change—because the POSA
uses the standard in effect as of the effective filing date. Ex parte McClary, Appeal
No. 2009-001300, 2010 Pat. App. LEXIS 16107, pg. 4-5 (P.T.A.B. May 17, 2010)
(“[the POSA], with reference to the standard in effect as of the filing date of
Appellant's application, would readily be able to determine the metes and bounds of
this element”); Ex parte Falk, Appeal No. 2012-000335, 2015 Pat. App. LEXIS
4271, pg. 6 (P.T.A.B. May 8, 2015) (“[t]he meaning of such a claim, as understood
by [a POSA] at the time of the invention, is tied to the version of the protocol-
defining standard in effect at the time of the invention , and is, therefore, not
indefinite”); Ex parte Ly, Appeal No. 2009-000357, 2009 Pat. App. LEXIS 8630,
pg. 17-18 (P.T.A.B. Jun. 16, 2009) (“should the French standard ... change over
time, the scope of the claims remains tied to the standard in effect at the time the
application was filed”); EX2198: 921. There is no dispute ASTM E814 and E119
were known to the POSA. EX1068: 9184; EX2195; EX2196; EX2198: 94922-23.
Simpson’s saying other factors can influence if a wall assembly has the “2-
hour fire resistance rating as determined per ASTM E814 and ASTM E119” are of
no consequence because the POSA can test any wall assembly (including any
inconsistencies and deviations) constructed based on the claims to determine if the
constructed wall assembly has the 2-hour fire resistance rating. EX2198: 9924-25,

27. And the ASTM standards are developed to minimize inconsistencies, deviations,
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and irregularities. EX2198: 926-28.

III. SIMPSON’S PRIOR ART GROUNDS FAIL

Simpson’s obviousness grounds are essentially the same as presented in the
Petition, but with different hanger references—Kanai (EX1071) and Tsukamoto
(EX1008). However, these new hanger references do not cure the deficiencies of
Simpson’s obviousness grounds for the same reasons stated in Columbia’s Response
(POR: 21-49, 56-68, 74-101) and Sur-Reply. EX2198: 929.

A.  The POSA Would Not Have Been Motivated to Make Simpson’s
Bundy Combinations (MTA Grounds 3-6)

1. The POSA Would Not Have Been Motivated or Held a
Reasonable Expectation of Success to Modify Bundy’s
Method of Constructing the Fire Wall by Installing the
Hanger First or Penetrating the Fire-retardant Sheathing

Simpson starts with the false premise that it would have already been known
to use specific hangers to practice the method claimed by the ‘339 Patent. But neither
Kanai nor Tsukamoto suggest building a wall with sheathing, let alone a fire wall
with sheathing that must retain its ability to block the passage of fire through the
wall. EX2198: 930.

Simpson’s obviousness grounds all rely on Bundy’s teaching regarding the
construction of fire walls employing joist hangers. But Bundy teaches installing the
hanger over the fire-rated sheathing—without “alteration” of the sheathing—after
the sheathing had already been mounted. EX1005: 2:18-25, 4:17-20, 5:14-25, 5:42-

57, 6:14-17, Fig. 2; EX2001: 19236-237; EX2051: 99126.

4
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Simpson knows the POSA would not have expected to be successful at

installing the fire-retardant sheathing after the hanger because _
I 2056
sstot05115 (N
I :<2050: §978-81, 108-112;

EX2051: 9127, 153, 160, 164, 171; EX2086: SST0105127; EX2086: SST0105129.

Further, each of Simpson’s combinations require cutting openings in the fire-
retardant sheathing to extend the hanger through the sheathing. But the POSA would
not have had a reasonable expectation of success in maintaining the fire-resistance
of the fire wall after cutting openings in the fire-retardant sheathing. EX2050: 485-
92, 115-120, 129-134; EX2051: 99131-136; EX2052: 99 34-35; EX2053: 916. As
recognized by Simpon’s own engineers, the POSA would not have made a
modification that requires cutting an opening in fire-retardant sheathing. EX2050:
90, 119, 132; EX2051: 99135, 143; Ex2087: sST0077466 (|G
) 2058 sstoos7s24 (G
I
B =<2059: ssT00s7749 (GG
I
I : <2092
ssT0087800 (GG : :x2065: 168:23-
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170:13
I  :x2065: 107:20-10s:23 (N
N F-x2090
(I
I

This is why Bundy extends its hanger over—not through—the fire-retardant
sheathing. Bundy was filed weeks before the priority date of the ‘339 Patent,
demonstrating the POSA’s (and Simpson’s) understanding not to cut an opening in
fire-retardant sheathing at the time of the ‘339 Patent. EX2001: 4996, 126.

2. Allan Fails to Support a Motivation or Reasonable

Expectation of Success to Modify Bundy’s Method of
Constructing the Fire Wall

Simpson was unable to cite a single prior art reference disclosing a joist
hanger extending through sheathing, such as drywall in the construction of a fire
wall. EX2077; EX2050: q9139-140; EX2051: q9175-176; EX2198: 430. Instead,
Simpson relies on Allan, a reference directed to a wall anchor used to tie a masonry
veneer wall to a wall structure. EX2001: 99273-274; EX1006: Fig. 1, Abstract, 3:12-
20; EX2001: 9274; EX2051: 9177. But Allan explains slots may be cut into an
insulation layer, not a fire barrier. EX2050: q9142-144; EX2051: 9178. Where

cutting a hole in insulation results in a lesser degree of insulation provided, cutting
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a hole in a fire barrier can provide a path for fires to spread. EX2043: 22-23, 122;
EX2001: 9280; EX2050: 99143-144; EX2051: q9179-180.

Simpson’s contemporaneous internal documents demonstrate this distinction.
As discussed in Section III(A)(1) above, the conventional wisdom within the art—
as acknowledged by Simpson’s corporate representatives and contemporaneous
communications—was to avoid disruptions in the fire-resistant sheathing of fire-
resistant wall assemblies. EX2050: 4145; EX2051: 9q180; EX2087: SST0077466;
EX2088: SST0087824; EX2088: SST0087749; EX2092: SST0087800; EX2065:
168:23-170:13; EX2065: 107:20-108:23; EX2090. As Allan is only concerned with
insulation, not fire protection, Allan does not teach that a POSA would overlook the
conventional wisdom to avoid disruptions in the fire-retardant sheathing for a
hanger to passing through the sheathing. EX2050: qq142-146; EX2051: q181.

B. Simpson’s Opposition Fails to Establish That Multiple Steps of
the Method Recited in the Independent Claims Are Obvious

Within Simpson’s limitation-by-limitation obviousness analysis, Simpson
repeatedly fails to identify or provide any citation to where claim limitations are
actually taught within the asserted prior art. Simpson never cites to any particular
teaching within the prior for the following independent claim limitations pertaining
to installing the fire-retardant sheathing: [32.c.1]/[47.c.1], [32.c.2]/[47.c.2],
[32.¢.3]/[47.c.3]—e.g., the specific order of installation (installing the sheathing

after mounting the fire wall hanger).
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Simpson fails to provide prior art citations for these steps because each step
is entirely absent from the references. EX2061: 54:1-21, 54:23-55:25, 59:6-17,
69:21-70:10, 71:22-72:9, 73:12-24, 74:11-13, 75:1-11, 76:5-8, 76:16-78:7,
(Simpson’s expert agreeing the prior art fails to teach the inserting step); 60:8-61:3,
61:22-63:16, 64:11-64:25,71:10-21, 74:5-10, 75:13-16, 76:2-4, 78:9-79:6 (agreeing
the prior art fails to teach the moving step); 67:10-68:9, 68:11-21, 68:22-69:3, 72:14-
23, 74:14-16, 76:9-12, 78:8-15, 79:16-80:2 (agreeing the prior art fails to teach the
arranging step); 80:4-10 (acknowledging that when he says a step was “partially
disclosed” it means he did not find the entirety of the step disclosed); EX2197:
129:1-130:18, 133:7-11.

As with the original hanger references, the new hanger references—Kanai and
Tsukamoto—provide absolutely no disclosure regarding the installation of
sheathing. EX1071; EX1008; EX2197: 129:1-130:18, 133:7-11; EX2198: 930.

Bundy teaches mounting the sheathing before mounting the fire wall hanger
on the frame wall. EX1005: Fig. 2, 2:20-25, 5:14-20; EX2001: 4302; EX2051: 4210.
And Allan fails to teach inserting the sheathing between the frame wall and a
component of the wall anchor already mounted on the frame wall as required by the
“inserting” step of [32.c.1]/[47.c.1]. EX2001: 4307; EX2051: 4215.

Simpson relies on circular expert arguments to fill in these missing

limitations, improperly treating the missing limitations as mere peripheral issues
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filled in by the POSA’s common sense. But using common sense to supply a missing
limitation is improper. K/S Himpp v. Hear-Wear Technologies, LLC, 751 F.3d 1362,
1366 (Fed. Cir. 2014). The missing limitations in the present case “play[] a major
role in the subject matter claimed.” Arendi S.A.R. v. Apple Inc., 832 F.3d 1355, 1361-
62 (Fed. Cir. 2016). Specifically, the step of installing the fire-retardant sheathing
specifically “after mounting the fire wall hanger on the frame wall” wherein the step
includes “inserting the fire retardant sheathing between the channel-shaped portion
of the fire wall hanger and the frame wall” is a key premise of the claimed method.
EX2001: q311; EX2051: 9219. This step is not peripheral as it goes to the heart of
the benefit of the claimed method—mounting the fire-retardant sheathing after the
hanger is mounted to the frame wall. EX2001: 4928, 311-312; EX2051: 99219-220;
EX1001: 7:67-8:21.

C. Substitute Claims 44 and 48

The POSA would not have had a reasonable expectation of success of
Simpson’s prior art combinations resulting in a method that constructs a wall
assembly having “a 2-hour fire resistance rating as determined per ASTM E814 and
ASTM E119” because Simpson’s combinations require multiple openings to be cut
in the fire-retardant sheathing. EX2198: q931-32.

As explained in Section III(A)(1), the POSA would not have had a reasonable

expectation of success in maintaining the fire-resistance of the fire wall after cutting
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openings in the sheathing. EX2050: 4985-92, 115-120, 129-134; EX2051: 4131-
136; EX2052: 99 34-35; EX2053: 916; EX2198: 9933-34. As recognized by
Simpon’s own engineers, the POSA would not have a reasonable expectation that a
wall assembly having multiple openings in the fire-retardant sheathing for a hanger
to extend therethrough would have the required 2-hour fire resistance rating.
EX2050: 9990, 119, 132; EX2051: 49135, 143; EX2087: SST0077466; EX2088:
SST0087824; EX2089: SST0087749; EX2092: SST0087800; EX2064: 168:23-
170:13; EX2065: 107:20-108:23; EX2090; EX2198: 9934-35.

Simpson points to no evidence a POSA would expect a wall assembly with
multiple openings cut therein for a hanger to meet the required 2-hour rating. Opp.
16-17. GypMan supports solid (e.g., unpenetrated) type-X gypsum wallboard
meeting a 2-hour fire rating, not type-X gypsum wallboard having multiple openings
meeting the fire rating. EX1017: 13-14, 88; EX2198: 436. And Simpson’s expert
just regurgitates what is in the Opposition. Xerox Corp. v. Bytemark, Inc., IPR2022-
00624, Paper 9 at 15 (P.T.A.B. Aug. 24, 2022) (little weight given to a declaration
just restating what is in the briefing without more) (designated presidential).

Simpson’s statement the IBC “require[s] such [] wall assemblies with through
penetrations to [] satisfy both ASTM E119 and E814” (Opp. 17) does not mean the
POSA would have a reasonable expectation of success of having a 2-hour fire rating

per ASTM E119 and E814 after cutting openings in the fire-resistant sheathing for
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the hanger. EX2198: q37. Just because a code requires something to be the case does
not mean anything a person does would satisfy the code. EX2198: 9937-38.

D. Secondary Considerations

As the substitute claims include the limitations of the original claims, the
secondary considerations evidence presented in the Response further establishes the
non-obviousness of the substitute claims. POR: 74-101. The substitute claims also
have a nexus with the secondary consideration evidence for the same reasons as the
original claims. POR: 93-101; EX2198: 9939-40. The referenced MiTek and
Simpson products embody and are coextensive with the invention claimed in at least
substitute claim 32, for the same reasons as claim 1. EX2050: 99200, 357-360,
Appendix A-Appendix D; EX2051: 99226-227, Appendix A-Appendix D; EX2198:
941. These products also employ the features added by amendments to substitute
claim 32—e.g., exterior perimeter edge extending from front face to rear face, and
front/rear face of sheathing facing forward/rearward. EX2198: 9942-45. And the
secondary consideration evidence is still a direct result of the unique characteristics
of the method claimed by the substitute claims (e.g., order of installation). POR: 97-
101; EX2198: 9946-48.

The secondary consideration evidence demonstrates the non-obviousness of
the substitute claims for the same reasons as the original claims. POR: 75-93.

MiTek’s FWH and Simpson’s DG/DGB/DGH, DGF/DGBF/DGHF, and DGT

11
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achieved significant commercial success. POR: 75-83. Customers strongly desired
the FWH ‘s ability to be installed prior to drywall, and urged Simpson to bring a
similar product to market. EX2050: 99222-238; EX2051: 99249-267; EX2068:
34:11-35:4, 35:18-36:11, 69:4-21, 91:3-24; EX2100; EX2102; EX2103:
SST0050380; EX2104: SST0021892; EX2066: 120:15-121:8; EX2065: 45:14-23,
56:15-57:3, 162:17-164:17; EX2199: 46:8-21. Because of the FWH’s success,
Simpson copied its ability to be installed prior to drywall. POR: 83-88; EX2055:
9927-36; EX2109: SST0068521; EX2112: SST0044960; EX2050: 99258-264;
EX2051: 9284-290; EX2111; EX2065: 70:15-74:22; EX2065: 199:16-201:25. And
MiTek received industry praise for the FWH. POR: 88-89; EX2050: 99283-300;
EX2051: 99308-326; EX2118-2125; EX2102-2106; EX2108; EX2094; EX2126.

As demonstrated in Section III(A)(1), there was significant industry
skepticism the FWH would even work. POR: 89-91; EX2050: 99332-334; EX2051:
99358-373; EX2087: SST0077466; EX2088: SST0087749; EX2090. And the FWH
succeeded where Simpson initial (DU) attempt struggled. POR: 91-93; EX2086:
SST0105115, SST0105129; EX2050: 99315-329; EX2051: q9340-357; EX2118;
EX2104; EX2103; EX2108; EX2094.

Dated: October 20, 2025 Respectfully submitted,
[Kurt F. James/

Kurt F. James, Reg. No. 33,716
Counsel for Columbia Insurance Company
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