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I. INTRODUCTION 

Pursuant to 37 C.F.R § 42.123(a), and as authorized by the Board (Exhibit 

3002), Petitioner hereby moves to submit Exhibit UATP-1043 (“Supplemental 

Declaration of Dr. Youjiang Wang”) and materials cited therein for corroboration 

(identified as Exhibits UATP-1039 to UATP-1042), as supplemental information. 

Petitioner’s motion to submit supplemental information in the form of Dr. 

Wang’s supplemental declaration (UATP-1043) should be granted because this 

motion meets both requirements of §42.123(a). Consistent with the first 

requirement in §42.123(a), Petitioner requested authorization to file this motion 

within one month of the Institution Decision. Dr. Wang’s supplemental declaration 

(UATP-1043) is also relevant to a claim for which trial has been instituted, as per 

§42.123(a)’s second requirement. As explained below, UATP-1043 includes 

supplemental testimony addressing arguments presented by Patent Owner in Patent 

Owner’s Preliminary Response related to the enablement of claims 8-13 of the 

’854 patent which the Board mentioned in the Institution Decision as contributing 

to concerns about Petitioner’s challenge to claims 8-13. See Paper 8 (Institution 

Decision), 32 (“After considering the parties’ arguments and evidence we have 

concerns about the sufficiency of Petitioner’s showing relating to enablement of 

claim 8.”). 

UATP-1043 confirms that the Petition and Dr. Wang’s original declaration 
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(UATP-1003) demonstrate that claims 8-13 of the ’854 patent are not enabled, and 

addresses arguments put forth by the Patent Owner regarding what a POSITA 

would have understood from the ’854 patent description. Therefore, Petitioner 

submits that this motion should be granted and requests entry of UATP-1043 into 

evidence. 

II. BACKGROUND 

On October 9, 2024, Petitioner filed a Petition for inter partes review of 

claims 1-17 and 22-28 of the ’854 patent. On April 8, 2025, the Board instituted a 

trial on claims 1-17 and 22-28, having determined that Petitioner had demonstrated 

a reasonable likelihood of prevailing with respect to at least one claim. Paper 8 

(Institution Decision), 39-40. However, the Board indicated concern “about the 

sufficiency of Petitioner’s showing relating to enablement of claim 8” including 

concerns related to “Petitioner’s assertion that commercial epoxies suggested in the 

’854 patent for use in the dry lubricant composition would not provide a frictional 

coefficient between 0.03 and 0.06” in view of Patent Owner’s arguments to the 

contrary. Paper 8 (Institution Decision), 32. The Board also expressed concern 

related to “[Dr. Wang’s] assertion that a person of ordinary skill would have been 

unable to achieve the claimed range by increasing the amount of lubricant or 

adding copper,” in view of Patent Owner’s assertions to the contrary on this topic. 

Paper 8 (Institution Decision), 32; see also id., 31 (summarizing Patent Owner’s 
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argument that “it would be a simple and routine matter to determine how much 

lubricant should be added to obtain a mixture with the lowest claimed range of 

frictional coefficients based on the ’854 patent description.”).  

UATP-1043 offers discussion of three academic papers that provide 

information related to what a person of ordinary skill would have understood about 

the coefficients of friction and other properties of epoxies containing lubricant 

materials at the time of filing of the ’854 patent to provide context related to 

arguments Patent Owner advanced in the Preliminary Response. See Prel. Resp., 

59-60. 

Petitioner timely requested authorization to file this motion on May 8, 2025, 

within one month of the institution decision of April 8, 2025). The Board 

subsequently authorized Petitioner to file a motion to submit supplemental 

information. EX3001. Per the Board’s authorization, Petitioner hereby moves to 

submit UATP-1043 (Supplemental Declaration of Dr. Wang) and the documents 

discussed therein (UATP-1039 to UATP-1042). 

III. ARGUMENTS 

Under 37 C.F.R. § 42.123(a), a party may file a motion to submit 

supplemental information in accordance with the following two requirements: (1) 

“[a] request for the authorization to file a motion to submit supplemental 

information is made within one month of the date the trial is instituted”; and (2) the 
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“information must be relevant to a claim for which the trial has been instituted.” 

This Motion meets both prongs. First, Petitioner requested authorization to 

file this motion on May 8, 2025, within one month of the institution decision. 

Second, UATP-1043 provides testimony relating to what a POSITA would have 

understood about commercial epoxies containing lubricant materials based on 

academic papers related to such epoxies in response to assertions made by the 

Patent Owner in the Preliminary Response about the coefficients of friction 

allegedly already possessed by commercially-available epoxies and the ease with 

which a POSITA would have determined an appropriate amount of additional 

lubricant material to add. See Prel. Resp., 59-60. This testimony informs analysis 

of the ground challenging enablement of claims 8-13 set forth in the Petition and, 

therefore, UATP-1043 is relevant to at least claims 8-13 for which trial has been 

instituted. See, e.g., Valeo v. Magna Elecs., IPR2014-01204 Paper 26 at 5 (PTAB 

Apr. 10, 2015); Motorola Solutions, Inc. v. Mobile Scanning Tech., IPR2013-

00093 Paper 37 at 2-3 (PTAB Jun. 28, 2013). 

Moreover, like the supplemental information admitted in Valeo and 

Motorola, UATP-1043 does not change the grounds of unpatentability authorized 

in the proceeding, and instead UATP-1043 clarifies what a POSITA would have 

understood from the ’854 patent description and from the prior art relating to 

coefficients of friction of commercial epoxies including lubricant materials and 
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how a POSITA’s understanding confirms that claims 8-13 are not enabled as 

argued in the Petition and in UATP-1003.  

While Petitioner could enter an affidavit addressing these issues with its 

Petitioner’s Reply, Petitioner requests entry of UATP-1043 at this time to facilitate 

full and early consideration by the Patent Owner and the Board of the issues 

addressed. Paper 8 (Institution Decision), 30-33. Indeed, Patent Owner will be in 

possession of the supplemental information contemporaneous with this motion’s 

filing, which is more than one month before the July 1, 2025 due date of the Patent 

Owner’s Response. Thus, far from being prejudiced or burdened by entry of this 

supplemental evidence into the record as supplemental information, Patent Owner 

stands to benefit in being able to address the testimony provided at an early stage 

of the proceeding (including in its Patent Owner Response and its Sur-Reply). 

Such a thorough vetting is warranted given issues raised by the Board. Similarly, 

the entry of UATP-1043 now would not limit the Board’s ability to complete this 

proceeding in a timely fashion. 

Further, Petitioner does not seek to rely upon new prior art or uncited 

portions of the same prior art. Indeed, the issues on which Dr. Wang now offers 

testimony address positions already taken in the Petition and his prior declaration. 

UATP-1003, ¶¶283-284 (describing that coefficients of friction in the range of 

0.03-0.06 are achieved only in ideal conditions involving pure materials), 285 
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(describing what a POSITA would have understood from the ’854 patent’s 

description of commercial epoxies), 286 (describing what a POSITA would have 

understood from the ’854 patent’s instruction to add lubricant to a commercial 

epoxy); Petition, 86-89. UATP-1043 provides context for analysis of whether 

claims 8-13 are enabled in view of the ’854 patent’s instructions and Patent 

Owner’s arguments that the commercial epoxies mentioned in the ’854 patent 

would themselves reach the lowest claimed range of frictional coefficients and that 

a POSITA would have simply determined the amount of lubricant to add to a 

commercial epoxy to reach the lowest claimed coefficient of friction range of 0.03-

0.06. Thus, the grounds remain the same. 

IV. CONCLUSION 

For the foregoing reasons, Petitioner requests grant of this motion to submit 

UATP-1043 (and materials cited therein for corroboration and identified as 

Exhibits UATP-1039 to UATP-1042) as supplemental information and entry of the 

same into evidence. 
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Date:  May 16, 2025    /Craig A. Deutsch/    
W. Karl Renner, Reg. No. 41,265 
Thomas A. Rozylowicz, Reg. No. 50,620 
Craig A. Deutsch, Reg. No. 69,264 
Kiersten M. Batzli, Reg. No. 75,476 
Fish & Richardson P.C. 
60 South Sixth Street, Suite 3200 
Minneapolis, MN 55402 
T: 202-783-5070 
F: 877-769-7945 
 
Attorneys for Petitioner 
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CERTIFICATE OF SERVICE 

Pursuant to 37 C.F.R. §§ 42.6(e)(4)(i) et seq. and 42.105(b), the undersigned 

certifies that on May 16, 2025, a complete and entire copy of this Petitioner’s 

Motion to Submit Supplemental Information and Accompanying Exhibits were 

provided by email, to the Patent Owner, by serving the correspondence address of 

record as follows: 

 

Brett A. Schatz 
Louis H. Sitler 

Wood, Herron & Evans LLP 
600 Vine Street Suite 2800 

Cincinnati, OH 45202 
 
 

Email: bschatz@whe-law.com 
lsitler@whe-law.com 

 
 
 

 /Diana Bradley/    
      Diana Bradley 
      Fish & Richardson P.C. 
      60 South Sixth Street, Suite 3200 
      Minneapolis, MN 55402 
      bradley@fr.com 


