UNITED STATES DEPARTMENT OF COMMERCE
United States Patent and Trademark Office
Address: COMMISSIONER FOR PATENTS

P.O. Box 1450

Alexandria, Virginia 22313-1450
www.uspto.gov
| APPLICATION NO. | FILING DATE FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. CONFIRMATION NO.
18/667,677 05/17/2024 Andrew Sharp BWHIT-00001-C1 8188
1 87821 7590 06/11/2026 | EXAMINER
Via LLP
373 Summer View POWERS, LAURA C
Mission Viejo, CA 92692
| ART UNIT | PAPER NUMBER
1785
| NOTIFICATION DATE | DELIVERY MODE
06/11/2026 ELECTRONIC

Please find below and/or attached an Office communication concerning this application or proceeding.

The time period for reply, if any, is set in the attached communication.

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the

following e-mail address(es):

docketing@viallp.com
pattsyuspto@vngiplaw.com
uspto+570891(@dockettrak.com

PTOL-90A (Rev. 04/07)

Multi-Color 1052



Application No. Applicant(s)
18/667,677 Sharp et al.

Office Action Summary Examiner Art Unit AIA (First Inventor to
LAURA POWERS 1785 File) Status Yes

-- The MA/LING DATE of this communication appears on the cover sheet with the correspondernce address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHS FROM THE MAILING
DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the mailing
date of this communication.

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any earned patent term
adjustment. See 37 CFR 1.704(b).

Status
1) Responsive to communication(s) filed on 24 April 2026.
O A declaration(s)/affidavit(s) under 37 CFR 1.130(b) was/were filed on
2a)(] This action is FINAL. 2b) ¥} This action is non-final.

3)J An election was made by the applicant in response to a restriction requirement set forth during the interview
on ; the restriction requirement and election have been incorporated into this action.

4)(J Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under £x parfe Quayte, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims*
5) Claim(s) 1-10 and 21-60 is/are pending in the application.
5a) Of the above claim(s) ___is/are withdrawn from consideration.
6) [J Claim(s) ___is/are allowed.
7) Claim(s) 1-10 and 21-60 is/are rejected.
8) (O Claim(s) ___is/are objected to.

9) O Claim(s) are subject to restriction and/or election requirement
* If any claims have been determined allowable, you may be eligible to benefit from the Patent Prosecution Highway program at a
participating intellectual property office for the corresponding application. For more information, please see
http://iwww.uspto.gov/patents/init_events/pph/index.jsp or send an inquiry to PPHfeedback@uspto.gov.

Application Papers
10)(J The specification is objected to by the Examiner.

11 The drawing(s) filed on is/fare: a)(J accepted or b){J objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).

Priority under 35 U.S.C. § 119

12)(J Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
Certified copies:

a)(J All b)(J Some** ¢)(J None of the:
1.0 Certified copies of the priority documents have been received.
2. Certified copies of the priority documents have been received in Application No.

3.0 Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).

** See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) [:] Notice of References Cited (PTO-892) 3) [] Interview Summary (PTO-413)
. . Paper No(s)/Mail Date

2) Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b) 4) [ Other:

Paper No(s)/Mail Date See Continuation Sheet.
U.S. Patent and Trademark Office

PTOL-326 (Rev. 11-13) Office Action Summary Part of Paper No./Mail Date 20260608




Continuation Sheet (PTOL-326) Application No. 18/667,677

Continuation of Attachment(s) 2) Information Disclosure Statement(s) (PTO/SB/08a and/or PTO/SB/08b)
Paper No(s)/Mail Date: 04/28/2026,04/28/2026,04/28/2026,04/28/2026,04/28/2026.



Application/Control Number: 18/667,677 Page 2
Art Unit: 1785

Notice of Pre-AlIA or AIA Status
1. The present application, filed on or after March 16, 2013, is being examined

under the first inventor to file provisions of the AlA.

Continued Examination Under 37 CFR 1.114
2. A request for continued examination under 37 CFR 1.114, including the fee set
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this
application is eligible for continued examination under 37 CFR 1.114, and the fee set
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on
04/24/2026 has been entered.
3. The status of the claims is as follows: claims 11-20 are cancelled, resulting in

claims 1-10 and 21-60 pending for examination.

Claim Objections
4. Claims 31 and 53 are objected to because of the following informalities:
a. Claims 31 and 53 both contain amendments, however, their claim
status is “(Previously Presented)”.

5. Appropriate correction is required.
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Claim Rejections - 35 USC § 103
6. In the event the determination of the status of the application as subject to AIA 35
U.S.C. 102 and 103 (or as subject to pre-AlA 35 U.S.C. 102 and 103) is incorrect, any
correction of the statutory basis (i.e., changing from AIA to pre-AlA) for the rejection will
not be considered a new ground of rejection if the prior art relied upon, and the rationale

supporting the rejection, would be the same under either status.

7. The following is a quotation of 35 U.S.C. 103 which forms the basis for all

obviousness rejections set forth in this Office action:

A patent for a claimed invention may not be obtained, notwithstanding that the claimed
invention is not identically disclosed as set forth in section 102, if the differences between the
claimed invention and the prior art are such that the claimed invention as a whole would have
been obvious before the effective filing date of the claimed invention to a person having
ordinary skill in the art to which the claimed invention pertains. Patentability shall not be
negated by the manner in which the invention was made.

8. The factual inquiries for establishing a background for determining obviousness
under 35 U.S.C. 103 are summarized as follows:

1. Determining the scope and contents of the prior art.

2. Ascertaining the differences between the prior art and the claims at issue.

3. Resolving the level of ordinary skill in the pertinent art.

4. Considering objective evidence present in the application indicating

obviousness or nonobviousness.
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9. Claims 24, 27, 28, 29, 30, 31, 32, 33, 34, 35, 36, 37, 38, 41, 42, 43, 44, 45, 46,
47, 48, 49, 50, 51, 56 and 57 are rejected under 35 U.S.C. 103 as being
unpatentable over Ota et al. (JP 2004-250040; machine translation via EPO
provided; previously cited).

10. Regarding claims 24, 27, 32, 36, 41 and 44, Ota et al. teaches a label for a
container and a container with the label on the exterior surface of the container, the
label comprising a first light shielding layer (high opacity layer; 3a) on a first surface of a
heat shrinkable film (1) and a second light shielding layer (light blocking ink layer; 3b) on
the first light shielding layer (high opacity layer) (pg. 2-5, 8-10, Figure 2). The first and
second light shielding layers are comprised of a light shielding substance (light blocking
component) that reflects, diffuses or scatters ultraviolet light and/or visible light, such as
powders of titanium dioxide, aluminum, aluminum silicate, calcium carbonate, alumina,
and combinations thereof in a binder solution (i.e. ink) (pg. 3-4).0ta et al. specifically
teaches an example the light shielding layers are comprised of a mixture of titanium
dioxide (white pigment) and aluminum powder (one or more metals) that provides
maximum light shielding properties for both the ultraviolet and visible light (i.e.
encompassing 200-900nm wavelengths) (pg. 5). Ota et al. teaches that the heat
shrinkable film is comprised of shrinkable films including polyester, polystyrene,
polyvinylchloride, polyethylene, polypropylene, ethylene vinyl acetate base heat
shrinkable films and has a thickness of 20 to 120um (pg. 3), which overlaps with the
claimed range of 30 to 100um. In the case where the claimed ranges “overlap or lie

inside ranges disclosed by the prior art” a prima facie case of obviousness exits.
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11.  The limitations reciting “the light blocking ink layer configured to block at least
80% of incident light having wavelengths in a range of 200nm to 900 nm” and
‘recyclable” are considered functional language related to the intended use of the
product and is accorded limited weight as the language does not further limit the
structure or the process.

12. The aforementioned limitations recite properties of the claimed light blocking
composition and the overall label itself and are functional limitations that are met by the
structure of the prior art. There does not appear to be a difference between the structure
of Ota et al. and the structure of the claimed invention of the instant application. Ota et
al. teaches similar materials for the heat shrink film and the first and second light
shielding layers as the heat shrink film, high opacity layer and light blocking composition
of the instant application (see pg-pub [0059-0099)), and further teaches that the first and
second light shielding layers, are comprised of a light shielding substance (light blocking
particulate) that reflects, diffuses or scatters ultraviolet light and/or visible light (pg. 2-5).
Therefore, the heat shrink label taught by Ota et al. would inherently perform the same
function in the same manner as the instant claims and comprise the same properties.
13. Regarding claims 28, 29, 42 and 43, Ota et al. in view of Williams et al. teaches
all the limitations of claims 24 and 36 above, and Ota et al. further teaches a printed
design layer (indicia; 2) is formed on the outer surface of the heat shrinkable film (1),
wherein, as shown by Figure 2, the first light shielding layer (high opacity layer; 3a) is
disposed between the printed design layer (indicia; 2) and the second light shielding

layer (light blocking composition; 3b) (pg. 2-5, 8-10).
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14. Regarding claims 30, 31, 48, 49, 50, 51, 56 and 57, Ota et al. teaches all the
limitations of claims 24 and 36 above, and further teaches that the heat shrinkage rate
of the heat shrinkable film is preferably 55-80% in the circumferential direction of the
bottle to which it is applied (pg. 3). Furthermore, as Ota et al. teaches the same
materials used for the heat shrink film and the high opacity layer and light blocking
composition of the instant application, it would perform in a similar manner.

15.  Regarding claims 33 and 45, Ota et al. in view of Williams et al. teaches all the
limitations of claims 24 and 36 above, Ota et al. further teaches that the thickness of the
first light shielding layer (high opacity layer; 3a) and second light shielding layer (light
blocking composition; 3b) is in the preferable range of 8-15um, wherein if the thickness
is less than 3um, it is difficult to maintain the low transmittance of light and if the
thickness is about 20um, it will interfere with the thermal shrinkage of the film (pg. 5-6).
While the reference does not expressly teach the ppr ranges recited, such a
modification would have been obvious to one of ordinary skill in the art before the
effective filing date of the claimed invention to modify the amounts of second light
shielding layer (light blocking composition; 3b) such that it falls within the ranges recited
by claims 33 and 45 while also being present at an amount sufficient to provide the
desired reduction in light transmittance.

16. Regarding claims 34, 38 and 46, the limitations reciting “wherein the light
blocking ink layer and the white pigment of the high opacity layer is configured to be
removed from the recyclable shrink label in a caustic wash of a recycling process” in
claim 34, “wherein the light blocking ink layer is configured to be removable in a caustic

wash to preserve recyclability of the container” in claim 38 and “wherein the light



Application/Control Number: 18/667,677 Page 7
Art Unit: 1785

blocking ink layer and the white pigment of the high opacity layer is configured to be
removed from the recyclable shrink label after a caustic wash cycle of a recycling
process” are directed to limitations describing a method of using and/or intended use of
the claimed label, and does not determine the patentability of the product, unless the
method produces a structural feature of the product. The method of using the product is
not germane to the issue of patentability of the product itself, unless Applicant

presents evidence from which the Examiner could reasonably conclude that the claimed
product differs in kind from those of the prior art. See MPEP § 2113. Furthermore, there
does not appear to be a difference between the prior art structure and the structure
used in the claimed method because Ota et al. discloses the structure of claims 24 and
36 as described above. Furthermore, Ota et al. utilizes similar materials to those
disclosed by the instant application (see pg-pub [0059-0099]), and therefore, would
perform the same function in the same manner as the instant application.

17.  Regarding claims 37, Ota et al. teaches all the limitations of claim 36 above,
and Ota et al. further teaches that the surface (first surface) of the heat shrink film
comprising the first and second light shielding layers is arranged to face the container,
wherein the first and second light shielding layers are disposed between the heat shrink

film and the external surface of the container (pg. 10).
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18. Claims 52 and 58 are rejected under 35 U.S.C. 103 as being unpatentable
over Ota et al. (JP 2004-250040; machine translation via EPO provided; previously
cited) in view of Tsuchida et al. (US 2006/0275592; previously cited).

19. Regarding claims 52 and 58, Ota et al. teaches all the limitations of claims 36
and 24 above, however, the references are silent as to the particle size of the light
shielding substance (light blocking component) being within the range of 0.1um to
25um.

20. Tsuchida et al. is in the same field of endeavor directed to heat shrink labels,
teaching a heat shrink label comprised of a core layer (2), a white front layer (1) and a
white back layer (4) (Figure 1; [0004-0010, 0015, 0021-0022, 0024]). Tsuchida et al.
further teaches that the white front layer (1) and white back layer comprise a white
pigment (particulate) such as titanium dioxide (light blocking component), wherein the
average particle diameter of the white pigment is about 0.01 um to about 10 um,
wherein if the average particle diameter is less than 0.01 um, dispersibility may be
deteriorated and if it exceeds 10 um, the film may have a rough surface and show a
deteriorated appearance ([0022]). In the case where the claimed ranges “overlap or lie
inside ranges disclosed by the prior art” a prima facie case of obviousness exits. The
range of about 0.01 um to about 10 um taught by Tsuchida et al. overlaps the range of
0.1 um to 100 um as recited by claim 20, or 0.1 um to 25 um as recited by claim 46;
therefore a prima facie case of obviousness exists.

21.  As both Ota et al. and Tsuchida et al. teach heat shrinkable labels, it would have
been obvious to one of ordinary skill in the art before the effective filing date of the

claimed invention to utilize the average particle diameter range of about 0.01 um to
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about 10 um of the white pigment taught by Tsuchida et al. for the light shielding
substance (light blocking particulate) of the label taught by Ota et al. in view of Williams
et al. as Tsuchida et al. teaches that average particle diameter is less than 0.01 um,
dispersibility may be deteriorated and if it exceeds 10 um, the film may have a rough

surface and show a deteriorated appearance ([0022]).

22. Claims 1-10, 21, 22, 23, 25, 26, 35, 39, 40, 47, 53, 54, 59 and 60 are rejected
under 35 U.S.C. 103 as being unpatentable over Ota et al. (JP 2004-250040;
machine translation via EPO provided; previously cited) in view of Williams et al.
(US 2022/0389184; previously cited).

23. Regarding claims 1, 2, 3, 5, 9 and 23, Ota et al. teaches a label for a container,
the label comprising a first light shielding layer (high opacity layer; 3a) on a heat
shrinkable film (1) and a second light shielding layer (light blocking ink layer; 3b) on the
first light shielding layer (high opacity layer) (pg. 2-5, 8-10, Figure 2). The first and
second light shielding layers are comprised of a light shielding substance (light blocking
component) that reflects, diffuses or scatters ultraviolet light and/or visible light, such as
powders of titanium dioxide, aluminum, aluminum silicate, calcium carbonate, alumina,
and combinations thereof in a binder solution (i.e. ink) (pg. 3-4).0ta et al. specifically
teaches an example the light shielding layers are comprised of a mixture of titanium
dioxide and aluminum powder that provides maximum light shielding properties for both
the ultraviolet and visible light (i.e. encompassing 200-900nm wavelengths) (pg. 5). Ota

et al. teaches that the heat shrinkable film is comprised of shrinkable films including
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polyester, polystyrene, polyvinylchloride, polyethylene, polypropylene, ethylene vinyl
acetate base heat shrinkable films and has a thickness of 20 to 120um (pg. 3), which
overlaps with the claimed range of 15 to 100um. In the case where the claimed ranges
“overlap or lie inside ranges disclosed by the prior art” a prima facie case of
obviousness exits.

24. The limitations reciting “the light blocking ink layer configured to block at least
80% of incident light having wavelengths in a range of 200nm to 900 nm” and
‘recyclable” are considered functional language related to the intended use of the
product and is accorded limited weight as the language does not further limit the
structure or the process. The aforementioned limitations recite properties of the claimed
light blocking layer composition and the overall label itself, and are functional limitations
that are met by the structure of the prior art. Ota et al. teaches similar materials for the
heat shrink film and the first and second light shielding layers as the heat shrink film,
high opacity layer and light blocking composition of the instant application, and further
teaches that the first and second light shielding layers, are comprised of a light shielding
substance (light blocking particulate) that reflects, diffuses or scatters ultraviolet light
and/or visible light (pg. 3-5). Therefore, the heat shrink label taught by Ota et al. would
inherently be capable of performing in the manner recited by the instant claims.

25. While Ota et al. teaches that the heat shrink film is a polyester based heat
shrinkable film, the reference does not expressly teach that the heat shrink film is PET
or PETG. Williams et al. teaches an recyclable ink printed label, wherein polymeric
shrink wrap labels includes PET or PETG as commonly known shrink film used for

labels ([0084-0085]). It would have been obvious to one of ordinary skill in the art before
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the effective filing date of the claimed invention to utilize the PET or PETG heat shrink
film taught by Williams et al. as the polyethylene based heat shrink film in the label
taught by Ota et al., as Williams et al. teaches PET and PETG are commonly known
shrink films used for shrinkable labels.

26. Regarding claims 4 and 6, Ota et al. in view of Williams et al. teaches all the
limitations of claims 1 and 5 above, and Ota et al. further teaches a printed design layer
(indicia; 2) is formed on the outer surface of the heat shrinkable film (1), wherein, as
shown by Figure 2, the first light shielding layer (high opacity layer; 3a) is disposed
between the printed design layer (indicia; 2) and the second light shielding layer (light
blocking composition; 3b) (pg. 2-5, 8-10).

27. Regarding claims 7, 8, 563 and 54, Ota et al. in view of Williams et al. teaches all
the limitations of claim 1 above, and further teaches that the heat shrinkage rate of the
heat shrinkable film is preferably 55-80% in the circumferential direction of the bottle to
which it is applied (pg. 3). Furthermore, as Ota et al. teaches the same materials used
for the heat shrink film and the high opacity layer and light blocking composition of the
instant application, it would perform in a similar manner.

28. Regarding claim 10, Ota et al. in view of Williams et al. teaches all the
limitations of claim 1 above, Ota et al. further teaches that the thickness of the first light
shielding layer (high opacity layer; 3a) and second light shielding layer (light blocking
composition; 3b) is in the preferable range of 8-15um, wherein if the thickness is less
than 3um, it is difficult to maintain the low transmittance of light and if the thickness is
about 20um, it will interfere with the thermal shrinkage of the film (pg. 5-6). While the

reference does not expressly teach the ppr ranges recited, such a modification would
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have been obvious to one of ordinary skill in the art before the effective filing date of the
claimed invention to modify the amounts of second light shielding layer (light blocking
composition; 3b) such that it falls within the ranges recited by claim 10 while also being
present at an amount sufficient to provide the desired reduction in light transmittance.
29. Regarding claim 21, the limitation reciting “wherein the light blocking ink layer
and the white pigment of the high opacity layer is configured to be removed from the
recyclable shrink label in a caustic wash of a recycling process” describe a method of
using and/or intended use of the claimed label, and does not determine the patentability
of the product, unless the method produces a structural feature of the product. The
method of using the product is not germane to the issue of patentability of the product
itself, unless Applicant presents evidence from which the Examiner could reasonably
conclude that the claimed product differs in kind from those of the prior art. See MPEP §
2113. Furthermore, there does not appear to be a difference between the prior art
structure and the structure used in the claimed method because Ota et al. discloses the
structure of claims 24 and 36 as described above. Furthermore, Ota et al. in view of
Williams et al. utilize similar materials to those disclosed by the instant application (see
pg-pub [0059-0099)), and therefore, would perform the same function in the same
manner as the instant application.

30. Regarding claim 22, Ota et al. in view of Williams et al. teaches all the
limitations of claim 1 above, and Williams et al. further teaches that to ensure the
printed label can be handled, fitted, shipped, stacked, or rubbed against adjacent

containers, the dried ink layer has a coefficient of friction at or below 0.3 ([0078]). In the
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case where the claimed ranges “overlap or lie inside ranges disclosed by the prior art” a
prima facie case of obviousness exits.

31. It would have been obvious to one of ordinary skill in the art before the effective
filing date of the claimed invention, to modify the second light shielding layer (light
blocking ink layer; 3b) in the heat shrink label taught by Ota et al. to have a coefficient of
friction at or below 0.3 as taught by Williams et al. to ensure the printed label can be
handled, fitted, shipped, stacked, or rubbed against adjacent containers without
affecting the printing.

32. Regarding claims 25, 26, 39, 40, 59 and 60, Ota et al. teaches all the limitations
of claims 24 and 36 above, and while Ota et al. teaches that the heat shrink film is a
polyester based heat shrinkable film, the reference does not expressly teach that the
polyester heat shrink film is PET or PETG.

33.  Williams et al. teaches an recyclable ink printed label, wherein polymeric shrink
wrap labels includes PET or PETG as commonly known shrink film used for labels
([0084-0085])).

34. It would have been obvious to one of ordinary skill in the art before the effective
filing date of the claimed invention to utilize the PET or PETG heat shrink film taught by
Williams et al. as the polyethylene based heat shrink film in the label taught by Ota et
al., as Williams et al. teaches PET and PETG are commonly known shrink films used for
shrinkable labels.

35. Regarding claims 35 and 47, Ota et al. teaches all the limitations of claims 24
and 36 above, however, the reference does not expressly teach that the light blocking

layer has a kinetic coefficient of less than 0.22.
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36. Williams et al. teaches an recyclable ink printed label, wherein polymeric shrink
wrap labels includes PET or PETG as commonly known shrink film used for labels
([0084-0085]). Williams et al. further teaches that to ensure the printed label can be
handled, fitted, shipped, stacked, or rubbed against adjacent containers, the dried ink
layer has a coefficient of friction at or below 0.3 ([0078]). In the case where the claimed
ranges “overlap or lie inside ranges disclosed by the prior art” a prima facie case of
obviousness exits.

37. It would have been obvious to one of ordinary skill in the art before the effective
filing date of the claimed invention, to modify the second light shielding layer (light
blocking ink layer; 3b) in the heat shrink label taught by Ota et al. to have a coefficient of
friction at or below 0.3 as taught by Williams et al. to ensure the printed label can be
handled, fitted, shipped, stacked, or rubbed against adjacent containers without

affecting the printing.

38. Claim 55 is rejected under 35 U.S.C. 103 as being unpatentable over Ota et
al. (JP 2004-250040; machine translation via EPO provided) in view of Williams et
al. (US 2022/0389184) and further in view of Tsuchida et al. (US 2006/0275592;
previously cited).

39. Regarding claim 55, Ota et al. in view of Williams et al. teach all the limitations
of claim 1, however, the references are silent as to the particle size of the light shielding
substance (light blocking component) being within the range of 0.1um to 25um.

40. Tsuchida et al. is in the same field of endeavor directed to heat shrink labels,

teaching a heat shrink label comprised of a core layer (2), a white front layer (1) and a
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white back layer (4) (Figure 1; [0004-0010, 0015, 0021-0022, 0024]). Tsuchida et al.
further teaches that the white front layer (1) and white back layer comprise a white
pigment (particulate) such as titanium dioxide (light blocking component), wherein the
average particle diameter of the white pigment is about 0.01 um to about 10 um,
wherein if the average particle diameter is less than 0.01 um, dispersibility may be
deteriorated and if it exceeds 10 um, the film may have a rough surface and show a
deteriorated appearance ([0022]). In the case where the claimed ranges “overlap or lie
inside ranges disclosed by the prior art” a prima facie case of obviousness exits. The
range of about 0.01 um to about 10 um taught by Tsuchida et al. overlaps the range of
0.1 um to 100 um as recited by claim 20, or 0.1 um to 25 um as recited by claim 46;
therefore a prima facie case of obviousness exists.

41.  As both Ota et al. and Tsuchida et al. teach heat shrinkable labels, it would have
been obvious to one of ordinary skill in the art before the effective filing date of the
claimed invention to utilize the average particle diameter range of about 0.01 um to
about 10 um of the white pigment taught by Tsuchida et al. for the light shielding
substance (light blocking particulate) of the label taught by Ota et al. in view of Williams
et al. as Tsuchida et al. teaches that average particle diameter is less than 0.01 um,
dispersibility may be deteriorated and if it exceeds 10 um, the film may have a rough

surface and show a deteriorated appearance ([0022]).
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42.  Claims 1-10, 21-51, 53-54, 56, 57, 59 and 60 are rejected under 35 U.S.C. 103
as being unpatentable over Williams et al. (US 2022/0389184) in view of Ota et al.
(JP 2004-250040; machine translation via EPO provided).

43. Regarding claims 1, 2, 3, 5, 9, and 23, Williams et al. teaches an ink and label
combination to facilitate recycling of both the label and the container to which the label
is applied (i.e. recyclable label), wherein multiple ink layers (high opacity layer and light
blocking layer) are printed or coated onto a PET or PETG shrink wrap label (heat shrink
film), wherein the multiple ink layers (high opacity layer and light blocking layer)
comprise inorganic colorants such as titanium dioxide (white pigment), iron oxide,
chromium oxide, ferric ammonium, ferric oxide blacks, pigment black and pigment white
(white pigment) (light blocking component/particulate) ([0002-0010, 0024-0062, 0069-
0085])).

44. The limitation reciting “the light blocking ink layer configured to block at least 80%
of incident light having wavelengths in a range of 200nm to 900 nm” is considered
functional language related to the intended use of the product and is accorded limited
weight as the language does not further limit the structure or the process. The
aforementioned limitation recites properties of the claimed light blocking composition
and are functional limitations that are met by the structure of the prior art. Williams et al.
teaches similar materials for the heat shrink film multiple ink layers as the heat shrink
film, high opacity layer and light blocking composition of the instant application,
therefore, the heat shrink label taught by Williams et al. would inherently be capable of

performing in the manner recited by the instant claims.
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45.  Williams et al. does not expressly teach the thickness of the shrink wrap label
(heat shrink film). Ota et al. is in the same field of endeavor, heat shrinkable labels, and
teaches a wraparound heat shrinkable label for a bottle, the heat shrinkable label
comprising a first light shielding layer (high opacity layer; 3a) on a heat shrinkable film
(1) and a second light shielding layer (light blocking composition; 3b) on the first light
shielding layer (high opacity layer) (pg. 2-5, 8-10, Figure 2). The first and second light
shielding layers are comprised of a light shielding substance (light blocking particulate)
that reflects, diffuses or scatters ultraviolet light and/or visible light, including powders of
metals, metal oxides, carbon black, types of mica or reflective pigments in a binder
solution (i.e. ink) (pg. 3-4). Specific materials used by Ota et al. as the a light shielding
substance (light blocking particulate) include titanium dioxide, aluminum silicate,
calcium carbonate, alumina, and combinations thereof (pg. 4). Ota et al. teaches that
the thickness of the heat shrinkable film will vary depending on the material and size of
the bottle to which the label is applied, but is generally in the range of 20 to 120um (pg.
3), which overlaps with the claimed range of 30 to 100um. In the case where the
claimed ranges “overlap or lie inside ranges disclosed by the prior art” a prima facie
case of obviousness exits.

46.  As both Williams et al. and Ota et al. are directed to heat shrinkable films with ink
layers applied thereon, it would have been obvious to one of ordinary skill in the art to
modify the thickness of the label taught by William’s et al. to fall within the range taught
by Ota et al. as Ota et al. teaches such thicknesses are generally used for heat shrink

labels.
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47. Regarding claims 4 and 6, Williams et al. in view of Ota et al. teaches all the
limitations of claims 1 and 5 above, and Williams et al. further teaches that the ink
layers can be present in multiple layers, such as up to 14 layers ([0074]). As stated
above, Williams et al. teaches the multiple ink layers (high opacity layer and light
blocking layer) comprise inorganic colorants such as titanium dioxide (white pigment),
iron oxide, chromium oxide, ferric ammonium, ferric oxide blacks, pigment black and
pigment white (white pigment) (light blocking particulate) ([0002-0010, 0024-0062,
0069-0085])).

48.  Therefore, it would have been obvious to one of ordinary skill in the art to provide
additional ink layers (indicia) as an obvious matter of design choice based upon the
desired visual appearance of the resultant shrink wrap label. Furthermore, it would have
been obvious to orient the additional layers such that they were in a stacked
arrangement as recited by the claims.

49. Regarding claims 7, 8, 63 and 54, Williams et al. in view of Ota et al. teaches all
the limitations of claim 1 above. While Williams et al. teaches a heat shrink film
comprised of PET or PETG ([0002-0010, 0024-0062, 0069-0085]). Williams et al. does
not expressly teach that the heat shrink film or heat shrink label is configured to shrink
or contract in a transverse direction by about 1% to about 90% when heated to 100°C
as recited by claims 7, 8, 53 and 54, however, such a property would inherently be
present in the heat shrink film of Williams et al. Both Williams et al. and the instant
application teach a heat shrink film of PET or PETG and an ink layer comprised of
inorganic pigments such as titanium dioxide as stated in the rejection of claim 20 above.

As stated in MPEP 2112.01(ll), it has been held that product of identical composition
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cannot have mutually exclusive properties, therefore the heat shrink film and heat shrink
label taught by Williams et al. would inherently have the heat shrinkable properties
recited by the claims.

50. Regarding claim 10, Williams et al. in view of Ota et al. teach all the limitations
of claim 1 above, however, Williams et al. does not expressly teach that the multiple ink
layers (high opacity layer and light blocking layer) are applied in an amount of 0.5 ppr to
25ppr and the pigment is present in an amount of 0.1ppr to 10ppr of the ink layer. Such
a modification would have been obvious to one of ordinary skill in the art based upon
the desired amount of coloration provided on and the desired visual effect of the
resultant heat shrink label.

51. Regarding claim 21, the limitation reciting “ wherein the light blocking ink layer
and the white pigment of the high opacity layer is configured to be removed from the
recyclable shrink label in a caustic wash of a recycling process” describe a method of
using and/or intended use of the claimed label, and does not determine the patentability
of the product, unless the method produces a structural feature of the product. The
method of using the product is not germane to the issue of patentability of the product
itself, unless Applicant presents evidence from which the Examiner could reasonably
conclude that the claimed product differs in kind from those of the prior art. See MPEP §
2113. Furthermore, there does not appear to be a difference between the prior art
structure and the structure used in the claimed method because Williams et al. in view
of Ota et al. discloses the structure of claims 1 and 5 as described above. Furthermore,

Williams et al. in view of Ota et al. utilize similar materials to those disclosed by the
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instant application (see pg-pub [0059-0099]), and therefore, would perform the same
function in the same manner as the instant application.

52. Regarding claim 22, Williams et al. in view of Ota et al. teaches all the
limitations of claim 1 above, and Williams et al. further teaches that to ensure the
printed label can be handled, fitted, shipped, stacked, or rubbed against adjacent
containers, the dried ink layer has a coefficient of friction at or below 0.3 ([0078]). In the
case where the claimed ranges “overlap or lie inside ranges disclosed by the prior art” a
prima facie case of obviousness exits.

53. Regarding claims 24, 25, 26, 27, 32, 36, 39, 40, 41, 44, 59 and 60, Williams et
al. teaches an ink and label combination to facilitate recycling of both the label and the
container to which the label is applied (i.e. recyclable label), wherein multiple ink layers
(high opacity layer and light blocking layer) are printed or coated onto a PET or PETG
shrink wrap label (heat shrink film), wherein the multiple ink layers (high opacity layer
and light blocking layer) comprise inorganic colorants such as titanium dioxide (white
pigment), iron oxide, chromium oxide, ferric ammonium, ferric oxide blacks, pigment
black and pigment white (white pigment) (light blocking component/particulate) ([0002-
0010, 0024-0062, 0069-0085]). While Williams et al. teaches multiple inorganic
colorants used for the multiple ink layers, it would have been obvious to one of ordinary
skill in the art before the effective filing date of the claimed invention to utilize any of the
aforementioned pigments based on the desired visual appearance of the resultant label,
including titanium dioxide or a white pigment in one of the layers should a white

appearance be desired for the label.
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54.  Williams et al. does not expressly teach the thickness of the shrink wrap label
(heat shrink film) or that the colorant for another one of the multiple ink layers including
a metal. Ota et al. is in the same field of endeavor, heat shrinkable labels, and teaches
a wraparound heat shrinkable label for a bottle, the heat shrinkable label comprising a
first light shielding layer (high opacity layer; 3a) on a heat shrinkable film (1) and a
second light shielding layer (light blocking composition; 3b) on the first light shielding
layer (high opacity layer) (pg. 2-5, 8-10, Figure 2). The first and second light shielding
layers are comprised of a light shielding substance (light blocking particulate) that
reflects, diffuses or scatters ultraviolet light and/or visible light, including powders of
metals, metal oxides, carbon black, types of mica or reflective pigments in a binder
solution (i.e. ink) (pg. 3-4). Specific materials used by Ota et al. as the a light shielding
substance (light blocking particulate) include titanium dioxide, aluminum silicate,
calcium carbonate, alumina, and combinations thereof (pg. 4). Ota et al. teaches that
the thickness of the heat shrinkable film will vary depending on the material and size of
the bottle to which the label is applied, but is generally in the range of 20 to 120um (pg.
3), which overlaps with the claimed range of 30 to 100um. In the case where the
claimed ranges “overlap or lie inside ranges disclosed by the prior art” a prima facie
case of obviousness exits. Ota et al. further teaches that the light shielding material
used in the light shielding layers can be metals oxides such as titanium dioxide and iron
oxide, also taught by Williams et all, but can also include metals such as aluminum and
copper ([0014]).

55.  As both Williams et al. and Ota et al. are directed to heat shrinkable films with ink

layers applied thereon, it would have been obvious to one of ordinary skill in the art to
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modify the thickness of the label taught by William’s et al. to fall within the range taught
by Ota et al. as Ota et al. teaches such thicknesses are generally used for heat shrink
labels. Furthermore, it would have been obvious to one of ordinary skill in the art before
the effective filing date of the claimed invention to modify the inorganic pigments of
another one of the ink layers taught by Williams et al. to include the metal particles such
as aluminum and copper as taught by Ota et al. as Ota et al. teaches the metals to be
obvious variants to the metal oxides. Furthermore, it would have been an obvious
modification based upon the desired visual appearance and coloration of the ink layers
as an obvious design choice.

56.  The limitation reciting “the light blocking ink layer configured for the recyclable
shrink label to block at least 80% of incident light having wavelengths in a range of
200nm to 900 nm” recited by independent claims 24 and 36 are considered functional
language related to the intended use of the product and is accorded limited weight as
the language does not further limit the structure or the process. The aforementioned
limitation recites properties of the claimed light blocking composition and the overall
label itself and are functional limitations that are met by the structure of the prior art.
Williams et al. teaches similar materials for the heat shrink film multiple ink layers as the
heat shrink film, high opacity layer and light blocking composition of the instant
application, therefore, the heat shrink label taught by Williams et al. in view of Ota et al.
would inherently be capable of performing in the manner recited by the instant claims.
5§7. Regarding claims 28, 29, 42 and 43, Williams et al. in view of Ota et al. teaches
all the limitations of claims 24 and 36 above, and Williams et al. further teaches that the

ink layers can be present in multiple layers, such as up to 14 layers ([0074]). As stated
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above, Williams et al. teaches the multiple ink layers (high opacity layer and light
blocking layer) comprise inorganic colorants such as titanium dioxide (white pigment),
iron oxide, chromium oxide, ferric ammonium, ferric oxide blacks, pigment black and
pigment white (white pigment) (light blocking particulate) ([0002-0010, 0024-0062,
0069-0085])).

58.  Therefore, it would have been obvious to one of ordinary skill in the art to provide
additional ink layers (indicia) as an obvious matter of design choice based upon the
desired visual appearance of the resultant shrink wrap label. Furthermore, it would have
been obvious to orient the additional layers such that they were in a stacked
arrangement as recited by the claims.

59. Regarding claims 30, 31, 48, 49, 50, 51, 56 and 57, Williams et al. in view of
Ota et al. teaches all the limitations of claims 24 and 36 above. While Williams et al.
teaches a heat shrink film comprised of PET or PETG ([0002-0010, 0024-0062, 0069-
0085]), Williams et al. does not expressly teach that the heat shrink film or heat shrink
label is configured to shrink or contract in a transfer direction by about 1% to about 90%
when heated to 100°C as recited by claims 30 and 31, however, such a property would
inherently be present in the heat shrink film of Williams et al. Both Williams et al. and
the instant application teach a heat shrink film of PET or PETG and an ink layer
comprised of inorganic pigments such as titanium dioxide as stated in the rejection of
claim 20 above. As stated in MPEP 2112.01(ll), it has been held that product of identical
composition cannot have mutually exclusive properties, therefore the heat shrink film
and heat shrink label taught by Williams et al. would inherently have the heat shrinkable

properties recited by the claims.
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60. Regarding claims 33 and 45, Williams et al. in view of Ota et al. teach all the
limitations of claims 24 and 36 above, however, Williams et al. does not expressly teach
that the multiple ink layers (high opacity layer and light blocking layer) are applied in an
amount of 0.5 ppr to 25ppr and the pigment is present in an amount of 0.1ppr to 10ppr
of the ink layer. Such a modification would have been obvious to one of ordinary skill in
the art based upon the desired amount of coloration provided on and the desired visual
effect of the resultant heat shrink label.

61. Regarding claims 34, 38 and 46, the limitations reciting “ wherein the light
blocking ink layer and the white pigment of the high opacity layer is configured to be
removed from the recyclable shrink label in a caustic wash of a recycling process” in
claim 34, “wherein the light blocking ink layer is configured to be removable in a caustic
wash to preserve recyclability of the container” in claim 38 and “wherein the light
blocking layer and the white pigment of the high opacity layer is configured to be
removed from the recyclable shrink label after a caustic wash cycle of a recycling
process” in claim 46 are directed to limitations describing a method of using and/or
intended use of the claimed label, and does not determine the patentability of the
product, unless the method produces a structural feature of the product. The method of
using the product is not germane to the issue of patentability of the product itself, unless
Applicant presents evidence from which the Examiner could reasonably conclude that
the claimed product differs in kind from those of the prior art. See MPEP § 2113.
Furthermore, there does not appear to be a difference between the prior art structure
and the structure used in the claimed method because Williams et al. in view of Ota et

al. discloses the structure of claims 24 and 36 as described above. Furthermore,
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Williams et al. in view of Ota et al. utilizes similar materials to those disclosed by the
instant application (see pg-pub [0059-0099]), and therefore, would perform the same
function in the same manner as the instant application.

62. Regarding claims 35 and 47, Williams et al. in view of Ota et al. teaches all the
limitations of claims 24 and 36 above, and Williams et al. further teaches that to ensure
the printed label can be handled, fitted, shipped, stacked, or rubbed against adjacent
containers, the dried ink layer has a coefficient of friction at or below 0.3 ([0078]). In the
case where the claimed ranges “overlap or lie inside ranges disclosed by the prior art” a
prima facie case of obviousness exits.

63. Regarding claim 37, Williams et al. in view of Ota et al. teaches all the
limitations of claim36 above , and while Williams et al does not expressly teach that the
ink layers are disposed between the heat shrink film and the external surface of the
container, such a modification would have been obvious to one of ordinary skill in the art
based upon the desired used of the label. It is within the level of skill for an ordinary
person in the art to print the ink layers on a surface of the heat shrink film that will face

the container for enhanced protection against environmental elements.
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64. Claims 52, 55 and 58 are rejected under 35 U.S.C. 103 as being
unpatentable over Williams et al. (US 2022/0389184) in view of Ota et al. (JP 2004-
250040; machine translation via EPO provided) and further in view of Tsuchida et
al. (US 2006/0275592; previously cited).

65. Regarding claims 52, 55 and 58, Williams et al. in view of Ota et al. teach all
the limitations of claims 1, 36 and 24, however, the references are silent as to the
particle size of the inorganic colorants being within the range of 0.1um to 25um.

66. Tsuchida et al. is in the same field of endeavor directed to heat shrink labels,
teaching a heat shrink label comprised of a core layer (2), a white front layer (1) and a
white back layer (4) (Figure 1; [0004-0010, 0015, 0021-0022, 0024]). Tsuchida et al.
further teaches that the white front layer (1) and white back layer comprise a white
pigment (particulate) such as titanium dioxide (light blocking component), wherein the
average particle diameter of the white pigment is about 0.01 um to about 10 um,
wherein if the average particle diameter is less than 0.01 um, dispersibility may be
deteriorated and if it exceeds 10 um, the film may have a rough surface and show a
deteriorated appearance ([0022]). In the case where the claimed ranges “overlap or lie
inside ranges disclosed by the prior art” a prima facie case of obviousness exits. The
range of about 0.01 um to about 10 um taught by Tsuchida et al. overlaps the range of
0.1 um to 100 um as recited by claim 20, or 0.1 um to 25 um as recited by claim 46;
therefore a prima facie case of obviousness exists.

67. As both Williams et al. and Tsuchida et al. teach heat shrinkable labels, it would
have been obvious to one of ordinary skill in the art before the effective filing date of the

claimed invention to utilize the average particle diameter range of about 0.01 um to
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about 10 um of the white pigment taught by Tsuchida et al. for the pigment of the
multiple ink layers (high opacity layer and light blocking layer) of the label taught by
Williams et al. in view of Ota et al. as Tsuchida et al. teaches that average particle

diameter is less than 0.01 um, dispersibility may be deteriorated and if it exceeds

10 um, the film may have a rough surface and show a deteriorated appearance ([0022]).

Response to Arguments
Response-Claim Rejections - 35 USC § 103
68.  Applicant's arguments filed 04/24/2026 have been fully considered but they are
not persuasive.
69.  With respect to the rejections of independent claims 24 and 36 over Ota et al.,
the Applicant argues on pages 9-12 that Ota et al. does not teach all the limitations of
independent claim 24, and does not explicitly teach “a light blocking ink layer configured
to block at least 80% of incident light having wavelengths in a range of 250nm to
900nm” or that the label is “recyclable”. The Applicant argues that the rejection fails to
assert that the features are inherent or provide a showing that the first and second light
blocking layers of Ota et al. necessarily “block at least 80% of incident light having
wavelengths in a range of 250nm to 900nm”. These arguments are not persuasive.
70.  Arecitation of the intended use of the claimed invention must result in a
structural difference between the claimed invention and the prior art in order to
patentably distinguish the claimed invention from the prior art. If the prior art structure is

capable of performing the intended use, then it meets the claim.
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71.  Section 2173.05(g) of the MPEP discusses functional language, stating that “A
claim term is functional when it recites a feature ‘by what it does rather than what it is”,
further stating that function claiming often involves the recitation of some structure
followed by its function. Regarding the light blocking layer of independent claim 13, the
structural requirements are:

b. a light blocking ink layer comprising a light blocking ink component

C. the light blocking ink component is comprised of at least one of: metal,

metal oxide, a reflective pigment, carbon black and mica.
72.  The limitations reciting “configured to block at least 80% of incident light having
wavelengths in the range of 205nm to 900nm” and “configured to be removed from the
recyclable shrink label after a caustic wash cycle of a recycling process” is functional
language pertaining to properties of the light blocking ink layer. Therefore, should a light
blocking ink layer comprise the claimed components, it would inherently function in the
manner claimed and comprise the claimed properties.
73. Otaetal., as stated above, teaches first and second light shielding layers are
comprised of a light shielding substance (light blocking component) that reflects,
diffuses or scatters ultraviolet light and/or visible light, such as powders of titanium
dioxide, aluminum, aluminum silicate, calcium carbonate, alumina, and combinations
thereof in a binder solution (i.e. ink) (pg. 3-4). Ota et al. specifically teaches an example
wherein the light shielding layers are comprised of a mixture of titanium dioxide
(pigment) and aluminum powder (light blocking component) that provides maximum
light shielding properties for both the ultraviolet and visible light (i.e. encompassing 200-

900nm wavelengths) (pg. 5). Ota et al. teaches that the first and second light shielding
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layers are formed by dispersing or dissolving various light shielding substances in a
binder solution (i.e. ink) to prepare a coating liquid and applying the layer by printing or
coating (pg. 4). Furthermore, Ota et al. teaches that the heat shrinkable film is
comprised of shrinkable films including polyester, polystyrene, polyvinylchloride,
polyethylene, polypropylene, ethylene vinyl acetate base heat shrinkable films and has
a thickness of 20 to 120um (pg. 3), which are similar to those materials disclosed by the
instant application for the heat shrink film (see at least [0067]), and thus, the heat
shrink film of Ota et al. would inherently comprise the same properties as the claimed
invention.

74.  Ota et al. teaches similar materials for the heat shrink film and the first and
second light shielding layers (see pgs. 3-5), as the heat shrink film, high opacity layer
and light blocking composition of the instant application see pg-pub [0059-0099]). Thus
Ota et al. would inherently perform the same function in the same manner as the instant

application.

75.  With respect to the rejection of independent claim 1 over Ota et al. in view of
Williams et al., the Applicant argues on pages 12-14 that the office action fails to
disclose or teach all the limitations of claim 1, specifically that “a light blocking ink layer
configured to block at least 80% of incident light having wavelengths in the range of 250
nm to 900nm” or that the label is “recyclable”. The Applicant further argues that the
office action does not assert that the aforementioned features are inherent and does not
provide a showing that the first and second light shielding layers taught by Ota et al.

necessarily mean that they “block at least 80% of incident light having wavelengths in
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the range of 250 nm to 900nm”, or that the label is “recyclable”. These arguments are
not persuasive.
76.  Arecitation of the intended use of the claimed invention must result in a
structural difference between the claimed invention and the prior art in order to
patentably distinguish the claimed invention from the prior art. If the prior art structure is
capable of performing the intended use, then it meets the claim.
77.  As stated above, Section 2173.05(g) of the MPEP discusses functional language,
stating that “A claim term is functional when it recites a feature ‘by what it does rather
than what it is”, further stating that function claiming often involves the recitation of
some structure followed by its function. Regarding the light blocking layer of
independent claim 13, the structural requirements are:

d. a light blocking ink layer comprising a light blocking ink component

e. the light blocking ink component is comprised of at least one of: metal,

metal oxide, a reflective pigment, carbon black, mica and combinations thereof.
78.  The limitations reciting “configured to block at least 80% of incident light having
wavelengths in the range of 205nm to 900nm” and “configured to be removed from the
recyclable shrink label after a caustic wash cycle of a recycling process” is functional
language pertaining to properties of the light blocking ink layer. Therefore, should a light
blocking ink layer comprise the claimed components, it would inherently function in the
manner claimed and comprise the claimed properties.
79. Otaetal., as stated above, teaches first and second light shielding layers are
comprised of a light shielding substance (light blocking component) that reflects,

diffuses or scatters ultraviolet light and/or visible light, such as powders of titanium
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dioxide, aluminum, aluminum silicate, calcium carbonate, alumina, and combinations
thereof in a binder solution (i.e. ink) (pg. 3-4). Ota et al. specifically teaches an example
wherein the light shielding layers are comprised of a mixture of titanium dioxide
(pigment) and aluminum powder (light blocking component) that provides maximum
light shielding properties for both the ultraviolet and visible light (i.e. encompassing 200-
900nm wavelengths) (pg. 5). Ota et al. teaches that the first and second light shielding
layers are formed by dispersing or dissolving various light shielding substances in a
binder solution (i.e. ink) to prepare a coating liquid and applying the layer by printing or
coating (pg. 4).

80. Ota et al. teaches similar materials for the heat shrink film and the first and
second light shielding layers (see pgs. 3-5), as the heat shrink film, high opacity layer
and light blocking composition of the instant application see pg-pub [0059-0099]). Thus
Ota et al. would inherently perform the same function in the same manner as the instant
application.

81.  Additionally, Williams et al. is described as teaching a recyclable ink printed
label, wherein polymeric shrink wrap labels includes PET or PETG as commonly known
shrink film used for labels ([0084-0085]), comprising multiple ink layers (high opacity
layer and light blocking layer) with components of inorganic colorants such as titanium
dioxide (white pigment), iron oxide, chromium oxide, ferric ammonium, ferric oxide
blacks, pigment black and pigment white (white pigment) (light blocking
component/particulate) ([0002-0010, 0024-0062, 0069-0085]).

82. Williams et al. teaches similar materials for the heat shrink film multiple ink layers

as the heat shrink film, high opacity layer and light blocking composition of the instant
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application (see pg-pub [0059-0099]), therefore, the heat shrink label taught by Ota et
al. in view of Williams et al. would inherently have the same properties and be capable

of performing in the manner recited by the instant claims with respect to recyclabilility.

83.  With respect to the rejection of independent claim 1 over Ota et al. in view of
Williams et al., the Applicant argues on pages 14-17 that a person of ordinary skill in the
art would not be motivated to combine Ota et al. with Williams et al. due to their different
constructions and different goals. These arguments are not persuasive.

84. Inresponse to applicant’s argument that there is no teaching, suggestion, or
motivation to combine the references, the examiner recognizes that obviousness may
be established by combining or modifying the teachings of the prior art to produce the
claimed invention where there is some teaching, suggestion, or motivation to do so
found either in the references themselves or in the knowledge generally available to one
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir.
1988), In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992), and KSR
International Co. v. Teleflex, Inc., 550 U.S. 398, 82 USPQ2d 1385 (2007). In this case,
both Ota et al. and Williams et al. are in the same field of endeavor, heat shrinkable
labels having multiple ink layers (see above rejections). Therefore, it is maintained that
it would have been obvious to one of ordinary skill in the art to modify the thickness of
the label taught by William’s et al. to fall within the range taught by Ota et al. as Ota et

al. teaches such thicknesses are generally used for heat shrink labels.
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85.  With respect to the rejection of independent claim 1 over Williams et al. in view of
Ota et al., the Applicant argues on pages 17-19 that the office action fails to disclose or
teach all the limitations of claim 1, specifically that Williams et al. does not explicitly
teach “a light blocking ink layer configured to block at least 80% of incident light having
wavelengths in the range of 250 nm to 900nm”. The Applicant further argues that the
office action does not assert that the aforementioned features are inherent in Williams et
al. These arguments are not persuasive.
86. A recitation of the intended use of the claimed invention must result in a
structural difference between the claimed invention and the prior art in order to
patentably distinguish the claimed invention from the prior art. If the prior art structure is
capable of performing the intended use, then it meets the claim.
87.  As stated above, Section 2173.05(g) of the MPEP discusses functional language,
stating that “A claim term is functional when it recites a feature ‘by what it does rather
than what it is”, further stating that function claiming often involves the recitation of
some structure followed by its function. Regarding the light blocking layer of
independent claim 13, the structural requirements are:

f. a light blocking ink layer comprising a light blocking ink component

g. the light blocking ink component is comprised of at least one of: metal,

metal oxide, a reflective pigment, carbon black, mica and combinations thereof.
88. Inthe rejections above, Williams et al. is described as teaching a shrinkable label
of PET or PETG comprising multiple ink layers (high opacity layer and light blocking
layer) with components of inorganic colorants such as titanium dioxide (white pigment),

iron oxide, chromium oxide, ferric ammonium, ferric oxide blacks, pigment black and
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pigment white (white pigment) (light blocking component/particulate) ([0002-0010, 0024-
0062, 0069-0085]). Iron oxide, ferric oxide and chromium oxide meet the limitation of
claim 13 requiring that the light blocking component is a metal oxide and/or a reflective
pigment.

89. Williams et al. teaches similar materials for the heat shrink film multiple ink
layers as the heat shrink film, high opacity layer and light blocking composition of the
instant application (see pg-pub [0059-0099)), therefore, the heat shrink label taught by
Williams et al. would inherently have the same properties and be capable of performing

in the manner recited by the instant claims.

90. The Applicant additionally argues, with respect to the rejection of independent
claim 1, on pages 19-21 that one of ordinary skill in the art would not be motivated to
combine Ota et al. with Williams et al., as the labels have completely different
constructions.

91. Inresponse to applicant’s argument that there is no teaching, suggestion, or
motivation to combine the references, the examiner recognizes that obviousness may
be established by combining or modifying the teachings of the prior art to produce the
claimed invention where there is some teaching, suggestion, or motivation to do so
found either in the references themselves or in the knowledge generally available to one
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir.
1988), In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992), and KSR

International Co. v. Teleflex, Inc., 550 U.S. 398, 82 USPQ2d 1385 (2007).
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92. In this case, Williams et al. and Ota et al. are in the same field of endeavor, heat
shrinkable labels having multiple ink layers (see above rejections). Williams et al.
teaches a shrink wrap label of PET or PETG shrink wrap film having multiple ink layers
disposed on the film, the multiple ink layers (high opacity layer and light blocking layer)
comprise inorganic colorants such as titanium dioxide (white pigment), iron oxide,
chromium oxide, ferric ammonium, ferric oxide blacks, pigment black and pigment white
(white pigment) (light blocking component/particulate) (claim 26-28,33,40; ([0002-0010,
0024-0062, 0069-0085]), as described in the rejection above.

93. Otaetal is in the same field of endeavor, heat shrinkable labels, and teaches a
wraparound heat shrinkable label for a bottle, the heat shrinkable label comprising a first
light shielding layer (high opacity layer; 3a) disposed on a heat shrinkable film (1) and a
second light shielding layer (light blocking composition; 3b) on the first light shielding
layer (high opacity layer) (pg. 2-5, 8-10, Figure 2). The first and second light shielding
layers are comprised of a light shielding substance (light blocking particulate) that
reflects, diffuses or scatters ultraviolet light and/or visible light, including powders of
metals, metal oxides, carbon black, types of mica or reflective pigments in a binder
solution (i.e. ink) (pg. 3-4). Specific materials used by Ota et al. as the a light shielding
substance (light blocking particulate) include titanium dioxide, aluminum silicate,
calcium carbonate, alumina, and combinations thereof (pg. 4). Ota et al. teaches that
the thickness of the heat shrinkable film will vary depending on the material and size of
the bottle to which the label is applied, but is generally in the range of 20 to 120um (pg.

3).
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94. Both Williams et al. and Ota et al. teach heat shrink labels with multiple ink layer
disposed thereon comprising similar components therein, therefore, it is maintained that
it would have been obvious to one of ordinary skill in the art to modify the thickness of
the label taught by William’s et al. to fall within the range taught by Ota et al. as Ota et

al. teaches such thicknesses are generally used for heat shrink labels.

95. With respect to independent claims 24 and 36, the Applicant states “for the same
reason discussed with regard to the rejection of independent Claim 1, Applicant
respectfully submits that the Office Action fails to establish that Williams and Ota, alone
or in combination, would have rendered obvious independent claim 24 (36)” ( see page
22 and 23 of arguments). These arguments are not persuasive for the same reasons

stated above with respect to independent claim 1.

Conclusion

96.  Any inquiry concerning this communication or earlier communications from the
examiner should be directed to LAURA POWERS whose telephone number is
(571)270-5624. The examiner can normally be reached Monday-Thursday, 10:00AM-
3:00PM.

Examiner interviews are available via telephone, in-person, and video
conferencing using a USPTO supplied web-based collaboration tool. To schedule an
interview, applicant is encouraged to use the USPTO Automated Interview Request

(AIR) at http://lwww.uspto.gov/interviewpractice.
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's
supervisor, Mark Ruthkosky can be reached at 571-272-1291. The fax phone number
for the organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of published or unpublished applications may be
obtained from Patent Center. Unpublished application information in Patent Center is
available to registered users. To file and manage patent submissions in Patent Center,
visit: https://patentcenter.uspto.gov. Visit https://www.uspto.gov/patents/apply/patent-
center for more information about Patent Center and
https://lwww.uspto.gov/patents/docx for information about filing in DOCX format. For
additional questions, contact the Electronic Business Center (EBC) at 866-217-9197
(toll-free). If you would like assistance from a USPTO Customer Service
Representative, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

LAURA POWERS
Examiner
Art Unit 1785

/LAURA C POWERS/
Primary Examiner, Art Unit 1785
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