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L. INTRODUCTION

Petitioner’s Reply seeks a do-over to remedy flawed arguments in its Petition,
including in Grounds 2 and 4. These arguments neither elaborate on the Petition nor
respond to the POR, but are “entirely new rationales” that should be struck.

First, there is simply no dispute that Dr. Deible never reviewed the Mitchell
reference—the secondary reference in Petitioner’s Ground 2 obviousness
combination—for the Petition. Rather, he relied solely on the Examiner’s discussion
of Mitchell, which is incomplete and was overcome. EX1046 9135.! While Dr.
Deible’s reply declaration openly admits he had not reviewed Mitchell before, he
attempts to circumvent this fundamental flaw and rehabilitate his opinions through
a post-hoc review. See EX1046 g 135 (“[S]ince [my deposition], I have reviewed
Mitchell...My opinions are unchanged.”). The Board should strike or disregard each
of Dr. Deible’s opinions regarding Mitchell—and portions of the Reply relying on
them—as an improper runaround. See id. 49 134-147; Paper 54 at 10—11.

Second, the sole indefiniteness argument raised in the Petition was that the

’422 patent defined “recyclable” in nine allegedly “disparate ways,” thus “making it

! PO also concurrently moves to exclude Dr. Deible’s entire opinion in light of

significant falsities in Dr. Deible’s representation in his initial declaration that he did

review Mitchell (and other materials) he later admitted he never reviewed.
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impossible for a POSITA to determine a definitive meaning and [] scope.” Paper 2
at 53—54. The POR rebutted this incorrect assertion by explaining how the nine
statements are consistent and provide reasonable certainty. Paper 34 at 75-97.

Petitioner’s Reply introduces a brand-new theory of indefiniteness: that
guidance from the independent third-party Association of Plastics Recyclers (APR)
is too subjectively administered for a POSITA to reliably apply. Putting aside that
label manufacturers, Petitioner’s expert, and Petitioner itself, all consistently rely on
APR guidance and recognition to establish recyclability, Petitioner’s new argument
has no foundation in its Petition. Indeed, Petitioner’s Reply tacks on these new
arguments transparently, in its Sections VII.C — VILE, all three of which contend
that the disclosed APR standards rely on “subjective” criteria—arguments
completely contrary to the Petition’s reliance on APR standards as sufficient to
establish the recyclability of the prior art products in Grounds 1 and 2.

Nor is Petitioner’s belated framework responsive to the POR or the Institution
Decision, both of which address Petitioner’s “disparate standards” framework.
Petitioner could have raised these subjectivity arguments in its Petition but chose not
to. Indeed, Petitioner’s new arguments are largely driven by the purported “personal
knowledge” of Petitioner’s own former VP of R&D, Mr. Bushman, whose initial

declaration did not include these opinions. Raising them now is improper.
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These new arguments prejudice PO’s ability to respond to them in sur-reply
and at the Oral Hearing. The Board should therefore strike the following new
arguments and portions of the declarations: Paper 54 at 17-26 (§§ VII.C-E); EX1046
99 134-147; EX1047 9 25-30, 3340, 50, 54, 58-59, 63-64, 66-72, 82-86.

II. LEGAL STANDARD

A reply “may not introduce new arguments except to respond to arguments
made in the institution decision and certain intervening filings.” Apple Inc. v.
MemoryWeb, LLC, 2025 WL 3494991, at *5 (Fed. Cir. 2025). “[T]he initial petition
[must] identify ‘with particularity’ the ‘evidence that supports the grounds for the
challenge to each claim.’” Intelligent Bio-Sys., Inc. v. lllumina Cambridge Ltd., 821
F.3d 1359, 1369 (Fed. Cir. 2016); see also 35 U.S.C. § 312(a)(3). A reply advancing
a “meaningfully distinct contention” from the Petition—rather than elaborating on
prior arguments or responding to the POR—exceeds the proper scope of reply and
should be struck. Yita LLC v. MacNeil IP LLC, 69 F.4th 1356, 1367 (Fed. Cir. 2023);
Henny Penny Corp. v. Frymaster LLC, 938 F.3d 1324, 1330-31 (Fed. Cir. 2019);
Rembrandt Diagnostics, LP v. Alere, Inc., 76 F.4th 1376, 1384-85 (Fed. Cir. 2023).

III. ARGUMENT
A.  Dr. Deible’s New Mitchell-Based Opinions Should be Struck

There is no dispute that Dr. Deible never reviewed Mitchell—the only
secondary reference he relies on for a POSITA’s knowledge in Ground 2 (EX2011

at 47:12-48:3)—prior to the Petition’s filing. See Paper 54 at 10 (“Dr. Deible had

3
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not independently reviewed Mitchell before deposition[.]”); EX1046 9§ 135; EX2011
at 118:3-9. Instead, Dr. Deible relied solely on the incomplete characterization of
Mitchell in the *422 patent prosecution history. EX1046 9 135. Yet, Dr. Deible now
attempts to recast his prior opinions in light of his post-hoc review of Mitchell, an
exercise that renders his reply opinions brand-new. EX1046 § 135 (“since then, 1
have reviewed Mitchell ... [and] [m]y opinions are unchanged.”). There is no excuse
for Dr. Deible’s failure to review Mitchell—his initial opinions purport to rely on
Mitchell and comment on its disclosures despite never actually reading those
disclosures for himself. That is, even under a generous reading of Dr. Deible’s initial
declaration, intentionally misleading. The Board should strike Petitioner’s attempt
to recast this flawed opinion as a runaround of the PTO rules. See Trilogy Commc 'ns,
Inc. v. Times Fiber Commc 'ns., Inc., 109 F.3d 739, 744-45 (Fed. Cir. 1997) (striking
late disclosed opinions where the report “contained new opinions and information
and did not merely supplement”); see Paper 54 at 10—11; EX1046 9 51, 52, 61, 81.

B.  Petitioner’s “Subjective” APR Arguments Should be Struck

“It is of the utmost importance that petitioners in the [PTAB] proceedings
adhere to the requirement that the initial petition identify ‘with particularity’ the
‘evidence that supports the grounds for [each claim’s] challenge.’” Intelligent Bio-
Sys., 821 F.3d at 1369 (quoting 35 U.S.C. §312(a)(3)). “Fairly interpreted, the

Petition proposed a single” (incorrect) indefiniteness theory: the’422 patent defined
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99 ¢¢

“recyclable” in “disparate ways,” “making it impossible for a POSITA to determine
a definitive meaning.” Henny Penny, 938 F.3d at 1331; Paper 2 at 53-54.

But now on Reply, Petitioner changes course by broadly arguing for the first
time that the statements in the ’422 patent specification and the APR guidelines
(established by an independent board that Petitioner itself relies on for its prior art
invalidity grounds, see EX2035) are themselves so inherently subjective that they
are incomprehensible to a POSITA. Paper 54 at 18. According to the Reply, APR
recognition “is a subjective determination made by a panel of three members” whose
“respective backgrounds impact whether APR guidance recognition is provided.”
1d.; see also id. at 19, 21, 24. These arguments are new: “the petition says nothing
about” subjectivity at all, let alone institutional APR subjectivity. Henny Penny, 938
F.3d at 1331. “Nor did [Petitioner] submit any expert testimony with its petition”
disclosing those arguments. /d. Petitioner certainly could have included these new
arguments, as the primary basis for this contention is the opinion of Petitioner’s own
former VP of R&D (and present declarant) and his alleged APR experience.
However, taking such a position in the Petition might have precluded institution
based on inconsistent positions—as Petitioner also directly relied upon the APR to
establish that certain prior art was recyclable for purposes of its prior art arguments.

Accordingly, Petitioner “chose which grounds...to assert in its petition and it chose

not to assert th[ese].” Intelligent Bio-Sys., 821 F.3d at 1369; EX1013, 99 67-86.
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Petitioner’s new argument is not responsive. See Yita, 69 F.4th at 1367;
Intelligent Bio-Sys., 821 F.3d at 1369-70. The Institution Decision addressed the
“disparate standards” theory, but did not raise any issues around the independent
alleged subjectivity of those standards. Paper 14 at 24 (“unclear at this
stage...whether these standards are consistent”). Similarly, the POR rebutted each
of the allegations of “disparate” statements by explaining how they are consistent.
See Paper 34 at 78-96. PO’s explanation that the APR’s independent third-party
testing parameters are consistent with other statements in the specification does not
invite Petitioner to introduce a new theory that APR’s institutional processes are
inherently subjective, particularly where that new theory rests largely on evidence
(Mr. Bushman’s alleged personal panel experience) available at the time of the
Petition. Moreover, Petitioner’s new subjectivity theory is irreconcilable with its
own Ground 1 reliance on APR recognition (of an unrelated label) to support its
argument that the Gatorade label is recyclable. See Paper 2 at 31. Petitioner cannot
credibly argue that APR guidance is so inherently biased and unworkable as to
render its recognition meaningless, while simultaneously relying on APR
recognition as its primary evidence of the alleged recyclability of the prior art.

Worse still, the Reply now challenges additional APR tests that were not
discussed in the Petition or the *422 patent specification. See Paper 54 at 23-24. For

example, the Reply raises for the first time that the wash water evaluation, clumping
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tests, and RES-LBL-2 are subjective and unworkable. /d. at 18-20, 25. These also
are not responsive to the POR, which states that APR guidance documents may be
consulted, not that they must each be individually determinative. Paper 34 at 86
(“POSITA could follow [APR guidance]”). This theory goes well beyond
contending that the *422 patent supplies multiple disparate definitions and criticizes
the entire APR guidance framework as an unknowable array of tests. Henny Penny,
938 F.3d at 1331; Intelligent Bio-Sys., 821 F.3d at 1369.

Requiring PO to address these belated arguments in sur-reply is unduly
prejudicial. Petitioner’s new, contradictory theories turn on technical questions
about APR guidance and a POSITA’s understanding of them but PO is not permitted
to submit new declarations. Despite the technical nature of the newly raised issues,
37 C.F.R. § 42.23(b) restricts the new evidence on sur-reply to deposition transcripts
of reply witnesses. See Baker Hughes Oilfield Operations, LLC v. Hirshfeld, 2021
WL 4227709, at *2 (Fed. Cir. 2021). Petitioner’s failure to present these arguments
in the first instance deprives PO of the evidentiary tools needed to sufficiently

respond, and would require the Board to proceed on an undeveloped record.

IV. CONCLUSION

PO respectfully requests the Board strike the new Reply arguments and
supporting declarations. Paper 54 at 17-26 (§§ VIL.C-E); EX1046 99 134-147;

EX1047 9 25-30, 3340, 50, 54, 58-59, 63—64, 6672, 82—-86.
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