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Petitioner’s opposition cannot cure its expert’s most fundamental deception:
Dr. Deible admitted under oath that he never reviewed Mitchell, the very reference
he cites over thirty times in rendering his invalidity opinions. Paper 59, 2-3. This is
not a question of merely balancing weight versus admissibility as Petitioner contends
but rather implicates the fundamental gatekeeping issue of FRE 702 requiring that
expert evidence be reliable. 37 CFR § 42.62(a); FRE 702. As this Board has found
(regarding even a lie “not germane” to the expert’s opinions), such admitted lies
from the expert render him “not a reliable witness” and justify exclusion. Mitchell v.
Holt, Pat. Interference No. 105,746, Paper 352, 21, 24 (BPAI Apr. 27, 2012).

A.  Dr. Deible’s Opinions Should Be Excluded (EX1014 and EX1046)

First, regarding the Mitchell reference, Petitioner attempts to distinguish
Mitchell v. Holt by downplaying the seriousness of Dr. Deible’s wrongdoing, calling
it an “inconsistency” and “perceived tension.” Paper 63, 6, 7. But these are not mere
“inconsistenc[ies]”; they are factual assertions about materials Dr. Deible said under
oath in his declaration to have reviewed as core components of his opinions, and
then later admitted under oath in his deposition that he did not review them. “Telling
a lie while under oath is a big deal, no matter what a witness is lying about.” Mitchell,
Paper 352, 21.

The question is not merely relevance, but under FRE 403 whether relevance

is “substantially outweighed” by unfair prejudice, and under FRE 702 whether these
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opinions are reliable. Petitioner’s attempt to rehabilitate Dr. Deible with a post-hoc
review only underscores the problem: that his opinions are “unchanged” reveals they
were never derived from Mitchell in the first place.

Second, Petitioner argues “the substance of Dr. Bushman’s declaration was
conveyed to Dr. Deible by counsel.” Paper 63, 1 (citing EX2011, 162:4-24). In his
first deposition, Dr. Deible testified that, “for every' citation to Exhibit 1013 [Dr.
Bushman’s declaration] ..., that information was relayed to [him] through
Counsel[.]” EX2011, 162:18-24. In his first declaration, Dr. Deible states his
knowledge “that the Gatorade Label and the Febreze Label are heat shrink labels”
was “[b]ased on discussions with Craig Bushman of Multi-Color.” EX1014 9 59.
But, in his second deposition, Dr. Deible states he only spoke with Dr. Bushman
“early on in the process,” and does not recall if he reviewed Dr. Bushman’s first
declaration to date. EX2042, 11:24-12:9; see also id., 7:23-8:1,74:14-17.

And Petitioner’s justification does not explain how Dr. Deible’s declarations
include pin citations to Dr. Bushman’s declaration or how the entirety of Dr.
Deible’s indefiniteness opinion is identical to Dr. Bushman’s, down to spacing.
Paper 59, 4. Even if Petitioner’s assertions were credible, providing Dr. Bushman’s

analysis directly to Dr. Deible to adopt wholesale, circumvents the expert

' Emphasis added unless stated otherwise.
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requirements of FRE 702 and 703, as FRE 703 allows reliance on others’ facts, not
simply copying others’ finished opinions. When counsel transplants a lay witness’s
complete analysis into an expert’s declaration—an expert who never read the source,
lacks the relevant expertise, and changed not a word—both rules are circumvented.

Third, Petitioner wrongly claims PO’s POSITA argument is merely a
disagreement about the definition. Paper 63, 8. Dr. Bushman admitted in his second
deposition that a POSITA has more than five years’ experience in the field of
“[1]abels and recycling”—thereby agreeing that Dr. Deible does not meet any
definition of POSITA. EX2043, 127:21-130:1; see also Disney Media v. Digit.
Media, IPR2024-00736, Paper 40, 9-10 (excluding non-POSITA declarations).

Finally, Petitioner’s waiver argument fails because § 42.64(b) does not require
anticipating that a declarant will lie about materials reviewed. Petitioner concedes
PO could not “object[]” because the “concern [] did not yet exist.” Paper 63, 4-5.
Regardless, Paper 16 § H preserved FRE 403 objections with regard to Mitchell and
FRE 701-702 objections for Dr. Deible’s copying of Mr. Bushman’s opinions.

B.  Opinions Contradicting Earlier Testimony Should Be Excluded

Petitioner’s argument that PO was required to object to EX1013 before the
inconsistency arose should be rejected. See Paper 63, 5. That argument is absurd, as
under Petitioner’s view, direct inconsistencies between declarations can never form

the basis to exclude the inconsistent declarations unless the party lodged a grievance
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about an inconsistency that had not yet occurred. The rules do not require
clairvoyance.

Although Petitioner reframes its late-arising indefiniteness argument as
attacking only the APR “process,” the argument targets the APR guidelines
themselves. EX1047 99 54, 66. Petitioner never previously raised this new
“alternative legal theor[y]” and there is no dispute that the guidelines themselves are
unchanged. Paper 63, 10. Moreover, both parties’ experts applied those guidelines
in interpreting “recyclable” in Grounds 1-3, which under Sonix Technology Co. v.
Publications International, Ltd. is evidence the term is not indefinite. 844 F.3d 1370,
1380 (Fed. Cir. 2017).

Petitioner asserts that “Dr. Deible’s testing was not intended to establish
recyclability in the first instance[.]” Paper 63, 10-11. This attorney argument directly
contradicts Dr. Deible’s first declaration and second deposition, opining that the
caustic wash testing was performed “[t]Jo determine if a label is recyclable with a
PET container.” EX1014 q 71; EX2042, 56:3-19.

C. Dr. Bushman's Biased Opinions, Attributed Verbatim to Dr.
Deible, Should Be Excluded

Petitioner’s contention of “no ‘role switching’” 1is betrayed by its
gamesmanship. Petitioner never explains why Dr. Deible’s indefiniteness analysis is
copied verbatim from Dr. Bushman’s, Paper 59, 11-12, or why Petitioner introduced

“Mr.” Bushman with “personal[] experience,” as one would a fact witness. /d., 9.
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D. EX1016, EX1018, and EX1019 and Evidence of Articles as Prior
Art Should be Excluded

There is no disagreement: authentication requires “evidence sufficient to
support a finding that the item is what the proponent claims it is.” Paper 63, 13
(quoting FRE 901(a)). Yet, Petitioner does not merely proffer what EX1016 (a
product description), EX1018 (correspondence), and EX1019 (data sheet) are, as its
opposition suggests, Paper 63, 13, but also that these exhibits establish a property of
the Gatorade Label itself, despite admitting that none even mention Gatorade. Paper
59, 12-13. And while FRE 703 permits experts to rely on otherwise inadmissible
materials in forming opinions, it does not render those materials independently
admissible as substantive evidence.

Petitioner similarly contends that the pictures “are the alleged prior-art
articles themselves,” Paper 63, 15, yet also agrees “that the photographs do not
themselves establish public availability before the priority date, that the containers
are not shown to be PET, and that EX1003 depicts an Orange-flavored label”—not
the Passion Fruit Maracuya or Glacier Freeze designs on which Grounds 1-3
actually rely. Id., 14; see also EX1032, 11, 19. Thus Petitioner concedes it failed to
show the items are “what the proponent claims it is.” Paper 63, 13 (quoting FRE
901(a)).

For the foregoing reasons, PO respectfully requests the Board grant the

Motion to Exclude.
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