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I. INTRODUCTION

Petitioners (“Geotab”) filed this PGR challenging the *149 patent early in its
life, with a broad Sotera stipulation (Pet., 149). The Director recently found that
these facts strongly weigh against discretionary denial. Toyota Motor v.
Autoconnect Holdings, PGR2025-00041, Paper 9, 2 (Dir. Sep. 8, 2025).

Additional facts weigh even more strongly against discretionary denial than
in Toyota. In the precedential Ecto World decision, the Director explained that
burying the Examiner in over 1,000 references without explaining their relevance
evidenced material error. Ecto World v. RAI Strategic Holdings, IPR2024-01280,
Paper 13, 2, 5-7 (Dir. May 19, 2025) (precedential). Here, Patent Owner
(“Fractus”) buried the Examiner in over 1,900 references without explaining their
relevance. The Examiner allowed the claims based on limitations that are
indisputably in the prior art. A trial should be instituted to correct the Examiner’s
material error.

Fractus asserts that discretionary denial is warranted under Fintiv because
the currently-scheduled trial date in the Eastern District of Texas (“EDTX™)
litigation would precede the FWD. Paper 9 (“Req.”), 5-11. The Director already
rejected that argument because, based on recent time-to-trial statistics, it is
“unclear whether the trial will take place prior to” FWD so the considerations

under Fintiv do not weigh in favor of discretionary denial. Geotab v. Fractus,



IPR2025-00928, -00929, Paper 11 (Dir. Sep. 12, 2025) (discretionarily denying
IPR petitions against two other patents—which Fractus asserted against Geotab in
the same EDTX litigation—for other reasons because those challenged patents had
“been in force for more than eleven years, creating strong settled expectations”).

Even if the evidence showed that the EDTX trial would precede the FWD (it
does not), Geotab’s challenging patentability in a PGR, with a Sotera stipulation,
would outweigh that consideration:

Petitioner challenged the patent early in the life of the patent. Early
challenges favor robust, predictable patent rights and weigh against
discretionary denial. Further, petitions for post-grant review are
favored because they must be filed no later than nine months from the
grant of the patent (35 U.S.C. § 321(c)), are close in time to
examination, and occur before expectations in the patent rights are
strongly settled. LifeVac, LLC v. DCSTAR Inc., IPR2025-00454,
Paper 11 at 2 (Director July 11, 2025). Additionally, Petitioner has
stipulated that it will not pursue in district court any ground raised, or
that could have been raised, in this post-grant review. DD Opp. 19. As
such, Petitioner’s stipulation broadly covers nearly all invalidity
defenses in district court. Petitioner’s broad stipulation reduces the
concern of inconsistent outcomes or significant duplication of efforts,
and strongly weighs against discretionary denial. On balance, the
circumstances that do not warrant discretionary denial outweigh those

that favor discretionary denial.

Toyota, PGR2025-00041, Paper 9 at 2-3 (referring petition despite finding it



“unlikely” that the FWD would issue before the district court trial).

II. GEOTAB CHALLENGING THE °149 PATENT EARLY IN ITS LIFE
VIA PGR WEIGHS AGAINST DISCRETIONARY DENIAL

The 149 patent issued September 17, 2024. Geotab timely challenged it via
this PGR. That weighs against denial. Toyota, PGR2025-00041, Paper 9 at 2
(“Early challenges favor robust, predictable patent rights and weigh against
discretionary denial. Further, [PGR] petitions... are favored because they must be
filed no later than nine months from the grant of the patent (35 U.S.C. § 321(c)),
are close in time to examination, and occur before expectations in the patent rights
are strongly settled.”); LifeVac v. DCSTAR, IPR2025-00454, Paper 11 at 2 (Dir.
July 11, 2025) (similar); Multi-Color v. Brook and Whittle, PGR2025-00025, Paper
10 at 2-3 (Dir. July 16, 2025) (similar).

IHI. EXAMINER ERROR WEIGHS AGAINST DENIAL

The *149 patent issued from an application claiming priority back through a
series of straight continuations. The Examiner never rejected any claim of the *149
patent over the prior art. The Examiner only issued double patenting rejections
over earlier patents in the family. EX1006, 809-821. Fractus overcame the
obviousness-type rejections by filing a terminal disclaimer. /d., 833-835.

The Examiner deemed the claims “allowable over prior art of record”
(EX1006, 961) because the Examiner found them patentably indistinct from claims

the Examiner had already deemed allowable in issuing other patents in the family,



including Patent No. 8,738,103 (“’103 patent”)—the first patent to issue in the
family (id., 854-861). During the *103 patent’s prosecution Fractus overwhelmed
the Examiner with 27 IDSs listing 1,917 references. EX1095.!

The Examiner allowed the *103 patent claims because, like the *149 patent
claims, they recite an antenna with particular “complexity factor” values. EX1094,
2. The “complexity factor” is a term Fractus made up to characterize the geometry
of an antenna, which Fractus defined in convoluted terms that are time consuming
to apply. The record does not reflect that the Examiner applied Fractus’s definition
to any prior art antenna to determine its “complexity factor” values.

The Examiner materially erred by allowing the 103 patent claims based on
their claimed complexity factor values because antennas with the claimed
“complexity factor” values recited in the 103 patent claims were indisputably in
the prior art. Fractus’s *677 patent (challenged in IPR2025-01026) recites
complexity factor values that are identical to those in the *103 patent. Fractus’s
POPR (Paper 12) in IPR2025-01026 does not dispute that these complexity factor

values are met by the prior art.

! Fractus submitted twenty-six IDSs listing 1,909 references in the application that

issued as the *149 patent. EX1006, 69-133, 207-252, 287-336, and 347-450.



The Examiner allowed the ’149 patent claims because he found them to be
patentably indistinct from claims he had already (mistakenly) deemed allowable in
the *103 patent. It was material error to allow the *149 patent claims to issue.

A.  Fractus Burying the Examiner in 1900+ References Without
Explaining Their Relevance Weighs Against Discretionary Denial

Fractus’s submitting 1,900+ references without explaining their relevance
weighs against discretionary denial. Ecto World, IPR2024-01280, Paper 13 at 2, 5-
7. In Ecto World, the Director noted that “over 1,000 [applicant-submitted]
references” far exceeded the typical number. /d., 7 n.3. The volume of references
the patent owner submitted without explaining their relevance was relevant to
showing material error and “may demonstrate that discretionary denial under
§325(d) is not warranted.” 1d., 6-7. While Fractus did not argue for discretionary
denial under §325(d), the reasoning in Ecto World directly applies to Petitioner’s
showing that the Examiner’s material error disfavors discretionary denial. /d., 5-6.

B. The Examiner Allowed the Claims Because He Failed to Find
Fractus’s Claimed “Complexity Factor’ Values in the Prior Art

The application that issued as the *149 patent was filed with a single claim.
EX1006, 206. The Examiner rejected that claim for double patenting over claim 1
in the *103 patent, finding the claims to be “not patentably distinct from each other
because their scope are overlapped.” Id., 811. Fractus overcame that rejection by

submitting a terminal disclaimer. /d., 833-835. Fractus subsequently submitted the



remaining claims that issued in the *149 patent (id., 854-862) and they were
allowed in the next office action without rejection (id., 960-961).

Every ’149 patent claim recites an antenna with a “contour” having a
“complexity factor F>; having a value of at least 1.20” and a “complexity factor F’s;
having a value of at least 1.35.” See Limitations [1.e], [7.g], and [13.g] at Pet.,
152-158 (defining claim-limitation labels). As the Examiner found, claim 1 of the
’103 patent has overlapping scope (EX1006, 811) because it recites an antenna
“contour” having precisely the same “complexity factor F>;... value of at least
1.20” and an overlapping “complexity factor Fs:... value of less than 1.75.* The
Examiner allowed claim 1 of the *103 patent based on these complexity factor
limitations. EX1093, 41:41-46; EX1094, 2 (’103 patent claim 1 was “allowed
because the prior art of record does not” meet the “complexity factor” “features”).

Thus, the Examiner allowed the 149 patent claims because he found them
“not patentably distinct” from claim 1 in the 103 patent (EX1006, 811), which the
Examiner had already deemed allowable over the prior art based on the claimed
“complexity factor” limitations. EX1006, 961; EX1094, 2. That was material error.

As detailed infra §II1.C, an antenna with complexity factor values meeting the

2 An antenna with a complexity factor Fs; value of “at least 1.35” (’149 patent

claim 1) but “less than 1.75” (103 patent claim 1) meets both claims.



values in claim 1 of the *103 patent® was indisputably in the prior art. Indeed,
Fractus’s POPR (Paper 12) in [PR2025-01026 did not dispute that the identical
“complexity factor” values in Fractus’s *677 patent are met by the prior art.

Fractus made the Examiner’s job exceedingly difficult by overwhelming the
Examiner with volume (supra §111) and by using coined claim terms—complexity
factors F>; and F3>—that the *103 patent specification* defines in convoluted terms
that are time consuming to apply. While the Examiner searched the prior art for
variations of “complexity factor” as claimed (EX1096, 4-5, 7-8, 19-20) that search
was doomed to fail because Fractus made the term up. To determine whether the
prior art met these terms, the Examiner would have needed to calculate, using the
specification’s definition, the complexity factor F>; and F’3; values for every prior
art antenna evaluated. Because Fractus’s definition is so cumbersome and time
consuming to apply, that would have been a daunting task. There is no evidence
that the Examiner even tried.

Under the specification’s definition, to compute F; and F’32, “a first, a
second, and a third grid (hereinafter called grid Gi, grid G2 and grid Gs

respectively) of substantially square or rectangular cells are placed on the antenna

3 The art’s complexity factor values also meet every *149 patent claim. Infia §111.C.

* Some requirements of the specification’s definition are in the *149 patent claims.



rectangle.” EX1093, 16:36-39. Each grid “is selected such that the aspect ratio”
(i.e., cell width to cell height) is “closest to” or “larger than” one. Id., 17:19-35.
Grid G2 is determined such that the cell size and aspect ratio “perfectly tesselate[]”
the “antenna rectangle” with “an odd number of columns and an odd number of
rows.” Id., 16:58-62, Fig. 14B. Grid G; is “created by grouping four [] cells of grid
G2 in such a manner that a corner of a first cell is the feeding point corner, and the
first cell is positioned completely inside the antenna rectangle.” /d., 18:24-27, Fig.
14A. Grid Gs fits twice as many rows and columns within the antenna rectangle as
G», replacing “each cell of... grid G2... with 2-by-2 cells of... grid G3[.]” Id., Fig.
14C, 19:23-25, 34:3-8. Values for complexity factors F>; and F3; are computed by
counting the number of cells N1, N2, and N3 in grids Gi, G2, and Gs, respectively,
that are “inside the antenna rectangle” and “include at least a point of the antenna
contour.” Id., 18:37-50, 19:26-38. The formulas below are then applied to calculate

the values for F»; and F3;:

_log (N,) —log(N;) Foo— log(N3) —log(N,)
log(1/,) log(1/)

Id., 18:38-50, 19:26-38, 34:9-24.

F =

The Examiner could not have looked at a figure of a prior art antenna and
determined intuitively whether the claimed complexity factors were met. Instead,

the Examiner would have needed to generate three different grids over the antenna,



count the number of cells in each grid that include the antenna contour, and then
apply the formulas for F>; and F’32. The record does not reflect that the Examiner
performed this analysis for even a single prior art antenna, let alone took on the
Herculean task of doing so for every antenna in the 71900+ references that Fractus
buried the Examiner under. Without doing this work, the Examiner could not have
properly allowed the claims based on the claimed complexity factors. EX1094, 2.

C. The Examiner Materially Erred by Failing to Appreciate That
Ciais-Quadband Discloses the Claimed Complexity Factors

The Petition does the work the Examiner did not do and demonstrates that
the “antenna contour” for Ciais-Quadband (EX1009)’s antenna has a complexity
factor F>; value of 1.31 (i.e., > 1.20) and a complexity factor F’3; value of 1.57 (i.e.,
>1.35 and <1.75), which meets the claimed complexity factor values in both the
’149 patent and *103 patent claims. See Pet., 100-107. The Petition shows its work.
Id. Fractus cannot reasonably dispute that Ciais-Quadband’s antenna meets the
claimed complexity factor values. Indeed, Fractus’s *677 patent at issue in
IPR2025-01026 recites complexity factor values identical to those in the 103
patent and Fractus’s POPR (Paper 12) in that IPR does not dispute that these
complexity factor values are met by the Ciais-Quadband antenna.

The Examiner materially erred in finding that an antenna with the complexity

factor values claimed in the 103 patent was absent from the prior art.



D. Fractus’s Assertion that the Merits are Weak is Baseless

The Petition’s grounds show that several antennas, including the Ciais-
Quadband, meet the claimed complexity factors in simple combinations meeting
every claim. Fractus says the Petition’s merits are “weak.” Req., 13-14. Fractus
made the same word-for-word assertion in its request for discretionary denial in
IPR2025-01026, but its POPR there (Paper 12) never challenged that Ciais-
Quadband’s antenna meets the 677 patent’s claimed complexity factor limitations.
The *677 patent complexity factor limitations are identical to those in the *103
patent that Examiner erroneously found missing from the prior art, which
subsequently led the Examiner to erroneously allow the *149 patent claims for the
same reason. Supra §111.B. Thus, nothing Fractus will say about the merits here
will refute that the Examiner materially erred by allowing the ’149 patent claims
based on complexity factor limitations that were indisputably in the prior art. Supra
§§IIL.B-C. This case should be sent to the merits panel so the Office can correct
the Examiner’s material error and reconsider the *149 patent claims that should not
have issued for the reasons the Examiner found.

The merits panel is fully capable of evaluating any merits-based arguments
Fractus advances in determining whether to institute a trial. Ground 2 here relies
on a combination of Ciais-Quadband and Dou (EX1013) also at issue in [PR2025-

01026. The Petition shows that a POSA had reason to use, with a reasonable
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(13

expectation of success, Ciais-Quadband’s antenna to implement Dou’s “internal
antenna[s]” 206 and 208. Pet., 64-69. Fractus’s POPR in IPR2025-01026 only
alleged that a POSA would not have made that combination because it purportedly
violates “Dou’s design constraints” that allegedly require a certain amount of
distance between the antennas to achieve “spatial diversity.” IPR2025-01026,
Paper 12, 18-22. That argument fails because it mischaracterizes Dou. “Spatial
diversity” is only one of several alternative “diversity techniques” Dou describes
for creating diversity between its two antennas. EX1013 (“Dou”), [0018]
(polarization diversity as another alternative); EX1007, [0076] (explaining
different ways of achieving antenna diversity). Fractus’s assertion that Dou
requires spatial diversity as “emphasized” by Dou’s claims is facially false.
IPR2025-01026, Paper 12, 18-22. Fractus cites Dou’s dependent claim 8. That
Dou’s independent claims do not require antenna spacing that Fractus associates
with spatial diversity confirms that this is not a requirement of Dou’s invention.
Fractus’s challenge to the merits is based entirely on a mischaracterization of Dou.

E. Correcting the Examiner’s Material Error Warrants Institution

The Examiner “did not have the benefit of the teachings” of Ciais-Quadband
or the other the prior art used in the Petition. Hamilton Techs. v. Tehrani, IPR2020-
01199, Paper 6, 21 (Jan. 6, 2021). The Examiner committed material error by

failing to appreciate that an antenna with the claimed complexity factors was not
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inventive, and that the claims are unpatentable in view of the Petition’s prior art.
Id. The fact that the Examiner erred “in a manner material to the patentability of
the challenged claims” demonstrates that discretionary denied is not warranted.
Tesla v. Charge Fusion Techs., IPR2025-00152, Paper 11, 2-3 (Dir. June 12, 2025)
(rejecting discretionary denial because material examiner error was shown);
Anthony v. ControlTec, IPR2025-00559, Paper 12, 2 (Dir. July 16, 2025) (same).
“[1]t 1s an appropriate use of Office resources” to review the Examiner’s material
error. Anthony, IPR2025-00559, Paper 12, 2.

Fractus’s assertion that Fintiv favors denial (infra §1V) fails. But even if that
argument had merit, reviewing the Examiner’s material error would outweigh it
and favor referring the Petition to the merits panel. Microsoft v. Partec Cluster
Competence Center, IPR2025-00318, Paper 9, 2 (Dir. June 12, 2025) (reviewing
the examiner’s material error outweighed trial expected before FWD); Padagis US
v. Neurelis, IPR2025-00464, Paper 12, 2-3 (Dir. July 16, 2025) (same).

Fractus has weaponized the *149 patent, obtained as a result of Examiner
error, by suing Petitioner Geotab and other companies across a range of industries.
The Board’s resources should be used to redress the Examiner’s material error.

IV. THE FINTIVFACTORS DO NOT WEIGH IN FAVOR OF DENIAL

Discretionary denial under Apple v. Fintiv, IPR2020-00019, Paper 11 (Mar.

20, 2020) (precedential) (“Fintiv’) is unwarranted for the same reasons the
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Director has already found. Geotab, IPR2025-00928, Paper 11, 3.

Fractus argues that trial “is set for September 14, 2026.” Req., 5. But Judge
Gilstrap has currently set jury selection for that same date in thirteen cases. Infra
§IV.A; EX1085 (listing cases consolidated only for pre-trial issues as separate
cases). Median-time-to-trial statistics more reliably indicate when trial is likely to
occur. Amazon.com v. NL Giken, IPR2025-00250, Paper 14, 2 (Dir. May 16, 2025).

Applying the 25.1 month median-time-to-trial statistics in EDTX (infra
§IV.A), a trial is unlikely to be held before January 9, 2027—after FWD is
expected by January 8, 2027. Neither Fintiv factor 2 nor any other Fintiv factor
weighs in favor of discretionary denial.

A. Factor 2 Is at Worst Neutral

No evidence supports Fractus’s assertion that the EDTX trial against Geotab
is likely to begin on September 14, 2026. Req., 5, 11. Fractus relies on a
scheduling order for separate litigations, against Geotab and Verizon, consolidated
only for pre-trial issues. EX1066. Verizon and Geotab will have separate trials. 35
U.S.C. §299; Team Worldwide v. Wal-Mart Stores, 287 F.Supp.3d 651, 656 (E.D.
Tex. 2018) (Judge Gilstrap recognizing “Section 299 bars... consolidation of
[accused infringers’] cases for trial”’). Judge Gilstrap has currently scheduled
thirteen cases to begin jury selection on September 14, 2026. EX1085 (listing

cases). Because Judge Gilstrap originally schedules many trials for the same date,
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his trials begin on the originally-scheduled date less than 8% of the time. EX1086.

A “number of cases [] scheduled for jury selection on [the same date]...
[raises] some uncertainty whether the trial... would actually begin on that date.”
Boe Tech. Grp. v. Optronic Scis., IPR2024-01130, Paper 16, 10 (Jan. 27, 2025)
(instituting IPR). EDTX’s 25.1 month median time-to-trial (EX1067, 35) is a more
reliable indicator of when the district court trial is likely to begin. That MTTT
indicates that a trial is unlikely to be held before January 9, 2027—25 months and
3 days (i.e., 25.1 months) after Fractus filed its complaint on December 6, 2024
(EX2005). That trial date is after FWD is expected by January 8, 2027.

Where a scheduled district court trial falls before FWD but MTTT statistics
indicate the trial will be after FWD, factor 2 does not favor discretionary denial.
Geotab, IPR2025-00928, Paper 11 at 3; NL Giken, IPR2025-00250, Paper 14, 2.
Fractus’s misplaced suggestion that the district court trial will precede the FWD is
unsupported by EDTX’s MTTT statistics.

Fractus cites “two year[]” data for Judge Gilstrap alone. Req., 11. The
Director should reject Fractus’s data in favor of the 12-month district-wide data
the Office regularly relies on (see, e.g., NL Giken, IPR2025-00250, Paper 14, 2)
because that data uses a larger sample size for all 10 EDTX judges, making it more
reliable, and it avoids stale two-year old data. Avoiding stale data is important

because EDTX’s year-over-year caseload increased by 16% in 2023 and 2024.
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EX1067, 35.

Even if the Director were to consider data for Judge Gilstrap alone, the last
year of data is more reliable than Fractus’s two-year data because Judge Gilstrap’s
patent docket increased 76% from 2023 (453 cases) to 2024 (799 cases), and 2025
1s on pace to increase another 34% over 2024 (1074 new cases projected). EX1092
(800 new cases as of Sep. 29, 2025). In past 12 months Judge Gilstrap held 14
patent trials, with a 766-day median time-to-trial—i.e., 25.2 months from
complaint—which places trial on January 11, 2027, after the FWD will issue.
EX1086.

Fractus’s 34 cases where the Director discretionarily denied institution based
on a parallel EDTX litigation (Req., 6-10) are inapposite because none presented
facts like those here where EDTX’s MTTT statistics indicate that trial is unlikely
to occur before FWD. In the 23 cases that considered MTTT statistics (EX1090),
each expected trial date based on the MTTT beat the FWD. The remaining 11
cases did not discuss MTTT. None of Fractus’s 34 cases presented the facts here
where the MTTT statistics show that a trial is unlikely to occur until after FWD.
Factor 2 does not favor denial. Geotab, IPR2025-00928, Paper 11, at 2.

B. Factor 4 Weighs Against Discretionary Denial

Fractus’s factor 4 analysis relies entirely on the fact that the current

invalidity contentions in the case consolidating the Verizon and Geotab litigations
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overlap with the Petition’s grounds. Req., 15. Fractus cites no authority supporting
that this means factor 4 favors denial. No authority does.

Fractus ignores Geotab’s Sotera stipulation. If a trial is instituted in this IPR,
Petitioner “will not pursue in the Texas Litigation, any ground raised or that
reasonably could have been raised in I[PR.” Pet., 149. This eliminates “concerns of
inefficiency and the possibility of conflicting decisions,” which “weigh[s] against”
discretionary denial. Fintiv, IPR2020-00019, Paper 11, 12-13; see also Toyota,
PGR2025-00041, Paper 9 at 2-3 (“Petitioner has stipulated that it will not pursue in
district court any ground raised, or that could have been raised, in this post-grant
review. DD Opp. 19. As such, Petitioner’s stipulation broadly covers nearly all
invalidity defenses in district court. Petitioner’s broad stipulation reduces the
concern of inconsistent outcomes or significant duplication of efforts, and strongly
weighs against discretionary denial.”).

Fractus also ignores EDTX’s Model Patent Order which will force Fractus to
go to trial on no more than five claims per patent and 16 total across the five
patents Fractus asserted against Geotab. EX1069, 43. The Petition challenges all 20
claims of the *149 patent. Pet., 3. The Petition challenging claims that will not be
addressed in the litigation also “weighs heavily against discretionary denial.”
POSCO v. ArcelorMittal, IPR2024-01377, Paper 11, 15-16 (Mar. 18, 2025).

Given Fractus’s nearly 20-year history of filing serial patent litigations
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against multiple defendants, one or more future suits involving the *149 patent are
highly probable. Fractus has a history of settling cases early before the merits can
be reached. EX1091 (listing cases Fractus “Settled/Voluntarily Terminated”). The
Board is uniquely positioned to address the unpatentability of every claim of the
’149 patent in a single matter and avoid duplicative litigation and potentially
inconsistent results. Berkshire Hathaway Energy Company v. Birchtech, IPR2025-
00274, Paper 23, 2 (Dir. July 2, 2025) (rejecting discretionary denial because an
IPR was more efficient than multiple district court cases separately addressing
validity). Geotab’s timely-filed Sotera stipulation (Pet., 149) and Judge Gilstrap’s
forced reduction in claims prior to trial mean there will be minimal overlap
between this [PR and the EDTX case, which weighs heavily against denial.

Nothing supports Fractus’s incredible assertion that Geotab is somehow
“seeking two bites at the apple” because Verizon is not bound by Geotab’s Sotera
stipulation. Req., 12. There is no relationship between Geotab and Verizon. Req.,
12-13. That Fractus faces validity challenges from Verizon and Geotab results
from Fractus’s decision to sue two unrelated parties simultaneously.

C. Factor 3 Weighs Against Discretionary Denial

“[P]etitioner filed the petition expeditiously” and there has been limited

“investment in the parallel proceeding” and no “[court-]issued substantive orders.’

Fintiv, Paper 11, 6, 9-12. This weighs against denial. /d.
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Geotab diligently filed its Petition three months and five days after Fractus
served infringement contentions (EX1016, 8), which weighs against discretionary
denial. Dish Network v. Broadband iTV, IPR2020-01359, Paper 15, 19-20 (Feb.

12, 2021) (instituted; petition filed three months after service of infringement
contentions). Geotab filed its Petition nearly seven months before the statutory bar
date (January 3, 2026). EX1070 (EDTX complaint served). The Board has found
petitioners diligent, weighing against denial, when the IPR was filed much closer
to the statutory deadline. Samsung Elecs. v. Headwater Rsch., IPR2024-01396,
Paper 13, 7 (Apr. 1, 2025) (filed approximately 4 months before deadline).

There has been little investment in the EDTX litigation. The court has issued
no substantive orders related to the patent. Claim construction has not been briefed.
EX2004, 5. The Markman hearing and close of expert discovery will postdate the
institution decision by 2 and 6 months (EX2004), respectively, which weighs
against discretionary denial. Tesla v. Autonomous Devices, IPR2023-01172, Paper
21, 8-9 (Jan. 8, 2024); SAP Am. v. Cyandia, IPR2024-01433, Paper 13, 11 (Apr. 7,
2025) (Markman 17 days after and expert discovery closing 2.5 months after
institution decision weighed against denial); Kia v. Emerging Auto., IPR2024-
01167, Paper 14, 17 (Jan. 27, 2025) (similar).

D.  Fractus Fails to Show that Factor 1 Weighs in Favor of Denial

Fractus’s contention that Judge Gilstrap is unlikely to grant a stay wrongly
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addresses a pre-institution stay. Req., 11-13 and 14. The relevant consideration is
whether “a stay... is likely to be granted if a proceeding is instituted.” Fintiv,
Paper 11, 6-7 (emphasis added). Even if Judge Gilstrap were to deny the stay pre-
institution, it is his “well-established” practice to provide leave to refile a motion to
stay after an IPR has been instituted. AGIS Software Dev. v. Google, No. 2:19-cv-
00361, 2021 WL 465424, *1 (E.D. Tex. Feb. 9, 2021) (Gilstrap, J).

Judge Gilstrap has stayed litigation in favor of an instituted IPR. See, e.g.,
Resonant Sys. v. Samsung Elecs., No. 2:22-cv-00423, 2024 WL 1021023, *2-4
(E.D. Tex. Mar. 8, 2024); Commc’'n Techs. v. Samsung Elecs. Am., No. 2:21-cv-
00444, 2023 WL 1478447, *2-5 (E.D. Tex. Feb. 2, 2023); Broadphone v. Samsung
Elecs., No. 2:23-cv-00001, 2024 WL 3524022, *2-3 (E.D. Tex. Jul. 24, 2024).
Fractus does not cite a single contrary case. Thus, Fractus fails to show that factor
1 weighs in favor of discretionary denial.

E. Factor 6 Weighs Against Discretionary Denial Because the
Examiner Materially Erred and the Merits Are Strong

Factor 6 considers “[o]ther circumstances that impact the Board’s exercise
of discretion, including the merits.” Fintiv, Paper 11, 5-6. The Petition’s strong
merits and the examiner’s material error during prosecution (supra §III) weigh
against denial. Anthony, IPR2025-00559, Paper 12, 2 (rejecting discretionary
denial because material error was shown by the Examiner in overlooking prior art

references used in the IPR’s grounds); Charge Fusion, IPR2025-00152, Paper 11,

19



2-3 (same); Tesla v. Intellectual Ventures II, IPR2025-00339, Paper 10, 2-3 (Dir.
Jun. 13, 2025) (referred to merits panel after finding strong merits). Correcting the
Examiner’s material error and the strong merits are additional “circumstances” that
weigh against discretionary denial. Fintiv, Paper 11, 5-6.

F. Factor 5 Is Neutral

While different parties would cause factor 5 to weigh against denial, the
converse is not true. Fractus cites no case supporting its assertion that factor 5
“favors discretionary denial” because “Petitioners are defendants™ in the litigation.
Req., 16. Where the IPR and litigation involve the same parties, factor 5 is neutral.
Google v. Parus Holdings, IPR2020-00846, Paper 9, 20-21 (Oct. 21, 2020)
(instituting); Shenzhen Root Tech. v. Chiaro Tech., IPR2024-01296, Paper 9, 20
(Feb. 25, 2025) (same).

V.  DISCRETIONARY DENIAL IS NOT WARRANTED

Discretionary denial is unwarranted. The Director should refer the Petition to

the Board to correct the Examiner’s error in allowing the 149 patent.

Respectfully submitted,
Geotab Inc. and Geotab USA, Inc.

Date: October 8, 2025 By: /Adam R. Wichman/
Adam R. Wichman, Reg. No. 43,988
WOLF, GREENFIELD & SACKS, P.C.
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mail, as previously consented to by Patent Owner, upon the following:

Mark J. DeBoy = mdeboy@esfip.com
Patrick Finnan pfinnan@esfip.com
Larry Shatzer Ishatzer@esfip.com
Fractus GeoTab_IPRs@esfip.com

Date: October 8, 2025 /Dara Del Rosario/
Dara Del Rosario
Paralegal
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