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DETAILED ACTION
Notice of Pre-AlA or AlA Status

1. The present application, filed on or after March 16, 2013, is being examined under the first
inventor to file provisions of the AlA.

Claim Objections
2. Claim 19 is objected to because of the following informalities: on line 7 of the claim the term
“pipt” should be changedto --pipe--. Appropriate correctionis required.

Double Patenting
3. The nonstatutory double patenting rejection is based on a judicially created doctrine grounded
in public policy (a policy reflected in the statute) soas to prevent the unjustified or improper timewise
extension of the “right to exclude” granted by a patent and to prevent possible harassment by multiple
assignees. A nonstatutory double patenting rejection is appropriate where the conflicting claims are not
identical, but at least one examined application claim is hot patentably distinct from the reference
claim(s) because the examined application claim is either anticipated by, or would have been obvious
over, the reference claim(s). See, e.g., Inre Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); Inre
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); Inre Longi, 759 F.2d 887, 225 USPQ 645 (Fed.
Cir. 1985); Inre Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); in re Vogel, 422 F.2d 438, 164
USPQ 619 (CCPA 1970); In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969).

A timely filed terminal disclaimerin compliance with 37 CFR 1.321(c) or 1.321(d) may be used to
overcome an actual or provisional rejection based on nonstatutory double patenting provided the
reference application or patent eitheris shown to be commonly owned withthe examined application,
or claims an invention made as a result of activities undertaken within the scope of a joint research
agreement. See MPEP § 717.02 for applications subject to examination under the first inventor to file

provisions of the AIA as explained in MPEP § 2159. See MPEP § 2146 et seq. for applications not subject
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to examination under the first inventor to file provisions of the AlA. A terminal disclaimer must be
signedin compliance with 37 CFR 1.321(b).

The filing of a terminaldisclaimer by itselfis not a complete reply to a nonstatutory double
patenting (NSDP) rejection. A complete reply requires that the terminal disclaimer be accompanied by a
reply requesting reconsideration of the prior Office action. Even where the NSDP rejection is provisional
the reply must be complete. See MPEP § 804, subsection|.B.1. For a reply to a non-final Office action,
see37 CFR1.111(a). For areply to final Office action, see 37 CFR 1.113(c). A request for reconsideration
while not provided for in 37 CFR 1.113(c) may be filed afterfinal for consideration. See MPEP §§
706.07(e) and 714.13.

The USPTO Internet website contains terminal disclaimer forms which may be used. Please visit
www.uspto.gov/patent/patents-forms. The actual filing date of the application in which the form is filed
determines what form (e.g., PTO/SB/25, PTO/SB/26, PTO/AIA/25, or PTO/AIA/26) should be used. A
web-based eTerminal Disclaimer may be filled out completely online using web-screens. AneTerminal
Disclaimer that meets all requirements is auto-processed and approved immediately upon submission.
For more information about eTerminal Disclaimers, refer towww.uspto.gov/patents/apply/applying-
online/eterminal-disclaimer.

4, Claims 19-22 are rejected on the ground of nonstatutory double patenting as being
unpatentable over claims 10-13 of U.S. Patent No. 11,781,421. Although the claims atissue are not
identical, they are not patentably distinct from each other because the claims of the present invention
merely remove limitations or use obvious changes in the claim language which do not rise to the level of
patentablydistinct from the claims of the ‘421 document.

Claim Rejections - 35 USC § 102
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis

for the rejections under this section made in this Office action:
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A person shall be entitled to a patent unless —

(a)(1) the claimed invention was patented, described ina printed publication, or in public use, on sale,
or otherwise available to the public before the effective filing date of the claimed invention.

(a)(2) the claimed invention was described in a patentissued under section 151, or in anapplication
for patent published or deemed published under section 122(b), in which the patent or application, as
the case maybe, names another inventor and was effectivelyfiled before the effective filing date of
the claimed invention.

6. Claim({s) 1-4, 6-8 and 18 is/arerejected under 35 U.S.C. 102(a){1) as being anticipated by
Kuckes (US 9759060).

With regards toclaims 1 and 18, it discloses an apparatus for magnetic ranging comprising: a
power supply (24); at least one section of drill pipe (57) operatively connectedto the power supply; at
least one wire (90) inside the at least one section of drill pipe that connects the power supply and the at
least one section of drill pipe, wherein the connection betweenthe wire and the drill pipe is a rigid
connection (the spring loaded contacts, col. 10:11-16, are broadly read as a “rigid connection” since they
maintain connection between the wire 90 and the pipe 57) thatis capable of maintaining its rigid
connection as the at least one section of drill pipe is drilling (while the spring loaded contact is used
when not drilling. It is inherently “capable” of being used while drilling as it would maintain contact); a
first electricallyinsulated member (71) electrically connected with the at least one section of drill pipe
and thatis capable of causing electrical energy (130) to exit a section of drill pipe; a sensor (102) for
detecting a magneticranging signal.

With regards toclaim 2, it discloses a second electricallyinsulated member (72) located further
downhole from the first electrically insulated member.

With regards toclaim 3, it discloses the sensor (102) is part of the bottom hole assembly.

With regards toclaim 4, the sensor (102) is part of the drill pipe.

With regards toclaim 6, it discloses the drill pipe (57) is a section of threaded drill pipe (col.

8:60-64).
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With regards toclaim 7, it discloses that the power supply (24) is connected to the drill pipe (57)
using at least one wire (90) of a multiribbon wire (the wireline is disclosed as capable of carrying data
and current, hence it is inherently a multiribbon wire).

With regards toclaim 8, it discloses the power supply (24) is connected to the drill pipe using
one or more conductors (col. 9:58-10:16).

Claim Rejections - 35 USC § 103
7. The following is a quotation of 35 U.S.C. 103 which forms the basis for all obviousness rejections
set forth in this Office action:

A patent for a claimed invention maynot be obtained, notwithstanding that the claimed invention is

not identically disclosed as set forthin section 102, if the differences betweenthe claimed invention

and the prior art are such that the claimed invention as a whole would have been obvious before the

effective filing date of the claimed invention to a person having ordinary skill in the art to whichthe

claimed invention pertains. Patentability shall not be negated by the manner inwhich the invention

was made.

8. Claim(s) 5 is/are rejected under 35 U.S.C. 103 as being unpatentable over Kuckes.

With regards toclaim 5, Kuckes shows all the limitation of the present invention except, it
doesn’t explicitly disclose that the drill pipe is coiled tubing. Itistaken as Official Notice that many types
of tubing/casing are used downhole and that coiled tubing applications would be comparable to
applications done with threaded drill string where more flexibility is required. Therefore, it would have

been obvious to one of ordinary skill in the art at the time the invention was filed to use the drill pipe

apparatus of Kuckes with coiled tubing. This would be done to allow for continuous feed of the drill

downhole.
Allowable Subject Matter
9. Claims 9-17 are allowed.
Conclusion
10. The prior art made of record and not relied upon is considered pertinent to applicant's

disclosure. The cited prior art all show similar features tothose of the claimed invention.
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11. Any inquiry concerning this communication or earlier communications from the examiner
should be directedto DANIEL P STEPHENSON whose telephone number is (571)272-7035. The examiner
can normally be reached M-F 10am-6pm.

Examiner interviews are available via telephone, in-person, and video conferencing using a
USPTO supplied web-based collaboration tool. To schedule an interview, applicant is encouraged to use
the USPTO Automated Interview Request (AIR) at http://www.uspto.gov/interviewpractice.

If attempts toreachthe examiner by telephone are unsuccessful, the examiner’s supervisor,
Tara Schimpf can be reached on 571-270-7741. The fax phone number for the organization where this
application or proceeding is assignedis 571-273-8300.

Information regarding the status of published or unpublished applications may be obtained from
Patent Center. Unpublished application information in Patent Centeris available to registered users. To
file and manage patent submissions in Patent Center, visit: https://patentcenter.uspto.gov. Visit
https://www.uspto.gov/patents/apply/patent-center for more information about Patent Centerand
https://www.uspto.gov/patents/docx for information about filing in DOCX format. For additional
guestions, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like
assistance froma USPTO Customer Service Representative, call 800-786-9199 (IN USA OR CANADA) or

571-272-1000.

/DANIEL P STEPHENSON/
Primary Examiner, Art Unit 3676
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