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I. THE DIRECTOR SHOULD DENY INSTITUTION

A.  The Petition fails to name two RPIs: Samsung Electronics America,
Inc. (“SEA”) and Avnet, Inc. (“Avnet”).

Samsung’s Reply (Paper 16) confirms that the Director should deny institu-
tion under Section 322(a)(2) and Corning Optical because the Petition fails to
name SEA and Avnet as RPIs. Paper 12, POPR, 8-17; EX2030 (Corning memo).
RPI has an “expansive formulation” that is satisfied by showing that the party un-
der consideration “is a clear beneficiary that has a preexisting, established relation-
ship with the petitioner.” Applications in Internet Time, LLC v. RPX Corp., 897
F.3d 1336, 1351 (Fed. Cir. 2018). Samsung does not even mention—Ilet alone ap-
ply—this test, which both SEA and Avnet easily satisty. POPR, 8-17. While both
entities are RPIs, the Director need only find that one is an RPI to deny institution.

According to Samsung, SEA is a subsidiary of Petitioner Samsung Electron-
ics Co., Ltd. (“SEC”) and the parent of RPI Samsung Semiconductor, Inc. (“SSI”).
EX2034, 1. Along with SEC and SSI, SEA is a respondent at the ITC, EX2015, 2
(95); a co-defendant in related EDTX litigation, EX2013, 1; and a co-plaintiff in a
Delaware DJ action that Samsung filed on the same day that the *087 patent issued.
EX2031, 1; EX2032, 1 (Samsung’s proposed first amended DJ complaint (FAC)
continuing to name SEA as co-plaintiff). In the DJ complaint, Samsung represents
that “[a] substantial, immediate, and real controversy exists between Samsung [in-

cluding SEA] and Netlist regarding whether Samsung or its customers or end users
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infringe the 087 patent ....” EX2031, 25 (479); see also EX2032, 41 (Y137).

If that is not enough, SEA (along with SEC and SSI) once held a license to
the 087 patent’s parent patents (the 060 and *160 patents), Paper 8, DD Br., 2-4;
EX2031, 8 (1928-29); was found to willfully infringe those patents, EX2038, 1-2;
and is a co-appellant in Samsung’s appeal of that judgment, EX2046, 2. SEA un-
disputably has a preexisting, established relationship with SEC and SSI, and would
clearly benefit from this PGR (e.g., potentially avoiding liability); it is an RPI.

So is Avnet. All agree that Samsung and Avnet have a preexisting, estab-
lished relationship: according to Samsung, Avnet is Samsung’s customer. EX2032,
2 (92). But more than that, Avnet is a distributor of Samsung’s memory products,
EX2047, EX2048, and, as such, is a co-defendant in the EDTX litigation, EX2013,
1. Critically, Avnet is also a co-plaintiff in the Delaware DJ action, and has repre-
sented to that court that there exists “substantial, immediate, and real controversy”
with Netlist as to infringement of the *087 patent. EX2032, 41 (4137). Given its in-
volvement in these cases, Avnet would clearly benefit from this proceeding.

Faced with these damning facts, Samsung presents a series of misleading ar-
guments. It starts by quoting Nintendo to allege that Avnet (but not SEA) is not a
“true defendant in the dispute.” Reply, 1 (cleaned up, quoting In re Nintendo of
Am., Inc., 756 F.3d 1363, 1365 (Fed. Cir. 2014)). But Nintendo was about whether

venue was proper, not whether an unnamed party was an RPI to a PTAB case. 756
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F.3d at 1366-67. And Avnet chose to be a plaintiff in the Delaware DJ action, cer-
tifying there is an “immediate ... controversy.” EX2032, 5 (16), 41 (137).
Samsung next cites Exhibit 1129 to assert that the “original” DJ action in
Delaware named only SEC and SSI. Reply, 2. But the complaint filed as Exhibit
1129 is for a different DJ action that did not involve the 087 patent. Again, SEA 1is
a plaintiff in the original DJ complaint in Delaware against the 087 patent, and
both SEA and Avnet are plaintiffs in the proposed FAC. EX2031; EX2032.
Samsung then accuses Netlist of concealing declarations Samsung used to
support its EDTX venue motion. Reply, 2. But Netlist submitted the motion itself
(EX2033). The motion contains the same alleged facts, see EX2033, 3-4, which are
irrelevant here because venue and RPI turn on different legal tests, POPR, 12-14.
Next, Samsung argues that it “has consistently named only SEC ... and SSI”
as RPIs, “and never SEA or any customers” in its many past petitions against
Netlist’s patents (many of which it previously licensed). Reply, 2. But Samsung’s
admission that it may have skirted its statutory obligation in previous cases does
not relieve Samsung of satisfying that obligation in this proceeding.
Taking a different tack, Samsung next attempts to shift the burden to Netlist,
complaining that Netlist has never argued in past [PRs that SEA is an RPI. Reply,
3. That is irrelevant. As Petitioner, it is Samsung’s burden under Section 322(a)(2)

to name all RPIs in its Petition. It failed to do so and should be held to account.
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Samsung then accuses Netlist of attempting to “relitigate” the RPI issue in
[PR2022-00615. But the issue there was whether Google was an RPI to a petition
challenging a different patent; it had nothing to do with SEA or Avnet. EX1128, 2.
Samsung goes as far as characterizing SEA as a mere customer: “a customer (such
as Avnet or SEA),” Reply, 3, which is plainly untrue and inconsistent with Sam-
sung’s disclosures in Delaware and to the Federal Circuit. EX2034; EX2046, 2.
Worse, Samsung’s Reply presents a misleading block quote that cobbles together
text spanning 10 pages of that decision. Reply, 3 (citing pp. 13, 14, 23 of EX1128).

Finally, Samsung argues that the most critical 4/7/RPX factor demonstrating
that SEA and Avnet are not RPIs is that they did not pay Petitioner to reduce their
potential exposure to infringement liability. Reply, 4. But that factor is inapplicable
here because none of the parties have a business model like RPX.

The facts bely Samsung’s conclusion it “has clean hands, unlike Netlist.”
Reply, 4. Samsung breached the parties’ 2015 agreement, willfully infringed
Netlist’s patents, and seeks PTAB review to escape paying a fair price for its unau-
thorized use of Netlist’s technology. DD Br., 2-6. It should not be allowed to do so.

B.  The Director should deny institution under Revvo and 7esla.

Samsung’s cursory argument that withdrawing its inconsistent claim con-
structions in EDTX moots the issue is incorrect. Reply, 4. Samsung has not made

any stipulation here, including agreeing to forgo those constructions at the ITC.
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