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As authorized by email on May 28, 2026, Patent Owner Netlist, Inc. 

(“Netlist”) moves for additional discovery from Petitioner Samsung Electronics 

Co., Ltd. (“SEC”) related to the issue of real party in interest (RPI). EX3105.  

I. INTRODUCTION: DISCOVERY IS WARRANTED 

The Petition identifies Petitioner (SEC) and Samsung Semiconductor, Inc. 

(“SSI”) as RPIs. See, e.g., Pet., 1. In the pre-institution briefing, Netlist argued that 

Samsung Electronics America, Inc. (“SEA”) and Avnet, Inc. (“Avnet”) should also 

have been included as RPIs. The requested discovery is highly relevant because a 

petition that fails to identify all RPIs cannot be considered by the Board. Corning 

Optical Commc’ns RF, LLC v. PPC Broadband, Inc., IPR2014-00440, Paper 68 at 

24 (PTAB Aug. 18, 2015) (designated precedential Oct. 28, 2025). 

SEA’s and Avnet’s status as unnamed RPIs is all the more important here 

because it implicates the 35 U.S.C. § 321(c) deadline for filing a PGR against the 

’087 patent. If SEC were to update its mandatory notices to include SEA and/or 

Avnet as RPI(s), a new filing date would be accorded to the Petition. See Corning, 

Paper 68 at 23-25; Curium US LLC v. Universität Heidelberg, IPR2025-01582, 

Paper 11 (Squires Feb. 25, 2026) (informative) (resetting filing date when new RPI 

added). If a new filing date is accorded, the Petition is barred by 35 U.S.C. 
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§ 321(c).1  

Netlist seeks targeted and narrowly tailored discovery from SEC that is 

highly relevant to whether SEA and/or Avnet are unnamed RPI(s). Netlist also 

seeks targeted and narrowly tailored discovery related to whether there is any 

foreign government ownership of SEC, which would require termination if any 

such foreign entity is an RPI. Tianma Microelectronics Co., Ltd. v. LG Display 

Co., Ltd., IPR2025-01579, Paper 12 at 4-5 (Squires Mar. 18, 2026) (precedential). 

II. BACKGROUND: SEA AND AVNET EACH HAS A PREEXISTING, 
ESTABLISHED RELATIONSHIP WITH SEC AND SSI, AND EACH 
HAS A CLEAR INTEREST IN AND WOULD BENEFIT FROM 
REVIEW OF THE ’087 PATENT 

SEC has represented to the Board that it and SSI are the only RPIs in this 

proceeding. However, reasonable inferences drawn from publicly available 

information suggest that SEC improperly omitted SEA and/or Avent as RPIs here. 

For example, SEA admittedly has a preexisting, established relationship with 

both Petitioner SEC and named RPI SSI. SSI is a wholly-owned subsidiary of 

SEA, which is a wholly-owned subsidiary of SEC (SEC→SEA→SSI). EX2034, 1. 

SEA is also a clear beneficiary of this proceeding. SEA is a respondent in 

 
1 SEC, SEA, and SSI are also time-barred under 35 U.S.C. § 315(b) from filing 

an IPR challenging the ’087 patent. They were each served with a complaint alleging 

infringement of the ’087 patent on May 23, 2025. See EX2127, 1 (Dkt. Nos. 3, 4, 5). 
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the ITC investigation and a co-defendant in the EDTX litigation. EX2015, 2 (¶5); 

EX2013, 1. SEA is also a co-plaintiff in Samsung’s DJ action against the ’087 

patent. EX2032, 1. As a named defendant in the EDTX litigation and in the ITC 

investigation, SEA faces the same infringement exposure as SEC and SSI. 

Invalidating the ’087 patent through this PGR would immediately benefit SEA by 

eliminating liability and foreclosing injunctive relief in the parallel fora. 

Critically, Samsung itself confirmed SEA’s concrete interest in the ’087 

patent by naming SEA in its DJ action. In that complaint, Samsung affirmatively 

represented to the court that a “substantial, immediate, and real controversy” exists 

between Netlist and SEA regarding infringement of the ’087 patent. EX2032, 41 

(¶137); see id., 5 (¶16). Further, SEA desires review of the ’087 patent claims and, 

thus, has an interest in this PGR. Indeed, SEA has challenged the validity of the 

’087 patent claims in district court. See EX2016. And SEA made a Sotera 

stipulation at the ITC, EX2129, demonstrating that SEA desires review of the 

’087 patent and has affirmatively selected the PTAB as its preferred forum. 

Further, SEA (along with SEC and SSI) once held a license to parent patents 

of the ’087 patent (U.S. 8,787,060 and U.S. 9,318,160), DD Brief, 2-4; EX2031, 8 

(¶¶28-29); was found to willfully infringe those parent patents, EX2038, 1-2; and 

is a co-appellant in Samsung’s appeal of that judgment, EX2046, 2. 

Like SEA, Avnet indisputably has a preexisting, established relationship 
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with Petitioner SEC and RPI SSI. Samsung admits that Avnet is Samsung’s 

customer. EX2032, 2. But more than that, Avnet is a distributor of Samsung’s 

memory products, EX2047, EX2048, and, as such, is a co-defendant in the EDTX 

litigation, EX2013, 1. 

Avnet is also a clear beneficiary of this proceeding. Like SEA, Avnet is a 

co-defendant in the EDTX litigation and a co-plaintiff in Samsung’s DJ action 

against the ’087 patent. EX2013, 1; EX2032, 1. And in Samsung’s DJ action, 

Avnet certified collectively with Samsung that it has an “immediate, real, and 

justiciable controversy” as to whether it infringes the ’087 patent and made no 

attempt to establish its own, separate reasons for standing. EX2032, 5. Avnet has a 

clear “interest in” and “benefit from” this PGR (avoiding liability for alleged 

infringement). 

There is further evidence of collaboration between SEC, SEA, and SSI in 

defending against the ’087 patent, suggesting both that the parties are working in 

concert and that SEA had control over (or at least the opportunity to control) this 

PGR. For example, the parties’ joint stipulation in the ITC to forgo any invalidity 

challenge there in favor of challenging the ’087 patent at the PTAB, provides 

substantial evidence of collaboration between all three entities in defending against 

the assertion of the ’087 patent. Further still, the asserted grounds in the PGR 

include the very same combinations (Keeth, Shaeffer, and/or Riho ’364 (Riho2)) 
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that SEC, SEA, and SSI jointly present as part of their invalidity contentions in the 

EDTX litigation. See EX2016, 33-34, 56-180. This suggests a coordinated strategy 

between SEC, SEA, and SSI for challenging the validity of the ’087 patent in 

defense of Netlist’s infringement claims. 

III. REQUESTED DISCOVERY  

Netlist requests that Petitioner SEC and RPI SSI be ordered to respond to the 

following discovery requests, directed to three categories of information: 

A. Discovery related to funding and control of, or coordination 
regarding, the Petition: 

• Produce representation/engagement letter(s) between Baker Botts and any 

Samsung entity regarding this proceeding. 

• Produce any joint defense agreements between SEC and SEA that relate to the 

current disputes regarding the ’087 patent. 

• Produce any joint defense agreements between SEC and Avnet that relate to the 

current disputes regarding the ’087 patent. 

• Produce retention/consulting agreements with any expert, including Dr. Andrew 

Wolfe, engaged to provide services related to this proceeding. 

• Produce documents and communications that show any coordination between 

Petitioner SEC and unnamed parties SEA and/or Avnet with respect to the 

instant Petition or proceeding. 
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• Identify all Persons (excluding those affiliated solely with Petitioner SEC or 

RPI SSI, and Petitioner’s counsel at Baker Botts) by name, corporate affiliation, 

and title, that have provided direction, input, or approval of any kind to 

Petitioner or Petitioner’s counsel of record regarding the Petition, including by 

selecting prior art and/or experts, drafting, reviewing, or approving filing of the 

Petition, or were otherwise made aware of the Petition prior to its filing. This 

includes any individuals affiliated with SEA or other entities that may also be 

affiliated with SEC or SSI. 

• Identify any shared personnel between Petitioner SEC SEA that were involved 

in any decision-making related to the Petition and this proceeding. 

• Identify any shared personnel between RPI SSI and SEA that were involved in 

any decision-making related to the Petition and this proceeding. 

• Identify all Persons and Entities (excluding Petitioner SEC and RPI SSI) by 

name, corporate affiliation, and title, whom are involved in funding this 

proceeding.  

• Identify all Board members and corporate officers of SEC, SEA, and SSI both 

currently and at the time of preparing and filing the Petition.  

• Describe any and all communications and coordination between Petitioner SEC 

and SEA, with respect to the instant Petition and proceeding. 
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• Describe any and all communications and coordination between RPI SSI and 

SEA, with respect to the instant Petition and proceeding. 

• Describe any and all communications and coordination between Petitioner SEC 

and Avnet with respect to the instant Petition and proceeding. 

• Describe any and all communications and coordination between RPI SSI and 

Avnet with respect to the instant Petition and proceeding. 

B. Discovery related to indemnification and manufacturing/supply 
agreements related to the accused products: 

• Produce any indemnification agreements between SEC or SSI and SEA related 

to the Accused products,2 and that implicate in any way the disputes between 

SEC, SSI, SEA, and Netlist. 

 
2 “Accused products” refers to the following: (1) Samsung’s DDR5 generation 

Dual In-line Memory Modules (DIMMs), including: (a) Registered Dual In-line 

Memory Module (RDIMM); (b) Multi-Ranked Buffered Dual In-Line Memory 

Module or Multiplexed Rank Dual In-line Memory Module 

(MCRDIMM/MRDIMM); (c) Small Outline Dual In-Line Memory Module 

(SODIMM); and (d) Un-buffered Dual In-Line Memory Module (UDIMM); and (2) 

Samsung’s HBM2/2E, HBM3/3E, and HBM4/4E high bandwidth memory 

(“HBM”) packages. The term “DDR5” in part (1) above means and refers to Double 

Data Rate 5, referring to the fifth generation of a type of computer memory called 
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• Produce any indemnification agreements between SEC or SSI and Avnet 

related to the Accused products, and that implicate in any way the disputes 

between SEC, SSI, SEA, Avnet, and Netlist. 

• Produce any supply, manufacturing, or other agreements that exist between 

SEC and/or SSI and SEA related to the Accused products. 

• Produce any supply, manufacturing, or other agreements that exist between 

SEC and/or SSI and Avnet related to the Accused products. 

• Describe in detail the terms of any indemnification obligations or agreements 

that exist between Petitioner SEC and SEA related to the Accused products.  

• Describe in detail the terms of any indemnification obligations or agreements 

that exist between RPI SSI and SEA related to the Accused products.  

• Describe in detail the terms of any indemnification obligations or agreements 

that exist between Petitioner SEC and Avnet related to the Accused products. 

• Describe in detail the terms of any indemnification obligations or agreements 

that exist between RPI SSI and Avnet related to the Accused products.  

• Describe in detail any supply, manufacturing, or other agreements that exist 

between Petitioner SEC and SEA related to the Accused products. 

 
Double Data Rate Synchronous Dynamic Random-Access Memory (“SDRAM”). 
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• Describe in detail any supply, manufacturing, or other agreements that exist 

between RPI SSI and SEA related to the Accused products. 

• Describe in detail any supply, manufacturing, or other agreements that exist 

between Petitioner SEC and Avnet related to the Accused products. 

• Describe in detail any supply, manufacturing, or other agreements that exist 

between RPI SSI and Avnet related to the Accused products. 

C. Discovery related to foreign government ownership of SEC: 

• Identify all shareholders in SEC that are foreign governments, foreign 

governmental agencies, other state-linked entities, and/or included on the 

United States Department of Commerce’s Bureau of Industry and Security 

(BIS), as well as the percentage and type of shares owned by each of the 

identified shareholders. 

IV. THERE IS GOOD CAUSE FOR GRANTING ADDITIONAL 
DISCOVERY. 

The motion easily satisfies all five “Bloomberg factors” set forth in Garmin 

Int’l Inc. v. Cuozzo Speed Techs. LLC, IPR2012-00001, Paper 26 at 6–7 (PTAB 

Mar. 5, 2013) (precedential); 37 C.F.R. § 42.51(b)(2)(i), as modified by 

Bloomberg, Inc. v. Markets-Alert Pty, Ltd., CBM2013-00005, Paper 32 at 4 (PTAB 

May 29, 2013) (precedential); 37 CFR § 42.224(a). There is good cause for 

granting additional discovery here. 37 C.F.R. §§ 42.51(b)(2)(i), 42.224. 
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A. Bloomberg Factor 1: The requested discovery is based on more 
than a mere possibility of finding something useful. 

A “good cause showing requires the moving party to provide a specific 

factual reason for expecting reasonably that the discovery will be ‘useful.’” 

Bloomberg, Paper 32 at 5. As discussed below, it is reasonably expected that each 

category of requested discovery is likely to provide useful information. 

1. Discovery related to funding and control of, or coordination 
regarding, the Petition 

There is already ample record evidence that SEA and Avnet both have 

preexisting, established relationships with SEC and SSI, and each has a clear 

interest in and would benefit from review of the ’087 patent. See Section II. 

Further, there is evidence of collaboration between the parties in the defense 

against the ’087 patent. The requests for production and interrogatories in this 

category are directed to the question of whether SEA and/or Avnet either funded, 

controlled, or had the opportunity to control this proceeding.  

This requested discovery is highly relevant to the RPI inquiry because any 

joint representation (as evidenced by engagement letters, expert 

retention/consulting agreements, etc.), joint defense agreements, funding, and/or 

communications between parties or input and direction regarding the instant 

Petition would tend show coordination between the parties and control over or 

funding by SEA and/or Avnet regarding these proceedings. As to the Baker Botts 
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engagement letters and Dr. Wolfe’s expert retention agreement, Samsung’s counsel 

and Dr. Wolfe confirmed such documents exist. See EX2060, 5:1-11, 13:20-15:4.  

The requested discovery may also show the opportunity to control or 

coordinate on this PGR (whether that opportunity was ever utilized), either through 

the above evidence or, for SEA in particular, through any shared decision-making 

personnel or Board members. Such facts are favorable to Netlist’s contention that 

SEA and/or Avnet are unnamed RPIs. See, e.g., Corning, Paper 68 at 14–15 (“[a] 

common consideration is whether the non-party exercised or could have exercised 

control over a party’s participation in a proceeding” (quoting Trial Practice 

Guide)); Trial Practice Guide, § I.D.1 (same); Applications in Internet Time, LLC 

v. RPX Corp., 897 F.3d 1336, 1354 (Fed. Cir. 2018) (“AIT”) (recognizing that 

overlapping members on board of directors may be relevant to the RPI inquiry).  

Thus, the discovery in this category is likely to uncover something “useful” 

under Bloomberg Factor 1. Bloomberg, Paper 32 at 5 (“‘Useful’ means favorable 

in substantive value to a contention of the party moving for discovery.”).  

2. Discovery related to indemnification and 
manufacturing/supply agreements related to the accused 
products 

The requests for production in this category are directed to any 

indemnification and/or supply, manufacturing, or other agreements between the 

unnamed RPIs (SEC or Avnet) and SEC or SSI that are related to the Accused 
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products. This information is likely to exist because it is commonplace for 

suppliers and customers to enter into such agreements. See, e.g., EX2134 

(“Indemnification provisions or clauses appear in nearly all commercial 

agreements.”); EX2135 (discussing common types of manufacturing contracts). 

Indeed, Samsung’s standard invoice lists “TERMS AND CONDITIONS OF SALE” that 

include indemnification provisions. See EX2138, 2 (exemplary invoice).  

Indemnity or defense obligations for SEC or SSI on behalf of SEA or Avnet 

included in these agreements would tend to show SEA’s or Avnet’s opportunity to 

control this proceeding, at least sufficient to put Samsung’s identification of RPIs 

in dispute and shift the burden to Samsung to show that SEA or Avnet is not an 

RPI. See Worlds Inc. v. Bungie, Inc., 903 F.3d 1237, 1246 (Fed. Cir. 2018). Thus, 

the discovery in this category is likely to uncover something “useful” under 

Bloomberg Factor 1. Bloomberg, Paper 32 at 5. 

3. Discovery related to foreign government ownership of SEC 

A foreign government is not permitted to be a petitioner, nor an RPI to 

petitioner, in an AIA proceeding. Tianma Microelectronics Co., Ltd. v. LG Display 

Co., Ltd., IPR2025-01579, Paper 12 at 4-5 (Squires Mar. 18, 2026) (precedential). 

Based on public record, it appears that at least the National Pension Service 

of South Korea (“NPS”), a foreign-government-controlled entity established under 

the Korean National Pension Act, is a significant shareholder in SEC, EX2136; 
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EX2137, 41, that may have controlled or had the opportunity to control this PGR. 

This interrogatory requests information regarding the percentage and types of 

shares owned for all SEC shareholders that are foreign governments, foreign 

governmental agencies, other state-linked entities, and/or included on the United 

States Department of Commerce’s Bureau of Industry and Security (BIS). This 

information is relevant to the extent any of these shareholders are identified in the 

discovery requests of the first category (regarding funding, control, and 

coordination regarding this proceeding) because if any foreign entities are RPIs, 

the proceeding must be terminated. See Tianma, Paper 12 at 4-5. 

For these reasons, Bloomberg Factor 1 favors granting the motion for each 

category of requested discovery. See Savant Techs. LLC v. Feit Elec. Co., Inc., 

IPR2024-01357, Paper 73 at 11 (PTAB Apr. 30, 2026) (finding “agreements 

between [petitioner] and [potential RPI] regarding indemnification or cooperation 

related to the [challenged] patent or related patents would be useful” under Garmin 

Factor 1); Samsung Elecs. Co., Ltd. v. Netlist, Inc., IPR2022-00615, Paper 40 at 9-

10 (PTAB Feb. 3, 2023) (granting patent owner’s discovery request for 

“agreements ‘between [petitioner] and [potential RPI] related to district court 

litigation involving the [challenged] Patent and/or this IPR proceeding”). 

B. Bloomberg Factor 2: The requested discovery does not seek 
litigation positions or the basis for those positions. 

The discovery requests do not seek SEC’s or Avnet’s litigation positions. 



Case PGR2025-00071 
U.S. Patent No. 12,308,087 

- 14 - 

C. Bloomberg Factor 3: The information cannot reasonably be 
generated without the discovery request. 

Netlist is not able to obtain equivalent information to that in the requested 

discovery by other means. In particular, the requested discovery—including 

information regarding joint representation (as evidenced by engagement letters, 

expert retainer/consulting agreements, etc.), joint defense agreements, funding, 

communications between parties or input and direction regarding the instant 

Petition, indemnification and/or supply, manufacturing, or other agreements 

between the unnamed RPIs (SEC or Avnet) and SEC or SSI that are related to the 

Accused products, and shareholder information—is in Petitioner’s possession and 

control and is not publicly available.  

D. Bloomberg Factors 4 and 5: The requested discovery is easily 
understandable and is not overly burdensome for Petitioner to 
answer. 

Netlist’s request is easily understandable and is not overly burdensome. 

Despite appearing as a large number of requests, certain requests are repeated 

multiple times for clarity simply to account for the permutations of relationships 

available between Petitioner SEC, RPI SSI, and unnamed RPIs SEA or Avnet. For 

example, in the first category of discovery, there are four interrogatories to address 

the same question of communications and coordination: “Describe any and all 

communications and coordination between [Petitioner SEC or RPI SSI] and [SEA 

or Avnet], with respect to the instant Petition and proceeding.” See Section III. 
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The requested discovery is limited to specific document(s) that are very 

likely to exist and interrogatories asking for easily identifiable information. SEC is 

already in possession of any relevant document(s), such as engagement letters and 

agreements between the parties. SEC therefore has limited, if any, search or 

production burden responding to this request. Savant Techs., Paper 73 at 16-18 

(finding Garmin Factor 5 weighs in favor of granting petitioner’s request under 

similar circumstances relating to agreements between the parties). The parties have 

agreed to a proposed protective order, which once granted, will protect the 

confidentiality of any produced documents.3 There should be no impact on the 

timing of the PGR as long as the documents are timely produced; indeed briefing 

continues in parallel to this motion for additional discovery. Should the Board 

grant Netlist’s motion, Netlist reserves the right to address any evidence produced 

in its PO Sur-reply or to request authorization to file a Motion to Terminate. 

V. CONCLUSION 

Netlist respectfully asks the Board to grant Netlist’s motion for additional 

discovery The Bloomberg factors strongly support granting additional discovery. 

 
3 The proposed protective order will be filed with the Patent Owner Response, 

due on Monday, June 8, 2026. It was previously filed in related IPR2025-01431 as 

Paper 33, App’x A. 
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Ferenc Pazmandi (Back-up Counsel) 
Mark A. Speegle (Back-up Counsel) 

BAKER BOTTS, L.L.P. 
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Respectfully submitted, 

STERNE, KESSLER, GOLDSTEIN & FOX PLLC 

/Richard M. Bemben/ 

Richard M. Bemben 
Registration No. 68,658 
Attorney for Patent Owner 

Date: June 5, 2026 

1101 K Street, NW, 10th Floor  
Washington, DC 20005 
(202) 371-2600 
 

mailto:DLSamsungNetlistIPRs@BakerBotts.com

	I. INTRODUCTION: DISCOVERY IS WARRANTED
	II. BACKGROUND: SEA AND AVNET EACH HAS A PREEXISTING, ESTABLISHED RELATIONSHIP WITH SEC AND SSI, AND EACH HAS A CLEAR INTEREST IN AND WOULD BENEFIT FROM REVIEW OF THE ’087 PATENT
	III. REQUESTED DISCOVERY
	A. Discovery related to funding and control of, or coordination regarding, the Petition:
	B. Discovery related to indemnification and manufacturing/supply agreements related to the accused products:
	C. Discovery related to foreign government ownership of SEC:

	IV. There is Good Cause for GRANTING ADDITIONAL DISCOVERY.
	A. Bloomberg Factor 1: The requested discovery is based on more than a mere possibility of finding something useful.
	1. Discovery related to funding and control of, or coordination regarding, the Petition
	2. Discovery related to indemnification and manufacturing/supply agreements related to the accused products
	3. Discovery related to foreign government ownership of SEC

	B. Bloomberg Factor 2: The requested discovery does not seek litigation positions or the basis for those positions.
	C. Bloomberg Factor 3: The information cannot reasonably be generated without the discovery request.
	D. Bloomberg Factors 4 and 5: The requested discovery is easily understandable and is not overly burdensome for Petitioner to answer.

	V. CONCLUSION

