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Insubstantially Different From The
Claimed Limitation...........cccceeveernennnen. 499

(b) The GFT Accused Products
Perform Substantially The Same
Function, In Substantially The

Same Way, To Achieve
Substantially The Same Result As
The Claimed Limitation ....................... 510
il. Claim ..o 518
iii. Claim ..o 521
b. No Exceptions to Doctrine of Equivalents...........cccccecveveeuveennnenn. 523
1. Claim Vitiation Does Not Apply ......cceeeveeeiienieniieinnne. 523
il. Prosecution History Estoppel Does Not Apply .............. 527
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1il. Ensnarement Does Not Apply .....ceeevvveeciieecieeciieeee, 530

C. Indirect Infringement ...........ccccoeeviieeiiiieiiie e 533

2. Domestic Industry — Technical Prong.............ccoeeveviieiiienienieeienieeen 538

a. The DI Glow Fish Tape Products Practice Claims 1, 5, 6, 8,

and 9 of the "209 Patent ............coooueiiiiiiiiiiieceeeeee 539

1. Claim Lo 539

(A) Claim 1[Pre]...ccccvierieeiieiieeieeieeree ettt ereeseee e 539

(B)  Claim 1[a] .eoveeoiirieieeierieieceeeeeee e 541

(C)  Claim 1[D] ceeeeeeieiieieieeeeeeee e 545
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3. ValIAILY .ot 570
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1. Summary of the Alleged Prior Art........cccceevevierienennnene 571
(A) European Patent No. 1 391 412 A1 (“Hartranft”)

(RX034T) oo 571
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ii.

iii.

(B) U.S. Patent No. 6,293,519 (“Farretta”) (RX-0349)..... 572
(C) International Patent Application Publication
Number WO 97/41626 (“Bruin”) (RX-0350) ............. 573
(D) U.S. Patent No. 5,505,432 (“Noonan”) (RX-0321)..... 574
(E) Milwaukee 25° Steel Fish Tape (48-22-4181)
(“MFT”) (RX-0455) i 575
Claims 1, 6, and 8-9 of the 209 Patent Would Not
Have Been Obvious Over Hartranft in View of
Farretta ......cocvveeeeiieeee e 581
(A) Neither Hartranft Nor Farretta Discloses Each
Limitation of Any Claim of the 209 or ’573
Patents ......ooouveeviiiiiieeeee e 581
(B) A POSITA Would Not Have Been Motivated to
Combine Hartranft and Farretta in the Manner
Milwaukee Proposes Absent Hindsight ...................... 585
(C) Claim 1 Is Not Obvious Based on Hartranft in
View of Farretta ........ccceeveveevciieeeiie e 608
(D) Claim 6 Is Not Obvious Based on Hartranft in
View of Farretta .......ccocveeeeieeeiieeeiiecieeeee e 610
(E) Claim 8 Is Not Obvious Based on Hartranft in
View of Farretta .......ccccceeveieeeciieeeiie e 612
(F) Claim 9 Is Not Obvious Based on Hartranft in
View of Farretta ........coceeeeieeeciieeeiie e 612
Claim 5 of the 209 Patent Would Not Have Been
Obvious Over Hartranft in View of Farretta and
NOONAN .....eiiiiiiieeiie e e 613
(A) None of Hartranft, Farretta Or Noonan Disclose
Each Limitation of Any Claim of the 209 and
PS5T3 PAteNtS ..ccueiieieeiieeeeeeee s 613
(B) A POSITA Would Not Have Been Motivated to
Combine Hartranft, Farretta, and Noonan in the
Manner Milwaukee Proposes Absent Hindsight......... 615
(C) Claim 5 Is Not Obvious Based on Hartranft in
View of Farretta and Noonan...........cccceeceeeeeenieennnnnne. 620
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vi.

Claims 1, 6, and 8-9 of the 209 Patent Would Not
Have Been Obvious Over Hartranft in View of

BIUIN ..o 621
(A) Neither Hartranft nor Bruin Discloses Each
Limitation of Any Claim of the 209 or ’573
Patents ......ooouveeviiiiiieeeeee e 622
(B) A POSITA Would Not Have Been Motivated to
Combine Hartranft and Bruin in the Manner
Milwaukee Proposes Absent Hindsight ...................... 628
(C) Claim 1 Is Not Obvious Based on Hartranft in
View of Bruin.......ccooeeeiiiiiiiiiciieceecee e 641
(D) Claim 6 Is Not Obvious Based on Hartranft in
View of Bruin......cococvveviiiiiiiiiciieceecee e 644
(E) Claim 8 Is Not Obvious Based on Hartranft in
View of Bruin......ccooovveiiiiiiiiiiiiieceecee e 647
(F) Claim 9 Is Not Obvious Based on Hartranft in
View of Bruin......ccccovveiiiiiiiiiiiiiecee e 647
Claim 5 of the 209 Patent Would Not Have Been
Obvious Over Hartranft in View of Bruin and
NOONAN ...ttt 648
(A) None of Hartranft, Bruin Or Noonan Disclose
Each Limitation of Any Claim of the *209 or ’573
Patents .....cooeeviiieiiieee e 648
(B) A POSITA Would Not Have Been Motivated to
Combine Hartranft, Bruin, and Noonan in the
Manner Milwaukee Proposes Absent Hindsight......... 650
(C) Claim 5 Is Not Obvious Based on Hartranft in
View of Bruin and Noonan ..........cc.cceeevevienieennennenns 653
Claims 6 and 8-9 of the 209 Patent Would Not
Have Been Obvious Over MFT in View of Farretta....... 655
(A) Neither MFT Nor Farretta Discloses Each
Limitation of Any Claim of the 209 or ’573
Patents .....coooeeeieeiiiieeece e 655
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(B) A POSITA Would Not Have Been Motivated to
Combine MFT and Farretta in the Manner
Milwaukee Proposes Absent Hindsight ...................... 663

(C) Claim 6 Is Not Obvious Based on MFT in View
Of Farretta ........cooevvvveeiiieiieeeeee e 689

(D) Claim 8 Is Not Obvious Based on MFT in View
OFf Farretta ......cooviiiiiiiieeee e 690

(E) Claim 9 Is Not Obvious Based on MFT in View
OF Farretta ......cooviiiiiiie e, 691

vii.  Objective Indicia Support a Finding of

NONODVIOUSNIESS ...cuvieniieeiiieiieeite ettt ettt 691
(A) NEXUS coutieiieriieieritesieeee sttt sttt 693
(B) Commercial SUCCESS ...cccvvvervieeriieeiiieeieeesieeeeieeeiiee s 708
(C)  COPYING.eiiiiiiiiaiieeieeitieeie ettt ettt eae e saeeaeens 718
(D) Long-Felt But Unresolved Need..........c.cccccveeeciieennnennn. 726
(E) InduStry Praise ........cccceevienieiiiieniieeieeieeeie e 732
B. U.S. Patent NO. 12,187,573 ... ettt 738
1. INFEINZEMENL.....ccuiiiiiieiieiece ettt et 738
a. The Accused Glow Fish Tape Products Directly Infringe
Claims 6—8 of the "573 Patent........ccccoeceevieniriencenicieneeiee 738
1. CLAIM B 739
(A)  Claim O[Pre]....cccveerereeiieiienieeieenieeieeriee e ereeseeeeneens 739
(B)  Claim 6[a] ...eeoeeeeieiieieeieieeeeeee e 740
(C)  Claim 6] .ceeeiieiiriieieeieeeeeeeeee e 740
(D) Claim 6[C] woveeeeeeieieeieeieeieeeeee e 741
(E)  Claim 6[d] ...coveeiiiieieeieiieieeeeeeetee e 741
(1) Claim Construction...........ccueeeveeerveesiveenireeenveenns 742
(2) Literal Infringement...........c.cccceevieeveenrencieenneennen. 742
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(3) Doctrine of Equivalents ..........cccceccvvevveeniieennnnnns 745

(a) The GFT Accused Products Are
Insubstantially Different From The
Claimed Limitation..........ccceevvereeneennnene 746

(b) The GFT Accused Products
Perform Substantially The Same
Function, In Substantially The

Same Way, To Achieve
Substantially The Same Result As
The Claimed Limitation ....................... 755
il. CLAIM 7ot 765
iil. Claim 8. 768
b. No Exceptions to Doctrine of Equivalents...........cccccecvveeeuveenenn. 770
1. Claim Vitiation Does Not Apply ......cceeeveeeeiienienireinnne. 770
il. Prosecution History Estoppel Does Not Apply .............. 771
iil. Ensnarement Does Not Apply ....ccceeeevievieeiieenieeieeieene, 771
C. Indirect Infringement ............cccoeveiieeiiiieniee e 772
2. Domestic Industry — Technical Prong............cccoeeeeviiiciienienieeienieeen. 774
a. The DI Glow Fish Tape Products Practice Claims 1 and 5—
8 of the 573 Patent......cc.ccoevieiiiriiniiieiieeeeeeeee e 775
1. Claim ..o 775
(A) Claim 1[Pre]...ccccveerieeiieiieeie ettt 775
(B)  Claim 1[a] ooveeieeeieeieieeieeeeeee e 776
(C)  Claim 1[B] .eoeeeiieiiiiiieeieeeeeee e 776
(D) Claim 1[C] weoveeieriieneeieeeeeeeeeeee et 776
(E)  Claim 1[d] .cocvevieiiiieieeieeeeeeeee e 777
il. Clalm 5. 778
1. ClLaIm 6. 779
(A)  Claim O[Pre] . cceeeereeeeierieeeeeeee e 779
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(B)  Claim 6[a] «..cceevveieienienienieeenieeeeeeetee e 779

(C) Claim 6[D] ..o 780

(D) Claim 6[C] .eeuveuveieieienieneeeeteeeeeeereeee e 780

(E) Claim 6[d] ...cceoveriiriiiinieiiieiccccececese e 781

ii. Claim 7ot 782

iii. Claim ..o 783

3. ValIdIty .o 785

a. Claims 1, 5, and 6-8 of the 573 Patent Are Not Obvious
Under 35 U.S.C. § 103 ... 786

1. Claims 1 and 6-8 of the ’573 Patent Would Not
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FaITEtaA cooeeeveeeeeee et 789

(A) Neither Hartranft Nor Farretta Discloses Each
Limitation of Any Claim of the *209 or ’573
Patents .....coooueeiiiiii e 789

(B) A POSITA Would Not Have Been Motivated to
Combine Hartranft and Farretta in the Manner
Milwaukee Proposes Absent Hindsight ...................... 789

(C) Claim 1 Is Not Obvious Based on Hartranft in
View of Farretta .......cccoceeviieiiieniiniieieeeeee 790
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View of Farretta ......c.ccocevieviiiiniiiiniceeceee, 795

(F) Claim 8 Is Not Obvious Based on Hartranft in
View of Farretta .......cccoceeviieiienieiiieieeeeeee 795

1. Claim 5 of the ’573 Patent Would Not Have Been
Obvious Over Hartranft in View of Farretta and
NOONAN .t e e 796

(A) None of Hartranft, Farretta Or Noonan Disclose
Each Limitation of Any Claim of the *209 and

573 PatentS ..eeeiieiiiiiiieeeeee s 796
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1v.

V.

(B) A POSITA Would Not Have Been Motivated to
Combine Hartranft, Farretta, and Noonan in the

Manner Milwaukee Proposes Absent Hindsight......... 797
(C) Claim 5 Is Not Obvious Based on Hartranft in
View of Farretta and Noonan..............cccceeeeeevvenennnne. 798
Claims 1 and 6-8 of the *573 Patent Would Not
Have Been Obvious Over Hartranft in View of
BIUIN oo 799
(A) Neither Hartranft nor Bruin Discloses Each
Limitation of Any Claim of the *209 or ’573
Patents .....oooeeieiee e 799
(B) A POSITA Would Not Have Been Motivated to
Combine Hartranft and Bruin in the Manner
Milwaukee Proposes Absent Hindsight ...................... 800
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(D) Claim 6 Is Not Obvious Based on Hartranft in
View of BIuin.....c.ooooviiiiiiiiieeceeceee e 803
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View Of BIUin.....c.ccoooviiiiiiiiiicceeccee e 806
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View Of BIUin.....c.cooovviiiiiiiiiiececceee e 807
Claim 5 of the ’573 Patent Would Not Have Been
Obvious Over Hartranft in View of Bruin and
NOONAN ...eeiiiiiiiecciiie e arree e 807
(A) None of Hartranft, Bruin Or Noonan Disclose
Each Limitation of Any Claim of the *209 or *573
Patents .......cooovveiieeiiieeeeee e 808
(B) A POSITA Would Not Have Been Motivated to
Combine Hartranft, Bruin, and Noonan in the
Manner Milwaukee Proposes Absent Hindsight......... 808
(C) Claim 5 Is Not Obvious Based on Hartranft in
View of Bruin and Noonan .............ccccceeevieeeecnieeenn, 809
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Have Been Obvious Over MFT in View of Farretta....... 810
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